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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Reg. No. 3,149,821

for the mark CAPSOL-T

Date registered: September 26, 2006

ACTIBIOL, S.A. Cancellation No.
Petitioner,

PETITION FOR CANCELLATION

V.

MOR-NUTECH, Inc.

Registrant.

Actibiol, S.A., having its principal place of business at 4 Rue de la Scie, 1207 Geneva,
Switzerland, believes it is being damaged by, and will continue to be damaged by, the
registration of the subject mark of United States Trademark Registration No. 3,149,821 in

International Class 005 and hereby petitions to cancel the registration of the mark.

As grounds for the petition to cancel, Petitioner alleges:

1. Respondent Mor-Nutech, Inc. ("Respondent" or "Mor-Nutech") is the listed owner of United
States Trademark Registration No. 3,149,821 for the designation "CAPSOL-T" for
nutritional supplements in International Class 005, with a filing date of December 7, 2004, a
registration date of September 26, 2006, and an alleged date of first use of June 5, 2006 ("the
'821 Registration"). On information and belief, Respondent is using the CAPSOL-T
trademark on its website www.capsol-t.com to advertise and sell nutritional supplements.

2. Respondent is not the original applicant of the application from which the '821 Registration
registered ("the '821 Application"). The original applicants were two individuals, Dorothy

M. Morre and D. James Morre ("Applicants"). Applicants filed the '821 Application on
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December 7, 2004, and executed an assignment of the '821 Application to Respondent on
June 8, 2006.

. Petitioner Actibiol, S.A. ("Petitioner" or "Actibiol") is a corporation formed in Switzerland
and run by its Managing Director, Georges Manoukian. Through Mr. Manoukian's efforts,
Actibiol has developed a proprietary formula for a nutritional supplement ("the Capsibiol-T
product") that Actibiol markets and sells under the trademark "CAPSIBIOL-T." The
Capsibiol-T product is a proprietary formula combining decaffeinated green tea and
capsaicin (an extract of chili peppers). The product has been successful in clinical trials for
treating cancer patients.

. Actibiol owns International Registration No. 836,596 for the mark CAPSIBIOL-T for
various pharmaceutical and dietary products. Actibiol also owns Registration No.
300465994 for the CAPSIBIOL-T mark in Hong Kong, and Registration No. 504280 for
CAPSIBIOL-T in Switzerland. Actibiol is currently applying to extend protection for its
International Registration to the United States. Copies of these registrations are attached
hereto as Exhibit A.

. Actibiol has been marketing the Capsibiol-T product under the trademark CAPSIBIOL-T in
the United States since at least as early as September 2000. In order to market the product in
the U.S., Mr. Manoukian licensed the trademark to Portola Sciences, Inc. ("Portola"), which,
on information and belief, was a corporation formed in Indiana and operated by James
Morre, one of the two Applicants of the '821 Application. Portola sub-licensed the authority
to use the CAPSIBIOL-T trademark to Scientific Motive Systems, Inc. ("SMS"). These
license agreements were entered in February and March 2000.

. In September 2000, SMS made its first sale of the Capsibiol-T product under the trademark
CAPSIBIOL-T. SMS paid royalties to Actibiol for sales of the Capsibiol-T product, sold
under the trademark CAPSIBIOL-T, in the United States during 2000, 2001, 2002, 2003,
2004, and 2005. All use of the trademark by Portola and SMS during these years inured to

Actibiol's benefit.
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Actibiol cancelled SMS's license in March 2007 after learning that SMS was using the
CAPSIBIOL-T trademark to sell products other than the proprietary Capsibiol-T product
developed by Actibiol.
First Ground for Cancellation

Petitioner's Prior Trademark Rights
Actibiol has been using the trademark CAPSIBIOL-T in the United States through its
licensees Portola and SMS since at least as early as 2000. As a result of Actibiol's exclusive
use of the trademark through its licensees in the United States, Actibiol is the sole owner of
the CAPSIBIOL-T trademark for nutritional supplements.
Actibiol uses the CAPSIBIOL-T trademark in the U.S. and the Republic of the Philippines in
association with the sale and distribution of its proprietary nutritional supplement, Capsibiol-
T. Acﬁbiol has invested a great deal of money and effort in using and promoting its goods
under the CAPSIBIOL-T trademark and is continuing to use and promote these goods in
association with this trademark.
As aresult of the high quality of Actibiol's goods and the promotion, sales, and public
acceptance thereof, Actibiol's goods have acquired an outstanding reputation, and the public
now distinguishes Actibiol's goods from the goods of others by the CAPSIBIOL-T
trademark.
Actibiol's rights in the CAPSIBIOL-T trademark precede any rights Respondent may claim
in the CAPSOL-T designation. Actibiol began using the CAPSIBIOL-T trademark in the
United States at least as early as September 2000. Respondent asserts a date of first use of
the CAPSOL-T designation of June 5, 2006.
The CAPSOL-T designation that Respondent has registered in the '821 Registration is highly
similar and in fact nearly identical to Actibiol's CAPSIBIOL-T trademark, at least as to
visual appearance, pronunciation, commercial impression, and connotation.
The goods identified in the '821 Registration are identical to the goods provided by Actibiol

under its trademark CAPSIBIOL-T. On information and belief, Respondent uses its
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CAPSOL-T designation on goods that compete directly or indirectly with goods offered by
Actibiol.
The marketing and channels of trade associated with the goods identified in the '821
Registration are closely related, if not identical, to the marketing and channels of trade within
which Actibiol sells and markets its goods associated with its CAPSIBIOL-T trademark.
The continued registration of the '821 Registration will likely cause confusion among the
relevant consuming public, and will likely cause the relevant consuming public to mistakenly
conclude that Respondent's goods are those of Actibiol or are associated with Actibiol, when
in fact they are not.
The continued registration of the '821 Registration is likely to cause injury to Actibiol's
business reputation and injure and impair Actibiol's rights in its CAPSIBIOL-T trademark,
by causing confusion, mistake, and/or deception as to the respective rights of the parties and
as to the source or sponsorship of the goods. Such injury will continue until the '821
Registration is cancelled.
Continued registration of the '821 Registration of CAPSOL-T is inconsistent with the prior
trademark rights of Actibiol in CAPSIBIOL-T.
Second Ground for Cancellation

Fraud on the USPTO -- Knowledge of Actibiol's Rights
On information and belief, Applicants committed fraud on the United States Patent and
Trademark Office as part of their efforts to secure the '821 Registration. The fraud was
committed when Applicants filed the corresponding trademark application and declared that
"he/she believes applicant to be entitled to use such mark in commerce; to the best of his/her
knowledge and belief no other person, firm, corporation, or association has the right to use
the mark in commerce, either in the identical form thereof or in such near resemblance
thereto as to be likely, when used on or in connection with the goods/services of such other

person, to cause confusion, or to cause mistake, or to deceive; and that all statements made of

his/her own knowledge are true..."
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On information and belief, Applicants made this statement with full knowledge of Actibiol's
prior rights in the trademark CAPSIBIOL-T for identical goods as those listed in the '8§21
Application. Applicant James Morre was involved in the preparation and execution of the
license agreement which granted Portola rights to use the CAPSIBIOL-T trademark in the
U.S. Applicant James Morre is a part-owner of SMS, and has been aware of SMS's sales of
Capsibiol;T in the U.S. and SMS's royalty payments to Actibiol beginning in 2000. By
virtue of his involvement in these license agreements, sales, and royalty payments, Applicant
James Morre had full knowledge of Actibiol's rights in the CAPSIBIOL-T trademark for
nutritional supplements when he filed the '821 Application.
Third Ground for Cancellation

Fraud on the USPTO -- No Bona Fide Intent to Use
On information and belief, Applicants committed fraud on the United States Patent and
Trademark Office as part of their efforts to secure the '821 Registration. The fraud was
committed when Applicants filed the corresponding trademark application and declared that
"the applicant has a bona fide intention to use or use through the applicant's related company
or licensee the mark in commerce..."
On information and belief, Applicants filed the '821 Application in their capacity as
individuals, and checked the "Individual” box to indicate the type of entity applying for the
registration. However, Applicants never intended to use the mark CAPSOL-T in their
individual capacity. Instead, the true entity which had a bona fide intent to use the mark in
commerce was Respondent Mor-Nutech, Inc. Accordingly, Applicants did not have a bona
fide intent to use the mark in commerce when they filed the '821 Application.
On information and belief, the '821 Registration is invalid and should be cancelled because
the application from which it registered was void under 15 U.S.C. § 1051(b), as it was not
filed by the true owner of the mark, but was filed by individual applicants who did not have a

bona fide intent to use the mark as individuals.
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Fourth Ground for Cancellation
Invalid Statement of Use
Upon information and belief, the '821 Registration is invalid and should be cancelled because
a valid Statement of Use was not filed within the statutory time period as specified in 15
U.S.C. § 1051(d).
Upon information and belief, the party who filed the Statement of Use was not the owner of
the mark at the time the Statement of Use was filed. An assignment was executed on June 8;
2006 assigning the entire interest in the application from Applicants Dorothy M. Morre and
D. James Morre to Respondent Mor-Nutech. Subsequently, on June 26, 2006, a Statement of
Use was signed and submitted by Applicants Dorothy and James Morre. These two
individuals were no longer the owner of the application when they filed this Statement of
Use. Accordingly, the Statement of Use is invalid. As the statutory time period for filing a
Statement of Use has passed, the '821 Registration must be cancelled.
Fifth Ground for Cancellation
Improper Assignment of Intent-to-Use Application
Upon information and belief, the '821 Registration is invalid and should be cancelled because
the intent-to-use application from which it registered was assigned in violation of the
prohibition against assignments of intent-to-use applications contained in 15 U.S.C.
§1060(a)(1).
Upon information and belief, Applicants Dorothy and James Morre executed an assignment
of the intent-to-use application on June 8, 2006. A Statement of Use was not filed until June
26, 2006. Accordingly, the '821 Application is void for violation of §1060. Continued
registration of the '821 Registration is contrary to U.S. trademark law, and therefore the '821

Registration must be cancelled.
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WHEREFORE, Petitioner requests that this petition be sustained, and that United States

Trademark Registration No. 3,149,821 be cancelled.

Respectfully submitted,

DATED: May 29, 2007 Mﬂ[ %

Gary J. Nelson
Tiffany A. Parcher

CHRISTIE, PARKER & HALE, LLP
Post Office Box 7068

Pasadena, California 91109-7068
Phn: (626) 795-9900

TP PAS735342.1-*-05/29/07 8:07 AM
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ORGANISATION MONDIALE

£ INTELLECTUELLE '
DE LA PROPRIET ARRANGEMENT ET PROTOCOLE

54, cremin pee Cokembeties, case pastale 18, CH-1211 Gentvs 20 (Suisse) DEmmD
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CERTIFICAT D’ENREGISTREMENT

Le Burcau international de I"Organisation Mondiale de Iz Propriété IntcBectuelle (OMPI) certifie que les
indications figurant dans le présent certificat sont conformes aux inscriptions portées au registre
international tenu en vertu de P Arrangement et du Protocole de Madrid.

Genéve. le 9 décembre 2004 : Section de "examen ot de Penregistrement
’ Dépariement de P'administration des enregistrements intemzationamx

836596

Date d’enregistrement: 1 septembre 2604
Date d’échéance: 1 septembre 2014

ACTIBIOL SA
Rue de la Scie 4-6
CH-1207 Gengve

(Suisse).

CAPSIBIOL - T

Indicarion relative & la natare de la margue ow ou type de

margue. caractéres standard

Liste des produits et services - NCL(§):

5 Produits pharmaceutiques et vétérinaires; produits hygie-
niques powr la médecine; substances didtéTiques & usage
médical, aliments pour bébés; empliares, matériel pour
pansements; metiéres pour piomber Jes dents et pour em-
preintes dentaires: désinfectanis; produits pour la destruc-
ton des animaux nuisibles: fongicides, berbicides,

42 Services scientifiques et technologiques ainsi que service:
de recherches et de conception y relartife: services d'analy-
ses of de recherches industrielles; conception et dévelop-
pement d'ordmateurs et de logiciels; services juridigues.

Enregisirement de base: Suisse, 10.09.2002, 504280.

Deésignations selon U'Arrangememt de Madrid: Allemagme.

Arménie, Auiriche, Benelux, Chine, Espagpe, Fédération dc

Russie, France, Italie, Marog.

Désignations seion le Prowocole de Madrid: Austrahie.

Limitation de Ia liste des produits ei services: Australi

Liste Jimitée & 1a clesse &

Date de notification: 08.12.200¢

Langue de (@ demande imernaliongie: Francais
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The Government of the Hong Kong

Trade Marks Registry

intellectual Property Department

Special Administrative Region

-

(FEEEB) (3 559 F)
CERTIFICATE OF REGISTRATION

Trade Marks Ordinance (Chapter 559)

T TR Z S B BA SR

[ kereby certify that the Trade Mark with the following particulars has been entered in the register ioday:

BEE:
Trade Mark No.:

B
Mark:

FREER:
Mark Type:

PRI R:

Mark Description:

— TR
Series Mark:

BENGERALHE
k.

Owrner(s)' Name,
Address:

B AR M
Owner(s)’ Address for
Service.

SERI R 12 SRS HEA:

Class(es) & Specification(s):

30G4E5064 50515

300465994

CAPSIBIOL - T

Ordinary
N/A
No

ACTIBIOL S.A.

4 RUE DE LA SCIE,
1207 GENEVA,
SWITZERLAND.

CHECKMATE INDUSTRIES LTD
1101-1102A, 11/F, THE CENTRUN.
60 WYNDHAM STREET, CENTRAL.
HONG KONG.

Class £

pharmaceutical and veterinary preparations; sanitary preparations
for medical purposcs; dictetic substances adapted for medical use.
food for babies; plasiers, maierials for dressings: material jor
stopping teeth, dental wax: desinfectants; preparations jor
destroying vesmin; fungicides. herbicides

Faoe 1 0f 2
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Disclaimer:

PRl

Limitation:

&4

Condition:

A
Others:

HEMER:

— R R A Wy v e — T LE R W e

Trade Mark No. 300465994

Class 42 .
scientific and technological service and research and design relating
thereto; industrial analvsis and rescarch services; design and
development of computers hardware and software; legal services.

N/A

N/A

N/A

N/A

28 July, 2005

Date of Registration:

BRERAEESENEE: N/A
Dates of Prierity Claimed:

IS TR T N/A

Priority Application No.:

BIAEETREY

N/A

B - #E - 5
Country, Territory, Area of
Priority Applications:

|

1
<

Pl

Now

30046599 BOE16

BE : ZOOKRE—B+tH
Bated this 17 January, 2006

a

£ “
-

KT

AR RS
Stephen Selby
Registrar of Trade Marks

-

ERHEREMEHESGIEI10 % - ERWHEXE: - THETHW 108

Kegistravion is for & perind of 10 vears bepianing on the date of rewsiration. Ai the end of that period. 1t may n
renewed successively for further periods of 10 vears,

LHHE AR ERES - KBRS OE

This certilieaie is oot tor use in fegal procedimes or for obtaining reptsirtion abroad

THEFOAFHENHAY RXE AT L ERH R R e ® - 0 F A RPN ECE

Upon any chanpe of ownership of this 1moe mark. of change of name andror address of the repssicred ovwne
appiwation should AT ONCE be maoe (o the kegrsirar 16 regisier the chnng

Fage Z 0f £
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gidgenbssisches institunt seistiges Eigentum

Institut F&a&E ral de ia Propriété Intellectuelle

istituto Fede rale dclia Proprieta Intellettuale

Swiss Federal Institute of Intellectuat Property

Elnstenstyasse 2 - CH-3003 Bem - Telefon +41 (0)31 325 25 25 - Fax +41 (0)31 325 25 26 - www.ige.ch

Attestation d'enregistrement d’'une marque

Nous vous confirmons les indications suivantes gqui ont été inscrites au
registre des marques suisse.

L’'enregistrement est valable pour une période de 10 ans, & compter de la date
du dépdt de la marque.

ta marque @ &été publiée comme suit dans la Feuille officielle suisse

du commerce no. 0211 du 31 octcbre 2002:

pDate de d&pdt: 10 septembre 2002 Marque: 504280

CAPSIBIOL ~ T

Titulaire

ACTIBIOL SA

rRue de la Scle 4-6
1207 Genéve

Liste des produits et/on des services
5 produits pharmaceutiques et vétéripnaires; produits hygiéniques
pour la médecine; substances diététiques & usage médical, aliments
pour bébés; emplitres, matériel pour pansements; matidres pour
plomber les dents et pour empreintes dentaires; désinfectants;
produits pour la destruction des apimaux puisibles; fongicides,
herbicides.

30 café, thé, cacao, sucre, riz, tapioca, sagou, succédanés du
café; farines et préparations faites de céréales, pain, pdtisserie
et confiserie, glaces comestibles; miel, sirop de mélasse; levure,
poudre pour faire lever; sel, moutarde; vinaigre, sauces
{condiments); épices, glace a rafraichir.

42 Services scientifiques et technologiques ainsi que services de
recherches et de conception y relatifs; services d'analyses et de
recherches industrielles; conception et développement d’ordinateurs
et de logiciels; services juridiques.

Classification internationale
5,30,42

Enregistrement dans le registre des margques
17.10.2002

Division des margues



