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BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name Gado S.A.R.L.
Entity Corporation Citizenship Luxembourg
Address 5, Rue Guillaume
Kroll, L-1882
LUXEMBOURG
Attorney John Clarke Holman
information Jacobson Holman PLLC

400 7th St., NW

Washington, DC 20004

UNITED STATES

trademark@jhip.com, rpierce@jhip.com, jholman@jhip.com
Phone:202-638-6666

Registrations Subject to Cancellation

Registration No

2663337 | Registration date | 12/17/2002

Registrant Jay-Y Enterprise Co., Inc.

632 New York Drive

Pomona, CA 91768

UNITED STATES
Goods/Services Class 009. First Use: 1999/12/01 , First Use In Commerce: 1999/12/01
Subject to Goods/Services: Sunglasses, optical frames, and reading glasses
Cancellation
Registration No 2582314 Registration date | 06/18/2002
Registrant Jay-Y Enterprise Co., Inc.

632 New York Drive

Pomona, CA 91768

UNITED STATES
Goods/Services Class 009. First Use: 1999/12/01 , First Use In Commerce: 1999/12/01
Subject to Goods/Services: Sunglasses, optical frames, reading glasses
Cancellation
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

GADO S.A.R.L.,

Petitioner,
Cancellation No.:

V.

JAY-Y ENTERPRISE CO., INC.,

e e S N N N N S S

Respondent.

CONSOLIDATED PETITION FOR CANCELLATION

Petitioner, Gado S.A.R.L., believes that it is being or will be damaged by
Registration Numbers 2,582,314 and 2,663,337, issued on the Principal Register and
currently owned by Respondent, Jay-Y Enterprise Co., Inc., as shown by the records of
the Patent and Trademark Office, both for the trademark DG for “sunglasses, optical
frames, reading glasses” and hereby petitions for cancellation of the same.

As grounds for cancellation, Petitioner alleges:

1. Gado S.A.R.L. (Gado) is a corporation organized under the laws of
Luxembourg, located and doing business at 5, Rue Guillaume, Kroll L-1882,
Luxembourg. Gado is a company of the well-known Dolce & Gabbana Group.

2. Upon information and belief, Jay-Y is a corporation organized under the
laws of California, located and doing business at 632 New York Drive, Pomona,
California 91768.

3. Upon information and belief, Registration Number 2,582,314 was issued

to Jay-Y Enterprise Co., Inc. (Jay-Y) on June 18, 2002 for DG with interlocking letters as



a trademark for “sunglasses, optical frames, reading glasses” as currently shown by the
records of the Patent and Trademark Office. Jay-Y alleges that it first used the mark on
December 1, 1999 and first used the mark in commerce on December 1, 1999.

4. Upon information and belief, Registration Number 2,663,337 was issued
to Jay-Y Enterprise Co., Inc. on December 17, 2002 for DG stylized as interlocking
rectangles as a trademark for “sunglasses, optical frames, reading glasses” as currently
shown by the records of the Patent and Trademark Office. Jay-Y alleges that it first
used the mark on December 1, 1999 and first used the mark in commerce on December
1, 1999.

5. Upon information and belief, Petitioner’s claims against each registration
sought to be cancelled involve common and/or similar questions of law and/or fact.

COUNT 1 - LIKELIHOOD OF CONFUSION

6. Beginning before the filing dates and claimed dates of first use in
commerce of Jay-Y’s applications, Serial Numbers 78/026,522 and 78/091,621, which
matured into the registrations sought to be cancelled herein, Gado and its predecessors
and licensees (hereafter referred to collectively as “Gado”) have, and are now, engaged
in the distribution and sale of sunglasses and other related goods in commerce in the
United States, under and in connection with the trademarks D&G alone and in
combination with DOLCE & GABBANA and DG alone and in combination with DOLCE
& GABBANA and/or other words and/or designs (said marks hereafter collectively,
referred to as Gado’s D&G Marks). Gado continuously has used its D&G Marks in
commerce in connection with Gado’s products and services, advertised, offered for

sale, and sold by Gado, and to identify and designate same, and to distinguish those



goods, services and business from those of others.

7. Upon information and belief, consumers have come to associate DG and
D & G as the initials of the surnames of the famous designers and owners of the Dolce
and Gabbana Group, Messrs. Domenico Dolce and Stefano Gabbana, and as
abbreviations of DOLCE & GABBANA, and therefore, consumers use the marks DG,
D & G, and DOLCE & GABBANA as synonymous trademarks to refer to the same
source, Gado.

8. Gado is the owner of, and will rely on herein, the following U.S. trademark
registrations for its D & G Marks as used on sunglasses and related goods in

International Class 9:

Mark Reqistration No. Issue Date

D&G 3,108,433 June 27, 2006

D & G DOLCE & GABBANA 2,096,500 September 16, 1997
DOLCE & GABBANA 1,742,622 December 29, 1992

These registrations are valid and subsisting, and constitute prima facie and/or conclusive
evidence of Gado’s ownership of the D&G Marks, and exclusive right to use same in
commerce in connection with the goods set forth in the registrations.

9. Since Gado's initial use of its D&G Marks, it has used, advertised,
produced, and offered its goods under and in connection with these marks to the public,
through various channels of trade, and in commerce, with the result that Gado's
customers and the public in general have come to know and recognize Gado’s marks
and associate same with Gado and/or the goods produced, advertised, marketed,

distributed, and sold directly or indirectly by Gado and its businesses. Gado thus has



built up goodwill in connection with the sale of its products and services under its D&G
Marks such that Gado’s marks are identified, associated, and/or equated by Gado’s
customers, the trade, and the public.

10.  Upon information and belief, the DG marks registered by Jay-Y is
substantially similar and/or a colorable imitation of, and so resembles Gado’s previously
used D&G marks as to be likely, when used for the related goods of Jay-Y identified in
Registration Numbers 2,582,314 and 2,663,337, to cause confusion or mistake or to
deceive customers, the trade, and the public in general, thereby resulting in damage and
detriment to Gado, its D&G marks, and reputation.

11.  Oninformation and belief, sunglasses, optical frames, reading glasses
identified in the registrations sought to be cancelled are identical, and/or similar in
nature, and/or related to the sunglasses sold under and/or in connection with Gado’s
D&G marks, and upon information and belief, Gado and Jay-Y both are, or could be,
engaged in the marketing, selling, and promoting of their respective goods through the
same and/or related channels of trade, and/or to the same and/or related class(es) of
customers.

12.  Oninformation and belief, people having knowledge, familiarity with, and/or
who have obtained and/or bought Gado’s sunglasses and related goods sold under
and/or in connection with its D&G marks, as well as the public and trade in general, are
likely to be confused, mistaken, or deceived as to the origin, sponsorship, and/or
association of Jay-Y’s sunglasses, optical frames, reading glasses marketed, sold,
and/or promoted under the DG marks registered by Jay-Y, and misled into believing Jay-

Y’s sunglasses, optical frames, reading glasses emanate from, or in some way, directly



or indirectly, are associated with Gado to the damage and detriment of Gado and its
reputation.

13.  Gado believes that the continued existence of Registration Numbers
2,582,314 and 2,663,337 on the Principal Register will impair its rights in its D&G marks
inasmuch as Jay-Y’s marks are substantially similar and/or a colorable imitation of, and
so resembles Gado’s D&G marks and Jay-Y’s sunglasses, optical frames, reading
glasses identified in the registrations sought to be cancelled are identical, and/or similar
in nature, and/or related to the sunglasses sold under and/or in connection with Gado’s
D&G marks. Thus, such registrations are causing or will cause injury to Gado.

COUNT Il - DILUTION

14.  Gado restates and realleges §91-11, inclusive, above, of this Petition for
cancellation, and hereby incorporates same as if fully set forth herein.

15.  Oninformation and belief, since before the filing date of Registration
Numbers 2,582,314 and 2,663,337, Gado’s D&G Marks have been and are distinctive
and/or famous.

16.  Oninformation and belief, the registration and/or commercial use of the DG
marks as shown in the registrations sought to be cancelled mark by Jay-Y will cause
dilution and/or tarnishment of the distinctive quality of Gado’s famous and distinctive
D&G Marks.

17.  If Jay-Y maintains the registrations sought to be cancelled herein, and Jay-
Y maintains such rights as conferred under the Principal Register of the Trademark Act
of 1946, Jay-Y will obtain unlawful gain and advantage to which they are not entitled

under the Trademark Act of 1946 to the detriment and harm of Gado.



WHEREFORE, Petitioner, Gado S.A.R.L., believes and alleges that it will be
damaged by the continued registration of the DG marks and therefore Petitioner prays

that:

(a)  the Consolidated Petition for Cancellation herein be sustained in favor of

Gado; and

(b) Registration Numbers 2,582,314 and 2,663,337 be cancelled.

Respectfully submitted,

Gado S.A.R.L.

By: _/John C. Holman/

John C. Holman

Robert S. Pierce

Attorneys for the Petitioner
JACOBSON HOLMAN PLLC

400 Seventh Street, Northwest
Washington, District of Columbia 20004
(202) 638-6666

Atty. Dkt. No.: 105602
I.D.: JCH/RSP



