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I hereby certify that this Motion for Summary Judgment is being electronically filed with the United States Patent and Trademark Office,
Trademark Trial and Appeal Board, on the date set forth below.

[ hereby further certify that a copy of the below Motion for Summary Judgment is being deposited with the United States Postal Service on the
date set forth below as first class mail in an envelope addressed to: Harold L. Marquis at Thomas Kayden Horstemyer & Risly, LLP, 100
Galleria Parkway, NW Ste 1750 Atlanta, GA 30339, Attorneys for Opposer. -
e
A

/ Johanna M. Wilbert

Date of Signature and Deposit: August 6, 2007

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Registration No. 2,760,766: ESPRESSIONE
Issued on September 9, 2003

Roast of the Town, Inc.,

Petitioner,
V. Cancellation No. 92047262
Espressione International, Ltd.,

Respondent.

MOTION FOR SUMMARY JUDGMENT AND BRIEF IN SUPPORT

MOTION
Pursuant to Fed. R. Civ. P. 56, Petitioner, Roast of the Town, Inc., (“Roast of the Town”
or “Petitioner”), by their attorneys, Quarles & Brady, hereby moves for summary judgment
canceling Respondent’s mark. The grounds for this motion are set forth in the following brief.

BRIEF IN SUPPORT OF MOTION

INTRODUCTION
Petitioner has been using the mark ESPRESSIONS in connection with the sale of roasted
coffees and custom blended coffees and teas continuously for the past eighteen years. For
reasons stated in Ms. Romberg’s Declaration, trademark registration for the mark was allowed to

lapse and Respondent was able to register ESPRESSIONE. (Romberg Decl. 9 5-7.)
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Respondent did not use the ESPRESSIONE mark to sell coffee until 2001, twelve years after
Petitioner began using ESPRESSIONS for the same product. Because Petitioner has priority of
use and will be harmed by Respondent’s registration of a confusingly similar mark,
Respondent’s registration should be cancelled.

STATEMENT OF FACTS

In 1989, Hannah Romberg, president of Roast of the Town, opened a coffee roastery
specializing in fresh roasted coffees and custom blended coffees and teas named
ESPRESSIONS. (Romberg Decl. 9 1, 2.) The mark was registered on June 12, 1990 as Reg.
No. 1,601,195. (Wilbert Decl. § 3, Ex. 1.) Over the following years, the business grew and
received favorable publicity in national magazines. (Romberg Decl. § 3, Ex. A, B, C.)

In 2001, the former trademark counsel for ESPRESSONS failed to file the ten year
Section 9 renewal application and associated Section 8 declaration. (Romberg Decl. §5.) Asa
result, the registration for ESPRESSIONS was cancelled. Id. Because Petitioner’s former
counsel was listed as the contact of record, Ms. Romberg never received notification of the
cancellation and continued to use ESPRESSIONS in connection with her growing business. Id.

It was not until two years after the cancellation that Ms. Romberg learned that the
registration had lapsed when she contacted her former counsel to discuss a Nebraska business
that appeared to be infringing her trademark. (Romberg Decl. § 6.) At that time, Ms. Romberg’s
former counsel assured her that he would complete paperwork to re-register her mark and that
the cancellation would not be a problem. Id. On March 4, 2003, former counsel filed
application Serial No. 76/494,546. This application was declared abandoned on December 15,

2004, due to former counsel’s failure to respond to an office action. (Wilbert Decl. 4, Ex. 2.)
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Ms. Romberg was not notified of the abandonment, but rather was lead to believe that the
problem had been resolved. (Romberg Decl.  6.)

In 2005, Ms. Romberg again attempted to contacted her former counsel to follow up on
the possible infringement action against the Nebraska business that still appeared to be infringing
her trademark. (Romberg Decl. §7.) When Ms. Romberg was unable to reach her former
counsel, she retained new counsel and was informed that the application intended to resolve the
cancellation had been abandoned due to her former counsel’s failure to respond. Id.

In an effort to rectify the problems created by former counsel, Petitioner file another
application for ESPRESSIONS. This application, Serial No. 78/851,222, is currently pending.
The Examining Trademark Attorney assigned to the application issue an office action refusing
registration based on a 2003 registration for ESPRESSIONE. (Wilbert Decl. 5, Ex. 3.) This
registration, Serial No. 2,760,766, indicates that ESPRESSIONE was first used in commerce on
March 15, 2001, twelve years after Petitioner began using ESPRESSIONS. (Wilbert Decl. § 6,
Ex. 4.) Because Petitioner has prior use, Petitioner initiated this cancellation as a result of the
rejection.

ARGUMENT
L. SUMMARY JUDGMENT STANDARD

The Board should grant a motion for summary judgment whenever there is no issue of

material fact and the moving party is entitled to judgment as a matter of law. Fed. R. Civ. P.

56(c); Celotex Corp. v. Catrett, 447 U.S. 317, 322 (1986). Summary judgment is proper because

there are no material facts at issue and Petitioner can establish proper grounds for cancellation.
The Lanham Act allows for cancellation of a registered trademark by anyone “who

believes that he is or will be damaged by the registration of a mark on the principal register.” 15
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U.S.C. § 1064. In order to prevail, “[t]he party seeking cancellation must prove two elements:
(1) that it has standing; and (2) that there are valid grounds for cancelling the registration.”

Cunningham v. Laser Golf Corp., 222 F.3d 943, 945 (Fed. Cir. 2000). In this case, Petitioner has

both standing and valid grounds for cancellation, namely prior use of a confusingly similar mark.
IL. PETITIONER HAS STANDING

The standing requirement has been liberally interpreted and “requires only that the party
seeking cancellation believe that it is likely to be damaged by the registration.” Cunningham,
222 F.3d at 945. Because damage is “speculative and not often subject to precise proof,” proof

of actual damage is not required. Golden Gate Salami Co. v. Gulf States Paper Corp., 51

C.C.P.A. 1391, 1396, 332 F.2d 184, 188 (C.C.P.A. 1964). Rather, the standing requirement is
satisfied by “anyone having a real interest in its enforcement,” i.e. someone having “a personal
commercial interests rather than the interest of a mere intermeddler.” Id. For example, the
standing requirement was met when one party was marketing a competitive product using a
similar mark. Cunningham, 222 F.3d at 945.

Petitioner has standing because Petitioner is the owner a trademark that is nearly identical
to Respondent’s registered mark. Because both marks are used on coffee products, relevant
consumers seeking Respondent’s mark as applied to coffee are likely to believe that the same
mark identifies a product produced, sold, approved, or sponsored by Petitioner or that there is an
affiliation between Respondent and Petitioner. As a result, Respondent’s mark for coffee results
in irreparable injury to Petitioner and its rights in the ESPRESSIONS mark. The potential for

such harm establishes a personal commercial interest sufficient for standing.
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III. THERE ARE VALID GROUNDS FOR CANCELLING THE REGISTRATION

If a registered mark has been on the Principal Register for less than five years, “any
ground that would have prevented registration in the first place qualifies as a valid ground for
cancellation.” Cunningham, 222 F.3d at 946. One such ground for cancellation is section 2(d)
of the Lanham Act, which precludes registration when a mark is likely to cause confusion with a

mark that has been previously used or registered by another. 15 U.S.C. § 1052(d); Herbko Int’l

Inc. v. Kappa Books, Inc., 308 F.3d 1156, 1161-62 (Fed. Cir. 2002). Thus, “a party petitioning

for cancellation under section 2(d) must show that it had priority and that registration of the mark
creates a likelihood of confusion.” Herbko Int’]l, 308 F.3d at 1162. Additionally, a petitioner

must establish that the mark is distinctive. Towers v. Advent Software, Inc., 913 F.2d 942, 944

(Fed. Cir. 1990). In the case at hand, Petitioner has priority in a distinctive mark that is
confusingly similar to Registrant’s.

A. Petitioner’s Mark, ESPRESSIONS, is Distinctive.

In order to prevail, “[a] petitioner in a trademark cancellation proceeding who alleges
likelihood of confusion under section 2(d) of the Lanham Act must establish that the term he
claims to be his mark is distinctive of his goods, whether inherently or through the acquisition of
secondary meaning.” Towers, 913 F.2d at 944.

In the case at hand, Petitioner’s mark is distinctive. ESPRESSIONS is not a word that is
found in the dictionary or a word that is understood to have a common definition. Expressions,
the word the mark most closely resembles, is commonly understood to refer to the outward
manifestation of a mood or a disposition. When used in connection with coffee, this word is

arbitrary.
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B. Petitioner has Priority.

“To establish priority, the petitioner must show proprietary rights in the mark that
produce a likelihood of confusion.” Hebko Int’l, 308 F.3d at 1162. Proprietary rights may be
established through “ownership of a registration, prior use of an unregistered mark, prior use in
advertising, or as a tradename, or any other type of use which has resulted in establishing a trade

identity.” Malcolm Nicol & Co. v. Witco Corp., 881 F.2d 1063, 1065 (Fed. Cir. 1989) (quoting

1 J. McCarthy, Trademarks and Unfair Competition § 20:4).

Petitioner began using ESPRESSIONS twelve years prior to Registrant’s use of
ESPRESSIONE and thus has priority. Petitioner has been using ESPRESSIONS continuously
since 1989. (Romberg Decl. §2, 93, §4 Ex. A-W.) Continuous use of the mark in connection
with coffee is evidenced by various documents spanning from 1993 to the present. (Romberg
Decl. ] 3, Ex. A-W.) Such documents include magazine articles, advertisements, records of
phonebook listings, business records such as invoices and check stubs as well as copies of
current packaging labels. Id. Additionally, Virgil Paulson, has been an employee of Petitioner
since prior to March 15, 2001, Registrant’s first use of its mark. (Paulson Decl. §3.) Mr.
Paulson has personal knowledge of Petitioner’s continued use of the mark, corroborating Ms.
Romberg’s statements. (Paulson Decl. §§ 1-4.) Given the declarations of two individuals,
combined with business records evidencing continued use, Petitioner has priority.

C. Respondent’s Use of EXPRESSIONS Causes a Likelihood of Confusion.

The Board determines whether a likelihood of confusion exists based on the factors set

forth in In re E.I. DuPont DeNemours & Co., 476 F.2d 1357, 1361, 177 U.S.P.Q. 563, 567

(CCPA 1973). These factors include the similarity or dissimilarity of the marks, the nature of the

goods, the channels of trade, the commercial impression of the mark, and the sophistication of
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the purchasers. Id. In the case at hand, the Trademark Examining Attorney assigned to the
ESPRESSIONS application applied the DuPont factors and determined that “contemporaneous
use of the marks ESPRESSIONE (used on coffee) and ESPRESSIONS (used on coffees and
teas) would be likely to cause confusion.” (Wilbert Decl. § 5, Ex. 3.) The Board need not rely
solely the Trademark Examining Attorney’s conclusions because key DuPont factors including
the similarity of the marks, the goods to which the marks are applied, and the channels of trade
also indicate that a likelihood of confusion exists between the marks ESPRESSIONS and
ESPRESSIONE.
1. Similar Marks

While the Board must consider each DuPont factor for which there is record evidence,

“the Board may focus its analysis on dispositive factors, such as similarity of the marks and

relatedness of the goods.” Han Beauty, Inc. v. Alberto-Culver Co., 236 F.3d 1333, 1336 (Fed.

Cir. 2001). Features relevant to the similarity of the marks include the mark’s appearance,
sound, connotation and commercial impression. Herbko Int’], 308 F.3d at 1165.

For example, the marks, LASER and LASERSWING were found confusingly similar
based on “the shared presence of the term LASER” combined with the fact that the addition of
SWING was descriptive of the intended use of the product, a golf club. Cunningham, 222 F.3d
at 947. Likewise, the marks MARINA BAY and MARINA HOTELS were confusingly similar
based on the prominence of MARINA relative to the “non-distinctive or suggestive character of

the suffix terms.” Real Property Management, Inc. v. Marina Bay Hotel, 221 U.S.P.Q. (BNA)

1187 (TTAB 1984).
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In this case, the marks ESPRESSIONS and ESPRESSIONE are confusingly similar. The
first ten letters of the eleven letter marks are identical making the marks similar in appearance,
sound, and overall commercial impression.

2. Similar Goods

The nature of the goods, another DuPont factor, favors a finding of a likelihood of

confusion. “When marks would appear on virtually identical goods or services, the degree of

similarity necessary to support a conclusion of likely confusion declines.” Centry 21 Real Estate

Corp. v. Century Life of America, 970 F.2d 874, 877 (Fed. Cir. 1992). For example, the marks

CENTURY 21 and CENTURY LIFE OF AMERICA were confusingly similar when both used
for real estate services. Id.

In this case, both marks are used on coffee, the predominant product for both parties. As
a result, the goods are identical, and only vary as to other related products such as tea. The
identical nature of the goods, combined with the identical first ten letters, creates a strong
likelihood of confusion.

3. Similar Channels of Distribution
“When parties use their marks on goods or services sold through similar marketing

channels, the potential for confusion is increased.” Centry 21 Real Estate Corp. v. Magee, 19

U.S.P.Q.2d 1530, 1534 (C.D. Cal. 1991). For example, a likelihood of confusion was supported
by the fact that both parties sold their products through similar methods in the same area and
used similar marketing methods. Id.

In their registration and application, respectively, there is no restritions on either
Respondent’s or Petitioner’s channels of trade. Therefore, the Board can assume that both

parties’ products travel through the normal trade channels for such products.
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CONCLUSION

Because the forgoing has established that Petitioner has prior use of a distinctive mark
that is confusingly similar to Registrant’s, Petitioner respectfully requests the Board to grant
Petitioner’s motion for summary judgment and cancel Registrant’s registration of

ESPRESSIONE.
Dated: August %007.

Respectfully submitted,

ROAST OF THE TOWN, INC.

obert L. Titley
Johanna M. Wilbert
Quarles & Brady LLP
411 East Wisconsin Avenue
Suite 2040
Milwaukee, WI 53202
Tel: (414) 277-5669

Heather L. Buchta

One Renaissance Square
Two North Central Avenue
Phoenix, AZ 85004-2391

Tel: 602-229-5200

Attorneys for Petitioner
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xbibit R is a copy of an inveice dated Qotober 4, 2004 sent by
SPRESSIONS toa customer located in Las Yepag, NV,

v

%
by %3

X2

Q“

s Exhibit § s a copy of an invoice dated December 5, 20038
ESPRESSIONS to o customer focated in Portland, Maine,

g

s ’Exhi‘&*i‘ T is a copy Of an mvmce aa‘m} Lecex‘:bef i:%, 20035 sent by

¢ Exhibit U s a numaber of documents preparved by DEX, the phonchook
company through which ESPRESSIONS has advertised. The customer
history snapshot provided by DEX only includes the past six years;
however ESPRESSIONS has been a customer of the program since 1861

s Exhibit V is a color phote copy of the ESPRESSIONS muark as it appesrs
on current product packaging.

s Exhibit W is avother color photo copy of the ESPRESSIONS mark as it
appears on current product packaging.

4. I addition to these documents, evidenve of my use of ESPRESSIONS ag
a trademark can also be found at litp/Avwow. esoressions.comy/, o website that has been

associated with my business singg 2001,

5. Through my former trademark counsel, Roast of the Town, Inc. appited
or rademark registration of ESPRESSIONS on September 20, 1989 and received
registration on June 12, 1990, This registration, No. 1,601,195, was cancelled in 2001
"c goause, without my knowledge, former counsel fatled to file the Section ¥ renewal

apphication. At the time, { hand no knowledge of the canceliation and [ continued to use
‘E e mark,

oty

¥
N

6. iperioci cally search the internet to look for wademark infringement. In
2083, 1 did a general interet search usiy g ES P‘QE:&S ONS and discovered another
company tsing the BSPRESSIONS mark located in Aurora, NE. T did further reszarch to
gather information Rﬁg& ding the owners of the other es*ahi shment and then contacted
former counsel to find out how to p*’{ coed. At this point ound out that my registration
had lapsad i}f:caw:e mvy former sel had moved to e new fm and allowed my
paperwork to il i}LOLgl thee ci\ Former counsel assured me ’{}m he vould corrert
the problem by filing paperwar }\ to reregister my mark and lesd me to helieve he had
addressed the problem

7. Having received no communication from former counsel, { contacted him
in 2065 becauge Dwanted o send 3 lotter asseriing oy trademark rights o @ business n
Aurora, NE that was using BSPRESSIONS without permission. My former counse! did
wot return my calls. As aresult, I retained new counsel and lewrned that former counsel
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