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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name John D. Brush &amp; Co., Inc.
Entity Corporation Citizenship New York
Address 900 linden Avenue
Rochester, NY 14625
UNITED STATES
Attorney Christopher P. Murphy
information Arent Fox LLP

1050 Connecticut Ave, NW

Washington, DC 20036

UNITED STATES

cpmurphy@arentfox.com, loughlin.leo@arentfox.com Phone:202-857-6000

Registrations Subject to Cancellation

Registration No

3092805 | Registration date | 05/16/2006

Registrant Stuhlbarg International Company, Inc.
2945 E. Maria Street
Rancho Dominguez, CA 902215801
UNITED STATES
Goods/Services Class 020. First Use: 2005/01/00 , First Use In Commerce: 2005/01/00
Subject to Goods/Services: NON-METAL SECURITY CHESTS
Cancellation

Registration No

3095356 Registration date | 05/23/2006

Registrant Stuhlbarg International Sales Company, Inc.

2945 E. Maria Street

Rancho Dominguez, CA 902215801

UNITED STATES
Goods/Services Class 020. First Use: 2005/01/00 , First Use In Commerce: 2005/01/00
Subject to Goods/Services: NON-METAL SECURITY CHESTS
Cancellation
Registration No 3093316 Registration date | 05/16/2006
Registrant Stuhlbarg International Sales Company, Inc.

2945 E. Maria Street

Rancho Dominguez, CA 90221

UNITED STATES
Goods/Services Class 020. First Use: 2005/01/00 , First Use In Commerce: 2005/01/00
Subject to Goods/Services: NON-METAL SECURITY CHESTS
Cancellation

Registration No

3111812 Registration date | 07/04/2006

Registrant

Stuhlbarg International Sales Company, Inc.
2945 E. Maria Street
Rancho Dominguez, CA 90221



http://estta.uspto.gov

UNITED STATES

Goods/Services Class 020. First Use: 2005/01/00 , First Use In Commerce: 2005/01/00
Subject to Goods/Services: NON-METAL SECURITY CHESTS

Cancellation

Attachments Stuhlbarg-Canc.pdf ( 5 pages )(150357 bytes )

Signature /Christopher P. murphy/

Name Christopher P. Murphy

Date 01/10/2007




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re Registration No. 3,092,805 for the mark FIRE WATER PROTECTOR & Design,
registered on May 16, 2006; Registration No. 3,095,356 for the mark FIRE WATER
PROTECTOR & Design, registered on May 23, 2006; Registration No. 3,093,316 for the mark
THE FIRE PROTECTOR & Design, registered on May 16, 2006; and Registration No.
3,111,812 for the mark THE FIRE PROTECTOR & Design, registered on July 4, 2006

JOHN D. BRUSH & CO., INC.
DBA SENTRY GROUP

Petitioner

\2 Consolidated Canc. No.
STUHLBARG INTERNATIONAL
SALES COMPANY, INC.
DBA SISCO

Registrant

CONSOLIDATED PETITION TO CANCEL

John D. Brush & Co., Inc. DBA Sentry Group (hereinafter “Sentry”) believes that it will
be damaged by the continued registration of the above identified registrations and hereby
petitions to cancel the same under the provisions of Section 14 of the Trademark Act of 1946, 15
U.S.C. §1064.

As grounds for the consolidated cancellation, it is alleged that:

1. Sentry is the owner of all right, title and interest in and to a trademark in its
distinctive flame design mark (hereinafter “Sentry Flame Design™) shown below for metallic and

non-metallic fire resistive products such as safes, protective containers and security chests.



O senTry

2. Sentry has used its Sentry Flame Design Mark continuously and exclusively for
more than twenty years.

3. Sentry has obtained Registration No. 1,423,609 for the Sentry Flame Design Mark
and Registration No. 1,878,430 for the Sentry Flame Design Mark and the word SENTRY.

4. Sentry’s registrations are valid and subsisting and provide prima facie evidence of
Sentry’s ownership of the Sentry Flame Design Mark and of its exclusive right to use the mark in
commerce. In addition, both registrations are incontestable.

5. Since long prior to the first use dates alleged in Registration Nos. 3,092,803,
3,095,356, 3,093,316, and 3,111,812, Sentry has made substantial expenditures in the advertising
and promotion of the Sentry Flame Design Mark. As a result, the mark has become well known
and famous as a distinctive indicator of the origin of Sentry’s goods and it symbolizes Sentry’s
valuable goodwill.

6. The Sentry Flame Design Mark has become particularly well known in the
relevant trade through extensive advertising and promotion in commerce in connection with the
sale of'its goods which have been distributed and sold throughout the United States.

7. The Sentry Flame Design Mark is displayed prominently on metallic and non-
metallic fire resistive products such as safes, protective containers and security chests sold by
Sentry.

8. Notwithstanding Sentry’s prior rights in the Sentry Flame Design Mark,
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Registrant Stuhlbarg International Sales Company, Inc. DBA Sisco (hereinafter “Sisco™)
obtained the above referenced registrations for “non-metal security chests.” Each of Sisco’s

referenced registrations incorporates a flame design, as shown below (hereinafter “Sisco

9. Upon information and belief, Sisco knew of the Sentry Flame Design Mark when

Flame™).

Sisco filed its applications incorporating the Sisco Flame.
COUNT I - LIKELIHOOD OF CONFUSIUON (2(d))

10. The Sisco Flame so resembles the Sentry Flame Design Mark that the use and
continued registration thereof is likely to cause confusion, mistake and/or deception as to the
source or origin of Sisco’s goods in violation of Section 2(d) of the Trademark Act, and will
injure and damage Sentry and the goodwill and reputation symbolized by Sentry Flame Design
Mark.

1. The goods listed in Sisco’s referenced registrations are so closely related to the
goods of Sentry that the public is likely to be confused, to be deceived and to assume erroneously
that Sisco’s goods are those of Sentry or that Sisco is in some way connected with or sponsored
by or affiliated with Sentry, all to Sentry’s irreparable damage.

12. Sisco is not affiliated or connected with or endorsed or sponsored by Sentry, nor

has Sentry approved any of the goods offered or sold or intended to be sold by Sisco using the

Sisco Flame.
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13. Likelihood of confusion in this case is enhanced by the fame of the Sentry Flame
Design Mark, and the fact that consumers associate the marks with goods sold, approved or
endorsed by Sentry.

COUNT II - LIKELIHOOD OF DECEPTION/FALSE CONNECTION (2(a))

14. The Sisco Flame so closely resembles the Sentry Flame Design Mark that use and
continued registration of the Sisco Flame is likely to cause deception in violation of Section 2(a)
of the Trademark Act and to materially alter purchaser’s decisions to acquire Sisco’s goods.

15. The Sisco Flame Mark so closely resembles the Sentry Flame Design Mark that it
falsely suggests a connection with Sentry in violation of Section 2(a) of the Trademark Act, since
the Sisco Flame Mark points uniquely to Sentry, and purchasers will assume that goods offered
under Sisco’s mark are connected with Sentry.

16. Use and continued registration of the Sisco Flame Design by Sisco will deprive
Sentry of the ability to protect its reputation and goodwill.

17. By reason of the foregoing, Sentry will be damaged by the continued registration
of Registration Nos. 3,092,805, 3,095,356, 3,093,316, and 3,111,812, and the registrations
should be cancelled. |

WHEREFORE, Sentry prays that the petition to cancel Registration Nos. 3,092,805,

3,095,356, 3,093.316, and 3,111,812 be granted.
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You are authorized to charge Deposit Account No. 01-2300 any additional fees which
may be due.

JOHN D. BRUSH & CO., INC.
DBA SENTRY GROUP
January 10, 2007 oy e

e

Christopher P. Murphy

Leo M. Loughlin

Arent Fox, LLP

1050 Connecticut Avenue, NW

Washington, D.C. 20036

(202) 857-6000

Attorneys for Petitioner
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