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IN THE UNITED STATESPATENT AND TRADEMARK OFFICEBEFORETHE
TRADEMARK TRIAL AND APPEAL BOARD

In re RegistrationNo. 3,064,820
Mark: NETTRAK
Registered: March 7, 2006

NeTrack,Inc.,

Petitioner,

V.

InternetFX, Inc.,

Registrant.

) CancellationNo. 92047013
)
)
) REGISTRANT’SREPLY IN SUPPORT
) OF MOTION TO REOPENDISCOVERY
) PERIOD
)
)
)
)

Commissionerfor Trademarks
P.O. Box 1451
Alexandria,Virginia 22313-1451

Pursuantto Federal Ruleof Civil Procedure(“FRCP”) 6(b), 37 C.F.R.§ 2.127(a)and

TrademarkTrial andAppealBoardManualof Procedure(“TBMP”) §‘ 502.01 and 509.02

Registrant InternetFX, Inc. (“Registrant”)herebysubmitsa replybrief in furthersupportof its

Motion to Reopen DiscoveryPeriodsandResetTestimonyandTrial Periods.

I. PETITIONERHAS NOT REFUTEDREGISTRANT’SSHOWING OF
“EXCUSABLE NEGLECT”

Contraryto Petitioner’s contention,thePumpkincasenot only providesthe operative

law, it supportsRegistrant’s showingof excusableneglect. Pumpkin,Ltd. dbaPumpkinMasters

v. The SeedCorps,43 U.S.P.Q.2D(BNA) 1582 (TTAB 1997). InPumpkin,the Board

establishedits currentdefinition of excusableneglect, whichrequiresan equitabledetermination

of severalfactors,includingprejudiceto thenon-movantandthe lengthof delay. Petitioner

pointsout that in Pumpkin, theBoarddeniedthemovant’srequestto reopendiscovery.

However,themovantin Pumpkinfiled its motion three monthsafter its testimonyperiod closed,

basedsolelyon its own internaldocketingerror, andafterpreviouslyobtainingfive months
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worth of extensions.Unlike themovantin Pumpkin:(1) Registranthere madetherequestonly

threeweeksafterreceivingthe Board’sAugust28, 2008 Order (afterattemptingto obtain

Petitioner’sconsent,which wasdenied),(2) the Boardhasnot grantedanypreviousextension

requests,and(3) the delaywasnot dueto any internalerror,but dueto Registrant’sgoodfaith

relianceon Petitioner’sstatementsimplying that settlementwasimminent. As requiredby

Pumpkin,andassetforth below, taking accountof all relevantcircumstancessurroundingthe

Registrant’somission,Registrant’s conductconstitutesexcusableneglect.

A. Delay WasNot Within theReasonableControlof Registrant

Trying to divert attentionfrom its actionsin settlement discussions, Petitionercitesto the

inappositecaseofAtlanta-FultonCountyZoo, Inc. v. De Palma,45 USPQ251858 (TTAB

1998),which statesthat“mere existenceof settlementnegotiationsdid notjustify party’s

inactionor delay.” In theAtlanta-Fultoncase,without anyprior negotiationor movement

towardsettlement,applicantservedanunsolicited settlementproposalon opposerfour daysprior

to the closeof thetestimonyperiod. Opposerdid not confirm or respondto theproposal. Thirty-

sevendays later,applicant soughtto reopenthetestimonyperiodon thebasisof “settlement

discussions.”Atlanta-Fultonis not analogousto this matter. Here,Registrantrelied in good

faith on Petitioner’sconsistent expressionsof interestin settlingthemattersaswell as

Petitioner’s indicationsover a nearlyfour month periodthat settlementwasimminent. (See

Declarationof Britt L. Andersonin Supportof Motion to ReopenDiscovery(“Anderson

Declaration”),¶J5-8.) Despitethis lengthy periodin which Petitionerallowed Registrantto be

lulled into a sense thatagreementon settlementwould occuranyday,Petitionerfailed to notify

Registrantthat in its mind settlementdiscussions had apparentlyendedandsimply timed its

serviceof discoveryso thatRegistrantwould receiveit after thediscovery deadlinehad closed.

(Id. ¶ 10.)
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This history,which Petitionerdoesnot deny,showsthat anydelayin this proceedingwas

andis within the controlof Petitioner,who fosteredRegistrant’sgoodfaith beliefthat settlement

wasimminent.’ In fact, ratherthanallow a short90-day re-openingof discovery,Petitionerhas

compoundedthevery delayandcostaboutwhich it now complainsby refusingto consentnot

once,but twice, insteadpreferringroundsof motionpractice. Evenif Registranthad some role

in the delayin serving discovery,where,ashere, theremainingthree factorsweigh in

Registrant’sfavor, excusableneglectwill be found. SeeChampagneLouis Roedererv. J Garcia

Carrion, S.A., 2004TTAB LEXIS 235, *1O..11 (Board foundexcusableneglecteventhough

delaywasdueto movant’s failure to requestan extensionof time to servediscoveryprior to the

expirationof the time therefore).

B. Thereis No Dangerof Prejudiceto Petitioner

Petitionerpresentsno credibleargumentthat its ability to bring its claimsagainst

Registrantwill beprejudicedby extendingthe discoveryperiod. Prejudiceis demonstratedby

showing witnesses or evidencehave becomeunavailabledueto delayin proceedings.Pumpkin,

43 U.S.P.Q.2Dat 1587;seealsoPrattv. Philbrook, 109 F.3d 18 (1st Cir. 1997) (prejudicenot

shownwherenon-movantfails to demonstrateevidencewill beunavailabledueto delay).

Petitionerhasnot evensuggestedthat its witnessesor evidencewill becomeunavailableas a

resultof thedelayin theproceedings.

Petitioner’sclaim thatreopeningdiscoverywill prejudiceit becauseRegistrantwill be in

a “less rushedsituation” to prepareits own discoveryis alsowithout merit. By its own

admission,Petitionercouldhaveprepareddiscoverysoonerandthushaveavoidedany“rushed

situation.” Further,reopeningthediscoveryperiodcanonly help Petitionerby affordingit the

l Registrantattemptsto obfuscatethis history furtherby its Motion to Strike, filed with Registrant’s Oppositionto
Registrant’sMotion to Re-OpenDiscovery. Registrant respectfullycalls the Board’s attentionto the fact thatit has
opposedRegistrant’sMotion to Strike.

3 REPLY I/S/O MoTIoN TO REOPENDIscovERY
90036408.1



opportunityto prepareanyadditionaldiscoveryit mayrequire. Petitioner’s concernsthat it will

incur additionalexpenses“that maynot havebeennecessaryif Registranthadconducted

discoveryduringtheoriginal specifiedtime period” arelikewisewithoutbasis. Indeed,if the

discoveryperiodis not reopeneddueto Petitioner’sobjections,Registrantwill be forcedto

defendits casethrough costlytestimonydepositionsof Petitioner’srepresentatives.Such

depositionpracticewill likely costPetitionermorethanit would havespentin respondingto

discoveryrequests.Indeed,Petitionerhasincreasedits own costsby forcing Registrantto bring

this motion. Quitesimply, Petitionerhasshownno prejudiceandcomplainsof delaythat it has

broughton itself.

C. PetitionerIs Misinformedin How “delay” is calculated

Petitionerclaimsthat the lengthof thedelayonjudicial proceedingswill be “overone

year” (Oppositionat 9), andattemptsto distinguishthis matterfrom ChampagneLouis Roederer

v. I GarciaCarrion, S.A., 2004TTAB LEXIS 235 (T.T.A.B. 2004),wherea requestto reopen

the discoveryperiodfor only thirty-dayswasgranted. However,Petitioneris mistakenin how

“delay” is calculated. As explainedby the Boardin Pumpkin,the calculationof the lengthof the

delayin theproceedingsis determinednot by the lengthof therequestedextension,but by the

amountof time grantedin prior extensions,theamountof time whichelapsedbetweenthe

closureof theperiodandtherequestto reopen,andthe amountof time to considerthemotion

itself. Pumpkin,43 U.S.P.Q.2Dat 1588. Indeed,in Champagne,the Board noted thatthe

movantacted“swiftly” by bringinga similar motionjust onemonthafter the discoveryperiod

closed. IIere, Registrantfiled its first motionto re-openjust two daysafterthe closeof

discoveryandjust threeweeks afterreceivingtheBoard’sAugust28, 2008order.

In fact, it is Petitionerthat is delayingthese proceedings.Ratherthanconsentto a simple

requestto reopendiscoveryfor 90 days,PetitionerforcedRegistrantto file this motionandtake
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up valuableBoardtime. Indeed,theBoardroutinelygrantsninetyday extensionsin similar

cases. SeeKellogg Companyv. Pacific GrainProducts,Inc., 1996TTAB LEXIS 478 (TTAB

1996) (discoveryperiod extendedninetydays);see alsoCreoProductsInc. v. Martin-Williams,

Inc., 2002 TTAB LEXIS 560 (TTAB 2002)(discoveryperiodextended ninetydays),and

InternationalRaceofChampions,Inc. v. Home,2001 TTAB LEXIS 799 (TTAB 2001)

(discoveryperiodextendedninetydays). Indeed,if Petitionerwasconcernedaboutthe lengthof

“delay” it couldhavesuggestedthat the discoveryperiodbereopenedfor a shorteramountof

time. Accordingly, this factorfavors Registrant.

D. PetitionerConcedesthatRegistrantActed in GoodFaith

Petitionerconcedesthat Registranthasnot demonstratedbadfaith, thusthis factorclearly

favorsRegistrant.

E. TheBalance ofFactorsWeighsIn Favorof ReopeningtheDiscoveryPeriod

It is clearthaton balance,the Pumpkinfactorsweigh in favor of a finding of excusable

neglect. Here,Registranthasdemonstratedan absenceof prejudiceto Petitioner,which

Petitionercannotrebut. Pumpkin,supmaat 1587. The shortturn-aroundtime following the

Board’sAugust28, 2008 Order,particularlyin light of no previousgrantof extensionin

discovery,showsthat this limited delayhasminimal judicial impact. Champagne,supmaat * 11.

PetitionerhasadmittedthatRegistrant’sactionswerenot in badfaith. Finally, Petitionerhas

demonstratedthat the delaywasout of its reasonablecontrol. Accordingly, Registranthas

demonstratedexcusableneglect,andits motionto reopendiscoveryshouldbegranted.
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II. CONCLUSION

For the foregoingreasons,Registrantrequeststhat theBoardgrant its motionto reopen

thediscoveryperiodfor ninetydaysandresetthe testimonyandtrial periodsin this proceeding.

Respectfullysubmitted,

MANATT, PHELPS& PHILLIPS, LLP

Dated: November4, 2008 By:

_____________________________

SusanE. Hollander,Esq.
Britt L. Anderson,Esq.
Manatt,Phelps& Phillips, LLP
1001 PageMill Road,Bldg. 2
PaloAlto, CA 94304

Attorneysfor Registrant
InternetFX Inc.
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CERTIFICATEOF SERVICE

I herebycertify that the foregoingREPLY IN SUPPORTOF MOTION TO
REOPENDISCOVERY PERIODAND RESETTESTIMO!’Y AND TRIAL PERIODS
hasbeenserveduponthe Petitionerby depositingit with theUnited StatesPostalService
as first classmail, postageprepaid,in a sealedenvelopeaddressedto:

Carl Oppedahi,Esq.
OppedahiPatentLaw Firm, LLC
P. 0. Box 4850
Frisco,CO 80443-4850

on this4th day of November,2008.

Linda Allen
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