UNITED STATESPATENT AND TRADEMARK
OFFICE

Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

But | er Mai | ed: March 16, 2006

Cancel | ati on No. 92045173

d enn Danzig

V.

Cycl opi an Music, Inc.
Bef ore Qui nn, Hohein and Rogers, Adm nistrative Trademark Judges.
By the Board:

Petitioner seeks to cancel three of respondent’s

registrations. The first registrationis for the mark M SFI TS
for “brooches, charns, costune jewelry, earrings, jewelry | apel

"1 The second registration

pi ns, ornamental pins, and tie pins.
is also for the mark MSFITS and is for “nusical sound

recordi ngs; and, pre-recorded audi o tapes and vi deot apes
featuring recorded nusical performances and nusic videos,” “book
covers; bunper stickers; com c books; fan magazi nes nanely,

nmusi cal group fan nmagazi nes; graphic art reproductions; posters;
publ i cations, nanely, biographical and autobi ographi cal books and
magazi nes about the nenbers of the nusical group; souvenir
panphl et s about nusical groups; and, trading cards,” and “nusi cal

entertai nment, nanely, |ive performances by a rock group

arrangi ng and conducting rock concerts; rock nusic fan club

! Registration No. 2793533 for the mark M SFITS, issued Decenber 16,
2003.
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services; providing nusical entertainnment prograns for television
and for the internet; and nusical entertainnent services, nanely,
provi ding rock music programm ng via television and the
internet.”? The third registration is for the mark M SFI TS
(stylized) for “nusical sound recordings; and, pre-recorded audio
tapes and vi deotapes featuring recorded nusical performances and
musi ¢ vi deos” and “book covers; bunper stickers; com c books; fan
magazi nes, nanely, nusical group fan nagazi nes; graphic art
reproductions; posters; publications, nanely, biographical and
aut obi ogr aphi cal books and magazi nes about the nenbers of the
musi cal group; souvenir panphl ets about nusical groups; and,
tradi ng cards.”?®

As grounds for the cancellation, petitioner alleges the
fol | ow ng:

1) Petitioner was a founding nenber and | ead vocali st of
the world fanpbus nusical group the M SFITS.

2) Cycl opian Music, Inc. (“Registrant”), the owner of the
subj ect registrations, is conprised of M. Gerard
Cai afa and M. Paul Caiafa, two other nenbers of the
musi cal group the M SFITS.

3) Pursuant to a Settl enent Agreenent dated Decenber 31,
1994, between Petitioner, M. Gerard Caiafa and M.
Paul Caiafa, as well as Frank Licata and Julio Val verde
(the other two remai ning nenbers of the M SFITS)
Petitioner is a co-owner of the nanme and trademark the
M SFITS and all artwork and | ogos associ ated therew th.
Specifically, Paragraph 5 of the Agreenent states, “The
parties shall be co-owners of the nanme and trademarks
of the Msfits and all |ogo(s) and artwork (including
all artwork used on Msfits rel eases for Slash,

2 Regi stration No. 2634215 for the mark M SFI TS, issued Cctober 15,
2002.

3 Registration No. 2735848 for the mark M SFI TS (stylized), issued July
15, 2003.
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4)

5)

6)

7)

8)

Caroling or Plan 9 Records) previously associated
t herew t h.

In the registrations that are the subject of this
proceedi ng, Registrant has cl ai ned ownerhip of the
exclusive rights in the marks M SFITS and M SFI TS
(stylized) for the various goods and services set forth
in those registrations.

The registrations that are the subject of this
proceeding are invalid and were obtained fraudulently
by Registrant, who falsely represented that it was the
excl usi ve owner of the subject marks for the various
goods and services contai ned therein.

Section 1(a) of the Lanham Act requires that the
“owner” of a mark be the one to file the application to
register it. Registrant is not the exclusive owner of
t he subject marks, but rather the principals of

Regi strant are nerely co-owners of the subject marks.
Accordingly, it was inproper for Registrant to seek
regi stration of the subject marks in its nanme and the
registrations that were issued on the basis of the
underlying applications filed by Registrant are void.

If Registrant is allowed to maintain its registrations
of the marks the M SFITS and M SFITS (stylized), it

will create a false inpression that Registrant is the
excl usi ve owner of the subject marks, which it is not.

The registrations owed by Registrant are therefore
inconsistent with Petitioner’s ownership interest in
and to the MSFITS and M SFITS (stylized) marks in
connection with the goods and services set forth in the
subject registrations. Accordingly, Petitioner is
likely to be damaged by the continued nmai ntenance of
the registrations at issue in the proceeding.

This case now cones up on respondent’s fully-briefed notion,

filed January 3, 2006 in lieu of an answer, to dism ss the

proceeding for failure to state a clai mupon which relief can be

gr ant ed.

In support of its notion, respondent argues that

petitioner’s apparent clainms of fraud in procuring the

regi strations and | ack of exclusive ownership of the marks are
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fatally deficient. Respondent argues that petitioner has failed
to plead the required el enents of fraud and the circunstances
constituting fraud with particularity. It is respondent’s
position that petitioner is required to specify the statenents in
the verified declarations that are part of the subject
applications that supposedly are false and to specify that any
such false statenents were material representations, as well as
describe the specific circunstances by which respondent
supposedl y knew that such statenents were false. Respondent
further contends that petitioner is required to plead the

ci rcunstances by all egi ng when and where the statenents were
made, the explicit content of such statenents, why the involved
statenents are fraudul ent, and what was obtained or given up as a
consequentce of the fraud. In addition, respondent argues
petitioner is required to allege that there was anot her use of
the same or confusingly simlar mark at the tinme the oath was
signed, that the other user had superior rights, that respondent
(as applicant) knew the other user had superior rights and
believed that a |ikelihood of confusion would result, and that
respondent (as applicant) failed to disclose such facts to the
USPTOWwW th the intent to procure a registration to which it was
not entitled. Wth respect to ownership, respondent argues that
petitioner has failed to adequately plead that respondent is not
t he exclusive owner of the marks for the goods and services
covered by the registrations or that petitioner even uses the

mar ks for such goods and services. According to respondent,
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petitioner fails to allege that the marks for the goods and
services covered by the registrations are the trademarks of the
Msfits group as described in the 1994 Settl enent Agreenent, and
that petitioner possesses a claimof any rights to the marks for
t he goods and services covered by the registrations.

In response, petitioner argues that the conplaint contains
factual allegations on its face which, if proven, would establish
t hat respondent know ngly nade false, nmaterial respresentations
of fact in connection with its applications. Addressing
respondent’s argunents, petitioner contends that the “tinme, place
and content” respondent argues nmust be present in the petition
are provided through the allegations relating to the underlying
applications, when such applications were filed, and the
statenent of exclusive ownership in the declaration, and are
al l eged at paragraph nos. 4 and 5; that the facts m srepresented,
t hat respondend says nust be pleaded, are the allegations
relating to respondent’s clai mof exclusive ownership, and the
reason why such ownership is not exclusive, that being
petitioner’s co-ownership of the marks, and these facts are
al l eged at paragraph nos. 3 and 5; and the identity of what was
obt ai ned as a consequence of the fraud, the registrations, is
al l eged at paragraph no. 5. Petitioner argues that respondent’s
position that petitioner has not alleged his own use to support
his fraud claimis a “red herring” because petitioner is not
seeki ng cancel |l ati on based on superior rights but on co-ownership

of the marks, which gives petitioner co-equal rights. Petitioner
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argues that the Settlenent Agreenent does not place |imts on his
co-ownership; that, even if the conplaint does not specifically
allege that the registered marks are the sane as those invol ved
in the Settlenent Agreenent, petitioner pleads that his co-
ownership of the registered marks arises fromthe Settl enent
Agreenent, thus putting respondent on notice that the registered
mar ks are the sane as those co-owned by petitioner; that
petitioner has contractual ownership rights in the marks separate
fromany rights arising fromuse; that petitioner has been using
the marks on apparel and ot her nerchandi se; and that, to the
extent respondent is arguing that petitioner will be unable to
establish any ownership interest in the marks at issue, such
argunents go to the nerits of the ownership claimand are not
pertinent to determning the |legal sufficiency of the pleading.

In reply, respondent argues that petitioner admts he is not
usi ng, and never has used, the involved marks for the goods and
services covered by the registrations; and that the Settl enent
Agreenent al one, w thout bona fide use of the marks in conmmerce,
does not give petitioner any rights in the marks. Respondent
notes that the pleadings are devoid of any allegations of
petitioner’s nentioned use on apparel and ot her nerchandi se; and
that it is in his response, not his pleadings, that petitioner
attenpts to cure his deficient fraud allegations.

In order to withstand a notion to dismss for failure to
state a claimupon which relief can be granted, a pleadi ng need

only allege such facts as would, if proved, establish that the
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plaintiff is entitled to the relief sought, that is, that (1) the
plaintiff has standing to maintain the proceeding, and (2) a
valid ground exists for canceling the registration (in the case
of an cancell ation proceeding). See Lipton Industries, Inc. v.
Ral ston Purina Co., 670 F.2d 1024, 213 USPQ 185 (CCPA 1982). For
pur poses of determning a notion to dismss for failure to state
a claimupon which relief can be granted, all of the plaintiff's
wel | - pl eaded al | egati ons nust be accepted as true, and the
conpl aint nust be construed in the |light nost favorable to the
plaintiff. See Advanced Cardi ovascul ar Systens Inc. v. Sci Med
Life Systens Inc., 988 F.2d 1157, 26 USPQ2d 1038 (Fed. G r
1993); Fed. R Cv. P. 12(b)(6); and TBMP 8503.02 (2d. ed. rev.
2004) .

It is a fair and reasonable inference, in light of the
all egation that the principals of respondent were parties to the
settl enent agreenent along with petitioner and two ot hers, that
respondent--contrary to the settlenent agreenent--know ngly
m srepresented that it was the excl usive owner of the subject
mar ks. Moreover, because an application for trademark
registration is assigned a filing date and maintained as a
record, the “tinme, place and content” requirenent for the
el ements of the fraud claimare net; petitioner has alleged the
fact m srepresented; and “things” that were obtained by the
purported fal se representation are the very registrations that
are the subject matter of this proceeding. The Board notes, too,
that “a registration may be cancelled if a petitioner can show

7
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that the existence of the registration is inimcal to an equal or
superior right to use the sane or simlar termin connection with
goods or services which are simlar to or commercially related to
t hose of respondent.” (Enphasis added.) See Grard Polly-Pig,
Inc. v. Polly-Pig by Knapp, Inc., 217 USPQ 1338, 1344 (TTAB
1983). Accordingly, the pleading is sufficient to state a claim
of fraud upon which relief can be granted.

In addition, petitioner proffered avernents, including
al l egations about the Settlenent Agreenent and all ocation of
ownership of the nane and mark, with respect to his claimthat
respondent is not the exclusive ower of marks. Accordingly, the
pleading is sufficient to state a clai mconcerning the excl usive
ownership of the marks.

In view thereof, respondent’s notion to dismss is denied.

Proceedi ngs are now resuned. Respondent is allowed until
thirty days fromthe mailing date of this order in which to file its
answer to the petition to cancel.* Discovery and trial dates are
reset as indicated bel ow

THE PERI OD FOR DI SCOVERY TO CLOSE: Cct ober 1, 2006

30-day testinony period for party
in position of plaintiff to close: Decenber 30, 2006

30-day testinony period for party
in position of defendant to cl ose: February 28, 2007

* The parties may be interested in considering alternative dispute
resol ution because a Settl enent Agreenment exists that may determ ne
ownership rights. The parties are referred to

http://ww. uspt o. gov/ web/ of fi ces/ dconittab/adr.doc for nore
information. |If the parties elect to seek alternative dispute
resolution, they should notify the Board so that proceedi ngs here may
be suspended.
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15-day rebuttal testinony period
to cl ose: April 14, 2007

In each instance, a copy of the transcript of testinony
together with copies of docunentary exhibits, nust be served on
the adverse party within thirty days after conpletion of the
taking of testinony. Trademark Rule 2.1 25.

Briefs shall be filed in accordance with Trademark Rul es
2.128(a) and (b). An oral hearing will be set only upon request
filed as provided by Trademark Rule 2.1 29.

gesesey



