IN THE UNITED STATES PATENT AND TRADEMAKK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TTAB
Tl 275 01d

KRISTALL CLASSICS, INC,,
Petitioner,

Vs, : Cancellation No. 92/044,751

THE DIAMONDS OF RUSSIA, LTD.,

Registrant.

CERTIFICATE OF MAILING

The undersigned declares under the penalty of perjury the within MO-
TION TO SUSPEND was forwarded to BOX NO FEE - TTAB, Commis-
sioner of Trademarks, P.O. Box 1451, Alexandria, Virginia 22313-1451,
by depositing same with the United States Postal Service as first class
mail, postage prepaid, this 29th day of January, 2007.

/% 2 1/( M
s / SHERYL R. CONAWAY

MOTION TO SUSPEND

BOX NOFEE - TTAB
Commissioner for Trademarks
P.O. Box 1451

Alexandria, Virginia 22313-1451

Sir:

In accordance with 37 C.F.R. §2.117(a), Petitioner, KRISTALL. CLASSICS,
INC., hereby moves for a suspension of this proceeding on the ground that Petitioner and
Registrant are presently are engaged in a civil action before the United States District Court for

-1- —_—
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the Central District of California entitled Kristall, Inc. v. The Diamonds of Russia, Inc., et al,

Case No. CV07-0647-JFW(RCx) in which Kristall, Inc. alleges that Applicant is in breach of an
Agreement pursuant to which it unequivocally agreed to cancel Certificates of Registration No.
2,728,636 for the mark CLEARLY SUPERIOR KRISTALL THE DIAMONDS OF RUSSIA. A
resolution of the aforesaid civil action will be dispositive of the issues in this proceeding. A copy
of the Complaint of said action is attached hereto.

Whenever the Board receives notice that the parties to an inter partes proceeding
are involved in a civil action which may have a bearing on the case before the Board, the
proceedings before the Board may be suspended until the final determination of the civil action.

TBMP, §510.02(a); 37 C.F.R. §2.117(a); General Motors Corp. v. Cadillac Club Fashions, Inc.,

22 U.S.P.Q.2d 1933 (TTAB, 1992). To the extent that a civil action in a federal district court
involves issues in common with those in an inter partes proceeding before the Board, the
decision of the federal district court is often binding upon the Board while the decision of the
Board is not binding upon the Court. TBMP §510.02(a).

In the present case, Kristall not only filed a Petition to Cancel Registration No.
2,728,636 for the mark CLEARLY SUPERIOR KRISTALL THE DIAMONDS OF RUSSIA, it
filed a Petition to Cancel Registration No. 2,920,296 for the mark KRISTALL THE DIA-
MONDS OF RUSSIA. A copy of the postcard evidencing receipt of the Petition for Cancellation
evidencing receipt on July 11, 2005. Despite the frequent inquiries made by Kristall’s counsel,
the Board has yet to take any action whatsoever on this matter. The civil action seeks to cancel

both Certificates of Registration.

MAP-TTAB-5357




In addition to seeking cancellation of Certificate of Registration Nos. 2,728,636
and 2,920,296, the civil action also seeks injunctive relief to permanently enjoin the Registrant
from using the marks covered by the Certificates of Registration. Where the civil action seeks
relief (e.g., an injunction) that cannot be raised before the Board, the inter partes proceeding will

be stayed pending the outcome of the judicial action. The Toro Company v. Hardigg Industries,

Inc.,187 U.S.P.Q. 689, 693 (TTAB, 1975).
It is therefore respectfully requested the instant proceeding be suspended pending
a decision in the identified litigation.
Respectfully submitted,

ISAACMAN, KAUFMAN & PAINTER
A Professional Corporation :

By M%D

Michael A. Painter
Attorneys for Petitioner

/src

Attachment

Dated: January 29, 2007

8484 Wilshire Boulevard, Suite 850

Beverly Hills, California 90211

(323) 782-7700
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‘Attorneys for Plaintiff,
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MICHAEL A. PAINTER, Bar #43600 FILED

ISAACMAN, KAUFMAN & PAINTER

8484 Wilshire Boulevard, Suite 850
Beverly Hills, California 90211

23233 82-7700 - Telephone c INEIJAN26 PM 3:30
323) 782-7744 - Facsimile CrRY s s ot ap
painter@ikplaw.com CLSIIAAL 8T o MR
_ Lo AMCELES

KRISTALL, INC.

UNITED STATES DISTRICT COURT

'CENTRAL DISTRICT OF CALIFORNIA L
WESTERN DIWSI SN
~ g %W]. 07 @é@gsf i Yo
KRISTALL, INC., a-Nevada CASE NO: LSy
corporation, . : AN AT AN
Plaintiff, COMPLAINTFOR - - . = */

| CANCELLATION OF UNITED....«
vs. STATES CERTIFICATES OF
R g - TRADEMARK REGISTRATION
THE DIAMONDS OF RUSSIA, NOS. 2.728,636 AND 2,920,296

LTD., a Delaware corporation;
DOES 1 - X, Inclusive,

, Defendant.

Plaintiff, KRISTALL, INC., through its attorneys of record,

alleges as follows:

' JURISDICTION AND VENUE |
_ V1. Jurisdiction in this Court arises under the trademark laws of
the United States, 15 U.S.C. §1051, _et_s_ej and pfovisions of 15 U.S;_C. §1119.
This Court has jurisdiction over these claims pursuant to 28 U.S.C. §1338(b).
2. Venue is proper in this District under 28 U.S.C. §1391(b) in
that a substaﬁtial part of the events giving rise to the claim occurred within the
Central District of California. | -

&
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PARTIES

3.  Plaintiff, KRISTALL, INC., "(Kristall") is a corporation
organized under the laws of the State of Nevada and has its principal place of
business in the County of Los Angeles, State of California. Kristall is in the
business of designing, manufacturing, selling and distributing fine jewelry
products throughout the United States in general and this district in particular.

4. Kristall is informed and believes and, based upon such
information and belief, alleges that defendant, THE DIAMONDS OF RUSSIA
LTD. ("DOR") is a corporation organized under the laws of the State of
Delaware and has its principal place of business in Las Vegas, Nevada. DOR
is in the business of designing, manufacturing, selling and distributing jewelry
products through the United States in general and this district in particular.

5. The true names or capacities, whether individual, corporate,
associate; representative, or otherwise, of the défendant_s named herein as
DOES I - X, inclusive, are unknown to plaintiff who therefore, pursuaht to -
Local Rule 19-1 of this Court, sues said defendants by such fictitious names
and plaintiff will amend this Complaint to show their true names and capacities
when the same have been ascertained.

'INTRODUCTORY ALLEGATIONS
6.  On January 29, 2003, Kristall Jewelers, Inc., the

predecessor-in-interest to DOR, instituted an action in the United States District

Court for the Central District of Cahforma against Kristall, said action bemg |
identified by the Court as Kristall Jewelers, Inc. v. Kristall Classics, Inc Case
No. CV03-860-CIC(VBKX), said action relating in part to ownershnp of the "
KRISTALL trademark (hereinafter referred to as the "Krlstall Litigation").

7. On or about September 3, 2004, the Kristall nga_tlon_was'

dismissed, with prejudice, based upon a written Settlement Agreement .

MAP-KI-9634 -2~
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® | o
(hereinafter referred to as the "Agreement") between the parties, the pertinent
portion thereof providing:
(@) Al rights, title and interest in and to the trademark
KRISTALL & Design (Registration No. 2,676,728) together with the good will
of the business symbolized by the mark, were assigned by Kristall Jewelers,
Inc. to Kristall | | o
(b) Kiristall Jewelers, Inc. would take all steps necessary to
abandon Certificate of Registration No. 2,728,636 for the trademark
CLEARLY SUPERIOR KRISTALL THE DIAMONDS OF RUSSIA
(hereinafter referred to as the "’636 Registration"); and
(¢) Kristall Jewelers, Inc. would take all steps necessary to
abandon trademark application Serial No. 76/276,016 for the trademark ‘
KRISTALL THE DIAMONDS OF RUSSIA or cancel any registfation issued
thereon, said application now having matured into Certificate of Registra‘tion
No. 2,920,296 (hereinafter referred to as the "’296 Registration").
8. On November 16, 2004, Kristall Jewelers, Inc. assigned to
DOR its entire interest in the *636 and 296 registrations. ‘A copy of the
Agreement is attached hereto as Exhibit 1. | - -
COUNT I FOR CANCELLATION OF THE ’636 REGISTRATION
9. Krlstall repeats and incorporates Paragraphs 1 - 8, mcluswe
of this Complaint as though set forth in full herein again.
10. DOR has refused to take any steps whatsoever to cancel the
’636 registration. B
11. Since long prior to the date of execution of the Agreement,
Kristall has continuously used the KRISTALL trademark and formatives thereof

to conduct its business.

12. Plaintiff is likely to be damaged by the continued existence of |

the 636 registration of the trademark CLEARLY SUPERIOR KRISTALL THE
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o | o
DIAMONDS OF RUSSIA in that a likelihood of confusion exists between
plaintiff’s mark and that of the DOR. Plaintiff’s legal use of the KRISTALL
trademark will be impaired by the continued existence of the *636 registration.

13.  Unless the *636 Registrafion is cancelled pursuant to 15
U.S.C. §1119, it is a source of damage and injury to Kristall.

COUNT II FOR CANCELLATION OF THE °296 REGISTRATION

14, Kristall repeats and incorporates Paragraphs 1 - 8, inclusive, -
and Paragraph 11 of Count I of this Complaint as though set forth in full herein
again. } , '

15. DOR has refused to take any steps whatsoever to cancel the
’296 registration. ’

16. Plaintiff is likely to be damaged by the continued existence of
the *296 registration of the trademark KRISTALL THE DIAMONDS OF
RUSSIA in that a likelihood of confusion exists between plaintiff’s mark and
that of the DOR. Plaintiff’s legal use of the KRISTALL trademark will be
impaired by the continued existence of the 296 registration.

17. Unless the *296 Registration is cancelled pursuant to 15
U.S.C. §1119, it is a source of damage and injury to Kristall.

PRAYER FOR JUDGMENT

WHEREFORE, plaintiff, Kristall, Inc., prays that this Court -
adjudge and decree as follows:

1.  That United States Trademark Certificate of Registration No.
2,728,636 be ordered cancelled and that a copy of said Order be certified and
delivered to the United States Department of Commerce, Director of Patents
and Trademarks, directing the appropriate entry in the records of the United
States Patent and Tradeinark Office; , |

2.  That United States Trademark Certificate of Registration No.
2,920,296 be ordered cancelled and that a. copy of said Order be certified -and

MAP-KI-9634 -4 -
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delivered to the United States Department of Commerce, Director of Patents
and Trademarks, directing the appropriate entry in the records of the United
States Patent and Trademark Office; |

3.  That DOR, its agents, servants, employeés, assigns,
attorneys, representatives, successors-in-interest, confederates and those persons
in active concert or participation with them, be permanently enjoined from any
and all use of the trademark CLEARLY SUPERIOR KRISTALL THE
DIAMONDS OF RUSSIA for the purpose of designating jewelry; -

4.  That DOR, its agents, servants, employees, assigns,
attorneys, representatives, successors-in-interest, confederates and those persons
in active concert or participation with them, be permanenﬂy enjoined from any
and all use of the trademark KRISTALL THE DIAMONDS OF RUSSIA for
the purpose of designating jewelry;

5. That plaintiff be awarded its costs, disbursements and
reasonable attorneys’ fees incurred in connection with this action;

6.  That the Court grant such other and further relief as it deems
just and proper.

Respectfully submitted,
ISAACMAN, KAUFMAN & PAINTER

By:
Y Michael A. Painter
Attorneys for Plaintiff,
KRISTALL, INC.
Dated: January 26, 2007 :
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Lev Fingerswt, and Related Cms.s-Clazms, LASC. Case No. BC 287742 (e “SDI v.

CONFIDENTIAL SETTLEMENT AGREEMENT

THIS CONFIDENTIAL SETTLEMENT AGREEMENT (the “Agreement”)is
made and cntered as of the __th day of August 2004 between Mxllenmmn Diamond USA, Inc,,
dba GemDiam Corporation, and GemDjam Corporation (collectxvdy"Ml]enmmn"), Leon

Fingergut ( Fingergu), Smolensk Diamond Israel, Ld. (“SDI"), Vsevolod Bobovnikov

('Bobovnﬂtov"J» Kristall Classics, Inc. (“Kristall Classm") Knstnll Jeweler, Inc, (“Kristell
Jeweler™), and Smolensk Unitary Company, Kristall Production Company ("Knstall Smolensk”). -

" WHEREAS, ther is sow pending in the United States District Cout forthe
tral District of Cahforma acivil action entitled Kristall Jeweler, Inc. v. Kristall Classics,
ine. and related Counter-Claims, C-D.Cal. Case No. CV 03-666 (GAT) (VEK) (the"Knstan

 Federal Lawsuit").

WHEREAS, there is now pendmg in the Superior Court of the State of California

for the County of Los Angeles a civil action entnled Smolansk Diamond Israel, Lxd. v.

Millenmium Dzamond US4, Inc., dba GemDmm Carp., GemDiam Corp., and Leon Fingergut m

Millennium Lewsuit”);

_* WHEREAS, the Kristall Federal Lawsit involves cleims by Kristall Jeweles
against Kristall Classics and claims by Kristall Classics against Kristall Ieweht; o

WHEREAS, the SDI v. Millennium Lawx,-mt involves claims by SDI agamst .
Millconium and Fingergut and. clauns by Mnllmmum against SDI and agmnstBobovnihw'

' WHEREAS, Kristall Classics denies any wrongdoing with respect 1o the claims .
asseried by Kristall Jeweler in the Kristall Federal Lawsuit; T
02999/600067.1 o
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WHEREAS, Kristall Jeweler denies any wrongdoing with mpect to the claims
asserted by Kristall Classics in the Kristall Federal Lawsuit; '

‘WHEREAS, Millennium duuwanywmngdomgwxmmpeonoﬂ:eclm .

—
- e

asserted BY SDI in the SDI v. Millennjum Lawsuit;

WHEREAS, F‘mgergut denies any wmngdomg with respeet to ﬁxe claims asemd' ;
. by SDI in the SDI v. Millennium Lawsuit; '

EAS, SDI denies any wrongdoing with mpectto the claims assertedby
‘Millenninm in the SDIv. Millermium Lawsuit; ' _

" WHEREAS, Bobovaikov deaies sy wrongdoing with respect to the cleims
" isested by Millenniun snd Fingergut in the SDIY. Millenmium Lawsuit; E

WHEREAS, Milleanium, Fingergat, SDI; Bobovrikov, Knstan Classics, and
' Knslall Jeweler (collectively, the “Parues") want to avoid further lmgabon nsks and expéuses
and resolve the cureatly pending Kristall Federal Lawsuit and the SDIv. Milletmmm Lawsuit
(collecnveb’. the “Lawsuits”) on the terms and oondmons set forth below.

NOW, THEREFORE, in accordance with the foregoing recims. andin

* consideration of the hutual covenants contained herein, the Parties agree s followss -

" 4. Dismissal of Kristall Federal Lawsult The Kristall Federal Lavsuit shall be
" dismissed with prejudice as set forth in the Stnpulated Dismissal With Prejudice attached bereto
as Exhibit A, which shall be duly executed by Kristall Jeweler and Kristall Classics and filed

" with the Court by August __, 2004

02995/600067.1 : e2- . o
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2. Dismissal of SDI v, Millennivm LawsniL The SDI v. Millennium Lawsuitshall .

b dismissed With prejudice, a5 et orth in the Stipulsiod Dismissal With Prejudice attached '

’ hm as ExhibitB, wlnch shall be duly executed by Millennium, Fingergut, SDI, end
Bobovnikov and filed with the Courtby August_,2004. .

3, Representauons aiid Warranties, Each of thc Partics wan'ants and repnsam
that is fully entitled and duly authorized to enter into this Agreﬂnent. Bach of the Parties
executes this Agreemmt freely and voluntarily and are nof acting undet any dmees orin rehm _

| upon_ any threat made by or on behalf of any ofher Party. In addition, each of the Parties warrants ©. -
and represents that it has received independent legal advice from its attomeys with m:peu to the
dvisability of executing this Agreement. . .

4. ' 'Mutual.General Releases. - . ' .

(@ Kristall Jeweler, on behalf of itself and its current officers, directors,
 camployees: shareholders, atorieys, assigas, subsidiaries, and Leon Fingergut (the “Kaistall
Jeweler parties™) on the onc hand and Kristall Classws, on behalf of itself and its current officess,
directors, employees, shareholders, attorneys, assigns, affiliates, and subsidiaries (the *Kristall

" Classics ParheS") on the other hand each bereby mutually releases and forever discharges each
other ﬁom any and all liability and clauns, debts, nights, achons. suits, damages, losses, costs,

) expm ‘and demands whtsoever, in law or equity, of evﬂ'y lcmd, nature or dw:nphon. . .
wheihes known or unknown, fixed or connngem, which the Knstall Jeweler Pagties, the Knsnll B
Classics Parties, or any of them, ever had now has, or may hereafter acquire, by rcason of any

) mattes, CBUSE or thmg whatsoever accruing, ocourring, of arising at any time prior to the
execution otj this. Agremcht, including but not lnmted 1o any claims rela\.ms to the IC.nstaﬂ
FederalLowssit |

| ' | (5) ’ SDI, on behalf of itself and its current officers, dueotors, unployees,

mholders, a!tomeys, assigns, subsuhanu and Vsevolod Bobovnikov (the “SDI Pames"') on

' the one hand and Milleninium, on behalf of itself and its c\m'ent Oﬁws, directors, employees,

shareholders, attorneys, assigns, afﬁhates, subsxdlanw, and Leon Fmgerg\n (the “Mlllenmum

02999/600067.1 . -3-
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Parties™) on the other hand each hereby mutually releases and forever discharges each. other from -
any and all ]iability and claims, debts, rights, actions, suits, damagés, losses, costs, expenscs, ml'
demands whatsoever, in law or equity, of every hnd, fiature or description, whether known or
unknown, ﬁxed or contingent, which the SDI Parties, the Milleanium Pama, or any of them,
.. ever had, DoOW has, or may hmaﬂer aoqmre, by reason of anymatter cause or thing whatsoever
B accruing occurnng, or arising at any time prior to'the execution of this Agwement, mclndmghn
not limited t0 any claims relating to the SDI v. Millenniom Lawsuit. =~~~ - . °
(©  Mtisunderstood and agreedlo by the Partics that the releases set fmhm
this Section 4 herein constitute a full, complete, and fina] general release of any and all clam
" described in Subparagraphs (a) and (b), and each Party agrees that it shall appb'to all unknown,
mmﬁc,pated, unsuspected and lmdlsclosed claims, demands, lisbilities, ections, or causes of )
action, in 18w, cqmty. or othemnse, gs well as those that arc now known, anhclpated, ;uspeaed,
or dnsclosed- |
_ Noththstandmg the foregoing and any provisions of Agreement to the contrary, it
is undastood and agned to by the Parues that the mutual genaal releases of tlns Sechon 4do
not release the Parties from their respective obligations going forward as set forth herein. - ‘
5, Assignment of “KRISTALL” Trademark and “KRISTALL ELITE"
'I‘rademsrk Applicnﬁon.
(8  Subjecttorights rctamcd by Kiristall Jeweler s set forth in Section 6.
- below, Kristall Jeweler hcreby ass:gns ‘o Kristall Classics, with the consent and approval or
xnstansmolensk all rights, sitle and interest in the composite tnde.mark KRISTAI.L (and
crown design), including but not limjted to any and all rights recosmzed by a State of theUmted
. States g1 common law, and all good will associated with such composite trademark subject to and
as set forth in Cemﬁcate of chxstrauon No. 2,676,728 (herelnaﬁel’ collectively rci‘e:red to asthe
«KRISTALL Trademark”) pursuant to the Trademark Assignment’ Agreement attached hereto as
E___ll!.g for good and valuable cons:deratxon, receipt of which is hcreby aclmowledged
(b)  Subjectto nghts retamed by Knstall Jeweler as set forth in Section 5

02999/600067.1 ' . 4
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below, Kristall Jeweler hercby assigns to Kristall Classics, with the consent and approval or
Kristall Smolensk, al ights, tifle and interestin the trademark KRISTALL ELITE end sl good
will assocmtcd therewith subject to and as sct forth in Application No. 76/350,828 for good and
yalugble consl deratlon, receipt of which i is hereby acknowledged.
6. Limited License-of “KRISTALL” Ttademark.

- e =

SubJect to the paymcnt of royalties in a manner to be detammed‘ in accordanee
with Subparagraph (€) of this Secbon 6, Kristall Classm hereby grants 0 Knstall Jewclet u
limited non-transfcnable exclusive hceme to use the KRISTALL Trademark solely for ﬂ)e
purpose of sales of goods and servww, as defined and set forth in Cenn'xcm of RegmtratlonNo. '

. 2,676 728 (namely, any prec:ous metals and their alloys and goods in precxous metals or coated .
ﬂ,m;wnh, namely, jewelry, premous gemstones, nngs, bracelets, earrings, necklaces, pendants,
wﬁ‘ Jinks; horological and chronomemcal mstmmmts, namcly clocks, watches and i
chronometets, ashtrays and powder compacts made of precious metals) (collecnvely"Goods").'
made by Knstall J ewclr.r 1o the Louis Vuitton Moét Henmessy (“LVMH™) Gmnp.

- (@ The ]umted hcensc of Kristall Jeweler t0 use the KRISTALL Trademark

as set forlh in thls Section 6 is personal to Krisiall Jeweler and shall not be oonveyed. mgned,

’ hypog},ecawd or in any way transferred to any third party without the a:press written consent of
Kristall Classics. .

' ()  The KRISTALL Trademik shall be used by Kistall Jeweler only with

resped to Goods sold by Knstall Jeweler to LVMH. Kristall Jeweler agrees to mamtam snch

quahty smndards as shall be prescn'bed by Kristall Classxcs for the Goods sold by Knstall

]cwela to LVMH Kristall Jeweler agrees that it will display the KRISTAI.L Tredemark i in such |

form O manner as shall be approved by Kristall Classics. Kristall Jeweler also shall cause to

appear oD sll materials on or in connection with which'the KRISTALL Trademark isused i in
sales of Goods made by Kristall Jeweler to LVMH such legends, marhngs, and notices as

Kristall Classics may request in order to assure appropriate: nohoc any trademark rights thcrem.

In addition, Kristall C!assm shall have the right to inspect Kn.stall Jeweler’s ljmsmss Qperahons

02999/600067.1 ' T -5
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 conducted under the KRISTALL Trademak <1 the limmited Hcense definedin Section $ herein
~in order to assure Kristall Classics that the provisions of ﬂ;is égmemem are bemg observed,
subject t0 the terms and condmons in and as necessary p@m to awry subsequent royaity rate
agreement between the Partm as described in Subpmgmpb () of tlns Sectlon 6.
(c)  Kiristall Jeweler confirms Kristall Clmcs 8 ownash:p of the rights to thn
. ](RISTALL Trademark pursuant to the assxgnment of Section 5 hcxem and Knstall Jeweler
agrees that all use by Kristall Jeweler of the KRISTALL Trademark shall inure to the x.nsml
Classics’s benefit. Kristall Jeweler renounces any claim to any goodwill accrued by the nscnf
{he KRISTALL Trademark and any and all goodwill accrued by the vse of the KRISTAL\’.
-deemark shall pass to Kristall Classics and not build in the mark for Kristall Jeweler. Kristall -
Jeweler also agres 1ot to take any action that could be dctmnentﬂl to the goodwill assoamd
mththe]CRISTAlLdeanuk. : C
@ Kristall J eweicr shall at no time adopt or use, without Knstall Classics®
prior written consent, the KRISTALL Trademark, or any variation thereof, or any word or mark
likely to be conﬁmngly similar to the KRISTALL Trademark. Kristall J cweler further agrees
{kiat it shall not use, represent, or otherwise cmp}oy the KRISTALL Trademark to indicate that it
is the owner of the KRISTALL Trademark or to create customer confnsnon 8s to the source of its
. products- . : _
a (¢) - Inthe event Kristall Jeweler makes sales of Goods to LVMH orits ‘
a}ﬁﬁa& in accordance with .tllle limited ﬁcer;se Md above, Kristall Jeweler shall'ﬁay L
royalty t0 Knstall Classics in an amount 10 be agreed upon by the partics or, if no agxecment can
be reached, KnStall Jeweler shall pay a royalty rate that is determmed tobe reasonablz in
accordance with industry standards by an arbitrator from the Commercml Arbitration Panel of the
American Arbitration Association (see www.adr.org) in i Los Angeles, California under sach
reasonsble industry standards. Such an arbitration’ will be instituted under and pursuant to the
Commcrclal Rules of the American Arbitration Association. The Parties agree that the
' p:e{'aahnz part)' shall be awarded aﬂomeys fées, costs and expenses of the arbitration. .
. 029951600067.1 | - _ ‘
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7,  Discontinusnce of Use of KRISTALL Trademark by Kristall Jeweler. "
‘Within nmety (90) days from the date of execution of this Agremem, Kristall

Jeweler, sha.ll take all necessary steps to change its corporate name from Kristall Jeweler, Im.m '

-t

- e

«The Diamonds of Russia, Inc.” pursuant to pmsuant to Axﬁcle 10 of the New York anm

: Corp rahon Law, or if not permissible under apphcab]e law, then to some other name not

o WlﬂltheexcephonofthelmutedhcensesetfoxtthechonGOfﬁmAgmunmt,.l .
. Kristall J eweler, Fmgergut. or any entity in which Kristall Jeweler or Fingergut has or claims to |
have a controlling or an ownership mterest, including but not Jimited to Millennium Dnamo!d .

"USA, Inc., shall cease all use of the KRISTAI.LTraduna:kor anyvanatlon ﬂiereof,o: Wm .
 ormark likely to be conﬁ:smgly similar 10 the KRISTALL Trademark. In sddition, Kystall -
Jeweler shall take all necessary steps to amend, or if necessary to abandon or to esneel. |
Certificate of Registration No: 2,728,636 for the trademark CLEARLY. SUPBR'IOR KR‘!STAIL o
THE DIAMONDS OF RUSSIA (and design), and Application Senal No. 76/275 016 for
" KRISTALL THE DIAMONDS OF RUSSIA to permanently delete or otherwise pamanmﬂy
remove the ward “Kristall” and dcmgn therefrom. Fingergut and/or Knsta]l J ewcln' shall also
take all necwsary steps to cancel its reg:stratmn to the Internet addressa or domam names

_knstal]JeWC]Gl' com, www.kristallclassics.com, and www.knstal])ewel@r tvor assign such
yégistrations 10 Kristall Classics. Fingergut and/ér Kristall Jeweler shall cease using such L
Internet addresses or domain names and any other Internet addresses or domain names that are
wnfumgly similar to such Internet addresses or domain names. |

o Notwithstanding any prov:smns of Agreement to the comrary itis unda-stood md

agreed to by the Parties that Kristall Jeweler is entitied to identify jts products as diamonds and to
' idmﬁfy the type and/or source of its diamonds so long s such identifying Janguage is not used 8s
" g trademark that are con.fusmgly similar to the trademarks set-forth in Sections S and 7 (subjectto .
. gections 5ad 7). o
1t is understood and agreed to by the Parties that such agreement to cease all use

02995/600061.1 - -7-
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of the KRISTALL Trademark app]m from the date of this Agreement going forward and dm
- not apply to any future use by third parties (not mcludmg any entity in which Kristall Jewelu' or
F'mgcrg\lt has or claims to have a controllmg oran ownerslnp interest, mdudmgbutnot Yimited |
o Millermium Diamond USA, Inc) of the KRISTALL Trademark found on or displayedin.
materials, displays, videos, products, or brochures prcwouslyused%y the Partics and now in the
possession and contro] of such third pam:s over which the Parties have no control.
g.. Limited License of “DIAMONDS OF RUSSIA” Trademarb. .
“The Parties agrec that by the adoption and continual use by Kristall Jeweler of the -
W[’HE DIAMONDS IN RUSSIA” in connechon wnh certain goods, Kristall, Jeweler owns |
'. any and all rights recognized by a State of the Umtod States at common law to the mark “THR ‘
DIAMONDS 'OF RUSSIA™ and all good will associated therewith subject to and as'set forth in
APP],cauon No. 76/309,019 (hereinafter refexred to as the “THE DIAMONDS OR RUSSIA
Frademik”). ' ‘
SubJect to the payment of royzlties in 8 manmer to Be determined in accordanoe =
‘with Subparagtaph '(b).of this Section 8, Kristall Clnssu:s shall have a8 lumted non-transferrable
cxclusive license to use THE DIAMONDS OF RUSSIA Trademark solely for the pmpose of |
sales of goods and services, as deﬁned and set forth in Apphcatlon No..76/309,019 (namely, any
preClO\lS metals and their alloys and goods in precxons metals or coatcd there\mh, namely
jewelry, precious gemstones, rings, bracelets, eanmgs, necklaca, pendams. cuff links; .
homlogcal and chronometncal instruments, namely, clocks, watches.and chronometers; ashtrays
powder compacts made of precious metals) (coﬂectwely “Goods™), made by Kristall -

Classics to one major retail chain selected by Kristall Classm (the “Selected Msjor Retail
Chein"). '

| (@  The hmned license of Knstall Classics 10 use the DIAMONDS OR .
RUSSIA Trademark as set fonh in this Section 8 is personal to Kristall Classics and shall not be
conveyed, assigned, hypothecated or in any way transferred 1o any third party without the express

" gritten consent of Kristall Jeweler.

G2999/60006T) - -8-
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' () TheTHE DIAMONDS OF RUSSIA Trademark shall be psed by Kelstall
_Classics only with rcspect 10 Goods sold by Kristall Classics to the Selected Major Retail Chein,
Kristall Classics agrecs to maintain such quality standards as shall be prwcn'bed by for the Goods
sold by Knstall Classics to the Selected Major Retail Cham. Kristall Classics agrees that it will
display the THE DIAMONDS OF RUSSIA Trademark in such form o manmer s ehall be '
approved by Kristall Jeweler: Kristall C]assxcs glso shall cause to appear on all maumah onorin
connection with which the THE DIAMONDS OF RUSSIA Trademark is used in ssles of Goods

made by Knsiall Classics to the Selected Major Retaxl Chain such Jegends, marhnga. and notices

as Kristall Jeweler may request n oxda- to assure appropnate noucc any trademark ngbts therein.

" " In addition, Kristall Jeweler shall have the nght to msped Kristall Clamcs business operahons o
conducted under the THE DIAMONDS OF RUSSIA Trademark and the hmlted Yicense defined .
in Sechon 8 herein in order to assure Knstall Jeweler that the provisions of this agreanem are
being observed, subject to the terms and conditions in'and as necessary pursuant t6 eny

. subsequcnt royalty rate agrecment between the Parties as descn'bed in Subpmg;raph (e) of thm

Section 8. . .
(¢) Kristall Classxcs confirms Kristall Jeweler’s ownership ofthe rights to the -

. THE DmMONDS OF RUSSIA Trademark as dwcnbed in this Secnon 8 herein and Kristall °
Classws sgrees that all use by Knstall Classxcs of the THE DIAMONDS OF RUSSIA 'l‘radunmk

| hall inure 10 Kristall Jeweler’s benefit. Knstall Classics renounces any claim to any goodwill -

sccrued by the vse of the THE DIAMONDS OF RUSSIA Trademark and any and all goodwill

accrued by the use of the THE DIAMONDS OF RUSSIA deemark shall pass to Kristall

‘ ]ewela" and not build in the mark for Kristall Classics. Kristall Cla_assm also agrees not to take
any action that could be detrimental to the .goedwill associated with the THE ﬁIAMONDS OF
RUSSIA Trademarke. - |

_ (d) With the except:on of the limited hcensc set forth in this Sechon 8,

B Knstall Classics, Kristall Smolensk, and Bobovnikov or any entity in which Knstan Class;es, :

Kristall Smolensk, or Bobovnikov has or c]axms to have a contro]hng or an ownersh:p interest,

02999/600067.1 . -9- L
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including but not hmlted to SDI, shall cease all use of the THE DIAMONDS OF RUSSIA
demm—k, or any varistion thereof, or any word or mark likely to be confusingly similer with
the THE DIAMONDS OF RUSSIA Trademark. Kristall Classm shall teke &Il necessary steps to
cancel 5ts registration to the Internet-address and domain name WwWWw,C dxamondsoﬁ'n&m.eom or :
assign such reglstmhon to Knsta] Jeweler. Knstall Classics shall cease using such Internet
ddms or domain name and any other Intemet addresses or - domain names that are c0nfusmg]y B
imilar to suc.h Internet addm or domain pame. )
"It is understood and agreed t6 by the Parties that such ageemenl toceascalluss -
 ofthe THE DIAMONDS OF RUSSIA Trademark apjphes from fhe date of this Agreement going
forward and does not apply to any future use by third parties (not mcludmg any Kristall Classics’ .
affiliated entltl&. Kristall Smolensk’s affiliated enbnw, and any entity in which Bobovnikov.has .-
or claims to have a controlling or an ownershlp interest, mcludmg but not limited to SDIyof the
THE DIAMONDS OF RUSSIA Trademark found on or dlsplayed in materials, dxsplays, videos,
-;;roductS. or brochures previously used by the Parues and now in the. possession and control of
such third partws over which the Parties have no contml.
_ In: addmon, Kristall Classics shall at no time adopt or use, without Knstall
Jeweler' s pnor written consent, anry variation of the THE DIAMONDS OF RUSSIA Trademuk
or any word or mark hkely tobe conﬁxsmgly similar with the THE DIAMONDS OF RUSSIA
" Trademark. Kristall Classics ﬁmhe:agmsthatnshallnotxcpmsemOwotberwwe employﬂp .
THE DIAMONDS OF RUSSIA Trademarkto mdxcate,that it is the owner of the commeon law-
ghfs fo the THE DIAMONDS OF RUSSIA Trademuk-
 Notwithstanding any provisions of Agmemmt to the contrary, itis undcrstood ed -
greed to by the Parties that K.nstall Classics is entitled to identify lts products as diamonds and
1dennfy the type and/or source of its diamonds so long 8s such identifying language is not used
a5 @ trademark that are confusmgly similar to the trademarks set forth in Secnon 8({) (subju:t to

Sections 7 and 8 (9).
(e In the event Kristall Classics uses the ‘I'HE DIAMONDS OF RUSSIA

- (2999/600067.1 - -10- . -
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Trademark in accordance with this Section 8, Kristall Classics shall pay to Knstall Jewela‘a _
royalty in an amount to be agreed upon by the parties or, ifno agmemcm can be reached, Kristall
Classics s shall pay a royalty rate that is determined to be reasonable in accordanee with mdustry
standards of by &n arbitrator from the Commercial Arbmatxon Panel of the American Arbitration
Association (see www.adr. org) in Los Angela, Cahfonna under such reasonablc mdush'y S

standards Suchan arbmauon will be instituted under and pursuam o the Comyuercial Riles of -

the Amcncan Arbitration Association. The Parties agree that the pmvaihng party shallbe .

awaxded attorneys’ fees, costs and expenses of the a:bxtmtlon.
_ (D  The Parties agrec that any and ll forms of the following tradunadm md
. all good wﬂl associated therewith are owned solely by Kristall Jeweler subJect to the prmnsxons . )
" of Section 7 above and this Section 8:
(i) THE DIAMONDS OF RUSSIA, Apphcatlon No. 76/309,019;
i KRISTALL THE DIAMONDS OF RUSSIA (and design), - '
Application No. 76/275 016 (subject to Kristall Jewela"s |
amendment, or if necessary sbandonment or cancellahon of such
apphcanon pursuam to Section 7 above);
@) * CLEARLY SUPERIOR KRISTALL THE DIAMONDS oF
" -RUSSIA (and design), Application No. 76/275,014 (chlstrahon o
No. 2,728,636) (subject to Kristall J_ewcle.r s amendment, or lf
.necessary sbandonmeat o cancellation of such application
. ~ pursuant to Section 7 above), S )
(V) FOREVERRUSSIAN, ' Application No. 76/309,010; and
. ) THEJEWELOFRUSSIA, Application No. 78,145,152,
9. Ownership Of Kristall Jeweler.
(a) ' By entering mto this agreement, the SDI Pames, Bobovnikov the Knstall
Classics Parties, and Kristall Smolensk assign, quitclaim, and othcthse transfer any clmm, if.
any, 0 80 owncrshlp interest in Kristall Jeweler. The SDI Parnes, Bobovnikdv. the Kristall -

02995/600067.1 -11-
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Classics Parties, and Kristall Smolensk further agree that F'mger'gm‘is the sole §hm_holdet of and -
owns all interest in Kristall Jeweler. | . ' B
(b)  Byentering into this agreement, Fingergut does not admit that there is any
validity or merit of any such claims, if any, to &n ownashxp mtcm_t 13 Kristall Jeweler by SDI |
Partics, Bobovnikov, the Kristall Classics Parties, and/or Kristall Smolensk.
" 10, _ Ownership Of Millenpium (and GemDjam). . B

(af . By entering into this agreemem, the SD] Parties, Bobovnikov and the

Knstall Classics Parties assign, quitclaim, ‘and otherwise transfer any claim, xf any, to en

‘ ownerS“hlP interest in Millennium Diamond USA, Inc., including GemDiam Corporation. The
.SD1 Pasties, Bobovnikov, and the Kristall Classm Parties further sgree that F'mgcrgut is'the sole
shamholda of and owns all interest in Mmenmmn Dmmond USA, Inc,, mcludmg GemDiam

.' Corporation. _

: ".(b) By enteﬁpg. into this agreement, Fingergut does ;:Ot admit that there is anly
vahdity or menit of any claims, if any, to an ownexship interest in Millennium Diamond USA, .'
lnc ,nc]udmg GemDjiam.Corporation by the SDI Parhs, Bobovnikov, andlor the Kristall
Classics Partics- . .

11.  “Grace Period” With Respect to Internet Addresses and Domain Names. In
: cons)deranon of the fact that the respectlve Parties are currently using Internet web sites wnb
lmernet addresses and domain names that they will be canceling or assigning and no longa usmg
as set forth in Sect:ons 7 and 8(d) herein, the Partics agree that there shall be a* grace penod" wp .
and inchuding December 31, 2004, during which the respecnve Parties may continue to use th;-.
Internet & addresses and domein names identified and described in Sectlms 7 and S(d) ‘All
canccllaﬁms: assxgnmcnts and discontinuance of use of such lnternel eddresses and domain:
pames under Sections 7 and 8(d) must be oomple\ed by the respective Parties by Decanbu 31
2004, . .
12, Public Disclosure of Agreerﬁent Prior To Dismissal Date, After execution of

this setﬂement Agreement, but pnOl’ to the date(s) on which the Lawsmts are dxsxmssed, and .

02999/600067.1 ' . . -12-
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except to the extent set forth in the scnpt attached as _Emlm 8s pem'ntted in this ngraph . .
below, the Parties agree not to disclose to anyone, publicly or privately, including, but not hmmd
to, the press OF HEWs medis, the terms or substance of eny pazt of the Agrecment or the .
* . discussions : between the Parties; provided, however, that such dimio.sum is permitted: (8)t0 -
ofﬁ'cm or necessary employees of thc”Partnes or of parent or subsidiary entitics of the Parties; .(b)
to p,ofessional individuals or entmes providing the Parties specific advice (such'as sccountanty’

~ or lawyers) who reasonably must be informed of its ters; (c) as required by law; or (d) as may

be reqmred to enforce the terms of the Agreement. Notwithstanding the foregoing pmvmons_of .

' this paragraph, bowever, in rprnsé to inquiries-from customers or potential customers about
: the Lawsmtsa the Parties may inform such customers of potenﬁal cixstomm (but may notissus -
any written press release or otberwise take stcps to pnbhcxze such matters to me press or news
medla) solely of the SPeCJﬁc points set forth in the script attached as Exhibit D, .
. 13. " Public Disclosure of Agreement Following Dismissal Date. Follmving the -
date(s) 0B which the Lawsuits are dismissed in sccordance with Paragraphs 1 and 2 herein, end
except to thc extent set f‘orth in the script attached as Exhibit E as penmt_ted in th:s Paragraph

below the Parties agree not to disclose to anyone, publicly or privately, including, but not limited

to, the press of pews medis, the terms of substance of any part of the Agreement or the -
d;scussxons between the Panws, provided, however, that that such dxsclosun is pmnmed (@t

ofﬁea‘s or necessary employees of the Parties or of pareat or sub51dmy entities of the Pames; ®)

1o meessxonal individuals or entms providing the Parties specific advace (such as accountants.
or hwygs) who reasonably must be mformed of its terms; (c) &s required by law; or (d) as may

be xeqmred to enforce the terms of the Agreemem. Notwithstanding the forcgoing provisions of

this pmgaph, however, in Tesponse 10 mqumw from customers or potentml customers abunt :
the Lawsuit, {be Parties may inform such customers or potermal customers (but may not issue
any Writicn press release or otherwise take steps to publicize ‘such matiers to the press or news
" edia) solely of the specific points sct forth in the script attached as Exhibit E..
- 14, | Assignment of Lawsuit Claims: The Partxes hereby represent that no. clanns
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ansmg from, referring to, or in any manner relsted to 'the Lav_lsuit' have been nssigxxed or .
otherwise transferred to any third party.
i5.  Waiver of Section 1542, It is understood and agrecd that this Agreement is
" intended t0 cover and does cover all clalms or possible claims "of everynature and kind
Whatsoever, whether known or unknown, suspected or unsuspected, or hereafier d;scovexed or
ascertained, and all rights under Section 1542 of the Civil Code of California are hereby -
p'ressly walved. The Parties hereto acknowledge that they are familiar with Section 1542, =
which reads as follows: . '

~ DEBTOR.
The Parties hereto expressly, Xnowingly, and intentionally waive and relinquish any and all rights
wh:ch they have under Section 1542, as well as under any other sum]ar state or federal statnte or

common 1aw principle. ,
16. Agreement Not An Admission. Thls Agreement reﬂects a compromise of

disputed claims. It does not constitute, and may not be constmed as, an admission of the ment or’
lack of merit as to any claim or defense by any of the Pames.

) 17,  Entire Agreement. This Agreement represents the entire lmderstandmg andl
agrecment amOng the Parbes hereto with.respect to the subject matter hereof and supersedes all _
prior and contcmporaneous negouahons, representations and agreemems made by and between
such Paﬂles with respect thereto, mclndmg but not lnmted to the ten-pomt sctticment agreement
da;ed June 8, 2004 and signed by Chad Haggar on be.’half of the Kristall Clessics Pames. Leon-
Fmgersut on behalf of himself and the Millenmum Parties, and Maksim Shkadov an behalfof
SDI on June 9, 2004, The Parties ack:nowledge that (hey have not relied upon any represmttanon

whatsoever of the other Whlch is not conteined i in the Agreemmt and that there are no
: understandings, obhgauons, representations or warranties except as provided for herem. ‘nns
Agreement may not be modified except by 8 writing signed by all Partics.

-
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18.  Binding Effect: The Parties agrec end warrant that this Agreemem shallbe
binding upon and inure to the benefit of the Parties'and their licensees, agents and assigns.
19, Construing Agreement. Amblgmtles. mconsmtencle& or conflicts in this
Agreement § shall not be strictly construed against the drafier of the Jangnage but will be rwolved
. by epplying the most reasonable mterpretatlon under the circumstances, giving full eoqs:duanon
{o the Parties’ intentions at the time this Agreement is entered into. ‘Where the eo‘ntad of this

' Agreemwt requlres, singular terms shall be ¢onsidered p}uml, and plural terms shall be
cons:dered singular. . '

. 20. Feesand Expenses. EachPartyshallbem'nsownatwmeys ‘fees, costs and -

N
.

expenses il in conection with the Lawsuits. -

_ 21,  Severability. If any ‘provision of this Agreanmt shall be held to be ’llegn‘l.
;ﬁvaﬁd or menforceable, that provision will be enforced to the maximum extent pmmssiblc 80
as 1o effect t the intent of the Partics, and the validity, legality and cnfoxceabihty of the mmnmmg
provisions shall not in any way be affected or impaired thereby.

- 22, Counterparts. This Agrecmcnt may be sigoed in countmpart.sand, as fully

23, Headings. The underlined headings contamed in this Agreemcnt srefor .
oolm',c.nience of reference only, shall not be deemed to be 8 part of this Agreemmt and shall not -
" be referred toin connection with the construction ormterpretaton of this Agreement.
94,  Applicsble Law. This Agreemmt and all rights and obligations hereunder,
including matters of congqucuon, validity, and performance, shall be governed in all respectsand
| exclu.sivdy by the laws of the State of Caleorma. _ | A . . | o
 WHEREFORE, the Parties hereby acknowledge their sgreement and conseat to
the tenms and conditions set forth above through their rcspectlve sig:l;m oomain;ad below:
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DIAMOND USA, lNC dba SMOLENSKDIAMOND]SRAELLTD .

02999/600067.1

EMDIAM CORPORATION
| By:%“ Fingergut Vsevolod Bobovnikov
- President * President -~
Date: & ﬁ 12-0 '7 Date:
" GEMDIAM CORPORATION VSEVOLOD BOBOVNIKOV'
By n Fingergut ' Vscvolod Bobovnikov
; President
Date: ﬁ“o 9 Date: -
"LEON FINGERGUT 'SMOLENSK UNITARY COIJPANY
KRISTALL PRODUCI'ION OOWANY .
' By:
Py n Fingergut Y reistm Shkadov
' B ~ First Deputy Director General
Date: _Z'/ Z—;ay Date:
. KRISTALL JEWELER, INC. KRISTALL CLASSICS, INC. *
By — ( By -
» nFmgergt ~ Chad Haggar
Pfes, dent PIGSiM i o . [
Date: __Z ~/2-0% Date: o
-16-
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MILLENNIUM DIAMOND USA, INC., dba
GEMDIAM CORPORATION -

z_
o

SMOLENSK DIAMOND ISRAEL, LTD.

By: - By' pout
y""]‘},’o?} Fingergut - Glod Bobova '
President Pres? . N
Date: Date: /{ 7’/ OF
GEMDIAM CORPORATION .. VSEVOLODBOBOVNIKOV - - .-
By: __— By:__ : i
Leon Fingergut = \acvlod Bobovnikov
President VA
Date: e /98 [ 2804
LEON FINGERGUT SMOLENSK UNITARY COMPANY,
MO ' KRISTALL PRODUCTION COMPANY
By: . .By:_. , .
y_"‘Leon Fingergut ¥ Maksim ShKadov :
a First Deputy Director General
Date; ___—— Date: :
KRISTALL JEWELER, INC. " KRISTALL CLASSICS, INC.-
By: By:
by Leon Fingergut Chad Haggar
President President
Date:- ' Date:
Exhibit®y " -PegelZ__
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: By Leon F ihgergut .

MILLENNIUM DIAMOND USA, INC., dba  SMOLENSK DIAMOND ISRAEL, LTD. *
N NIDIAM CORPORATION
.Br——- - - .-=
Teon Fingeigut Vsevolod Bobova vikov
- President Pmdent
[
Date: Date: . .
‘GEMDIAM: CORPORATION VSEVOLOD BOBOYNIKOV
By, : .
Leon Fingergut Vsevolod Bobovnikov
President. - .
Date: ' Date:
. LEON FINGERGUT SMOLENSK UNITARY COMPANY,
S : : KRISTALL PRODU OMPANY

ire

Date: Date:
. KRISTALL JEWELER, INC, KRISTALL CLASSICS, INC.
‘BY:_— . By ' '
Leon Fingergut : Chad Haggar
President President
Date: Date
Extibit%_/_"-Pogeld
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. MILLENNTUM DIAMOND USA, INC., dba SMOLENSK DIAMOND ISRAEL, LTD. |
N VIDIAM CORPORATION ™
BYi__ - By :
"~ Leon Fingergut - ] ~ "~ Vsevolod Bobovnikov
President L ’ President :

Date: - Dae

GEMDIAM CORPORATION - VSEVOLOD BOBOVNIKOY'

By: = . : By -
— Leon Fingergut R .- Vsevolod Bobovikov
- Datet _ ' . Date:
LEON FINGERGUT . " SMOLENSK UNITARY COMPANY, .
KRISTALL PRODUCTION COMPANY
By: . B By:. _ )
, Y —eon Fingergat — B Maksim Shkadov : -
First Deputy Director General
Date: ' . '
KRISTALL JEWELER, INC.
. By:“"l'}?oifingcrgut
President
Bxhi;b.it“ / . Page/ G
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EXHIBIT A

(Stipulated Dismissal of Kristall Federal Lawsuit)

-
- e =
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(Stipulated Dismissal of SDJ v: Millennium Lawsuit)
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- e
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EXHIBIT C

" (Trademerk Assignment Agrecment re; KRISTALL Trademark)
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L_'-Ls;x_e_n_u_x_u

WHEREAS, KRISTALL JEWELER, INC., of 9601 Wilshire:
Boulgvard. Suite 730,"'Bever1y Hills, California, 90212 is a -
corporation,organiiéd and 'éxisting under the ;ows _o? the State of
New Yorxrk ("Assignor™), has adopted, uoed and rogistered the .
’ trademark KRISTALL & Design, Registration No. 2 676,728y - .

WHERERS, KRISTALI. CLASSICS, INC-. of 611 Weat: Sitth
street, Suite 1800, Los Angeles, California 90017. a corporation
organized under the laus of the State of Nevada, ("hssignee") "
desirous of acquiring said mark and the registration thereof:

_ NOW, THERER)RB, for good and valuable consideration,

rece:lpc of which is hereby acknowledged, KRISTALL JEWELER, INC.
) does herxeby assign unto the said KRISTAI.L CLASSICS, INC., all
rights, title and interest in and to the said mark and registra-
" tion, together with the good will of the business symbolized by
the mark. . . ' -

KRISTALL JEWELER, INC.

e . -
.

.Byz » L _' .
Title: fm / Q/E"" 7.L_

Dated: %l AMEUST 300y

MAPTHENS
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EXHIBIT D

3 .'The following is the script that should be utilized regarding the resolution of the
' disputes between Millennium Diamond USA, Inc., dba GemDiam Corporation, and GemDijam '
Corporation, Leon Fingergut, Smolersk Dismond Israel, Ld,, Vsevolod Bobovnikov, Kristall
- ass:cs Inc., Kristall Jeweler, Inc., and Smolensk Unitary Compeny, ristall Production o
. Company (collectively the "Fuﬁes’) after execution of this Settlement Agreement, but prior to
_ the date(s) on which the Lawsuits are dismissed: | N N

1. The disputes between the Partics have been resolved amicably, |

2. ' Pursuant1o 2 confidential settlement agreement, the Parties have agreed to dismiss

with prejudice all claims asserted in the two cases captioned (t) Smolensk Diamond
Israel, Ld. v. Millennium Diamond USA, Inc., dba GemDiam Corp., GemDiam .

" and Leon Fingergut aka Lev Fingergut, and Related Cross-Claims, L.A.S.C. Case 0.
BC 287742 and () Kristall Jeweler, Inc. v. Kristall Classics, Inc., and related Counter-
Claims, CD. Cal, Case No. CV 03-666 (GAF) (VBKx). : '

3. Pursuant to a confidential settlement agreement, the Parties have also agreed that .
Leon Fingergut is the sole owner of Kristall Jeweler, Inc., which in turn is the sole o
of the rights to the THE DIAMONDS OF RUSSIA trademark. ,

4, P:ursuant to a confidential settlement agreement, the Parties have also agreed that
Kiristall Classics, Inc. is the sole owner of the rights to the KRISTALL trademark.

'S, The details and other terms of the settlement agreement are confidential.
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EXHIBIT E

' 'I’hg follo;/ing is the script that should be utilized regarding the resolution oi' the

disputes between Millennium Diamond USA, Inc., dba GemDiar Coipo ration, and im

Corporation, Leon Fingergut, Smolensk Diamond Irael, Lid. Vsevolod Bobovakov; istll

Classics, Inc., Kristall Jeweler, I:;c, and Smolensk Unitary Con}pahy, Kristall P;Bduebom

Cor'npan)' (collectively the “Parties”) following the dat;(s) on which the Lawsuits are dismissed :

in accordance with Paragraphs 1 and 2 of the Setilemeat Agreement: B R
1. . The disputes between the Parties have been IGS_O];fed amicably, o N

2. . Puruantto s confidential setlement agreement, the Parties have dismissed with

_p;ejﬁdice all claims asserted in the two cases captioned (i) Smolensk Diamond Israel, Ltd.
v. Millennium Diamond USA, Inc., dba GemDiam Corp., GemDidm Corp., and Leon -

Fingergut aka Lev Fingergut, and Related Cross-Claims, L.A.S.C. Case No. BC 287742 ‘
-and (ii) Kristall Jeweler, Inc. v. Kristall Classics, Inc., and related Comx'm'—aairm, CDh. ~

Cal. Case No, CV 03-666 (GAF) (VBKx).

3. Pursuant to a confidential settlement agreement, the Parties bave also agreed that

. Leon Fingergut is the sole owner of Kristall Jeweler,
- of the rights to the THE DIAMONDS OF RUSSIA trademark.

Pursuant 1o a confidential settlement agreement, the Parties have also agreed that

4. :
Kristall Classics, Inc. is the sole owner of the KRISTALL trademark. ,
, 5. The details and other terms of the setilement agreement are confidential.

-21-
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Inc., which in.tun;. is the sole owner
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KRISTALL CLASSICS, INC. V. THE DIAMONDS OF RUSSIA,
LTD.

PETITION FOR CANCELLATION (IN TRIPLICATE) AND
CHECK FOR $300.00 MAILED: April 29, 2005

RECEIVED:

MAP:src
22139.025
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

KRISTALL CLASSICS, INC., a

Nevada corporation,

cancellation No.

Reg. No. 2,920,296
Dated: January 25, 2005

Petitioner,

THE DIAMONDS OF RUSSIA, LTD.,
a California corporation,

)
)

)

)

)

V. )
)

)

)

)

)

)

Registrant.

CERTIFICATE OF MAILING
The undersigned declares under the penalty of perjury the
within PETITION FOR CANCELLATION (IN TRIPLICATE) AND
FILING FEE were forwarded to BOX FEE - TTAB, Commissioner
of Trademarks, P.O. Box 1451, Alexandria, virginia 22313-
1451, by depositing same with the United States Postal
service as first class mail, postage prepaid, this 29th
day of April, 2005.

SHERYL R. COMAWAY

PETITION FOR CANCELLATION

BOX FEE - TTAB
Commissioner for Trademarks
P.0O. Box 1451
Alexandria, Vvirginia 22313-1451
Sir:
petitioner, KRISTALL CLASSICS, INC., is a Nevada
corporation having its principal place of business in Los
Angeles, california. petitioner believes that it is or will be

damaged by Registration No. 2,920,296 and hereby petitions to

cancel same.

MAP-TTAB-5346



The grounds for cancellation are aé follows:

1. The Registrant's application was filed by a pre-
decessor-in-interest, Gemdiam Corporation, on June 22, 2001 for
the mark KRISTALL THE DIAMONDS OF RUSSIA & Design in Interna-
tional Class 14 to designate goods made wholly or significantly
in part of diamonds from Russia and precious metals and their
alloys and goods in precious metals or coated therewith, specifi-
cally, jewelry, precious gemstones, rings, bracelets, earrings,
necklaces, pendants, cuff links, horological and chronological
instruments, namely, clocks, watches and chronometers, and
ashtrays and powder compaéts made of precious metals, the appli-
cation having been designated as Application Serial No.
76/275,016. |

25 On or about March 20, 2002, Gemdiam Corporation
assigned all rights, title and interest in and to Application
gerial No. 76/275,016 to Kristall Jeweler, Inc., a New York
corporation.

3. oOn or about November 16, 2004, Kristall Jeweler,
Inc. assigned all rights, title and interest in and to Applica-
tion Serial No. 76/275,016 to The Diamonds of Russia, Ltd., a
Delaware corporation.

4. On January 29, 2003, Kristall Jewelers, Inc.
inetituted an action in the United States District Court for the

Ccentral District of California against Petitioner, said action

being identified by the Court as Kristall Jewelers, Inc. V.

-2~
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Kristall Classics, Inc., Case No. CV03-860-CJC(VBKx), said action
relating to owhership of thé KRISTALL trademark (hereinafter
referred'to as the “Kristall Litigation”).

5. On or about September 3, 2004, the Kristall Litiga-
tion was dismissed, with prejudice, based upon a written agree-
ment between the parties, the pertinent portion thereof
providing: |

| (a) All rights, title and interest in and to the
trademark KRISTALL & Design (Registration No. 2,676,728) together
with the good will of the business symbolized by the mark, were
assigned by Kristall Jewelef, Inc. to Petitioner, a copy of the
Assignment and the Recordation Form Cover Sheet therefor being
attached hereto as Exhibit A;
| (b) Kristall Jewelers, Inc. would take all steps
necessary to chahge its corporate name from Kristall Jewelers,
Inc. to The Diamonds of Russia Ltd.; and
(c) Kristall Jewelers, Inc. would take all steps
necessary to abandon Application Serial No. 76/275,016;

6. That neither Kristall Jewelers, Inc. nor The
Diamonds of Russia, Ltd. took any steps that were necessary to
abandon Application Serial No. 76/275,016 and, as a direct result
thereof, Application Serial No. 76/275,016 matured into and was
issued as Registration No. 2,920,296.

7. Petitioner is'likely to be damaged by the continued
registration of KRISTALL THE DIAMONDS OF RUSSIA in that a likeli-

hood of confusion exists between Petitioner's mark and that of

-3-
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‘the Registrant. That since long prior to any of the acts com-

plained of in this Petition, Petitioner has continuously used the
mark KRISTALL and formatives thereof to conduct its business and
Petitioner's continued and legal use of said mark will be im-.
paired by the continued registration of the KRISTALL THE DIAMONDS
OF RUSSIA mark.

WHEREFORE, Petitioner respectfully prays that the
Petition for Cancellation be sﬁstained and Registration No.
2,920,296 obtained by Registrant be cancelled.

The requisite filing fee is enclosed herewith.

Please address all correspondence to MICHAEL A.
PAINTER, ESQ. of ISAACMAN, KAUFMAN & PAINTER, A Professional
Corporation, with offices at 8484 Wilshire Boulevard, Suite 850,
Beverly Hills, California 90211 (323) 782-7700. |

Respectfully submitted,.

ISAACMAN, KAUFMAN & PAINTER
A Professional Corporation

By: AJW/ :
Michael A. Painter

MAP:src

Dated: April 29, 2005
8484 Wilshire Boulevard, Suite 850
Beverly Hills, California 90211
(323) 782-7700
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"EH450559371US

Form PTO-1594 (Rev. 06/04)
OMB Collection 0651-0027 (exp. 6/30/2005)

U.S. DEPARTMENT OF COMMERCE
United States Patent and Trademark Office

RECORDATION FORM COVER SHEET

TRADEMARKS ONLY

To the Director of the U. S. Patent and Trademark Office: Please record the attached documents or the new address(es) below.

1. Name of conveying party(ies)/Execution Date(s):

KRISTALL JEWELER, INC.

[C] Association
D Limited Partnership

[ individual(s)
[:] General Partnership
x] Corporation-State

[C] other

Citizenship (see guidelines)

Execution Date(s)_August 26, 2004

Additional names of conveying parties attached? D Yes D No

New York Corp.

3. Nature of conveyance:
] Assignment
] security Agreement

D Other

D Merger
d Change of Name

2. Name and address of receiving party(ies) v
es
Additional names, addresses, or citizenship attached? K] No

Name:_ KRISTALL CLASSICS, INC.

Intermnal
Address:

Street Address:_ 611 W_6th Street
City: _Los Angeles:

State:_ CA

Country: U.S.A.

[ Association  Citizenship
D General Partnership  Citizenship
[ Limited Partnership ~ Citizenship
[X] corporation Citizenship Nevada

D Other Citizenship
If assignee is not domiciled in the United States, a domestic
representative designation is attached: Yes No

(Designations must be a separate document from assignment)

Zip; 90017

A. Trademark Application No.(s)

4. Application number(s) or registration number(s) and identification or description of the Trademark.

B. Trademark Registration No.(s)
2 ,676,728

I&dmonal sheet(s) attached? [] Yes [ ] No

C. Identification or Descnptuon of Trademark(s) (and Filing
KRISTALL & Design

Daté if Apphcat:on or Registration Number is unknown):

5. Name & address of party to whom correspondence

Name:

6. Total humber of applications and

Internal Address:
Isaacman, -Kaufman & Painter

Street Address: 8484 Wilshire Blvd.

Suite 850
City: Beverly Hills

State: CA
Phone Number:

Zip:__90211
323-782-7700

concerning document should be mailed: registrations involved: 1
Michael A. Painter .
7. Total fee (37 CFR 2.6(b)(6) & 3.41) $ 40.00

[] Authorized to be charged by credit card
] Authorized to be charged to deposit account
T enclosed

323-782-7744
painter@ikplaw.com

Fax Number:
Email Address:

8. Payment Information:

a.Credit Card  Last 4 Numbers
Expiration Date

b. Deposit Account Number __ 16-0070

/ Authorized User Name Michael PAinter
L

9. Signature:

Michael A. Painter

Signature

December 20, 2004
Date

Total number of pages including cover

Name of Person Signing

sheet, attachments, and document:

Documents to be recorded (including cover sheet) should be faxed to (703) 306-5995, or mailed to:
Mail Stop Assignment Recordation Services, Director of the USPTO, P.O. Box 1450, Alexandria, VA 22313-1450

EXHIBIT A




ASSIGNM g NT

WHEREAS, KRISTALL JEWELER, INC., of 9601 Wilshire
Boulevard, Suite 730, Beverly Hills, California, 90212 is a
corporation organized and existing under the laws of the State of
New York ("Assignor™), has adopted, used and registered the
trademark KRISTALL & Design,.Registration.No. 2,676,728;

WHEREAS, KRISTALL CLASSIcs; INC., of 611 West Sixth
Street, Suite 1800, Los Ahgeies, California 90017, a corporation
organized under the laws of the State of Nevada, ("Assignee™), is
desirous of acqgiring said mark and the registration thereof;

NOW, THEREFQRE, for good and valuable consideration,
receipt of which is hereby acknowledged, KRISTALL JEWELER, INC.
does hereby assign unto the said KRISTALL CLASSICS, INC., all
rights, tifle and interest in and to fhe said mark and registra-
tion, togephér with the good will of the business symbolizéd by

the mark. : ‘
KRISTALL JEWELER, INC.

-

By:

Title: /Lﬁ/ﬂ/’:"“ 74_’

Dated: 2{» AUGBUST 3O0Y

MAP-TM-5265
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POWER_OF ATTORNEY

Assignee hereby appoints MICHAEL A. PAINTER, ESQ. of
ISAACMAN, KAUFMAN & PAINTER, A Professional Corporation, with
offices at 8484 Wilshire Boulevard, Suite 850, Beverly Hills,
California 90211, (323)782-7700, with full power of substitution,
the power of appointment of an associate attorney, and the power
of revocation, to record this Assignment, to transact all busi-
ness in the Patent and Trademark Office in connection therewith
and to receive all documents.

KRISTALL CLASSICS, INC. 5 KR\STAWL , WC

By:

CHAD mecw
President

Dated: ch /?/ 200%

MAP-TM-5266
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KRISTALL, INC.

5348
Vendor No: 0503 / Name: COMMISSIONER FOR PATENTS AND
Invoice Reference Inv Date Inv Amt Amt Paid Discount Adj Amt Net Amt
04220530 04/22/05 300.00 300.00 0.00 0.00 300.00
(Acct 10500-) . Check Date = 04/22/05 Check Total = 300.00
- 4 | } » L 5348
\ , ; BANK OF AMERICA'
' \ / - KRISTALL, INC. CENTURY CITY COMMERCIAL BANKING
611 WEST 6TH STREET, SUITE 1800 2049 CENTURY PARK E.
: V - LOS ANGELES, CA 90017 LOS ANGELES CA
oy y . (213)624-4000 : - 16-66-1220
KRISTALL - - ) | N
**x*Three Hundred & No/100 Dollars -
' . DATE . - AMOUNT
04/22/05 *%*%%300.00
TO|THE COMMISSIONER FOR PATENTS AND
ORPER  TRADEMARKS
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CERTIFICATE OF SERVICE

I HEREBY CERTIFY a true and correct copy of the within MOTION TO
SUSPEND was forwarded to Registrant, The Diamonds of Russia, Ltd., 848 North Rainbow

Boulevard, Suite 1052, Las Vegas, Nevada 89107, via first class mail, postage prepaid, this 29th

day of January, 2007.
W/ A %M

SHERYL . CONAWAY

MAP-TTAB-5357




