UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: June 20, 2007

Cancellation No. 92044624

J. Christopher Carnovale
v.

The Brand Experience LLC

Cheryl Butler, Attorney, Trademark Trial and Appeal Board:

On February 22, 2007, respondent filed a motion for relief
from final judgment, entered May 10, 2006.

Respondent’s motion is not accompanied by proof of service
on petitioner as required by Trademark Rule 2.119(a). See also
TBMP §113 (2d ed. rev. 2004). In the interest of time, and as a
courtesy, a copy is attached herewith. Petitioner is allowed
until thirty days from the mailing date of this order in which to
file a response. Notwithstanding the receipt of any response
from petitioner, respondent’s motion will be considered on its

merits.
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I THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARE TRIAL AND APPLAL BOARD
L CHRISTOPHER CARMOVALE
Peniboner
Cancellation Case. No. 92044624
THE BRAND EXPERIEMCE LLC

Repistrn

MOFTION TO VACATE BEFAULT JUBGMENT CARCELING REGISTRATION
For its Mation o set-aside the Default Decree Canceling Registration Nos, Registration Nos,

2384 600; 2,477 694 and 2 503,603, Registrant sies:

ALK ROING

I Adall dmes relevant o this proceeding, wp to issuance of the cancellation onder of Apel
25, 200, the Defendant has been the Lawful owner of any and all nghts for the word mark THE 504+
SUNSCREEN THAT WONT RUR OFF, Begistration Mo, 2 384,600, ssued on September 12, 2000;
the word ravk THE SUNSCREEN THAT WONT RUB OFF, Regsmation No. 2477694, 1sswed on
Auggust 18, 2000 and the word ngrk THE SUNSCREEN KIS WANT TOWEAR. Repnstration Mo,
2.593,603, issved on July 16, 2002,

2 Approximately two vears xoo, the Registrant redocated ns offices from Miami, Florda
and St Petersburz, Flonda, bot due 0 a clencal ermor, fuled o wpdate its manling addness on
Beegramation Mos, 2384600, 2477 654, and 2,593,003,

3 O Jume 14, 2005, the Petitioner initiated a cancellation proceeding secking o strike
Regstration Mos, 2,384 600, 2,477 654 and 2 593,603 from the Principle Register.

4, Mobce of the cmeellanon proceedg was allegedly served 10 the Regiamans' okd
niling address in Miami, Florida on June 15, 2005, bt was not received by the Regisrant. The

nmtice, if acteally served, was presumabdy renrned s undeliverable or was otherwise discardad.
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5, Being unaware of the cancellaton proceedmg, the Regstant did not file a respomse o
the Petiicoer’s Petition foe Cancellation oe request any manner ol extension, On Augist 15, 2005, the
Petitioner moved for default judgment ca its Petition for Cancellation.

6. Notice of the motion for default udgment was allegedly served to the Registrant’s old
manhing address i Miami, Flonda on August 15, 2005, but was not received by the Registrant, The
notice, il actually served, was presumably returned as undebverable or was otherwise discarded,

7. Notwithstanding the fact thas the Petitioner was aware of the fact that the Registrant had
not received proper senace of the Cancellation proceeding and the motion for Default Judgment, the
Petitioner apparently made no effort to determine the Registrant’s comect mailing address. The
Regmtrant’s manhng address was throughout 1005, readily avanlable through the Registrant’s web sife
and other advertisemients. The Regastant’s current maahing address win also reachly available duning
that e thiough other marks registered © “The Brand Experience”™. such as "SUNSAFE.COM™.

8. Adter taihing to effect personal service on the Registrant, the USPTO gave notce of this
proceeding through the Official Gazette of the USPTO on February 7, 2006,

9. The Registrant. who does not monitar the Official Gazette of the USPTO, was unaware
of being given nadice by publication and did not file any respoase to the published notice. Furthermore,
the registrant was, dunng the pendency of this case, continuously in contact with the USPTO regarding
other marks, such as “SUNSAFE.COM™ and “SUNSAFL FABRIC™ and reasonably bebeved that the
USPTO was aware ol the Regrstrant’s curnent business adidness,

10, On Apal 25, 2006, the Pettioner’s Petition for Cancellation was granted as a Default
Judgment and Registrant’s marks, Regismation Noso 2384600, 2477604, and 2593603, were
cancelled. The Petitoner did not receive personal service of the judgment of cancellaton and was
umawvare of any publication regarding such cancellaton in the Official Gazette of the USPTO.

I Onorabout the second week or third week of November, 2006, the Registrant became
aware of the cancellation of its marks, and now petitions this baard to vacate the Default Judgment in

this proceading 1o allow the Registrant to tairly and properly defend its registrations in this proceeding.
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12 Pusuant 1o Fed R, Civ. PL 60iby, thes Board has the authonty o vacate Defauh
Judgments where the Registiant’s falure 10 respond s due 0 01} mistake, inadvertence, surpise. or
excinable neglect:”. Such mistakes or neglect. even if grossly negligent, are adequate grounds for relief
so long as they are noe willful, deliberase. or evidence of had faith.

15 Defoult Judgments are not favored. The Board has the discrebion to vacate a Default
Judgment on moton 10 allow a case 10 be fully and fardy bogated on its ments. In reviewing such
motions, the Board determines (1) whether the default was willful; (2) whether defendant has a
meritonows defense; and (3) the level of preudice that may occur 1o the non-detaulting pasty if relief is
granted.

JHE DEEAULEIN TIOS CASE WAS A MISTAKE AND WAS NOT WL

Mo The Regoauant did not respoad 1o the Petitioner™s Petition for Cancellation, and any
other pleadings in this case, due 1o the fact that the Registrant never reccived personal service of any of
such pleadings. nor was the Registrant aware of publication of notce of these proceedings in the
Oftic! Gazette of the USPTO.

15, Assuming that the pleadings in this core were properly served © the Regisiant's
address of record, the Regisrant did not receive service of such pleadings because the address of record
tor the Registrabons contested in this case s incomect and reflects the Registrant™s prior business
address, The address of nocord s incormect due o the Registrant’s inadvertent nustake in fahing to
propedy update s mailing address upon relocatng s beadguanters from Maami, Flonda o St
Petersburg. Flonda,

16.  Futhermoce, since the Registrant’s curvent mailing address was comactly lissed on other
marks registered to “The Brand Expenience”™ dunng the pendency of the cancellaton proceeding. such
as "SUNSAIECOM™, the regarant reasonably believed that the USPTO was aware of the
Regntrant’s current mail addness and would forward notice of any proceadings regarding the vabidity

of the Registrant’s maiks.
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17, The Registrant held Registrotion Nos, 2,384,600, 2477694, and 2,593,603 for nearly S,
4, and 3 vears respectively poor 1o thas cancellaton proceeding, and peor to this proceeding had never
received notice of any dispates reganding the validity of s marks. Accondingly. the Regisiant win

wnaware of any need to actively moaitor the Official Gazetze of the USPTO.

THERUGISTRANT HAS MERITORIOUS DEFENSES INTHIS CASE

The Regisirant has not abandoned ity marks.

18, The Registrant has continuowsly used the marks at issue m this case nnterstale
commerce in the United States from 1998 1o the present. A simple Intemet search would have revealed
the fact that the Regisoant is currently marketing its prodocts using the marks a2 issue in this case (see

exhibits Aand B

The Pesitioner has not adeguarely demon soased it hays prior wse rights superior o that of the
registrant i all. or any par, of the United States for marks similar 1o, or identical o the
marks af isseee i Mais case,

19, The Penvoner has not brought farward sufficient evidence to prove thar they have
continuowsly sold their products within the United States under the mark THE SUNSCREEN THAT
NEVER WEARS OFF! dunng a penod beginning in. or prior to 1998, to the peesent.

20, Exen il the Petiicoer have continvously sold thear preducts within the Umited States
under the mark THE SUNSCREEN THAT NEVER WEARS OFF! during a perind beginning in, or
prior to 19498, o the present. the Petinoner has failed to bring foeward sufficient evidenoe 1o indicate the

extent of such sales, and it 15 impossible to determine the scope of their prior use nghts. if any.

There is no Jikedifinext of confusion wish respect o at feast one maek ar sswe in s case and
the Pesitiovier’s mark.
21, The mark THE SUNSCREEN KIDS WANT TO WEAR, Registration No. 2,503 603,

is a0 dissimilar 10 the Petitioner’s mark, THE SUNSCREEN THAT NEVER WEARS OFF!, that
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there is no likehibood 2 regsonable consumer would bebeve thar products enginaed fram the same

source on are sponsoved by the same organization,

The Petitiomer s claims are barred By faches,

22, The Fegistrant has been using the marks &t issue in this case for approximately 8 years.
Motwithstanding the Petitioner’s claims that it has been marketing its products in the LS. for
approsimasely 20 years, the Petboner hos allowed the Remstront to expend significant funds to
establish o recogmzable brand i the LS. for over £ years before comesting the Regisrant's use of the
mark.

THE PETITIHONER WILL MO BE UNFAIRLY PEEJUEHCED IF TTIS MEFTICN 5

GRANTED

23 The Registrant has persisiently ad commuously used the marks an issue a0 this cose
since 1908 The Petitioner has not alleged or established that such use have impaired the sales of irs
prcducts in the LS mor has the Registrant atbermpted o resinet or otherwise hamper the Petifioner i
the operation of its business.

24, The sole basis the Petitioner has apparently pleaded for relbef in this case 15 that the
Fegistrant’s marks are a bar weobe regisiraion of the Petomer's mork, Funhermaone, the Petitioner has
ned attempited o commmicate with the Registeant or demand that the Registsant cease towse any of the
ks ot s inthis case. Thuos, the Petitioners actions appear o indicate that neither registrabon of ifs
miark of its exclusive use s a priooty for the Petssoner.

25 The sole mesolal grantng s motion wall be wo reguire the Petinoner 1o fully and fardy
litigate ins Petition for Cancellation in this case. At mos, the Petitiones”s registration will suffer a shoit

dilay. which, based on the Pefitioner’s actions, s appanently of |itle consequence.
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WHEREFORE. The Registrant THE BRAND EXPERIENCE, LLC respoctfudly prays that this Board
arant the following relief:

1 The Default Judgment canceling the Regisrant's Registration - the marks THE S0+
SUNSCREEN THAT WONT RUB OFF., Regismtion No. 2384600, THE
SUNSCREEN THAT WONT RUB OFF. Registration No. 2477694, and the and the
word mark THE SUNSCREEN KIDS WANT TO WEAR, Regstranon No. 2,593,603 be
vacated and set aside.

i, The Registrant be given 30 days o file a subsantive answer to the Petitioner’s Petition for
Cancellagion.

1. Any other rebef this Board deerms far and egutable.

Respectfully Submined,

S Wayne V. Harper, FLL Bar #763,101

Greenberg Traurig. PAC
450 South Orange Avenue
Suite 630

Orlando, FL 32801
Telephone: 407-420- 1000
Facsimile: 407-420-3909
Emml: harpeow @ prlaw co

Attomey for the Defendant
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The SunSafe® Kids'
Legionnaire Hat

Qur ensr-5ized, protectiva bili
and neck ciape help keep the
sun away from litne faces,
eprs, 314 nocks. Lightweht
and dnies guickly. Great hoth
in ard out of the wate:, dlvase
ramember (Hat fur aximu
protection feam réfiected Yght,
sunsreen shoald be oppiied
1o exposed sk, FRARIL
CunSare® S0+ LPF AQual.
caten: Froray Aoval (SEE
pact 77), Capan (500 PaGE Jeh
G170 SMELL (FiTs 9 MONTHS TO
3 vEARS, INCIUDES TIE), LARGE
[FiTe 4GES 3 AND UP)

#Ho1, $20.00

sunSafe® Kids'
Uitimate AquaPants
You can't find better lea
protection from the suin's
harmful rays = @Speo aily the
back. Team them up with
ot Uitimate hguadhints

far maximum pootection.
LEnTaeight and fast Jiying.,
EARRIL: SENSArCE S0=UPF
Al LA™, FOUR-WAY STRETLF
FOR ULTIMATE LEMFORT. MACE
in UCA Covon: Raval, BLACK
$E: 2.5, 6. 8, 10, 12, 1%
#P0L-1, $208.00

sunSafe® It's A
Wrap Sarong
Did you knony yuul chiicirens’

shighs an particuiarly vuineabie

to sun damage? Keep them
proected = this adertie piece,
and wihis you are bt - get
ane for yoursell. tomfotibie
Iightweight and quick erying
fagRic: SUNSErE? SO+UrF
AgualITED, wnTH FOUR-
way STRETCH. Mang 1x USA
RACHIRE WasHanLL. (oLoRs:
fioRal, Buack, Kins' ST
Graall. ADIZLT S288T MLE, 16
KELS, §38.00
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