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RESPONSE TO REGISTRANT’S MOTION FOR SUMMARY JUDGMENT AND
REQUEST FOR DISCOVERY

In response to  Registrant's Motion for Summary Judgment, Petitioner,
MISSIONTREK LTD. CQ. herein idenufies specific points which are deficient in
Registrant’s motion and which militate a decision to deny Registrant’s Motion for Summary

Judgment, including (I} the existence of material facts, {2} the existence of actual and
potential confusion. (2) a review of the case law cited by Registrant showing that such
precedent does not apply to this case as asserted or implied by Registrant. {4} the applicability
of the Newcomer Rule under these facts to the beneflit of Petitigner, the senior user, and (5)
the analysis of the cited prior regisirations which shows that such prior registrations do not
represent entirely what Registrant asserts or implies that they represent. Consequently, it is

espectfully requested that the Registrant’s Motion for Summary Judgment be denied.



The Summary Judement Standard:

According to Federal Rule of Civil Procedure (Rule) 56{c}, Summary Judgment is
properly granted where the pleadings and supporting materials "show that there is no genuine
issue as to any material fact and that the moving party 18 entitled 1o a judgment as a matter of

N

faw." “In this regard. ‘material’ means that a contested fact has the potential to change the
outcome of the suit under the governing law if the dispute over it is resolved favorably o the
nonmovant . . . .Byv bke oken, ‘genuine’ means that "the evidence about the fact 1s such that 2

easonable jury could resolve the point in favor of the nonmoving party .. . .77 McCartiyy v
Northwest Airiines, Inc.. 56 F.3d 313, 315 (1st Cir. 1995) (citations omitted). Registrant has

failed to show the absence of material facts and has failed to cite convincing case law such

that a reasonable jury could resolve the point of hikelthood of confusion in favor of Registrant.

IL

Evidence of Actual Confusion:

Survey results. averred to by John Moetieli in the affidavit attached as Exhibit A,

entitled AFFADAVIT SUPPORTING EVIDENCE OF ACTUAL CONFUSION BASED ON

{7

SURVEY RESULTS, show & full 25% of respondents indicated that the products names v

"})

0 similar that i (s likely that the products come from the same source.  This percentage

reatly exceeds the tvpical 109 of aciaal confusion which the courts generally require to find

Uo

likelthood of confusion and thus trademark infringement.  See "Survey Evidence of

T

Likelihood of Confusion in Trademark Cases: How Much Confusion is Enough? »
by James D. Nelson, April 2002, URL :

hitp://www.bpmiaw.com/publicationsigetPrintablePublication.asp?publication id=4

8 . “Although evidence of actual confusion is not necessary to a finding of likelihcod of
confusion, it is nevertheless the best evidence of hikelihood of confusion.” John H. Hariand
v Clarke Checks, Fnc., 713

Doming’s Pizza, fnc., 613 F.2d 252, 263 (3th Cir.). cert. denfed, 449 U.S. 899, 101 S.Ct 268.

966, 978 {1ith Cir.1983) (quoiing dmsiar Corp.

\“”'1'!
&

66 L.Ed.2d 129 {19803}, Acwal confusion by a few customers is evidence of likelihood of
confusion by many customers. See Freedom Sav. and Loan Assn, 7537 F.2d at 1183
Consequently, a plainuiff usually will not have o prove more than a few incidents of actual

confusion, See id.  Therefore, considering the fact that Tedticner has presented the best
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evidence of likelihood of confusion, Registrant’s Motion for Summary Judgment shouid

he denied forthwith.

1L

The Goods are Admitted to be Identical—Marks Similar, raises Material Fact

Questions:

Registrant’s admission as to the relatedness of the goods, and the fact that,

Summary Judgment. all legitimate factual inferences must be made in favor of
nonmaevant, require the Board to consider that the products are as identical as asserted by the
Petitioner. dnderson v. Liberty Lobby, Inc., 477 U.S. 242, 255, 91 L. Ed. 2d 202, 216 (1985},
Cadle Co. v. Haves. 116 F.3d 957, 959 {1st Cir. 1997}, Tu this case, consequently, it must b
inferred for the sake of this Motion of Sunwnary Judgment that the allegations made by the
Pegitioner are irue, namely. that the products are not merely similar or related, but identical.
Now, applving the ruie that the more related the goods sold under the respective marks the
more likely that confusion may result, requires the Board to dismiss this Motion for Summary
Judgment, because. given that the products are identical, and include more than one similarity

in the trademark, there is move than a de minmus material {act sssue raised as o likelthood of

confusion. AMF, Inc. V. Sleekeraft Boars. 599 F.24 341, 350 (9th Cir. 1979

FY.

Elements supporting Summary Judgment not Met—Failure to Well Plead:

According te Federal Rule of Civil Procedure (Rule) 56{c}. Summary Judgment is
properly granted where the pleadings and supporting materials “show that there is no genuine
issue as fo any material fact and that the moving party is entitled 10 2 judgment as a matter of
taw." In Celorex Corp. v. Carretr, 477 U.S. 317, 61 L. Ed. 2d 263 | 106 S. Ct. 2548 {1986},
the Supreme Court held that in a Summary Judgment motion, the moving party's burden in
such situations is simply to identify the elements of its adversarv's case with respect w0
which it considers therz 10 be a deficiency in proof. Registrant has {ziled to make the
clements for his claim of Summary Judgment. Completely lacking from the Motion is 2
listing of the elemenis necessary to support a Summary Judgment, one such element being the
absence of anyv material fact sufficient to justify Petitioner ™ cancellation action. In addition.

the party moving for Summary Judgment must demonstrate an absence of evidence to support

e
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What has

[

the nonmoving party's case. Celorex Corp. v. Carrerr, 477 U.S. 317, 325 {1986},

Registrant plead that shows the absence of any material fact? Even the facts alleged w0 be

immaterial are not clearly identified. Consequenily, Petitioner requests that this Motion be

denied.

Further claim of similaritv:

In addition to the fact that the suffix “1Q" is present in the two conflicting marks, and
that, when written, Cartagio and Onfolio look similar, the beginning and the end having
rounded letters {C/0O vs G/O). and that when spoken aloud, the sound is very similar, the

accent is identical {which goes to the phoneric similarity, a well-established characteristic for

comparing trademarks), with essenually the same length, Petitioner wishes the Board 1w
consider a further similaritv, not yet articulated by Petitioner. When wrilten in lower case
letters, there are two letiers in the middle portion of the marks having appendages that extend
bevond the normal linuts of a lower-case letter, namely the T and the G of Cartagio, and the F

1
1
i

and the L of Onfolio. Such swnilarives further contribute o the overall wnpression that the

1

marks are confusingly similar, particularly when viewed indirectly, peripherally. out of focus,

or at a distance.

Vi

Onfolio is the Junior User—Subject to Newcomer Rule:

Regarding the well-established Newcomer Rule, “a newcomer or funior user who does
not search prior uses and registrations before venturing forth. should not be surprised when

conflict arises™. "It is well-settled that one who adopts a mark similar to the mark of another

3 g

for closely relatec gouds acts at his perit and any doubt there might be must be resolved
against him"™ Carfisie Chemical Works, Inc.. Hardman & Holden, Lid, . 38 CCPA 751, 434 F,
2 1403, 168 USPQ 110 {18703, See Fiffany v. National Gypsum Co., 59 CCPA 1063, 436 F.
2d 527, 173 USPQ 793 (1972)(rule applies in opposition proceedings).  Applying the
Newcomer Rule here, how much more cautious shouvld a newcomer be if the goods are
identical? Petitioner asserts that Registrant has not exercised good faith in avoiding the rights
of others, particular those of his competitors’ pre-existing products. The determination of

soad faith is a fact issue which is material as it will deterr. | e the efforts the standard that the



newcomer must take in this case, to avoid Petitioner’s rights. Consequently, on this grounds

as well, Peritioner requests that the Motion for Summary Judgment be denied.

Vil

Discovery is required and Reguested:

Discovery is required on the issues of prior knowledge, intent. willfulness, and actual

confusion. such being relevant to the deiermination of good faith under the Newcomer Rule

and to the issue of confusion iiself. In Celorex Corp. v. Camers, 477 U.S. 317, 91 L. Ed. 2d

265 . 106 8. Cr 23548 {1986), the Supreme Court held that “the plain language of Rule 56{c)

L=
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mandates the entry of Summary Judgment, after adequaie tme for discovery and upon

o

1 1

motion, against a partv who fails to make a showing sufficient to establish the existence of an

element essential o that party's case, and on which that party will bear the burden of proof at
wrial." Id at 322, Therelore. discovery is required in this case to determuine, vyer afia, whether
or not the author of the characterization of the Movant as « a newcomer 7 » {ses Exhibit C of
Petitioner's Petition for Cancellation} indicate that the author was confused as to whether
Onfolio was related 10 one of the already mentioned companies, Petitioner asserts. most likely

the developer of Cartagio. which he characterized as an « established » product.

V.

Cartagio is a " Well-Established” Mark:

As indicated in Exhibit C, attached w0 the Petition for Canceliation. Cartagio 15 a

3

“well-established” product and Onfolio 1s characterized as the newcomer.  Petitioner does nos
know whether his mark CARTAGIO is a famous mark. Market surveys may be performed
however, to ascentain Petittoner’s status.  Fame is a factor to consider in evaluating likelithood
of confusion. Because the fame of Petitioner’'s mark must be established via such market

surveys and consequently, on this grounds as weil, Summary Judgment should not be granted.

-

Summary Judgment is Not Appropriate under these Circumstances:

Registrant seeks Summary Judgment, citing a varic® of cases for the proposition that

there is no likelthood of confusion. However, only one of the cited cases were determined on

A



Summary Judgment, namely the Keebler case, discussed below in more detall. In this case

the only arguable distnctive similarity at issue was the plural ending of the second part of

compound marks. Thus, no comparison can properly be made here as the “IO” ending is
wich more distinctive that a common plural ending.  Consequently, applying Registrant's

own precedent, Summary Judgment should not be granted here.

Cited Case Law does not establish a Basis for Summary Judgment:

Registrant alleges that it has made out 2 case for Summary Judgment as there is no
likelithood of confusion ar a matter of {aw. However, a review of the cited © shows that
nothing could be further from the truth.

In said Motion for Summary Judgment, Registrant alleges that Petitioner’s mark and

Applicant’s mark are dissimilar in appearance, sound, meaning and commercial impression.

by citing Palm Bay Imporis, Ine. v. Vewve Clicguot Ponsardin, 396 T, 3d. 1369, “the legal test

for similarity is based on the mark s appearance. sound, meaping and commercial impressiomn:
“commercial impression” is sometimes used as 3 proxy for the ulimate conclusion of
{similarity or ¢f. said case) dissimilarity based on appearance, sound and meaning”. First of
all, in this cited case, the central issue was related to the presence of "Veuve” In the two
marks, an arbitrary term for a champagne mark, 50 that the risk of confusion was high. The
court in fact held that it was confusing. Based on this case, Regisirant 15 quick to conclude
that Petitioner’s and Registrant’s marks are not confusingly similar, but nothing in this case
supports that inference. In fact, as Petitioner has already articulated. appearance is very

similar. On the contrary. as in the cited Vewve case, not only is the suffix IO present in the

two marks, but when written, Cartagio and Onfolio look similar, the beginning and the end

\T

v

having rounded leuters (C/O vs G/O) and the “107 suffix is exactiv the same in the 1wo

marks. Besides these facts. when spoken aloud, the sound is very similar; the accent is

wentical, with essenually the same length.  As mentioned above, another similarity not ye

ariiculated by Petitioner 1s that, when written in lower case letters, there are two letters in the

middle portion of the marks having appendages that extend beyond the normal limits of a

lower-case letter. namely the T and the G of Cartagio, and the F and the L of Onfolio. This
H

fzct further supporis & conclusion of visual similarity of the two marks. As already

mentioned, the "107 anding has no particular meaning ir elation o computer software, 5o

that this aspect of Cartagio is arbitrary and thus provides a basis for a strong mark for

8



computer software. Conseguently. the use of a very similar word for the same product, by a
Jjunior user, a newcomer. the relatednese having being conceded by the Registrant, makes the
itkelihood of confusion rather high. Furthermore, because the products are conceded as being

~

ntially identical. the commercial improssion is clearly that the source of the goods are

related and not the contrary.  This combined with the fact that Missiontrek makes a stron

he]

claim of ownership of intelfectual property. further contributes to the likelihood of confusion
among potential purchasers, particularly when potential purchaser reads the firms’ respective
websites. Consequenily, there being significant fact issues vet 10 be determined, Summary
Judgment should be denied forthwith.

Further, Registrant argues dissimilarity of the two said marks citing Keebler Company
v. Murray Bakery Products, 866 F. 2™ 1386 (CAFC 1989, a case in which the Court
affirmed the Board's dismissal in Summary Judgment of an opposition by the owner of
PECAN SANDIES o an application for the trademark PECAN SHORTEES. Indeed. both
marks begin with an "s” and ends with an "ies”. but, as mentoned above. this ending in this
case s not at all distincrive in that almost every noun in the English languages has a plural

a5

Form ending in “s”, “es” ar “fes”. On the contrary, “io” is not at all a common ending of the

o

English language and {or this reason is highly distinctive. In this case, the Court made i very
clear that the presence of PECAN, a generic term, was incapable of creating a likelihood of
confusion.  One mayv be able to say the same for the “s” ending. Further, it should be
mentioned that the Court affirmed the dismissal of appellant’s opposition based on a
onclusion that appellant was properly denied discovery under Fed. R. Civ, P. 36{f) because

appelfant failed to set forth reasons why facts essential to its opposition to appellee’s Motion

for Summary Judgment were not presented by affidavit. On the contrary, with this present

,..,
34
L

"’;’—3

e, Petitioner attaches Exhibit A, the affidavir of Moetteli, indicating the presence of
actual confusion.
in addition. to assert that no similarity exists between Cartagio and Onfolio, Registrant
cites Quaker Oars Col. vs. General Milfs, Inc.. 134 F. 22 429 (7% Circ. 1943} as well. In this
case. OATIES was held to not be confusingly similar to the famous mark WHEATIES, as th
owner of WHEATIES could not appropriate the diminutive suffix "IES” which was already
d by other makers of similar products. This case therefore supports Petitioner’s argument
that the reason for the decision in the Keeller case was the fact that the ending “les” is used in
so many marks, being the plural form that it is not at all distinciive, Furihermore, Quaker Oars

T

was not a trademark case. but a unfair competition case. evertheless, it is very relevant ©



mention that in this case the Court in fact refused to grant the petition of the plainiff ©
register "Oaties™.

In the case of Polareid Corporasion v. Oculens. Ltd., 196 USPQ 836 (TTAB 1977). it

is indeed true that the board found no confusing similarity between the registered mark

POLAROID and that applicant’s mark FILTEROID. even though both marks were used

st

O
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sunglasses and even though the POLAROID mark was famous. However, what the

to mention is that the bosrd concluded that the two marks werg

73]

Regstrant {forget

=0

.

distinguishable because the case failed “to show a single instance of purchaser confusion from

the contemporaneous use of the respective marks over such a long period of time {more than

20 years)”. Canagio’s mark, on the other hand. has been used only since about September
2001 as the certificate of registration indicates. so that the instant facts Jack this long peried of

peaceful coexistence present in Polaroid,  Regisirant quotes the Board's holding that “OID

is & common suffix which has the standard dictionary meaning of “likeness” or “resemblance™

and which appears in & npumber of third party registrations. Petitioner. on the other hand,

asserts that the suffix "IO" has no such common meaning, providing Registrant’s mark with

distinctivity, See Appendix A of Registrant’s motion.  Further, the Board concluded thar
because the words POLAR and FILTER have completely different conneiations, In the
instant case, neither CARTAG nor ONFOL have any meaning 1o an ordinary consumer---
consequently. no one is likely to associate these portions of the mark with any known English
meaning {and few will have any ides that CARTAG has anyvthing 10 do with 4an ancient
Roman city in the country of Tunisiaj.

Still further. in Bulova Warch Company, Inc. v. Albert J. Miiter, 463 F. 2% 1376
{CCPA 1872}, which Registrant cites in his favor. the Court affirmed the Board's ruling that

ACCUTRON and UNITRON were not confusingly similar, even though both marks were

used for watches. Again Registrant fails 10 mention the real issue of said case. which is the
fact that "TRON" designates a particular npe of product, namely, an electronic product, but
not an identical product. It 1s evident that because of that common use of “TRON” in the
watch industry 1o designate electronic watches, any claim of distinctiviny in this suffix should
be denied. Further. not only does Registrant quote the Court’s observation that “UNITRON
and ACCUTRON just do not ook alike, sound alike or connote alike™. forgetting to mention
that the Court mentions that the body of the respective marks indeed have meaning among
consurners, not the case here, and the fact that Buwlova cites Bulova Werch Co., Jneo v
am Warch Co. concerning the marks ACCUTRO™ and AUTOCHRON, similar in

th
sound as well as in form, but applying the well-established principle of wrademark law of

o5



esofving the doubt in faver of the first user (o resolve this case. [t i a fact that mark
CARTAGIO is the senior user and that the newcomer, Onfolio, must therefore use extrome
caution in selecting a mark to distinguish s goods from those of the sentor user. Movant has
utterly failed to take even the most basic caution here in naming their product ONFOLIO,
essentially @ functional copy of Petitioner's product CARTAGIO, and thus, all doubt should
be assessed in the favor of senior user, the Petitioner. The standard is very similar to that of
Summary Judgment in fact, and therefore, the inability of the Board to rule in Registrant’s

favor on its motion of Summary Judgment now presented, should be taken by Registrant as a

strong indication of the ultimate outcome of this Cancellation Petitioner asseris again
that the mark ONFOLIO should be cancelied.
Then later. Movant cites Magnaflux Corp. vs. Sonoflux Corp, 231 F. 2™ 669 (CCPA

1536} for the proposition that those two marks were considered not confusingly similar, even
though used on the same goods. Registrant forgets to mention, however, the grounds for th

decision. First of all. FLUX and SON were considered as descriptive. “If a part of a mark is
descriptive 1n nature, and has little or no trademark significance, it cannot be regarded as
dominant and wiil generally be given less weight than more arbitrary portions of the marks.”
Jd a1 670.  Cartagio as 2 whole is clearly distinctive because it esseniially does not have a
meaning. certainly not a meaning in the field of computer sofiware. On the contrary, the
ending 107 is arbitrary, making it a highly distinctive portion of Petitioner’s mark. In
addition, Registrant does not mention that in the Magaafiux case, a factor considered by the
CCPA is that the goods were expensive and sophisticated purchasers were involved which
helped avoid any risk of confusion. It is not at all the same sirvation considered regarding
CARTAGIO, selling at about §75 per user license and ONFOLIQ ai about $30 per user
Heense. Neither the acquisition of nor the use of the products reguires sophistication on the

part of 4 purchaser bevond what is ordinarily requived of the tvpical user of other generaliv

available browser applications.
In Cutter Laboratories, Inc. v. Air Products and Chemicals, 189 USPQ 108 (TTAB
1975} cited by Registrant, the Board indicated that “these different products {STERI-FLEX

and RESIFLEX] appear to be clearly of a tvpe that would be expecied 10 emanate from a
singfe source or producer”. This case does not it the facis of this case.  In Curter, the suffix
"FLEX" has a clear meaning, te, a characteristic of the product of being flexible and is used
by many others as a tvpe of goods. There is therefore no distinctivity in this suffix. Although
not mentioned by the Board in Cutter. i1 is evident th © tis type of product is sold ©

sophisticated consurners in the field “physicians andfor hospital administrators and purchasing

W



agent” for whom technical fanguage is a pracise enough language such that it is known that

=

L/‘

STERI™ does not mean "RESI™. Further, “STERI” in the comtext of medical products,
connotates something that is “sterile”. “Resi” connotates “resistant” or “resine”.  Again, in
the case of Petitioner’s registered mark CARTAGIO, the ending "1O7 has no connotation in
the computer software field and therefore should be considered arblirary and thus highly
distinetive

Consequently. neither Cutrer nor Magnafiux nor Bulova nor Polaraid nor Quaker Cais
nor Keebler nor Paint Bay Fmports support & dismissal of the instant Cancellation as a matter

of law.  Acknowiedgement of this fact s respectfully requested.

Third Party Registrations Cited by Movant are not dispositive on the issue of likelihood

of confusion:
Petitioner has reviewed the cited prior registrations including the suffix "107 and can

find none, other than PENOKIO. Serial No. 75220926 and PROVISIO, Senal No. 78027870,
al include in their respective list of zoods [memet browsing software.  Further, a review of

the products associated with the PENOKIO mark online, at www.penokio.com does not

readiiy reveal that they are using the mark for any sort of Internet browser product.  Still

further. a review of the website for PROVISIO. at www provisio.com. does not show any use

of the mark PROVISIC in association with web browsing software. Rather, Provisio is the
ompany name and their product trademark is SiteKiosk™.  In any case, regarding the
PENOXIO ation, this mark clearly brings o mind the wooden puppet of children’s
stories it such a strong manner that no separate distinction i3 derived from the “l0” suffix
Consequently, the prior registrations cited by Registrant are not at all dispositive on the issu

of tikelthood of confusion in this case.

fr s
ofrs
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WHEREFORE, in consideraiion of the above arguments and attached Exhibits,

1

Petitioner prays that said Metion for Summary Judgmeni be dismissed and that the case be

opened for discovery and passed on for substantive consideration by the Board.

.
.,
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Petitioner submits herewith a duplicate copv of response w Motion for Summary
Judgment and authorizes the Board to debit the account of MOETTELI & Associates SaRL.

No. 302621, o cover any fees which may be due therefore,

Respectfully submitted,

N B“v“ e .
Shetiian D. Pernia, Ph. D.. JD
Reg. No. 34,404
1110 NASA Road ONE, Suite 450
Houston, Texas 77058-334¢
Phone: 281-333-0880
Fax: 281-333-9144

Faclosure: Exhibit A, with attachmemnt
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Trademark Assistance Center
Madison East,

Concourse Level Room € 55
600 Dulany Sireet
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U.S.AL
MISSIONTREK LTD. CO. § Canceliation No. 92044538
Opposition No. 91163313
Vs § Registration No. 2904982
Application No. 78360232
ONFOLIG, INC. § Registration Date: November 23, 2004

Application Date: January 30, 2004

AFFADAVIT SUPPORTING EVIDENCE OF ACTUAL CONFUSION
BASED ON SURVEY RESULTS

On the 147 of July 2005, 1. John Moetieli. director of Missionrek Lid. Co., the
Petitioner/Opposer in the above identified Cancellation Action and Opposition. respectively.
prepared an email survey of 42 persons who had recently downioaded our CARTAGIO™
software and who otherwise were helieved 1o be able 1o provide Petitioner with an objective
opinion on the issue of likelihood of confusion.

Of the 42 emails sent, § responses to the survey guestion were received. Of these &
esponses, two indicared actual confusion and six indicated no confusion. Of those that
indicated actual confusion. one is a manager of a software sales company and may have
already known about ONFOLIO, so, perhaps his response indicaling no confusion can be
ignored.  In any case. still counting this one likely invand response, a fufl 25% of those

surveved indicared confusion.
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I declare. under penalty of perjury under the laws of the United States of America,

that that portion of the foregoing which is based on personal knowledge is true and correct

and that portion which is based on knowledge or belief is believed by me

correct,
Declarant’s signature:

Date ] ) T

Enclosure: sample email survey result



..

M
13 %

o




