Trademark Trial and Appeal Board Electronic Filing System. hitp://estta. uspto.gov

ESTTA Tracking number: ESTTA33762

Filing date: 05/24/2005

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIATL AND APPEAT BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name MISSIONTREK LTD. CO.
Entity Limited Liability Citizenship | Texas
Company
813 Palm Desert Drive
Address Garland, TX 75044
UNITED STATES
| Sherman D. Pernia, Ph.D, Esq.
Sherman D. Pernia
Attorney 1110 NASA Road One, Suite 450
information | Houston, TX 77058-3346

UNITED STATES
sherman(@patentinfo.net Phone:281-335-4505

Registration Subject to Cancellation

Registration 2904982 Registration 11/23/2004
No date
ONFOLIO, INC.
Resistrant FOUR CAMBRIDGE CENTER 3RD FLOOR
cgistrant . c AMBRIDGE, MA 02142
UNITED STATES
Goods/Services | Class 009. First Use: 20031204, First Use In Commerce: 20031204
Subject to Goods/Services: Computer software for capturing, organizing and
Cancellation  sharing online content




Related Opposition to application 78360232 concurrently filed via this
Proceedings | electronic filing system
Attachments | MUS-MO001-002-Ca.pdf ( 19 pages )
Signature /sherman d perma/
Name Sherman D. Pernia, Ph.D, Esq.

Date

05/24/2005




Aty Doc CMUS-MO0T-002-C

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

REGISTERED

Trademark Assistance Center
Madison East,

Concourse Level Roormn C 55
600 Dulany Sireet
Alexandria. VA 22314
LLSAL

PETITION FOR CANCELLATION

MISSIONTREK LTD, CO. § Cancellation No. pending
V8 $ Registration No. 2904982
ONFOLIO, INC. § Registration Date: November 23, 2004
Petitio MISSIONTREK LTD. CO.. a Texas limited liability company of 813 Palm

Desert Drive, Garland, TX 75044, believes that it will be damaged by Registration No.

250498, and hereby petitions o cancel the same.

Description of Respondent’s Registration: Filed on September 5. 2003, Registered on

November 23, 2004, Mark: ONFOLIO in class 9 for computer sofiware for capturing,

nrganizing and sharing online content: claiming fir

3
]

st use and first gse in commerce on

December 4, 20035,

As grounds of canceifation, it is alleged that

Petitioner 5 the owner of U.S, Trademark Registration No. 2,756,245, for the mark

e 4 LANS

CARTAGIO on computer software, namelyv internet navigation software, that is, internet

p=

browsers: compater hardware in the nature of database and computer management equipmeni;



internet research and cost accounting software; software for hosting computer servers, and

user manual sofd as 2 unit. in class 9 (U.S. CLS. 21, 23, 26, 36 and 38} which was registered
on the Principal Register on August 26, 2003. Said registration was based on an application
Trademark Office on September 12, 2002, which is a date prior o
the date of filing of Respondent’™s aprlmam n (and prior to the date of Respondent’s claimed

date of {irst use}. Said registered mark of Petitioner, a copy of the certification of which s
attached as Exhibit A} is valid and subsisting and is prima facie evidence of Petitioner’s
exclusive right 1o use said mark In commerce on the goods and services specified in said

registration. ONFOLIQO. the mark Respondent has registered, is similar 1o CARTAGIO, the

mark owned by Petitioner in several respects. First of all, the visual aspect of those two words
is the same. Thev have a similar appearance in that they both begin with round letiers {C and

{1, and end in "107 and have the same number of letters. Furthermore, regarding the sound of

ONFOLIO and CARTAGIO when spoken, the number of syllables 13 idenzical, as well as the
zccent. In addition. not only do the goods both fall into class 9. but the functionality of the

products is, in essence. identical. Respondent attaches a listing of common features as Exhibit
B, showing an uncannv overlap of functionality of the products. In other words, the Petitioner
and Respondent are head-to-head competitors selling near identical producis.  As further

evidence of this fact, Petitioner attaches hereto as Exhibit € a screen print from a page of the

entitfed "Dedide doss KM Tools”, listing “"ONFOLIO™ on top, with the
otation “Newcomer? o the scene” {ollowed by a listing of "CARTAGIO", with the notation

“Browser research ool Well established product™. {from the sie: “dedide does reviews ¢

Iy ¥
3

km tools for teachers, .. .deskiop applications and webservices which help teachers and

]

traipers to manage the information they need in their jobs and maybe even turn it inwo

et

knowiedge. {They| provide reviews or commentary on what sver has come (their] way

4y

recentdy ™) In vl

,

>w of the similarity of the respective marks and the related nature of the
goods and services of the respective parties. it is alleged that Respondent’s mark so resemnbles
Petitioner's registered mark. as to be likely to cause confusion, or to cause mistake, or o

deceive.

il

Petitioner, since at least September 13, 2001, has been and is now, using the mark
CARTAGIO in connection with the sale of computer software. namely inernet navigation

software, that i3, internet browsers: computer hardware in the natwre of database and computer



management equipment; internet research and cost accounting software: software for hosung

computer servers, and user manual sold as a unit. Said use has been valid and continucus
since said date of first use and has not been abandoned. Said mark CARTAGIO of Petitioner
is symbolic of extensive good will and consumer recognition built up by advertising and

oromotion. In view of the similarity of the respective marks and the related npature of goods

3.

and services of the respective parties, it is alleged that Respondent’'s mark so resembies

-

je}

Petitioner’s mark CARTAGIO previously used in the United States, and not abandoned, as to

be tikely to cause confusion, or 10 cause mistake. or to deceive.

11

5

Petitioner will be damaged by the mark. in particular, considering the wide distribution

3 -

of Respondent's product, now being carried by Microsoft Corporation. as part of their

“Partner Pack” (see Exhibit D). Further, due o the direct competition and feature averlap.
Petitioner is not likely w sustain its preduct sales price which are of a range starting from §73

o $375 {more for server application) compared 10 the current pricing of Respondent which s

in the range of $29.95 1o §99.95.
§$88
WHEREFORE. Petitioner pravs that said Registration No. 2904982 be cancelled, that

no such registration be registered 1o Respondent, and that this petition for Cancellation be

sustained m favor of Petitioner.

ot

Petitioner is aware of Respondent’s pending trademark application for the figurative

e

al No. 78360232, published on January 25, 2005, Petitioner has on this

H

a notice of opposition against this application.

Petitioner hereby appoints Dr. Sherman D. Pernia. Esq., member of the bar of the State

of Texas, o act as Auorney for Petitioner herein, with full power w0 prosecute said

Cancellation, o rransact all

e

relevant business with the Patent and Trademark Office and in the

4

United States Courts and o receive all official commumication in connection with this

Cancellation. Petitioner submits herewith a duplicate copy of this Notice of Cancellation and



authorizes the Board 1o debit the account of MOETTELI & Assacia

cover the Board S 300 fee for the Cancel

Petitioner: MISSIONTREK LTD. CO.

T3

by John Moetteli. director

lation.

T

£

Respectfully submite

R1., No. 5302621,

Dn Sherman D
Reg. No. 34,404
1110 NASA Road ONE, Suite 450
Houston. Texas 77058-3346
Phone: 281-335-4305

Fax: 281-333-9144

2]
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