IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FORT JAMES OPERATING REGISTRATION NO. 0940243
COMPANY and GEORGIA-PACIFIC
CORPORATION, MARK: BRAWNY
Petitioners, CANCELLATION NO. 92044395
V. I hereby certify that on April __15 , 2005, this paper is being

deposited with the U.S. Postal Service by “Express Mail Post Office
to Addressee” service with Express Mail Label No. ED027952305US

RAWNY for delivery to the Trademark Trial and Appeal Board, P.O. Box
B PLASTICS, INC., 1451, Alexandria, VA 22313-1451.
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MOTION TO SUSPEND; MEMORANDUM OF
POINTS AND AUTHORITIES IN SUPPORT THEREOF

Applicant Brawny Plastics, Inc. (“BPI”) and NexTep, Inc. (“NexTep”) hereby move to
suspend this Cancellation proceeding in light of the action commenced in the District of Nevada

on April 14, 2005, styled: NexTep, Inc. v. Fort James Operating Company, et. al., Case No. CV-

N-05-0227-ECR-RAM (the “Nevada Action”). Because the outcome of the Nevada Action will
have a bearing on the issues before the Board, this Motion should be granted in full.

I. BACKGROUND

NexTep is a Nevada corporation with its principal place of business located in Reno,
Nevada. April 15, 2005 Declaration of Matthew D. Francis (“Francis Decl.”), § 2. NexTep is in
the business of developing, manufacturing, marketing, and selling innovative household goods,
which include polyethylene bags and trash cans. Id.

NexTep is the owner of United States Federal Trademark Registration No. 0940243
(““243 Reg.”) for the trademark “Brawny” in International Class 20 for polyethylene bags.
Francis Decl., § 3, Exhibit B. NexTep was assigned all rights, title, and interest in the ‘243 Reg.
by BPI on August 6, 2003 via a “Trademark Sale, Assignment and License” agreement. Francis

Decl.,, § 3, Exhibit C. This assignment was subsequently recorded in the United States Patent
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and Trademark Office (“PTO”). Francis Decl., § 3, Exhibit D.

On or about March 28, 2005, Petitioners filed their Petition for Cancellation (“Petition™)
to cancel the ‘243 Reg. See Cancellation No. 92044395. Francis Decl., § 4. The Petition
wrongfully names BPI as the Registrant, since NexTep is the owner of record for the ‘243 Reg.
Id., see Petition, p. 1. The basis for the Petition is that NexTep’s predecessor BPI allegedly made
fraudulent statements to the PTO regarding its use of the Brawny mark, and that the assignment
to NexTep of the ‘243 Reg. was a sham transaction “in contravention of the Lanham Act.” Id.,
p- 5.

On April 14, 2005, NexTep filed a declaratory judgment action in the United States
District Court for the District of Nevada. Francis Decl., § 5, Exhibit A, pp. 1-6. In the Nevada
Action, NexTep asked the Court to declare, among other things, that its rights in the “Brawny”
mark are superior to Opposers’ alleged rights, and that NexTep’s use of that mark does not
infringe any of Opposers’ alleged rights. Francis Decl., § 5, Exhibit A, pp. 5-6. Further, NexTep
requested that the Court declare that the assignment of the ‘243 Reg. was valid. Francis Decl., §
5, Exhibit A, p. 6.

No Answer is due to the Petition until May 16, 2005, and discovery does not even open
until April 26, 2005. Francis Decl., § 5, Exhibit E.

II. ARGUMENT

TBMP Rule 510.02(a) provides that “[o]rdinarily, the Board will suspend proceedings in
the case before it if the final determination of the other proceeding will have a bearing on the

1ssues before the Board.” Id., citing The Other Telephone Co. v. Connecticut Nat’l Telephone

Co., Inc., 181 U.S.P.Q. 125, 126 (TTAB1974), Tokaido v. Honda Assoc., Inc., 179 U.S.P.Q.

861, 862 (TTAB 1973) Whopper-Burger v. Burger King Corp., 171 U.S.P.Q. 805, 807 (TTAB

1971)(citations omitted). Professor McCarthy also notes that “[i]t is standard procedure for the
Trademark Board to stay administrative proceedings pending the outcome of court litigation

between the same parties involving related issues.” 5 J.T. McCarthy, McCarthy on Trademarks

and Unfair Competition (“McCarthy”) § 32:47, pp. 32:97-99 (4™ Ed. 2004), citing Alfred




Dunhill of London, Inc. v. Dunhill Tailored Clothes, Inc., 130 U.S.P.Q 412, 413 n. 1 (CCPA

1961), and Whopper-Burger, 171 U.S.P.Q. at 807. This is the case even when a court action is
commenced after commencement of the Board proceeding. 5 McCarthy § 32:47, pp. 32:98-99,
citing Midland Cooperatives, Inc. v. Midland Int’] Corp., 164 U.S.P.Q. 579, 580 (CCPA 1970).

When this authority is considered in light of the facts discussed above, it is clear that this
Cancellation proceeding should be immediately suspended. Specifically, the relevant parties and
the same issues are involved in both matters, and the final determination of the Nevada Action
will have a bearing on the issues before the Board. See supra. Like the pending Petition, the
Nevada Action seeks to determine priority and ownership of the “Brawny” mark as well as the
alleged infringement and injury to Opposers. Id. Also, the Nevada Action seeks to resolve the
issue of whether the assignment of the ‘243 Reg. was valid — which it was. Francis Decl., § 5,
Exhibit A, p. 6. As aresult, there is no need to duplicate efforts in both the District of Nevada
and this Board and force the parties to incur unnecessary legal expenses in both venues. Further,
1t would be wasteful to take up this Board’s time with issues that are ripe for determination by

the District Court.

III. CONCLUSION

In light of the foregoing, BPI’s and NexTep’s Motion to Suspend should be granted in
full.

Dated: April / 5—,’ 2005 Respectfully Submitted,

By: %

Michael D. Rounds
Matthew D. Francis
WATSON ROUNDS
5371 Kietzke Lane
Reno, Nevada 89511
(775) 324-4100

Attorneys for Registrant
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James H. Sullivan

Kilpatrick Stockton LLP
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1100 Peachtree Street
Atlanta, Georgia 30309-4530

Dated: April _15 , 2005 GMJJ (Q’k.aJﬁf
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DECLARATION OF MATTHEW D. FRANCIS

I, Matthew D. Francis, do hereby declare and state:

1. Tam counsel of record for Brawny Plastics, Inc. (“BPI”) and NexTep, Inc. (“NexTep”)
in this Cancellation proceeding. This declaration is based upon my personal knowledge and is
made in Support of BPI’s and NexTep’s Motion to Suspend; Memorandum of Points and
Authorities in Support Thereof.

2. NexTep a Nevada corporation with its principal place of business located in Rero,
Nevada. See Complaint, p. 2, §§ 3, 7, a true and correct copy of which is attached hereto as
Exhibit A. NexTep is in the business of developing, manufacturing, marketing, and selling
innovative household goods, which include polyethylene bags and trash cans. Exhibit A, p. 2, §
7.

3. NexTep is the owner of United States Federal Trademark Registration No. 0940243
(““243 Reg.”) for the trademark “Brawny” in International Class 20 for polyethylene bags. A
true and correct copy of the ‘243 Reg. is attached hereto as Exhibit B. NexTep was assigned all
rights, title, and interest in the ‘243 Reg. by BPI on August 6, 2003 via a “Trademark Sale,
Assignment and License” agreement. A true and correct copy of this Agreement is attached
hereto as Exhibit C. This assignment was subsequently recorded in the United States Patent and
Trademark Office (“PTO”). A true and correct copy of this assignment is attached hereto as
Exhibit D.

4. On or about March 28, 2005, Petitioners filed their Petition for Cancellation to cancel
the ‘243 Reg. See Cancellation No. 92044395. The Petition wrongfully names BPI as the
Registrant, since NexTep is the owner of record for the ‘243 Reg. See Petition, p. 1. The asis
for the Petition is that NexTep’s predecessor BPI allegedly made fraudulent statements to the
PTO regarding its use of the Brawny mark, and that the assignment to NexTep of the 243 Reg.
was a sham transaction “in contravention of the Lanham Act.” Id., p. 5.

5. On April 14, 2005, NexTep filed a declaratory judgment action in the United States
District Court For the District of Nevada. Exhibit A, pp. 1-6. In the Nevada Action, NexTep

asked the Court to declare, among other things, that its rights in the “Brawny” mark are superior




to Opposers’ alleged rights, and that NexTep’s use of that mark does not infringe any of
Opposers’ alleged rights. Exhibit A, pp. 5-6. Further, NexTep requested that the Court declare
that the assignment of the ‘243 Reg. was valid. Id., p. 6.

6. No Answer is due to the Petition until May 16, 2005, and discovery does not even
open until April 26, 2005. See Notice re: Cancellation, a true and correct copy of which is
attached hereto as Exhibit E.

I declare under penalty of perjury that the foregoing is true and correct to the best of my

knowledge.

Dated: (/// )///a 5 By:

MATTHEW D. FRANCIS
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Michael D. Rounds o FDY =
State Bar No. 4374 : 0 ‘~\[>
Matthew D. Francis 43@/4

State Bar No. 6978 Rgéx ,
WATSON ROUNDS bvog g <704
5371 Kietzke Lane &1\\\\QG%MSQV
Reno, Nevada 89511 O,

(775) 324-4100 I~

Attorneys for Plaintiff
Nextep, Inc.

IN THE UNITED STATES DISTRICT COURT

FOR THE DIST™™"T Q¥ NEVADA

CV-N-05-0227-ECR-RAM
NEXTEP, INC., a Nevada

corporation,
Plaintiff, COMPLAINT
V. JURY DEMAND

FORT JAMES OPERATING
COMPANY, a Virginia
corporation, GEORGIA PACIFIC
CORPORATION, a Georgia
corporation,

Defendants.

N N Nt Ml e N e e i e et i e

Plaintiff NexTep, Inc. (“Plaintiff”), for its Complaint
against Defendants Fort James Operating Company (“Fort James”)
and Georgia-Pacific Corporation (“Georgia—Pacific")(collectively
“Defendants”) alleges the following:

JURISDICTION AND VENUE
1. This is an action for declaratory relief pursuant to

28 U.S.C. §§ 2201-2202 from claims of trademark infringement

made by Defendants under 15 U.S.C. §§ 1125, 1052 and 1063.
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Jurisdiction is based on federal guestion pursuant to 28 U.S.C.
§ 1338(a) and (b).

2. Venue is proper pursuant to 28 U.S.C. §§ 1391(b) and
in the Reno Division of the District of Nevada.

THE PARTIES

3. Plaintiff is a Nevada corporation with its principal
place of business located at 1575 Delucchi Lane, Suite 218,
Reno, Nevada 89502.

4. Upon information and belief, Fort James is a Virginia
corporation with a principal place of business located at 133
Peachtree Street, N.E., Atlanta, Georgia 30303.

5. Upon information and belief, Georgia-Pacific is a
Georgia corporation with a principal place of business located.
at 133 Peachtree Street, N.E., Atlanta, Georgia 30303.

6. Upon information and belief, Fort James is a wholly
owned subsidiary of Georgia-Pacific.

FACTS

7. Plaintiff is a Nevada-based company that is in the
business of developing, manufacturing, marketing, and selling
innovative household goods. Such goods include, but are not
limited to, polyethylene bags and trash cans.

8. Plaintiff is the owner of United States Federal
Trademark Registration No. 0940243 (“'243 Reg.”) for the
trademark “Brawny” in International Class 20 for polyethylene
bags. A copy of the '243 Reg. is attached hereto as Exhibit A.

Plaintiff and its predecessors have used this mark in commerce
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since July 6, 1971 on poiyethylene bags. Id. Plaintiff was
assigned all rights, title, and interest in the ‘243 Reg. by
Brawny Plastics, Inc. (“BPI”) on August 6, 2003. This
assignment was subsequently recorded in the United States Patent
and Trademark Office (“PTO”). A copy of this assignment is
attached as Exhibit B. |

9. Plaintiff is also the owner of United States Federal
Trademark Application Serial No. 78/268,015 (“'015 App.”) for
the trademark “Brawny” in International Class 6 for “metal trash
receptacles for commercial, household and domestic use,” and
International Class 21 for “plastic trash receptacles for
household use.” Plaintiff was assigned all rights, title, and
interest in the ‘015 App. by BPI on March 17, 2005, and this
assignment was subsequently recorded in the PTO. A copy of this
assignment is attached hereto as Exhibit C. Plaintiff commenced
using the “Brawny” mark in conjunction with the sale of plastic
trash receptacles on at least June 21, 2004.

10. While Plaintiffs awaited a Notice of Allowance from
the PTO, Defendants filed a Notice of Opposition (the
“Opposition”) in the Trademark Trial and Appeal Board regarding
the ‘015 App. on or about January 20, 2005. A copy of this
Notice of Opposition is attached hereto as Exhibit D.

11. In the Opposition, Defendants allege that Plaintiff’s
use of the “Brawny” trademark for paper goods and cleaning

products provide it with superior rights in the “Brawny” mark.

Id. Defendants further allege that Plaintiff’s use of the
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“Brawny” mark is likely to cause confusion in the minds of the
consuming public, is likely to injure their business
reputations, and is likely to dilute the distinctive quality of
their “Brawny” mark. Id., citing 15 U.S.C. §§ 1052(a), 1063 (a),
and 1125 (a, c). As a result, Defendants request that
Plaintiff’s registration for the ‘015 App. be refused. Id.

12. In addition to the foregoing, on or about March 28,
2005, Defendants filed a Petition for Cancellation to cancel the
‘243 Reg., which Plaintiff owns all rights, title and interest
in. A copy of this Petition for Cancellation is attached hereto
as Exhibit E.

13. The basis for Defendants’ Petition is that NexTep'’s
predecessor BPI allegedly made fraudulent statements to the PTO
regarding its use of the Brawny mark, and that the assignment to
NexTep of the ‘243 Reg. was a sham transaction “in contravention

of the Lanham Act.” Exhibit E.

CLAIM I
DECLARATORY RELIEF
(28 U.s.C. §§ 2201-2202)

14. Plaintiff repeats, realleges and reiterates each anc
every paragraph set forth above as if fully set forth herein.

15. By reason of the foregoing allegations, an actual case
or controversy has arisen and exists between Plaintiff and
Defendants as to the ownership, infringement, enforceability,

and validity of the “Brawny” mark and Defendant’s federal

trademark application(s) and registration.
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16. On information and belief, Defendants’ use of the
“Brawny” mark is junior to Plaintiff’s use, and their claims are
baseless and injurious.

17. Given the nature of Defendants’ charges, Plaintiff
will continue to suffer harm and damage unless this Court
declares that Plaintiff’s rights are superior to Defendants’ for
at least the goods described in the '243 Reg., the ‘015 App.,
and all related goods.

18. Further, given the nature of Defendants’ charges,
Plaintiff will continue to suffer harm and damage unless this
Court declares that Plaintiff’s registration and use of the
“Brawny” mark in conjunction with the sale of “plastic trash
receptacles for household use,” “polyethylene bags,” and related
goods does not infringe any of Defendants’ alleged rights in the

“Brawny” mark.

PRAYER FOR RELIEF

WHEREFORE, Plaintiff respectfully requests this Court for
the following relief:

1. That this Court declare that Plaintiff’s rights in the
“Brawny” trademark are superior to Defendants;

2. That Plaintiff’s use of the “Brawny” trademark does
not violate 15 U.S.C. § 1052 (a) as alleged by Defendants;

3. That Plaintiff’s use of the “Brawny” trademark does
not violate 15 U.S.C. § 1063 (a) as alleged by Defendants;

4. That Plaintiff’s use of the “Brawny” trademark does

not violate 15 U.S.C. §§ 1125(a, c) as alleged by Defendants;
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5. That the assignment of the '243 Reg. was valid;

6. That all of Defendants’ trademark registrations and

applications be canceled;

7. For attorney’s fees and costs pursuant to 15 U.S.C.

§ 1117; and

8. For such other and further relief as this Court

deems just and proper.

DATED this _/ & day of April, 2005.

WATSON ROUNDS

/«/_
by ="
Michael D. Rounds
Matthew D. Francis
5371 Kietzke Lane
Reno, Nevada 89511

(775) 324-4100

Attorneys for Plaintiff
NexTep, Inc.
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JURY DEMAND

Pursuant to Fed. R. Civ. P. 38(b), NexTep, Inc.
demands a jury trial on all issues triable by jury.
DATED this {3{ day of April, 2005.

WATSON ROUNDS

Michael D. Rounds
Matthew D. Francis
5371 Kietzke Lane
Reno, Nevada 89511
(775) 324-4100

Attorneys for Plaintiff
NexTep, Inc.

hereby
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United States Patent and Trademark Office

Page 1 of 2
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\

Home | Site Index}Search| Guides | Contacts | eBusiness|eBiz alerts | News| Help

Assignments on the Web > Trademark Query

Trademark Assignment Abstract of Title

Total Assignments: 6

Serial #: 72399973

Filing Dt: 08/12/1971 Reg #: 0940243 Reg. Dt: 08/08/1972

Registrant: CHICAGO TRANSPARENT, INC.
Mark: BRAWNY

Assignment: 1

Reel/Frame:
Conveyance:
Assignor:

Assignee:

Correspondent:

Assignment: 2

Reel/Frame:
Conveyance:
Assignor:

Assignee:

Correspondent:

Assignment: 3

Reel/Frame:
Conveyance:
Assignor:

Assignee:

Correspondent:

Assignment: 4

0257/0277 Received: Recorded: 09/09/1974
ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL
CHICAGO TRANSPARENT INC.

Pages: 2

Exec Dt: 08/28/1974
Entity Type: CORPORATION
Citizenship: ILLINOIS
Entity Type: CORPORATION
Citizenship: MARYLAND

CONSOLIDATED FOQDS CORPORATION
135 SOUTH LASALLE STREET
CHICAGO, ILLINOIS 60603

BREZINA & BUCKINGHAM

3747 GRAND BLVD.

BROOKFIELD, IL 60513

0385/0946 Received: Recorded: 02/23/1981 Pages: 1

ASSIGNS THE ENTIRE INTEREST AND THE GOOD WILL AS OF MAY 8, 1978

CONSOLIDATED FOODS CORPORATION Exec Dt: 01/22/1981
Entity Type: UNKNOWN
Citizenship: NONE

CHICAGO TRANSPARENT PRODUCTS,INC. Entity Type: CORPORATION

2700 NORTH PAULINA ST. Citizenship: RHODE ISLAND

CHICAGO, ILLINQIS 60614
BREZINA AND BUCKINGHAM
8733 ROCKEFELLER AVE.
8733 ROCKEFELLER AVE,
BROOKFIELD, IL 60513

0549/0090 Received: Recorded: 01/12/1987 Pages: 10

ASSIGNS SECURITY INTEREST SUBJECT TO LICENSE RECITED

CHICAGO TP INC. Exec Dt: 12/29/1986
Entity Type: CORPORATION
Citizenship: ILLINOIS

BT COMMERCIAL CORPORATION Entity Type: UNKNOWN
Citizenship: NONE

SIDLEY & AUSTIN

ONE FIRST NATIONAL PLAZA
CHICAGQ, IL 60603




USPTO Assignments on the Web .

Reel/Frame:
Conveyance:
Assignor:

Assignee:

Correspondent:

Assignment: 5

Reel/Frame:
Conveyance:
Assignor:

Assignee:

Correspondent:

Assignment: 6

Reel/Frame:
Conveyance:
Assignor:

Assignee:

Correspondent:

2613/0290 Received: 11/08/2002
CHANGE OF NAME

CHICAGO TRANSPARENT PRODUCTS, INC.

BRAWNY PLASTICS, INC.
2700 NORTH PAULINA STREET
CHICAGO, ILLINOIS 60614
ARNSTEIN & LEHR

BURTON S. EHRLICH

1200 S. RIVERSIDE PLAZA
SUITE 1200

CHICAGO, IL 60606

3052/0694 Received: 03/24/2005
ASSIGNS THE ENTIRE INTEREST
BRAWNY PLASTICS, INC.

NEXTEP, INC.

P.O. BOX 11188
RENQO, NEVADA 89510
MATTHEW D. FRANCIS
5371 KIETZKE LANE
RENO, NV 89511

3059/0580 Received: 10/05/2004
ASSIGNS THE ENTIRE INTEREST

BRAWNY PLASTICS, INC.

NEXTEP, INC.

P.O. BOX 11188

RENO, NEVADA 89510
SIERRA PATENT GROUP, LTD.
NANCY ). THOMPSON

P.O. BOX 6149

STATELINE, NV 89449

Recorded: 11/04/2002

Recorded: 03/24/2005

Recorded: 10/01/2004

Page 2 of 2
Pages: 6

Exec Dt: 05/15/1995
Entity Type: CORPORATION
Citizenship: ILLINOIS
Entity Type: CORPORATION
Citizenship: ILLINOIS

Pages: 5

Exec Dt: 08/06/2003
Entity Type: CORPORATION
Citizenship: ILLINOIS
Entity Type: CORPORATION
Citizenship: NEVADA

Pages: 4

Exec Dt: 08/06/2003
Entity Type: CORPORATION
Citizenship: NONE
Entity Type: CORPORATION
Citizenship: NONE

Search Results as of. 04/14/2005 12:35 PM

If you have any comments or questions concerning the data displayed. contact OPR / Assignments at 703-308-9723

| .HOME | INDEX| SEARCH | eBUSINESS | CONTACT US | PRIVACY STATEMENT
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Assignments on the Web > Trademark Query

Trademark Assignment Abstract of Title

Total Assignments: 1
Serial #: 78268015 Filing Dt: 06/27/2003 Reg #: NONE Reg. Dt:
Applicant: Brawny Plastics, Inc.
Mark: BRAWNY
Assignment: 1

Reel/Frame: 3050/0540 Received: 03/22/2005 Recorded: 03/22/2005 Pages: 2
Conveyance: ASSIGNS THE ENTIRE INTEREST
Assignor: BRAWNY PLASTICS, INC. Exec Dt: 03/17/2005

Entity Type: CORPORATION
Citizenship: ILLINOIS

Assignee: NEXTEP, INC. Entity Type: CORPORATION
P.O. BOX 11188 Citizenship: NEVADA

RENO, NEVADA 89510

Correspondent: MATTHEW D. FRANCIS
5371 KIETZKE LANE
RENO, NV 89511

Search Results as of: 04/14/2005 12:34 PM
if you have any comments or questions conceming the data displayed, contact OPR / Assignments at 703-308-9723
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TTHO
CERTIFICATE OF MAILING (37 CFR 1.10)

I hereby certify that this correspondence is being deposited with the United States Postal Service “Express Mail Post
Office to Addressee™ service under 37 CFR 1.10 on the date indicated above and is addressed to the Commissioner

for Trademarks, P.O. Box 1451, Alexandria, VA 22 1451 on January 19, 20
Judith A. Powell ~ A [ Fueel

Name of Person Mailing Paper (gignaturc

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

FORT JAMES OPERATING )
COMPANY and GEORGIA-PACIFIC
CORPORATION, )
)
Opposers, ) Application No. 78/268,015
)
v. ) Mark: BRAWNY
)
BRAWNY PLASTICS, INC. )
)
) Opposition No.
Applicant. )
NOTICE OF OPPOSITION

Opposers Fort James Operating Company and Georgia-Pacific Corporation (“Opposers™),
file this Notice of Opposition against Application Serial No. 78/268,015 for the mark BRAWNY
filed by Brawny Plastics, Inc. (“Applicant™), because Opposers believe that they will be damaged
by registration of the mark which is the subject matter of Application No. 78/268,015. As
grounds for opposition, Opposers allege as follows:

1. Opposer Fort James Operating Company (“Fort James”) is a Virginia corporation
with a principal place of business located at 133 Peachtree Street, N.E., Atlanta, Georgia 30303.
Opposer Fort James is a wholly-owned subsidiary of Georgia-Pacific Corporation (“Georgia-

Pacific™), a related company.

01/25/2005 KGIBBONS 00000050 78268015

£00.00 OF

01-20-2005

T

ATLLIBO! 1907686 3 U.S. Pawnt& TMOt/TM Mail Rept Dt 184



2.

Opposer Georgia-Pacific is a Georgia corporation with a principal place of

business located at 133 Peachtree Street, N.E. Atlanta, Georgia 30303.

3. A proper extension of time to oppose the instant application through and

including January 19, 2005, has been obtained.

4, Opposer Fort James is the owner of the following marks, and corresponding

trademark registrations, hereinafter referred to collectively as the “BRAWNY Marks™:

Mark

. Registration
. or Serial No.

Goods

Date of First
Use

BRAWNY

78/443,780

Household cleaning
implements, namely,
scrub brush, broom, dust
pan, grout brush,
squeegee and plunger

| 12/29/2004

BRAWNY

78/402,314

Household gloves made
of rubber and cotton knit
for general use, and
disposable latex gloves,
cleaning pads, scrubber

sponges

07/19/2004

BRAWNY

78/356,377

| Scrub Sponges for

cleaning, namely copper
fiber Scrubbers, Stainless
steel scrubbers, Plastic
scrubbers, Nylon
Scrubbers, Foam for
General use, Disposable
Latex Gloves

07/19/2004

BRAWNY

78/307,184

Household cleaning
Cloths

07/30/2004

BRAWNY

78/307,171

' Pre-Moistened Hand and

Facial Wipes

03/10/2003

BRAWNY MAN

2875601

Paper Goods Namely,
Calendars

| 04/18/2003

BRAWNY

PROFESSIONAL

2849299

Paper Towels

09/30/1999

BRAWNY

2635343

Paper Products Namely,
Paper Napkins

01/21/2002

DO YOU KNOW

2766328

Paper Towels and Pavper

06/10/2002

598203
ATLLIBOI 1907686 3




A BRAWNY Napkins

MAN?
 BRAWNY  and | 2165829 Paper Towels 1975
 Design
' BRAWNY 1062207 Paper Towels 10/2/1974

5. Opposer Georgia-Pacific acts as the sales agent for the BRAWNY branded

products.

6. Opposers market household cleaning goods in retail channels throughout the
United States.

7. Opposers manufacture, market and distribute the number 2 selling branded paper

towel under the well-known BRAWNY name and mark. Opposers’ napkin sold under the
BRAWNY name and mark is also among the top-selling branded napkins. Opposers also
manufacture, market, and distribute moistened wipes under the BRAWNY name and mark.

8. In addition, through a license agreement, Opposers market and sell a wide variety
of household cleaning and related goods under the BRAWNY Mark, including brushes, brooms,
sponges, cleaning cloths, scrubbers, and gloves.

9. Opposers, together with their predecessors in interest have used the BRAWNY
mark for almost 30 years.

10.  Opposers have continuously and exclusively used the BRAWNY Marks in
connection with the respective goods identified in Paragraph 4 in United States commerce since
each of the indicated dates of first use.

11.  Opposers have sold billions of dollars of products under the BRAWNY Marks
and have spent millions of dollars in marketing of goods under the BRAWNY Marks.

12. By virtue of the widespread sales and extensive advertising and promotion of the

Opposers’ products bearing the BRAWNY Marks, the BRAWNY Marks are well known by the

598203 3
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general public and in the relevant industries, are recognized and relied upon as identifying the
Opposers’ goods and as distinguishing them from the goods and services of others, and have
come to represent and symbolize extremely valuable goodwill belonging exclusively to the
Opposers.

13. By virtue of Opposers’ extensive use and promotion, Opposers’ BRAWNY marks
have acquired a high degree of distinctiveness.

14. By virtue of Opposers’ extensive use and promotion, Opposers’ BRAWNY
Marks had become famous before Applicant filed its application to register Applicant’s Mark.

15.  Applicant is the owner of Application No. 78/268,015 for the mark BRAWNY
(“Applicant’s Mark”).

16.  Applicant filed the instant application on an intent-to-use basis on June 27, 2003,
for “metal trash receptacles for commercial, household and domestic use,” in International Class
6 and “plastic trash receptacles for household use” in International Class 21.

17.  Opposers’ rights in the BRAWNY Marks are superior to Applicant’s filing date
for Applicant’s Mark.

18.  The use and registration of Applicant’s Mark is likely to cause confusion in the
minds of the purchasing public and to cause the purchasing public to assume that the goods
identified by Applicant’s Mark are sold by Opposers or that such goods originate with or are in
some way connected to Opposers, which they are not, in violation of 15 U.S.C. §§ 1052(a) and
1125(a).

19. The use and registration of Applicant’s Mark is likely to injure Opposers’
business reputations and dilute the distinctive quality of the BRAWNY Marks in violation of

Section 13(a) and Section 43(c) of the Trademark Act, 15 U.S.C. §§ 1063(a) and 1125(c).

598203 4
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20.  Use and registration of the Applicant’s Mark will be injurious to Opposers.

21. A duplicate copy of this Notice and the requisite filing fees are enclosed herewith.

WHEREFORE, Opposers believe that they will be damaged by the registration of the
Applicant’s Mark and pray that said Application No. 78/268,015 be refused, that no registration
be issued thereon to Applicant, and that this Opposition be sustained in favor of Opposers.

Dated: January _/_/l , 2005 Respectfully submitted,

By:@%gw A _M\

(Fudith A. Powell -

Kilpatrick Stockton LLP
Suite 2800

1100 Peachtree Street
Atlanta, Georgia 30309-4530
(404) 815-6500

Attorneys for Opposers

598203 5
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TTAB

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

BRAWNY PLASTICS, INC.,

)
FORT JAMES OPERATING )

COMPANY and GEORGIA-PACTFIC ) z
CORPORATION, ) / }z% 472
)

Petitioners, )  REGISTRATIONNO.: 940,243

)
) Mark: BRAWNY

v. )
)  CANCELLATION NO.:
)
)
)

Registrant.

PETITION FOR CANCELLATION

Petitioners, Fort James Operating Company (“Fort James”) and Georgia-Pacific
Corporation (“Georgia-Pacific™) (collectively, *Petitioners”), believe that they will be damaged
by the continued registration of Registration No. 940,243 owned by Registrant, Brawny Plastics,
Inc. (“Registrant™), and therefore petition the Board to cancel same. Pursuant to 37 C.F.R. §§
2.111 and 2.112(a), and as grounds for cancellation, Petitioners allege as follows:

1. Petitioner Fort James is a Virginia corporation with a principal place of business
located at 133 Peachtree Street, N.E., Atlanta, Georgia 30303. Fort James is a wholly-owned
subsidiary of Petitioner Georgia-Pacific, a related company. Prior to its acquisition by Georgia-
Pacific in 2000, Fort James’ predecessor in interest was a major manufacturer and distributor of
consumer products, including paper towels, tissue, napkins and related products.

2. Petitioner Georgia-Pacific is a Georgia corporation with a principal place of

business located at 133 Peachtree Street, N.E., Atlanta, Georgia 30303. Georgia-Pacific is the

04/05/2005 KGTBBONS 00000102 0940243 - —' o

01 FC:0401 600.00 OP
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leading global producer of tissue products and one of the world’s leading manufacturers and
marketers of other consumer products, including but not limited to packaging and paper, as well
as building products.

3. Petitioners manufacture, market, and distribute the Number 2 best-selling brand of
paper towels in the United States under the well-known mark, BRAWNY®. Additionally,
Petitioners manufacture, market, and distribute a top-selling napkin under the BRAWNY®
Mark. Petitioners also manufacture, market, and distribute moistened wipes under the
BRAWNY brand name and mark.

4, In addition, through a license agreement, Petitioners market and sell a wide
variety of household cleaning tools and related goods under the BRAWNY brand name and
mark, including brushes, brooms, sponges, cleaning cloths, scrubbers, and gloves.

5. Petitioner Fort James is the owner of, inter alia, the following trademark

applications and registrations (hereinafter collectiveiy referred to as the “BRAWNY Marks”):

Mark Registration Goods Date of First
or Serial No. Use
BRAWNY 1,062,207 Paper Towels 10/2/1974
2,165,829 Paper Towels 1975

BRAWNY and

Design

DO YOU KNOW { 2,766,328 Paper Towels and Paper | 06/10/2002
A BRAWNY ' Napkins

MAN?

BRAWNY 2,635,343 Paper Products Namely, | 01/21/2002

Paper Napkins

ATLLIBO! 1934243.4




BRAWNY

PROFESSIONAL

| 2,849,299

Paper Towels
|

09/30/1999

BRAWNY MAN

2,875,601

Paper Goods Namely,
Calendars

04/18/2003

BRAWNY

2,929,823

Paper towels and napkins

10/15/2003

78/278,384

| Paper towels and napkins

10/01/2003

BRAWNY

78/307,170

Paper towel dispenser

12/29/2004

BRAWNY

78/307,171

Pre-Moistened Hand and
Facial Wipes

03/10/2003

| BRAWNY

78/307,174

Toilet bowl brush

07/19/2004

BRAWNY

78/307,184

Household cleaning
Cloths

07/30/2004

BRAWNY

78/356,377

Scrub Sponges for
cleaning, namely copper
fiber Scrubbers, Stainless
steel scrubbers, Plastic
scrubbers, Nylon
Scrubbers, Foam for
General use, Disposable
Latex Gloves

07/19/2004

BRAWNY

78/402,314

Household gloves made
of rubber and cotton knit
for general use, and
disposable latex gloves,
cleaning pads, scrubber
sponges

07/19/2004

BRAWNY

78/404,561

Dust cloths

07/19/2004

BRAWNY

78/443,780

Household cleaning
implements, namely,
scrub brush, broom, dust
pan, grout brush,

squeegee and plunger

12/29/2004

6. Petitioners, together with their predecessors in interest, have continuously and

exclusively used the BRAWNY Marks in connection with the above-identified goods since each

ATLLIBO1 1934243 .4




-

of the indicated dates of first use; cumulatively, the BRAWNY Marks have been in continuous
use for more than thirty (30) years.

7. Petitioners have sold billions of dollars worth of the above-identified products
bearing the BRAWNY Marks. In the last five years alone, Petitioners have distributed more than
70 million cases of BRAWNY® paper towels in the United States alone, with gross sales
exceeding $1 billion.

8. Moreover, Petitioners have spent millions of dollars advertising and marketing its
goods sold in connection with the BRAWNY Marks. In the last five years alone, Petitioners
have expended over $70 million in advertising and promoting BRAWNY® paper towels.

9. By virtue of the widespread sales and extensive advertising and promotion of
Petitioners’ products bearing the BRAWNY Marks, the BRAWNY Marks are well known by the
general public and in the relevant industries, are recognized and relied upon as identifying
Petitioners’ goods and as distinguishing them from the goods and services of others, and have
come to represent and symbolize extremely valuable goodwill belonging exclusively to the
Petitioners.

10. By virtue of Pefitioners’ extensive use and promotion, Petitioners’ BRAWNY
Marks have acquired a high degree of distinctiveness.

11. By virtue of Petitioners’ extensive use and promotion, Petitioners’ BRAWNY
Marks have become famous.

12.  Upon information and belief, Registrant is an Illinois corporation, with an address
of record of 2700 North Paulina Street, Chicago, Illinois 60614, and is the last listed owner (by

assignment and change of corporate name) of U.S. Registration No. 940,243 for the designation

ATLLIBO1 1934243.4




BRAWNY in International Class 20 for “polyethylene bags.” Registrant claims a first use date
of July 6, 1971 for this designation.

13.  Upon information and belief, Registrant has abandoned any rights it may have
claimed in its BRAWNY designation by failing to continuously use the mark in commerce.

14.  Upon information and belief, in its May 1, 2003 Declaration of Use in Commerce
for Renewal of Registration No. 940,243, Registrant made false and fraudulent statements
knowingly intended to mislead the United States Patent and Trademark Office (“U.S.P.T.0.”)
regarding Registrant’s continued use of theT BRAWNY designation in commerce.

15.  Upon information and belief, in the summer of 2003, Registrant attempted to
transfer any rights it had to Registration No. 940,243 to a fhird party, Nextep, Inc. (“Nextep”).
Upon information and belief, said conveyance of the registration, devoid of any goodwill of the
business connected to Registrant’s alleged use of the BRAWNY designation, was a sham
transaction in contravention of the Lanham Act. Neither Registrant nor Nextep recorded this
transfer with the U.S.P.T.O.

16.  Registration No. 940,243 is now being used by, or with the permission of,
Registrant so as to misrepresent the source of the plastic bags on or in connection with which
Registrant’s BRAWNY designation is being used.

17.  For all of the foregoing reasons, U.S. Registration No. 940,243 should therefore
be canceled pursuant to 15 U.S.C. §1064(3).

18.  Pursuant to 37 C.F.R. §§ 2.6(a)(16) and 2.112(a), please find enclosed herewith
the required fee of $600.00 and a duplicate copy of this Petition. The clerk is authorized to

charge the Kilpatrick Stockton LLP Trademark Deposit Account No. 11-0860 for any additional

fees.
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WHEREFORE, Petitioner prays that Registrant’s Registration No. 940,243 be canceled.

Dated: March 24, 2005

ATLLIBO! 1934243 4

Respectfully Submitted:

Kilpatrick Stockton LLP
1100 Peachtree Street
Atlanta, Georgia 30309
(404) 815-6500

Attorneys for Petitioners




CERTIFICATE OF EXPRESS MAIL

“EXPRESS MAIL” mailing number: EV607732125US
DATE OF DEPOSIT: March 24, 2005

DOCUMENT: PETITION FOR CANCELLATION AGAINST
U.S. REGISTRATION NO. 940,243

I hereby certify that this paper and fee is being deposited with the United States Postal
Service “Express Mail Post Office to Addressee” service under 37 CFR 1.10 on date indicated
above and is addressed to Commissioner for Trademarks, P.O. Box 1451, Alexandria, Virginia

22313-1451.

%)(pma

J ud?h A. Powell -
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TRADEMARK SALE; ASSIGNMENT AND LIGENGE

THIZ AGREEMENT ia sntered into this 6 day of Audul, 2003, by and batwesn (’“/
Brawny Piastica, inc, 2700 N, Pautna Strect, Chicage, lincls 6044 (Sel =
Mextap, ine., P.Q. BdX 14488, Reng, Nevads 88610 ("Buyst”),

V) WHEREAS, Bediar, \s the owrrer of {ne trademank BRAWNY, U.B. Regiatration
No. 546243 for use In conneation with *polynthyjsns bags" in intsmationid Clase 20,
with frat use of wetg:trademark pammanaing & lasat 88 nﬂ{n July 6, 1874, sald
reglatration tiann renawad on the Principal Repistar for Bn atditional msn ysar
tzem pun;wm 1o United Btates Patart ana Trademprk Office NMetipo dated March &
(01; et

\/ WHEREAS, Eallar ia the owner of a panding U.B. trademark application
BRAWNY, Serial Kb, 78/268015 for usa In carinedtion with Jplastic and mata! fresn and
rotusa containars whd fecepiacies,’ I intemational Glasa 22 fied Junw 27, 2003, an &n

intant 10 URK basis;

WHEREAS, Buysr iy dealrous of usiig fne trademark BRAWNY in cunneciion
with the sems, sUnfar or relsied goods B& shown in the axiting registration andior
panding spplication, and Galer is agressbla to tha exix, B ment and lasas af thors
marks, togathe Wit the goodwil of the Businoss tharehy; providsd that
Buyer licsnss Saliar 80 Yhvat Saller £an gontipue ta Lse BRAWNY {3 polyathylane baga
in ponnection wih 1A continuing BUSINBSS 68 MarB tully gescribed ROIOW;

THEREFORE, 1T 1S HERE¥Y AGREED AS FOLLOWE:

1. a-u-rhmbyuuuudmkm,hrpnmnnd
considerstion, Including the vight of Bellar to use the mark
BRAWNY in tha future pursuant i en . Irsvooable,
! (unmmﬁydcmlbdbebwhmhﬂummm
by Buyer (o Seligr of the sum of Ona Hundred Thousand Dellids
\J ($100,000), Firy Thousand Dollars {$40,000) &f which is dus upan
eoiscution ufmh}?numuﬂmd thavaatiar e surn of FiRy Thausands
Doljare (850,000) dus for paymant In $ix squsi menthiy ingtalimants of
Thousand Thres Hungred Thirty

corTmancing afer the exgcytion of his Agreament and for an additional
fivs (5) thareafter paid on tha firs! day of sach of aald succesding
ot oll Seliers Aghts, dtls and intacast In the tstaralty ragiatered
BRAWNY tradeimark, togethar with the goodwil of the BUSinasy
gymbotioed thereby end the raglstration partaining thaneto.

2, Sollers Riokis o Default in the event Buyer talls fo make any af the
B e T
d
from . (a) e wntire sum emaining 1«?&0 paKt gey!:nr u&ﬁ"
immadiately due and owing, () Buyer ghal forfhwith caass use of the
yoaria assigned and/or foenasd heraundar, (€) all nght snd toe tn marka



aasigned hansunder shal revat fo sallar, and {d) Buyer shall pay & legal
isay and costs of Buller incired in eaforeing the of such
accaldratod sum and in enforoing its tastored rights in relation & the
Buyar.

3. « To secure Sellar's.fighte of
payrmant , Buysr panveys to Beller it purchass money
gazunity intarest in the matics, ad Seleris authorized hareundar to fle

UCC:! finansing stetament rasmorialtzing such sacurity interest in the

form mtiachsd,

BIo% I x] BIE BIGd B DR

horeby llsansas Buyer, on m.m;: imavposble, Ryally wls; L0

'uwlh-nkaRAWNYlnmdm piasiin and mata! trash and
refuse conteinars and recupiscias, Tothe extont applicsbla, Safler
agrees to uummrkmmeooodaorlam“wtm;sun packaging,
atvartislog and promotianal materials, N & mANNer anpraved by Buyst,
whigh epprowsl shak not bo unresscnubly withiveld. Belier further njrems

\/ 1o asl) and mesign that muitk, ang tha pandin foctersl trademark

application tor BRAWNY, Govinl Na. 18, iogether with tha geodwil
of tha business symixiizes thotSw, \o Buyar upan the fiing of s verified
_ sintismert of u3s by Buyer, said staleme of use i De basad on the
C,, e V/ lloshend uso provided far in this h. Ths awsignraent of the

v o 8 2rk goplioation for BRAWNY, Batial Ne. 787288015 will b
’ / sale snd asaignment in be executed UpoN tha

ninonalized 1N A sBpE
\/  filng of the varified siatoment of use by Buyer.

Wauwmmwwmlms:uarmhs Puae’
mlgm,onnnwmmmnbw.mwmabwshrw cfthe
fadprally rogistored mark BRAWNY in connetion with the eale of 13, 28
mﬂssnammdpwnﬂwlmwfaumm:k(a)mmm
tolfowing the duts of ihis Agtesnent. To the axtant applicabia, Sallar
mwmwmmmouWMﬂmbuwﬂumpungm‘
: mmmoﬂnmmmmnmmnpmvadny Buyar,
wnbhnppmallhdlnotb.mmmbl withhald, snd in no sventofa
huquMSdhrhuualﬂordlpimdﬁmmurk'nﬂudmur!nls

8. mmmmm-mtmwmmmmmmmmw.

7. » The tarm af this mmuhnllbat:rn!mqumawemus
o aintaing the U, .nplubnﬂnnlnﬂ\wadkaRAWN‘(or
continuas to use aald maik in Buyey pusiness o 4 comman law hasls,
ot untll an evant of dotault specified in parsgraph 2 of this Agresmant.

B.  |finaement If Solier joamw of ary Wfingamants of the mark, &
pramptly notify Buyer of samé. Buysr shall bear the mpmbﬂit:'h:r‘ld
mmmewwmmMmmmym




.  Apmojais: Triu Agresmant ie sbjact 10 the approval of nelier'stian
holdsr; which approval snal be the rosponaiblilly of Ballar to abuain, no
atsr thun tan (10) warking days from ine tiate of this Agreement.

10, This Agresment wil be binding upon grid inure 10

fhis bahetkt of the partiss, Hhklr SUCCRIRDSE, aasigns, afihatad and reiatod
compénive, and shall be saighahia by sither paity. '

DATE: Auguit 8, 2003

BRAWNY PLASTICE, INC. N INC.
By

( ita President B [reasuney +C.0.0-

Sta t7 Caourty of Cook. Blate of ﬂ___‘/ '
ty of

Sgrtoathetus . Signedbelom Mot 8-A42-03
Day uuuly.ﬂuog.h“e & m ' Day of July, 2003,

OFFICIAL SEAL
DIANE H ABERNATHY

NOTARY PUBLIC, STATE OF RLWON
MY COMMIESION EXPRED OB/ 15/04

ros - BARAR
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Trademark Assignment Abstract of Title

Total Assignments: 6
Serial #: 72399973 Filing Dt: 08/12/1971
Registrant: CHICAGO TRANSPARENT, INC.
Mark: BRAWNY
Assignment: 1
Reel/Frame: 0257/0277 Received: Recorded: 09/09/1974
Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

Reg #: 0940243

Assignor: CHICAGO TRANSPARENT INC. Exec Dt:
Entity Type:

Citizenship:

Assignee: CONSOLIDATED FOODS CORPORATION Entity Type:
135 SOUTH LASALLE STREET Citizenship:

CHICAGO, ILLINOIS 60603

Correspondent: BREZINA & BUCKINGHAM
3747 GRAND BLVD.
BROOKFIELD, IL 60513
Assignment: 2
Reel/Frame: 0385/0946

Received: Recorded: 02/23/1981

Page 1 of 2

o

Reg. Dt: 08/08/1572

Pages: 2

08/28/1974
CORPORATION
ILLINOIS
CORPORATION
MARYLAND

Pages: 1

Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOOD WILL AS OF MAY 8, 1978

Assignor: CONSOLIDATED FOODS CORPORATION Exec Dt:
Entity Type:

Citizenship:

Assignee: CHICAGO TRANSPARENT PRODUCTS,INC, Entity Type:
2700 NORTH PAULINA ST. Citizenship:

CHICAGO, ILLINOIS 60614
Correspondent: BREZINA AND BUCKINGHAM
8733 ROCKEFELLER AVE.
8733 ROCKEFELLER AVE.
BROOKFIELD, IL 60513
Assignment: 3
Reel/Frame: 0549/0090 Received: Recorded: 01/12/1987

Conveyance: ASSIGNS SECURITY INTEREST SUBJECT TO LICENSE RECITED

Assignor: CHICAGO TP INC. Exec Dt:
Entity Type:
Citizenship:
Assignee: BT COMMERCIAL CORPORATION Entity Type:
Citizenship:

Correspondent: SIDLEY & AUSTIN
ONE FIRST NATIONAL PLAZA
CHICAGO, IL 60603
Assignment: 4

01/22/1981
UNKNOWN
NONE
CORPORATION
RHODE ISLAND

Pages: 10

12/29/1986
CORPORATION
ILLINOIS
UNKNOWN
NONE
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CHANGE OF NAME

CHICAGO TRANSPARENT PRODUCTS, INC,

BRAWNY PLASTI INC.
2700 NORTH PAULINA STREET
CHICAGO, ILLINQOIS 60614
ARNSTEIN & LEHR

BURTON S. EHRLICH

1200 S. RIVERSIDE PLAZA
SUITE 1200

CHICAGO, IL 60606

3052/0694 Received: 03/24/2005
ASSIGNS THE ENTIRE INTEREST
BRAWNY PLASTICS, INC.

NEXTEP, INC.

P.O. BOX 11188
RENO, NEVADA 89510
MATTHEW D. FRANCIS
5371 KIETZKE LANE
RENO, NV 89511

3059/0580 Received: 10/05/2004
ASSIGNS THE ENTIRE INTEREST
BRAWNY PLASTICS, INC.

NEXTEP, INC.

P.O. BOX 11188

RENO, NEVADA 89510
SIERRA PATENT GROUP, LTD.
NANCY 1. THOMPSON

P.O. BOX 6149

STATELINE, NV 89449

Recorded: 11/04/2002
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Exec Dt: 05/15/1995
Entity Type: CORPORATION
Citizenship: ILLINOIS
Entity Type: CORPORATION
Citizenship: ILLINOIS
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Exec Dt: 08/06/2003

Entity Type: CORPORATION

Citizenship: ILLINOIS
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Exec Dt: 08/06/2003
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Citizenship: NONE

Search Results as of: 04/14/2005 12:35 PM

if you have any comments or questions conceming the data displayed, contact OPR / Assignments at 703-308-9723

| -HOME | INDEX| SEARCH | eBUSINESS | CONTACT US | PRIVACY STATEMENT




EXHIBIT E .




UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: April 6, 2005
NEXTEP, INC.
P.O. BOX 11188
RENO, NV 89510

Cancellation No. 92044396
Reg. No. 940243

JUDITH A. POWELL

KILPATRICK STOCKTON LLP

1100 PEACHTREE STREET

ATLANTA, GA 30309

FORT JAMES OPERATING COMPANY AND
GEORGIA-PACIFIC CORPORATION

v.
BRAWNY PLASTICS, INC.
Michelle Greenfield, Legal Assistant:

A petition, a copy of which is attached, has been filed to cancel the
above-identified registration.

Proceedings will be conducted in accordance with the Trademark Rules of
Practice.

ANSWER IS DUE FORTY DAYS after the mailing date hereof. (See Trademark
Rule 2.196 for expiration date falling on Saturday, Sunday or a
holiday) .

Proceedings will be conducted in accordance with the Trademark Rules of
Practice, set forth in Title 37, part 2, of the Code of Federal Regulations.
The parties are reminded of the recent amendments to the Trademark Rules that
affect the rules of practice before the TTAB. See Rules of Practice for
Trademark-Related Filings Under the Madrid Protocol Implementation Act, 68
Fed. R. 55,748 (September 26, 2003) (effective November 2, 2003);
Reorganization of Correspondence and Other Provisions, 68 Fed. Reg. 48,286
(August 13, 2003) (effective September 12, 2003). Notices concerning the
rules changes, as well as the Trademark Trial and Appeal Board Manual of
Procedure (TBMP), are available at www.uspto.gov/web/offices/dcom/ttab/.

The parties are particularly referred to Trademark Rule 2.126
pertaining to the form of submissions. Paper submissions, including
but not limited to exhibits and depositions, not filed in accordance
with Trademark Rule 2.126 may not be given consideration or entered
into the case file.




)

Discovery and testimony periods are set as follows:
Discovery period to open: April 26, 2005

Discovery period to close: October 23, 2005

30-day testimony period for party
in position of plaintiff to close: January 21, 2006

30-day testimony period for party
in position of defendant to close: March 22, 2006

15-day rebuttal testimony period
for plaintiff to close: May 06, 2006

A party must serve on the adverse party a copy of the transcript of any
testimony taken during the party's testimony period, together with
copies of documentary exhibits, within 30 days after completion of the
taking of such testimony. See Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark Rule 2.128(a) and
(b). An oral hearing will be set only upon request filed as provided
by Trademark Rule 2.129.

NOTE: The Board allows parties to utilize telephone conferences to
discuss or resolve many interlocutory matters that arise in inter
partes cases. See the Official Gazette notice titled "“Permanent
Expansion of Telephone Conferencing on Interlocutory Matters in Inter
Partes Cases Before the Trademark Trial and Appeal Board,” 1235 TMOG 68
(June 20, 2000). The notice is available at http://www.uspto.gov.
Interlocutory matters which the Board agrees to discuss or decide by

phone conference may be decided adversely to any party which fails to
participate.

If the parties to this proceeding are also parties to other Board
proceedings involving related marks or, during the pendency of this
proceeding, they become parties to such proceedings, they should notify
the Board immediately, so that the Board can consider consolidation of
proceedings.

New Developments at the Trademark Trial and Appeal Board

TTAB forms for electronic filing of extensions of time to oppose, notices of
opposition, and inter partes filings are now available at
http://estta.uspto.gov. Images of TTAB proceeding files can be viewed using
TTABVue at http://ttabvue.uspto.gov.




