B1/25/2885 18:83 3125?7?8_87 FET&F FaGE

— .

7203-83708

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Trademark Registration No. 2,205,373
Trademark: TRADESMAN

I hereby certify that chis paper is being deposited with k.
United Svates Postal Scrvice as first class mail in an envelop:

WMH TooL GROUP, INC., ~addressed to:

Commissioner for Trademarks
P.O. Box 1451
Atlingron, Virginia 223{3-1451

PETITIONER,

V.

POWER TOOL SPECIALISTS, INC.,

11/17/04 W Z L

Date Attorney for Opposer

REGISTRANT.

CANCELLATION NO.:

)
)
)
)
)
)
)
) on this date.
)
)
)
)
)
)

PETITION FOR CANCELLATION

Petitioner, WMH Tool Group, Inc., (“WMH Tool”) located at 2420 Vantage Drive, Elgin,
Hlinois 60123 believes that it is or will be damaged by Registration No. 2,205,373 of the mark
TRADESMAN for “power tools, namely, nailers, sanders, lathes, saws, mortising machines, drill
presses, shapers, planers, grinders, jointers, dust collectors, and parts and accessories therefor,
including chucks, blades, bits, chisels, knives, discs, drums, wheels, belts, sleeves, abrasive
attachments, arbors, dados, moulding inserts, hex keys, brackets, plates, vises, jaws, clamps, guages.
rip fences, guides, cxtensions, jigs, blocks, work supports, rollers, stands, casters, tables, tool
collectors, dust chutes, vacuum attachments, control switches, cleaners, chuck adaptors, and push

blocks” and hereby petitions to cancel the same. The grounds for cancellation are as follows:
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1. On information and belief, Power Tool Specialists, Inc., (hereinafter, “Registrant”),
located at 3 Craftsman Road, East Windsor, Connecticut, 06088, presently owns Registratior,
2,205,373 for the mark TRADESMAN, which specifies use of the mark in commerce on the goods
“power tools, namely, nailers, sanders, lathes, saws, mortising machines, drill presses, shapers, planers.
grinders, jointers, dust collectors, and parts and accessories therefor, including chucks, blades, bits,
chisels, knives, discs, drums, wheels, belts, sleeves, abrasive attachments, arbors, dados, moulding
inserts, hex keys, brackets, plates, vises, jaws, clamps, guages, rip fences, guides, extensions, jigs,
blocks, work supports, rollers, stands, casters, tables, tool collectors, dust chutes, vacuum
attachments, control switches, cleaners, chuck adaptors, and push blocks.”

2. On information and belief, Registrant filed its application for Registration No.
2,205,373 for the mark TRADESMAN on August 25, 1997, and the Patent and Trademark Office
issued Regiseration 2,205,373 on the Principal Register November 24, 1998,

3. On information and belief, in its Application for Registration No. 2,205,373,
Registraut filed a sworn statement is which it claimed first use dates for the mark TRADESMAN
anywhere and in commerce on all of the specified goods as early as February 1, 1987.

4. On information and belief, on August 10, 2004, Registrant filed submissions with the
Patent and Trademark Office under Section 8 and Section 15 of the Trademark Act to maintain
Registration No. 2,205,373.

5. On information and belief, in its submission under Section 8 and Section 15 to
maintain Registration No. 2,205,373, Registrant filed a sworn statement in which it claimed

continuing use of the mark TRADESMAN ifi commerce on all of the goods specified in Registration

No. 2,205,373.
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6. Petitioner has used. the term “tradesman” in connection with its goods, namely, tools
since at least 1954, and has acquired rights in the term “tradesman” continuing from a date prior to
the dates set forth in Registration No. 2,205,373.

7. Registrant is using Registration No. 2,205,373 to enforce its alleged rights in the
designation TRADESMAN against Petitioner.

8. In enforcing its alleged rights, Registrant has not provided evidence purporting tc
show use of the mark TRADESMAN on each of the goods specified in Registration No. 2,205,373,
but rather only has presented evidence, which at best purports to show use of the mark on power

saws at the time that the application for Registration No. 2,205,373 was filed.

COUNT I - FRAUD ON THE OFFICE

0. Petitioner realleges and incorporates herein the allegations of paragraphs 1-8,
inclusive,

10.  Oninformation and belicf, at the time Registrant filed its application for Registration
No. 2,205,373, Registrant was not using the mark TRADESMAN on each of the goods specified in
Registration No. 2,205,373, with the possible exception of power saws.

11, Atthe time Registrant filed its application for Registration No. 2,205,373, Registrant
knew, should have known, or had reason to believe that it had never used the mark TRADESMAN
on each of the goods specified in its application, with the possible exception of power saws, and that
the claim of use was false.

12. On information and belief, the false claim of use of the mark was a material fact
reasonably relied upon by the Patent and Trademark Office and intended by Registrant to induce

the Patent and Trademark Office to issue Registration No. 2,205,373,
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13, On information and belief, by reason of Registrant’s fraud on the Patent and
Trademark Office, Registration No. 2,205,373 was issued, and has and is causing damage tc
Petitioner.

14, Oninformation and belief, at the time Registranc filed its submissions under Sectior,
8 and Section 15 to maintain Registration No. 2,205,373, Registrant was not using the mark
TRADESMAN on each of the goods specified in Registration No. 2,205,373.

15. On information and belief, at the time Registrant filed its submissions under Section
8 and Section 15 to maintain Registration No. 2,205,3 73, Registrant knew, should have known, or
had reason to believe that it bad never used the mark TRADESMAN on each of the goods specified
in Registration No. 2,205,373, and that the declaration of continuing use was a false claim.

16.  On information and belief, the false claim of continuing use of the mark was a
material fact reasonably relied upon by the Patent and Trademark Office and intended by Registrant
to induce the Patent and Trademark Office to maintain Registration No. 2,205,373,

17. On information and belief, by reason of Registrant’s fraud on the Patent and
Trademark Office, Registration No, 2,205,373 was maintained, and has and is causing damage to
the Petitioner.

COUNT II - FRAUD O OFFICE

18.  Petitioner realleges and incorporates herein the allegations of paragraphs 1-17
inclusive.

19.  On information and belief, Registrant is a related company of, a subsidiary of, or
otherwise associated with Rexon Industrial Corporation, Lid.

20. On information and belief, during a period prior to Registrant’s use or adoption of the
designation TRADESMAN, and certainly well before the filing date of its application, which resulted
in the issuance of Registration No. 2,205,373 or other registration, Petitioner had communications
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and placed otders for tools with Rexon Industrial Corporation, Ltd. in which Petitioner’s use of the
term “Tradesman” in commerce was disclosed and became known to Registrant.

21, Oninformation and belief, at the time Registrant filed its application for Registration
No. 2,205,373, Registrant submitted a sworn statement that to the best of his knowledge and belief
no other person, firm, corporation, or association has the right to use said mark in commerce, either
in identical form or in such near resemblance thereto as may be likely, when applied to the goods ot
such other cotporation, to cause confusion or to cause mistake, or to deceive, or like sworn
statement.

22.  Oninformation and belief, at the time Registrant filed its application for Registration
No. 2,205,373, Registrant knew, should have known, or had reason to believe that its sworn

statement was a material false statement upon which the Patent and Trademark Office would

reasonably rely, and Registrant made the false statement with the intent to induce the Patent and
Trademark Office to issue Regi;uation No. 2,205,373.

23.  Oninformation and belief, by reason of Registrant’s bad faith in the adoption of the
designation TRADESMAN and fraud on the Patent and Trademark Office, Registration No.

2,205,373 was issued and maintained, and has and is causing damage to the Petitioner.

COUNT 11 - FRAUD ON THE OFFICE

24.  Pectitioner realleges and incorporates herein the allegations of paragraphs 1-23,
inclusive.

25. On information and belief, in its Application for Registration No. 2,205,373,
Registrant claimed ownership of Registration No. 1,565,504 as a prior registration for the mark
TRADESMAN specifying the goods “stationary/bench electric power tools, namely; table saws, floor

drill presses, miter saws, floor band saws, floor jointers and parts therefor.”
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26.  On information and belief, Registrant filed its application for Registration No.
1,565,504 for the mark TRADESMAN on January 17, 1989, and the Patent and Trademark Office
issued Registration 1,565,504 on the Principal Register November 14, 1989.

27.  Inits Application for Registration No. 1,565,504, Registrant claimed first use dates
for the mark TRADESMAN anywhere and in commerce on the specified goods as early as February
1987.

28.  The Patent and Trademark Office initially refused to register Registration No.
1,565,504 based on likelihood of confusion with Registration Nos. 1,460,651 and 1,262,851.

29.  Inresponse to thisinitial refusal, in a letter to the Patent and Trademark Office dated
March 23, 1989, Registrant submitted evidence claiming use of its mark as eatly as a time around
March 23, 1981,

30.  The Patent and Trademark Office thereafter withdrew its initial refusal and allowed
the application for Regisrratiqn No. 1,565,504 to proceed to registration.

31.  Petitioner has used the term “tradesman” in connection with its goods, namely, tools

since at least 1954, and has acquired rights in the term “tradesman” continuing from a date prior to

the date of Registration No, 1,565,504.

32.  Registrant is using Registration No. 1,565,504 to enforce its alleged rights in the
designation TRADESMAN against Petitioner.

33.  In enforcing its alleged rights, Registrant has not alleged or offered any evidence,
despite Petitioner’s repeated requests, purporting to show use of the mark TRADESMAN on the
specified goods earlier than 1986, which date is substantially later than the claim of use submitted
to the Patent and Trademark Office in the letter of March 23, 1989.

34. In enforcing its alleged rights, Registrant has provided Petitioner with scant evidence
supporting use of its mark prior to filing the application for Registration No. 1,565,504, and has not
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alleged or offered any evidence, purporting to show use of the mark TRADESMAN on the goods
specified in Registration No. 1,565,504, with. the possible exception of power saws, at any time prior
to the filing date of the application for Registration No. 1,565,504,

35.  On information and belief, at the time Registrant submitted the letter dated March
23, 1989 to the Patent and Trademark Office, Registrant knew, should have known, or had reason
to believe that it had not started to use the designhation TRADESMAN on the goods specified in
Registration No. 1,565,504 at a time around March 23, 1981, and that the statement was false.

36.  On informartion and belief, the false claim of use of the mark was a material fact
reasonably relied upon by the Patent and Trademark Office and intended by the Registrant to induce
the Patent and Trademark Office to issue Registration No. 1,565,504.

37.  Oninformation and beﬁef, at the time Registrant filed its application for Registration
No. 1,565,504, Registrant was not using the mark TRADESMAN on each of the goods specified in
Registration No. 1,565,504, with the possible exception of POWET saws.

38. At the time Registrant filed its application for Registration No. 1,565,504, it knew,
should have known, or had reason to believe that it had never used the mark TRADESMAN on
cach of the goods specified in its application, with the possible exception of power saws.

39.  On information and belief, the false claim of use of the mark was a material fact
reasonably relied upon by the Patent and Trademark Office and intended by Registrant ro induce
the Patent and Trademark Office to issue Registration No.. 1,565,504,

40.  Oninformation and belief, during a period prior to Registrant’s use or adoption of the
designation TRADESMAN, and certainly well before the filing date ofits application, which resulted
in the issuance of Registration No. 1,565,504, Petitioner had communications and placed orders for
tools with Rexon Industrial Corporation, Ltd. in which Petitioner’s use of the term “Tradesman” in

commerce was disclosed and became known to the Registrant.
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41.  Oninformation and belief, at the time Registrant filed its application for Registration
No. 1,565,504, Registrant submitted a sworn statement that “to the best of his knowledge and beliet
no other person, firm, corporation, or association has the right to use said mark in commerce, either
in identical form or in such near resemblance thereto as may be likely, when applied to the goods of
such other corporation, to cause confusion or to cause mistake, or to deceive”.

42.  Oninformation and belief, at the time Registrant filed its application for Registration
No. 1,565,504, Registrant knew, should have known, or had reason to believe that its sworn
statement was a material false statement upon which the Patent and Trademark Office would
reasonably rely, and Registrant made the false statement with the intent to induce the Patent and
Trademark Office to issue Registration No. 1,565,504.

43.  On information and belief, by teason of Registrant’s bad faith in the adoption of the
designation TRADESMAN and fraud on the Patent and Trademark Office, Registration No.
1,565,504 was issued and maintained, and has and is causing damage to Petitioner.

44.  Oninformation and belief, at the time Registrant filed its application for Registration
No. 2,205,373, Registrant knew, should have known, or had teason to believe that Registration No.
1,565,504 was obtained by fraud, and maintained by fraud.

45.  Oninformation and belief, at the time Registrant filed its application for Registracion
No. 2,205,373, Registrant failed to disclose to the Patent and Trademark Office that Registration
No. 1,565,504 was obtained by fraud, and maintained by fraud, and the failure to disclose was
material and made to induce the Pétent and Trademark Office to issue Registration No. 2,205,373.

46.  Oninformation and belief, at the time Registrant filed its application for Registration
No. 2,205,373, Registrant knew, should have known, or had reason to believe that the Patent and
Trademark Office would reasonably rely on the claim of ownership in Registration No. 1,565,504 to

|
issuc Registration No. 2,205,373, }
|
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COUNT IV . NON.USE OF THE MARK

47.  Peditioner realleges and incorporates herein the allegations of paragraphs 1-46,

inclusive.
48.  Oninformation and belief, at the time Registrant filed its application for Registration

No. 2,205,373, it had not used the mark TRADESMAN on the specified goods in commerce, with

the possible exception of power saws.

COUNT V - ABANDONMENT OF THE MARK

49.  Petitioner realleges and incorporates herein the allegations of paragraphs 1-48,

inclusive.

50.  Registrant has not and did not use its mark TRADESMAN in commerce on cach ot
the goods specified in Registration No. 2,205,373 for a period of three (3) years, with the possible
exception of power saws,

51.  Registrant abandoned its mark TRADESMAN with the intent not to resume use on
each of the goods specified in Registration No. 2,2.05,3 73, with the pos;sible exception of power saws.

WHEREFORE, Petitioner is damaged by the continued maintenance of Registrant’s mark
and respeétfully prays that Registration No. 2,205,373 be canceled.

Respectfully submitted,

November 17, 2004 W Z ﬂ—-

Edward E. Clair

Tara M. Reedy

FITCH, EVEN, TABIN & FLANNERY
120 South LaSalle Street, Suite 1600
Chicago, IL 60603-4277

Telephone: 312.577.7000

Facsimile: 312.577.7007

Attomeys for Petitioner
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CERTIFICATE OF PETITIONER'S ATTORNEY

We bereby certify thar we are the trademark Attorneys for WMH Tool Group, Inc.,
Petirioner herein, and that we have been. instructed to file the foregoing Petition for Cancellation.

We are, therefore, filing this Petition for Cancellation under Section 14 of the Trademark Act of

1946 and under Trademark Rule 2.111.

FITCH, EVEN, TABIN & FLANNERY

November 17, 2004 , %_/ [ M-\_/

Edward E. Clair -
Tara M. Reedy

FITCH, EVEN, TABIN & FLANNERY
120 South LaSalle Street, Suite 1600
Chicago, IL 60603-4277

Telephone: 312.577.7000

Facsimile: 312.577.7007
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MORGAN L. FITCH, JR.
PRANCIS A. EVEN
JULILS TARIN

JOHN F, FLANNERY
RORERT B. VONES
JAMES J. BCHUMANN
JAMES J. HAMILL
TIMOTHY E. LEVETIK
JOSKPH &, SHIPLEY
KENNETH H. BAMDLER
PHILIP T. PETTI
JOSEPH T. NABOR
STEVEN €, 3CHROER
RICHARD A. KABA®
KaRL R, FINK

MARK W. HETILER
TIMOTMY B. MALONEY
JAMES B. KRUESER
RTEPMNEN S, FAVAKEN
RICHARD E. WAWRZYNIAK®
ATRVAN G, PARMELEE®
THOMAS F. LEBENS®
BRUCE R, MANSFIELD
KANDREW H. COLTON®
3. PAUL RPORLL
MICHAEL A, SANZO*
SCOTT J. MENGHINI®
NORMAN N. KUNIT2*
RUDY KRATZ

RAMON R. HOCH®
JOHN D. BAURRSFELD®
CARY D, MANN®

3125777007 FET&F
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FITCH, EVEN, TABIN & FLANNERY

ATTORNEYS AND COUNSELLORS AT Law
Established in 1859
SUITE I600 - 120 SOUTH LA SALLE STREET
CHICAGOD, ILLINOIS 80803-3406
TELEPHONE (312) 577.-7000
FACSIMILE (312)577-7007

CALIFORNIA OFFICES
SUITE 250 . 9276 SCRANTON ROAD, SAN DIEGO, CA 52|21
TELEPHONE (8%2R0) 58a-1a11

WARNER CENTER TOWERS, SUITE 780, 21800 OXNARD 5T., WOODILAND HILLS, Ca 81387
TELEPMONE (818) 7157028

WASMINGTON, D.C. OFFICE
SUITE 401L, - |80 K STREET, Nw, WASHINGTON, D.C. 2000641201
TELEPHONE (203) 418-2000

COLORADO OFFICE
SUITE 213 ~ 1842 BROADWAY, BOULDER, COLORADO 80302
TELEPHONE (303) 402-5666

November 17, 2004

Hon. Commissioner of Patents
and Trademarks

Alexandria, Virginia 22313-1451

BOX TTAB FEE

Re:

Honorable Sir:

Please file the enclosed Petition for Cancellation. Th
charge the filing fee of $300.00 and any other fees which m
its entire pendency, or credit any overpayment, to Deposit

EEC:ddc

Enclosure

Transmittal of Petition for Cancellation for:

WMH Tool Group, Inc. v. Power Tool Specialists, Inec.
Trademark: TRADESMAN

Registration No. 2,205,373 Issued: November 24, 1998
Our File No. 7203/83708

Respectfully Submitted,

NS/

AGE

BDWARD E. CLAI®R

JON A. BIRMINGHAM
JOMN E. LYHUS
SYEVRN M. FREELAN. ~
OONNA E. BECKER
BRIAN £. CLIBE
MARTIN R. BADGR"
MARK A, BORBOS
TIMOTHY R, BAUMANT
JEPFREY A, CHELBTRC
NICHOLAB T. PETERS
KENNETHM E. PLOCHINY-
ARACE LAW O'BRIEN
CHRISTINE A, ABLUEL
TARA M, REEDY

PATENT AGENTS

ERIC J. WHITE=SE I
LiILiA 1. SAFONOV
NADA J. ARDELEANU
JULIE A. HOBPER

OF COUNSEL

GEORGE W. SPELLMIRE , . .°

LISA M. BOMMER
GEORGE H. SPENCER, I' ¢

TECHNICAL ADVISGO -

JONN M, BRONK, Pu.()

*NOT ADMITTRD TA (LN o

e Commissioner is hereby authorized to
ay be required in this proceeding during
Account No. 06-1135.

Edward E. Clair

FITCH, EVEN, TABIN & FLANNERY

120 South LaSalle Stteet, Suite 1600

Chicago, Illinois 60603-3406
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WMH Tool Group, Ine.

V.

Power Tool Specialists, Inc.

Mark: TRADESMAN

Registration No. 2,205,373

PETITION FOR CANCELLATION {O=+2.)

C Sin

this card.

PAGE
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11.22-2004

U.8. Patent & TMOfe/TM Mall Rept Dt /1

EEC:ddc
11/17/04
7203-83708

Please acknowledge receipt of the abochde“"ﬂ_‘ A :
applying the Patentand Trademark Office 1cce1pt st ] et raiinniline




