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Gregory Richardson

Law Offices of Gregory Richardson, Esq.
3890 11" Street, Suite #210

Riverside, California 92501

Tel.: (951) 680-9388

Attorney for Bill Lawrence

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

TRADEMARK TRIAL AND APPEAL BOARD

JZCHAK N. WAJCMAN dba BILL ) Cancellation No.: 92043516
LAWRENCE PRODUCTS and BILL ) Serial Number: 76594437
LAWRENCE GUITAR PICKUPS, ) Registration Number: 2,303,676
)
Petitioner, )

) In the matter of Registration No. 2,303,676
vs. ) Mark: BILL LAWRENCE
) Date Registered: December 28, 1999
) BILL LAWRENCE’S SUPPLEMENTAL
LWE\;VL&I?%EE NZ STICH a/k/a BILL ) POINTS AND AUTHORITIES II IN
’ ) SUPPORT OF REIGISTRANT’S MOTION
_ ) FOR SUMMARY JUDGMENT; REQUEST
Registrant/Respondent. ) FOR JUDICIAL NOTICE OF REFUSAL IN
) WAJCMAN’S APPLICATION SERIAL
) NO. 76594437

Filed: February 2, 2007

R N N T N g

L. Introduction.
1. Registrant Willi Lorenz Stich a/k/a Bill Lawrence, by his attorney, hereby submits this supplemental

Points and Authorities in Support of Registrant’s Motion for Summary Judgment.

BILL LAWRENCE’S SUPPLEMENTAL POINTS AND AUTHORITIES IN SUPPORT !

OF REIGISTRANT’S MOTION FOR SUMMARY JUDGMENT
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2. There is no genuine issue of material fact on whether “Bill Lawrence” or “Willi Stich” refers to a living
person. Wajcman’s application Serial No. 76594437 has been refused on several grounds. See attached Offica
Action dated February 2, 2007. A true and correct copy of the correspondence from the Patent and Trademark
Office is attached and incorporated herein. Bill Lawrence requests that the USPTO take judicial notice of the
proceedings and files in Application Serial No. 76594437.

3. Mr. Wajcman will not be able to obtain registration of his mark because Bill Lawrence, a.k.a. Willi
Stich, has not given him permission to register. Moreover, since Mr. Wajcman'’s original application did not
include written permission from Bill Lawrence, Wajcman’s application is void ab initio.

4.  Bill Lawrence has a good faith belief in the validity of his application for registration because “Bill
Lawrence” refers to himself, a living person. At the time of filing his application, Bill had a good faith belief that
Mr. Wajeman had no right to register “Bill Lawrence” because Bill has never given anyone permission to
register his own name as a trademark to anyone. Mr. Wajcman, apart from failing to state a claim by not
adequately pleading fraud as required by FRCP Rule 9, which by itself is a separate and independent grounds for
granting summary judgment, has failed to present any genuine issue of material fact to show that Bill Lawrence
committed fraud on his application. Accordingly, Bill’s motion for summary judgment must be granted and
Wajcman’s motion for summary judgment denied because as a matter of law Wajeman has failed to plead fraud
and will be unable to prove it.

5. Inview of the statutory prohibitions precluding Wajcman from registering “Bill Lawrence”, there are no
grounds for granting Wajcman’s own counter-motion for summary judgment. Not only did Wajeman fail to
allege any facts to show that Bill Lawrence was not entitled to registration, he will now be unable to obtain his
own registration because he falsely stated that “Bill Lawrence” does not refer to a living person.

6. Because Mr. Wajcman'’s original application included no copy of any written permission from Bill
Lawrence, Mr. Wajcman’s application is void from the start and his cancellation proceeding has no basis in law

orin fact. Even if the PTO were to allow Wajcman to continue to rely on the forgeries and other falsehoods, as

BILL LAWRENCE’S SUPPLEMENTAL POINTS AND AUTHORITIES IN SUPPORT ’

OF REIGISTRANT’S MOTION FOR SUMMARY JUDGMENT
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discussed in the original motion for summary judgment, the PTO should not allow Wajcman to further confuse
the situation by maintaining that “Bill Lawrence” does not refer to a living person in this cancellation proceeding.
PRAYER
WHEREFORE, THE REGISTRANT BILL LAWRENCE prays for the following,
For the above reasons, Bill Lawrence respectfully requests that his motion for summary judgment be
granted on the grounds that Bill Lawrence had a good faith belief in the validity of his own application, that
Wajcman’s counter motion for summary judgment be denied on the grounds that “Bill Lawrence” refers to a

living person and he has no permission to register, and that Wajcman’s cancellation proceeding be terminated.

Dated: February4,2007.

Gregory Richardson
Attormey for Bill Lawrence

BILL LAWRENCE’S SUPPLEMENTAL POINTS AND AUTHORITIES IN SUPPORT ’

OF REIGISTRANT’S MOTION FOR SUMMARY JUDGMENT
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CERTIFICATE OF SERVICE

I hereby certify that a copy of

BILL LAWRENCE’S SUPPLEMENTAL POINTS AND AUTHORITIES IT IN SUPPORT
OF REIGISTRANT’S MOTION FOR SUMMARY JUDGMENT; REQUEST FOR
JUDICIAL NOTICE OF REFUSAL IN WAJCMAN’S APPLICATION SERIAL NO.
76594437

on the following attorney of record for Petitioner, by depositing same with
the United States Postal Service on this 4th Day of February, 2007, addressed
as follows:

Jay S. Kopelowitz

Kopelowitz & Associates
12702 Via Cortina, Suite 700
Del Mar, California 92014

Gregory Richardson

BILL LAWRENCE’S SUPPLEMENTAL POINTS AND AUTHORITIES IN SUPPORT :

OF REIGISTRANT’S MOTION FOR SUMMARY JUDGMENT




UNITED STATES PATENT AND TRADEMARK OFFICE

SERIAL NO: 76/594437
APPLICANT: Wajcman, Jzchak N. %k 7 6 5 9 4 43 7 %k
CORRESPONDENT ADDRESS: RETURN ADDRESS:
JAY S. KOPELOWITZ Commissioner for Trademarks
KOPELOWITZ & ASSOCIATES P.O. Box 1451
12702 VIA CORTINA, SUITE 700 Alexandria, VA 22313-1451

DEL MAR, CALIFORNIA 92014

MARK: BILL LAWRENCE
CORRESPONDENT’S REFERENCE/DOCKET NO: N/A Please provide in all correspondence:

CORRESPONDENT EMAIL ADDRESS: 1. Filing date, serial number, mark and

applicant's name.
2. Date of this Office Action.
3. Examining Attorney's name and

Law Office number.
4. Your telephone number and e-mail address.

OFFICE ACTION

RESPONSE TIME LIMIT: TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE
TO THIS OFFICE ACTION WITHIN 6 MONTHS OF THE MAILING OR E-MAILING DATE.

MAILING/E-MAILING DATE INFORMATION: If the mailing or e-mailing date of this Office action does not appear
above, this information can be obtained by visiting the USPTO website at http://tarr.uspto.gov/, inserting the application
serial number, and viewing the prosecution history for the mailing date of the most recently issued Office communication.

Serial Number 76/594437
This application has been removed from suspension.

A Letter of Protest has been granted in this matter. The trademark examining attorney has reassessed the application in light of
the evidence supplied with the granted Letter of Protest. A copy of the evidence presented in the Letter of Protest and the
memorandum that accompanied the evidence are attached. See TMEP §81715 er seq. regarding Letters of Protest.



Upon careful consideration of the application in light of this new evidence, the trademark examining attorney has determined
that new refusals and requirements are necessary. In addition, the trademark examining attorney maintains the refusal
under Section 2(d) originally issued in the Office action dated August 4, 2005. Therefore, a proper response to this Office
action must address each issue raised in the preceding Office action as well as those herein.

New Issue — Refusal Under Section 2(a) based on False Connection

Registration is refused because the proposed mark consists of or comprises matter which may falsely suggest a connection
with Bill Lawrence. Although not connected with the goods or services applicant provides under the proposed mark, “Bill
Lawrence” is so famous that consumers would presume a connection. Trademark Act Section 2(a), 15 U.S.C. §1052(a);
TMEP §§1203.03, 1203.03(e) and 1203.03(f); See generally University of Notre Dame du Lac v. J.C. Gourmet Food
Imports Co., 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983); In re Nuclear Research Corp., 16 USPQ2d 1316 (TTAB
1990); University of Alabama v. BAMA-Werke Curt Baumann, 231 USPQ 408 (TTAB 1986); In re Cotter & Co., 228
USPQ 202 (TTAB 1985); Buffett v. Chi-Chi’s, Inc., 226 USPQ 428 (TTAB 1985).

The following is required for a showing of false connection under Section 2(a):

# the mark sought to be registered is the same as or a close approximation of the name or identity of a person or
institution;

# the mark would be recognized as such;

# the person or institution identified in the mark is not connected with the goods sold or services performed by
applicant under the mark; and

# the fame or reputation of the named person or institution is of such a nature that a connection with such person
or institution would be presumed when applicant’s mark is used on its goods or services.

In re Nuclear Research Corp., 16 USPQ2d 1316 (TTAB 1990); In re Cotter & Co., 228 USPQ 202, 204 (TTAB 1985);
Buffett v. Chi#Chi’s, Inc., 226 USPQ 428, 429 (TTAB 1985).

The term at issue need not be the actual, legal name of the party falsely associated with applicant’s mark. See, e.g., Buffett
v. Chi#Chi’s, Inc., 226 USPQ 428, 429 (TTAB 1985) (MARGARITAVILLE held to be the persona of singer Jimmy
Buffet). The term must, however, be so uniquely and unmistakably associated with the named party as to constitute that
party’s name or identity. Id.; See also In re Cotter & Co., 228 USPQ 202, 204 (TTAB 1985).

In this case, the evidence attached to the Letter of Protest demonstrates that “Bill Lawrence” is a name adopted by Willi L.
Stich and that Bill Lawrence is regarded as one of the outstanding designers of electric guitars. Moreover, the examining
attorney refers to the excerpted articles from the examining attorney's search of the Internet using the GOOGLE® search
engine in which “Bill Lawrence” and “guitar” appeared in over 67,000 stories. They demonstrate how well known Mr.
Lawrence is in the guitar and musical instrument industry. See attachments. The submitted stories are a representative
sample of the stories retrieved by the indicated search. Sample search summary page(s) and representative stories from the
search have both been provided. Search result summary pages have probative value since search engine results as well as
Web site contents are equally accessible to the consuming public and both constitute evidence that the public may be
exposed to the term. See In re Fitch ICBA Inc., 64 USPQ2d 1058 (TTAB 2002). Printouts of articles downloaded from the
Internet are admissible as evidence of information available to the general public, and of the way in which a term is being
used by the public. TMEP §710.01(b). In re Total Quality Group Inc., 51 USPQ2d 1474, 1475-76 (TTAB 1999);



Raccioppi v. Apogee Inc., 47 USPQ2d 1368, 1370-1 (TTAB 1998). With regard to evidence the Trademark Trial and
Appeal Board has also stated that newswire stories have probative value because of the increasing use of the personal
computer to obtain news and information, see In re Cell Therapeutics Inc., 67 USPQ2d 1795 (TTAB 2003); and that
foreign publications and English language websites have probative value since the Internet is a tool widely available to all.
See In re Remacle, 66 USPQ2d 1222 (TTAB 2002) at note 5.

Based on the foregoing, it is clear that upon viewing applicant’s goods, consumers would believe Mr. Lawrence to be
associated with the goods. However, Mr. Lawrence does not appear to be associated with the goods. Thus, there is a false
connection between Mr. Lawrence and the goods and registration is properly refused under Section 2(a) of the Trademark
Act.

Please note that even if applicant did not intend to adopt the name of a living individual, it does not obviate a false
connection refusal. Trademark Act Section 2(a) does not require such intent. See, e.g., Consolidated Natural Gas v. CNG
Fuel Systems, Ltd., 228 USPQ 753 (TTAB 1985); S&L Acquisition Co., v. Helene Arpels Inc., 9 USPQ2d 1221 (TTAB
1987). However, evidence of such intent is highly probative that the public will make the intended false connection.
University of Notre Dame du Lac v. J.C. Gourmet Food Imports Co., 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983).

Finally, please note that it is not relevant whether purchasers would realize, at some point after purchase, that no connection
exists between the listed goods or services and the person. In this regard, the focus is on “the initial reaction or impact of
the mark when viewed in conjunction with the applicable goods or services.” In re Bicentennial Society, 197 USPQ 905,
906 (TTAB 1978).

Likelihood of Confusion

Registration of the proposed mark also is refused because of a likelihood of confusion with the mark(s) in U.S. Registration
No(s). 2303676. Trademark Act Section 2(d), 15 U.S.C. §1052(d); TMEP §§1207.01 et seq. See the enclosed
registration(s).

Taking into account the relevant DuPont factors, a likelihood of confusion determination in this case involves a two-part
analysis. First, the marks are compared for similarities in appearance, sound, connotation and commercial impression. In
re E. I. DuPont de Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973). Second, the goods or services are
compared to determine whether they are similar or related or whether the activities surrounding their marketing are such
that confusion as to origin is likely. In re National Novice Hockey League, Inc., 222 USPQ 638 (TTAB 1984); In re August
Storck KG, 218 USPQ 823 (TTAB 1983); In re Int’l Tel. and Tel. Corp., 197 USPQ 910 (TTAB 1978); Guardian Prods.
Co., v. Scott Paper Co., 200 USPQ 738 (TTAB 1978); TMEP §§1207.01 et seq.

Regarding the issue of likelihood of confusion, all circumstances surrounding the sale of the goods and/or services are
considered. Industrial Nucleonics Corp. v. Hinde, 475 F.2d 1197, 177 USPQ 386 (C.C.P.A. 1973). These circumstances
include the marketing channels, the identity of the prospective purchasers, and the degree of similarity between the marks
and between the goods and/or services. In comparing the marks, similarity in any one of the elements of sound, appearance
or meaning is sufficient to find a likelihood of confusion. In comparing the goods and/or services, it is necessary to show
that they are related in some manner. In re White Swan Ltd., 8 USPQ2d 1534, 1536 (TTAB 1988); In re Lamson Oil Co., 6
USPQ2d 1041, 1043 (TTAB 1987); In re Mack, 197 USPQ 755, 757 (TTAB 1977); TMEP §8§1207.01 et segq.

Comparison of the Marks



Applicant’s mark “BILL LAWRENCE?” is identical to the registered mark. Accordingly, since the marks are so similar in
sound, appearance and overall commercial impression, confusion as to source is likely.

Comparison of the Goods/Services

In this case, applicant’s goods/services are musical instruments accessories, namely, electronic sound pickups for guitars;
musical instruments, namely, guitars. The registration covers technical consulting in the nature of design and evaluation of
stringed musical instruments and accessories, namely, pick-ups, strings and bridges.

Many entities provide both musical instruments and services related thereto. In this regard, attached are copies of printouts
from the USPTO X-Search database, which show third-party registrations of marks demonstrating this. These printouts
have probative value to the extent that they serve to suggest that the goods and/or services listed therein are of a kind that
may emanate from a single source. In re Infinity Broadcasting Corp. of Dallas, 60 USPQ2d 1214, 1218 (TTAB 2001),
citing In re Albert Trostel & Sons Co., 29 USPQ2d 1783, 1785-86 (TTAB 1993); and In re Mucky Duck Mustard Co., Inc.,
6 USPQ2d 1467, 1470 at n.6 (TTAB 1988).

Additionally, consumers are likely to be confused by the use of similar marks on or in connection with goods and with
services featuring or related to those goods. See In re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 6 USPQ2d 1025 (Fed.
Cir. 1988) (BIGG’S for retail grocery and general merchandise store services held confusingly similar to BIGGS for
furniture); In re U.S. Shoe Corp., 229 USPQ 707 (TTAB 1985) (CAREER IMAGE (stylized) for retail women’s clothing
store services and clothing held likely to be confused with CREST CAREER IMAGES (stylized) for uniforms); In re
United Service Distributors, Inc., 229 USPQ 237 (TTAB 1986) (design for distributorship services in the field of health and
beauty aids held likely to be confused with design for skin cream); In re Phillips-Van Heusen Corp., 228 USPQ 949 (TTAB
1986) (21 CLUB for various items of men’s, boys’, girls’ and women’s clothing held likely to be confused with THE “21”
CLUB (stylized) for restaurant services and towels); Steelcase Inc. v. Steelcare Inc., 219 USPQ 433 (TTAB 1983)
(STEELCARE INC. for refinishing of furniture, office furniture, and machinery held likely to be confused with
STEELCASE for office furniture and accessories); Mack Trucks, Inc. v. Huskie Freightways, Inc., 177 USPQ 32 (TTAB
1972) (use of similar marks for trucking services and on motor trucks and buses is likely to cause confusion).

Moreover, if the marks of the respective parties are identical, the relationship between the goods or services of the
respective parties need not be as close to support a finding of likelihood of confusion as might apply where differences exist
between the marks. Century 21 Real Estate Corp. v. Century Life of America, 970 F.2d 874, 877, 23 USPQ2d 1698, 1701
(Fed. Cir. 1992), cert. denied 506 U.S. 1034 (1992); In re Opus One Inc., 60 USPQ2d 1812, 1815 (TTAB 2001); Amcor,
Inc. v. Amcor Industries, Inc., 210 USPQ 70 (TTAB 1981); TMEP §1207.01(a).

Accordingly, registration must be refused because the average purchaser would be likely to conclude that applicant’s
goods/services and those in the cited registration(s) emanate from a common source.

Although the trademark examining attorney has refused registration, applicant may respond to the refusal to register by
submitting evidence and arguments in support of registration. If applicant chooses to respond to the refusal(s) to register,
then applicant must also respond to the following requirement(s).

Requirement under Section 2(c) — Consent and Name of a Living Individual

Applicant was previously required to clarify whether the name in the mark identifies a particular living individual.
Applicant indicated that it did not.



However, the evidence now of record clearly demonstrates that the name in the mark does identify a living individual. The
mark is a name adopted by Willi Stich whose birth name was Willi Lorenz Stich. Therefore, applicant must submit the
following:

(1) asigned, written consent from Bill Lawrence (Willi Stich) authorizing applicant to register the name as a trademark
with the USPTO; and

(2) astatement that “Bill Lawrence” in the mark identifies a living individual whose consent is of record..”

Trademark Act Section 2(c), 15 U.S.C. §1052(c); TMEP §§813 and 1206.

Note

The examiner notes that the cancellation proceeding involving the cited registration is ongoing.
If applicant has any questions, please do not hesitate to contact the undersigned.
/Maureen Dall/

Maureen L. Dall

Trademark Attorney, Law Office 117
United States Patent and Trademark Office
Phone: 571-272-9714

HOW TO RESPOND TO THIS OFFICE ACTION:
ONLINE RESPONSE: You may respond using the Office’s Trademark Electronic Application System
(TEAS) Response to Office action form available on our website at http://www.uspto.gov/teas/index.html. If
the Office action issued via e-mail, you must wait 72 hours after receipt of the Office action to respond via
TEAS. NOTE: Do not respond by e-mail. THE USPTO WILL NOT ACCEPT AN E-MAILED
RESPONSE.

* REGULAR MAIL RESPONSE: To respond by regular mail, your response should be sent to the mailing

return address above, and include the serial number, law office number, and examining attorney’s name.
NOTE: The filing date of the response will be the date of receipt in the Office, not the postmarked date.
To ensure your response is timely, use a certificate of mailing. 37 C.F.R. §2.197.

STATUS OF APPLICATION: To check the status of your application, visit the Office’s Trademark Applications and
Registrations Retrieval (TARR) system at http://tarr.uspto.gov.

VIEW APPLICATION DOCUMENTS ONLINE: Documents in the electronic file for pending applications can be
viewed and downloaded online at http://portal.uspto.gov/external/portal/tow.



GENERAL TRADEMARK INFORMATION: For general information about trademarks, please visit the Office’s
website at http://www.uspto.gov/main/trademarks.htm

FOR INQUIRIES OR QUESTIONS ABOUT THIS OFFICE ACTION, PLEASE CONTACT THE ASSIGNED
EXAMINING ATTORNEY SPECIFIED ABOVE.



Commissionet for Trademarks
P.G. Box 1451

Alexandria, VA 22313-1451
WA USpto. gov

MEMORANDUM

DATE:

TO: Maureen L. Dall
Examining Attorney
Law Office 110

FROWNA: Jessie N. Roberts

Adniinistrator for Trademark
Classification & Practice

SUBJECT: Letter of Protest concerning Application Serial No, 76594437

Bill Lawrence is a living mdividual of significance in the field of musical instruments, in particular,
electronic sound pickups for guitar. It is neted that the Examining Attorney inquired as to- whether the
name presented in the mark is a living individual to which the applicant rezponded that he was not.
The evidence submitted by the protestor is found to be significant concetning this issue.

The following evidence was submitted and is attached hereto:

Copigs of publications in the field of musical indtruments, in particular, the guitar in which Bill
Lawrence is referred to as a significant figare in that field. Also, a copy of a patent for a pickup
apparaius for stringed musical instrument hay been submitted in which Willi L. Stich ig listed as the
inventor. The registration cited by the Examining Attorney in her suspension letter of August 3, 2005
indicates that Bill Lawience is a pseudonym for Willi L. Stich.

A Letter of Protest 18 granted 1f the evidence presented by the protester established a clear case which
supports a refusal, requirement or suspension in an application. Publication of the mark for opposition
without consideration of the issus and evidence presented in the Letter of Protest may result in a clear
error by the Office. This standard has been met by this Letter of Protest. Therefore, a refusal,
requiremnent or suspension based on the objection presented in the Letier of Protest should be issued.
Applicant, of course, may present argument concerning this action.
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