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Attorney's Docket No. 05280-0002A TRADEMARK

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN THE MATTER OF REG. NO. 2,682,978 SANTANA'S MEXICAN FOOD
... ES MUY BUENO HOME OF
FAMOUS CALIFORNIA BURRITO and
design
Date Registered: 8 October 2002 International Class 042

ARTURO SANTANA GALLEGO
Petitioner,
V.

SANTANA'S GRILL, INC.

N N N N N N N N N

Registrant
Cancellation No. 92043152

PETITIONER'S MOTION TO RESUME WITH CANCELLATION PROCEEDING

Commissioner for Trademarks
2900 Crystal Drive
Arlington, VA 22202-3514

Attn: BOX TTAB NO FEE

Dear Sir:

Pursuant to T.B.M.P. § 510.02(a) {5, Arturo Santana Gallego ("Petitioner"), hereby
requests that the Trademark Trial and Appeal Board (the "Board") remove the suspension granted
to Registrant and resume the above referenced Cancellation.

T.B.M.P. § 510.02(a) {5 indicates that: "However, if as sometimes happens, the court

before which a civil action is pending elects to suspend the civil action to await determination of
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the Board proceeding and the Board is so advised, the Board will go forward with its proceeding."

The suspension was granted by the Board on a Motion of Registrant pending the outcome
of Case No. 03 CV 2340 L(RBB) in U.S. District Court, Southern District of California.
Enclosed is a copy of an ORDER GRANTING MOTION TO STAY LITIGATION from Judge
M. James Lorenz in Case No. 03 CV 2340 L(RBB). Judge Lorenz indicates in the ORDER that
the above identified Cancellation should go forward in the TTAB while staying Case No. 03 CV
2340 L(RBB).

Such resumption is hereby requested.

In Registrant's Motion to Suspend, Registrant requested that the Board reset the time
period for Registrant to respond to the Petitioner for Cancellation, as well as the close of the
discovery period and the testimony periods. Although the Registrant's request was in case the
Board did not grant Registrant's Motion to Suspend, since the effect of granting the Petitioner's
present Motion will be effectively the same as if the Registrant's Motion had not been granted,
upon granting of Petitioner's present Motion, Petitioner requests resetting of the time periods so
that Registrant has sufficient time to respond, and produce discovery and testimony.

Respectfully submitted,

VANETTEN SUZUMOTO & BECKET

/IGeorge W. Finch//
Dated: 18 June 2004 George W. Finch
1620 26th St., Suite 6000, North Tower
Santa Monica, CA 90404
(310) 315-8200
Attorneys for Petitioner, Arturo Santana Gallego
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CERTIFICATE OF SERVICE

I hereby certify that I served a copy of the foregoing PETITIONER'S MOTION TO
RESUME WITH CANCELLATION PROCEEDING upon Registrant's counsel by depositing
one copy thereof including all attachments in the United States Mail, first-class postage prepaid,
on June 18, 2004, addressed as follows:

AnneMarie Kaiser

Knobbe Martens Olson & Bear LLP
550 West C Street, 12" Floor

San Diego, CA 92101

[/George W. Finch//
George W. Finch

180960.1



11.S. Distriet Court

Southern District of California
880 Froni Street. Room 4290
San Dicpo, CA 92101-8900

FAX-IN-TIME NOTICE:
his Fax i an oMcid commmmicition of the
LLS: Distriet Court Tor the Souther Distrcl
of Calilormi Plese he aware thal these e
the only capres olihese docwnerds il you
will receive imless specificdly requested.

 To: Maria Armenta Date 06/07/04
From: Clerk U.S. District Court i ¢ ¢

Fax queued: 06/07/04 at 08:52:30 CASE: 032340-CV #00044

CONFIDENTAL

Any gquestions about missing pages or unreadable copy, please call (619)
557-7667. The information contained in this facsimile message is attorney
privileged and confidential. It is intended only for the use of the
individual or entity named above. If the reader of this message is not the
intended recipient, or the employee or agent responsible to deliver it to
the intended recipient, you are hereby notified that any dissemination,
distribution or copying is strictly prohibited. If vou have received this
communication in error, please call us immediately. Thank you.

IMAGES OF CASE FILINGS NOW AVAILABLE ON THE INTERNET!

Web PACER provides users with browser access to dockets and scanned images
of filed documents without leaving the comfort of their office/home,
Document copies can now be obtained more quickly and without making a trip
to the Clerk®s Office. Users with a PACER account can visit
http://pacer.casd.uscourts.gov/index.php via user i.d. and password for
immediate Web PACER access to the Southern District of CARs docket and case
filings. VLinks to other courtsE Web PACER sites can be found at
http://pacer . psc.uscourts.gov/egi-bin/links.pl. An access fee of 5.07 per
page viewed will be assessed. Those interested in establishing a PACER
account can contact the PACER Service Center at (800) B676-6856 or register
on line at www.pacer.psc.uscourts.gov,

Mail & fax related issues, such as incomplete or illegible pages, should be
directed to
(619)557-7687.




L. 3 N R B e

DN NN Y RS DY — —
2 N e N e Nl s e v e e e rn i e

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA

SANTANA’S GRILL, INC,, Civil No. 03-CV-2340-L(RBB)
Plaintiff, ORDER GRANTING MOTION TO
STAY LITIGATION [doc. #29]:
V. REQUIRING STATUS REPORT; and
CONFIRMING JUNE 28, 2004 AS
ARTURO CASTANEDA, et al., HEARING DATE FOR MOTION TO
DISMISS [doc. #39]
Defendants.
Defendants move to sfay the above-captioned case pending cancellation proceedings in
the United States Patent and Trademark Office. The motion has been fully briefed and the Court
finds this matter suitable for determination on the papers submitted and without oral argument

pursuant to Civil Local Rule 7.1(d)(1). Having fully reviewed the matter, the Court enters the
following decision.
BACKGROUND
This action arises from a family dispute over the use of a family name in connection with
twelve Mexican restanrants. Plaintiff Santana’s Grill, Inc. filed this action on November 24,
2003, alleging trademark infringement and false designation of origin under the Lanham_Act,
and trademark infringement under California Business & Professions Code §§ 14335, ef seq.,

unfair competition under California Business & Professions Code § 17200, ef seq., and trade
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name infringement under California Business & Profcssions Code § 14402, ef seq. On March
30, 2004, Arturo Castaneda, Arturo Santana Lee, and Pedro Santana Lee (“defendants”) filed
their Answer and Counterclaims. Defendants allege in their counterclaims that the plaintiff's
trademark registrations, Nos. 2,682,978, 2,631,458 and 2,634,976, were obtained by plaintiff’s
false representations or material misreprescntations to the United States Patént and Trademark
Office (“USPTO"). Defendants/counterclaimants seek, inter alia, cancellation of the
trademarks. |
MOTION TO STAY LITIGATION

Defendants seek to stay litigation after filing three pctitions for cancellation qf the
trademark registrations before the USPTO. Relying on the Court’s inherent discretion to control
its docket, defcndants contend that the interests of preserving resourccs, seeking a speedy
resolution of the matter and balancing the competing interests of the partics would be met by
staying this litigation until the conclusion of the USPTO’s Trademark Trial and Appeal Board
(“TTAB”) proceedings. Defendants cite to Citicasters Co. v. Country Club Communications,
44 U.S.P.Q.2d 1223, 1997 WL 715034 (C.D. Cal. 1997) which granted a stay because of "the
efficiencies generatcd by the TTAB first addressing the issues involved in this matter,” and
because "the court [was] confident that the TTAB [would] exercise its specialized knowledge in
effecting a determination that will prove valuable to this court." Id. at 1224 . The factors which
convinced the Citicasters court to grant the stay were the lack of demonstrable harm resulting
from a stay and the efficiencies generated by having the TTAB address the issues first. The
court also noted that any delay resulting from the stay was minor. Further, the court stated that
any such delays would be countered by the greater speed at which the court would be ultimatcly
be able to decide the issues because there would be little in the way of new discovery required,
and the legal issues, though not disposed of, would be clearly set out. /d.

Plaintiff argues, howcver, that a stay should not be granted because the TTAB has
suspended the cancellations proceedings involving two of the three trademark registration at

plaintiff’s request. Accordingly, plaintiff contends the “requisite basis for Defendants’ motion
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to stay this action no longer cxits.” (Opp. at 1). Because the TTAB is bound by federal district

i

court decisions while district courts are not bound by TTAB decisions, the TTAB will suspend
proceedings before it when the parties are involved in a civil action that has a bearing on the
issues before the Board. But if a district court decides to stay its proceedings until the TTAB
renders its decision in a case, the TTAB will proceed to decide the case before it.

_The Court recognizes that there is a split of opinion concerning whether a stay should be
granted in thesé types of cases; however, the Court, in its discretion to manage its cases

efficiently and fairly, finds that a stay is appropriately granted here. Plaintiff does not show that
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it would suffer any harm from a stay. Any delay would be compensated by a prompt decision

from the TTAB based upon its specialized knowledge. Moreover, plaintiff fails to make a

<

showing that cfficicncies would not be realized if the issue of fraud on the USPTO was resolved

by the TTAB.
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CONCLUSION

Based on the foregoing, the court finds that there is no showing that demonstrable harm
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would result to either party if a stay is granted. Further, the TTAB's specialized knowledge as
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court proceedings continue.
Accordingly, IT IS ORDERED granting defendants’ motion to stay litigation except

—
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with respect fo defendant Arturo Santana Gallego’s currently pending motion to dismiss for lack

s
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of subject matter jurisdiction the sixth claim for relief contained in the counterclaims filed by
plaintiff Santana’s Grill, Inc,
IT IS FURTHER ORDERED that Gallego’s motion to dismiss [doc. #39], which is set

for hearing on June 28, 2004, will go forward on the papers submitted and without oral argument
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pursuant to Civil Local Rule 7.1(d)(1). The motion will be deemed submitted on June 28, 2004.
IT IS FURTHER ORDERED that the parties shall file with the Clerk of the Court a
notification of any and all decisions of the USPTO within five days of the receipt of such
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decisions.
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applied to these facts would be an advisory opinion helpful to the district court once the district
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IT IS FURTHER ORDERED that the parties shall file a joint status report on

September 13, 2004,
IT IS SO ORDERED.
Dated: _G"é‘/a 9(

COPY TO:

HON. RUBEN B. BROOKS
UNITED STATES MAGISTRATE JUDGE

ALL PARTIES/COUNSEL

A

. Z
UNITED STATES DISTRICT JUDGE
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