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Nicole Whyte, Esq.

Michael Sandstrum, Esy.

Bramer Whyte Brown & O'Meara, LLP
20320 S.W. Birch Sireet, Second kKloor
Newyport Beooh, CA 926460

(949) 221-1000

(949) 221-1001 (Fax)

Attomoy for Registrant
SANTANA'S GRILL, INC.

N TIiE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ARTURQ SANTANA GALLEGO, Canccllation Nos. 92043152
(Consolidated) 02043160
Petitioner, 92043175

v.

1 henby cortify that this Motion for
Default Jurgment wnd the conc::muy

WG Y (iled Deslaration of Michart A. Sandstrum,
SANTANA'S GRILL, INC, and ull marked attochments, {f any, as
being deposited with the Unpited Stares
Registrant. Post Ofmee via Cemificd Mail ond
aldiessed to Trademark Trial & Appeal
Rramd, P.O. Dox 1451, Alexandria, VA

21313.1451 .
| &-1-0§

Date
) e—

Michael A. Sapdstrum

REGISTRANT'S MOTION FOR JUNGMENT UNDER TRADEMARK RULFE 2.132(a)

Regisirant, SANTANA'S GRILL, INC., huehy submits this Motion to Dismiss the
Pelitious to Canccl filed by Petitioner, ARTURO SANTANA GALLEGO, including
Caneelluiion Procecding Nos. 92043152, 97043160, and 92043175 (consolidated), on grounds

that Petitioncr has failed to prosecule his case. 317 CE.R § 2.132(a); Procyun Pharmaceuticals
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Inc. v. Procyon Diopharma Inc., 61 UISPQ2d 1542 (T.T.AD. 2001). Specifically, Petitioner's
testimory period closed on Octuber 16, 2006 (extended from Scptember 29, 2006) without the
taking uf any testimony and without the submission of any dncumentary evidenue or otherwise t0
the Béard. In light of Petitioner's completo failure to introduce any cvidence in support of the
claims asseried in the Petitions to Cuneel Registration Nos. 2631458, 2682978, and 2634976, a

default judguent dismissing this canceMation proceeding should be taken against Petitioner.
1.  INTRODUCTIO

Dotitioner’s Trial Testimonial penod was set 1o cluse on Scptember 30, 2006. Bawever,
on Scptember 22, 2006, in 1ien nf taking trial testimony, Petitioncr made a Qriuen settfement
offer to Registrant, {Declaration of Michacl A. Sandstrum ("Sandstrum Decl.") at 9 2 ] Thehasic
{erms of the settlement offer inchuded the payment of certain monies to Petitioner in exchange
for Registrant's exclusive right lo use the disputed service marks/n:mes and a dismissal of the
peniling action, among other terms. [1d. at Bxh. A.] On the same day, Registrant contirmed its
aceeptance to the basic te1ms of Petitiuner's scttlement offer. {1d. at Exh. B ] Tnagood faith
attewpt to work out the details of 2 writtem Settlement Agreement and Releaye without
prejudicing Petitioner, Registrant propused a two-woek extension of Petitioner's trial testimony
period which was sot to close on September 30, 2006. [Sandstrum Decl. at J 3, Bxh. C.] Upon
receiving Petitiones’s consent to the same, on September 26, 2006, Registrant filed u otion with
the Board ta cxtend Petitioner's trial testimony period to October 16, 2006. All other daes,
includiug Registrant's own testimony periwl, were requcsted to romain the same. The

Board grantcd the congent motion on Octaber 4, 2006.

2
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With Registrant's 30-day testimony period set to 0pen on October 30, 2006, Registrant
mado every effort 1o finalize the terms of the Settloment Agreement hefore the commencemeit
ofits testimony petiod. On September 25, 2006, September 26, 2006, September 27, 2006 and
October 4, 2006, Registrant sent written vorrespondence to Petitioner with draft language [or the
written Setilement Agreement and requested Petitionor's commenly/propased language regarding
the same. [Sandstrum Decl. at ] 4,Exh. D] However, Petitioner failed to respond to

Rogistrant's repeated requests for draft language to incorporate into the Settiement Agreement.

On October 10, 2006, without sending any comments Of proposed language to Registrant,
Petitioncr requested thal Registrant forward a copy of ils proposed gettlement agreement s0 that,
ip the words of Petitioner, "we can Wrap this up." [Sandsirum Decl. atg5,Exh B] In
response, on October 12, 2006, Registrant cmailed Petitione A copy ofits draft Settlement
Ayreement and Murtual Release ("Agreement”) and requested that T'etitioner advise of any
consments as soon as possible. [Sandstrum Decl. at 46, Exh. F.] On October 19, 2006, still
having heard nothing from Pelitioner, Registrant sent another email to Petitioner requesting
Putjfioner's comments to the Settlement Agrocment noting that time is of the essence with the
Regpistrant's impending trial testionial period sét to open the following month. [Sandstrum

Degl. 447, Bxh. G.)

It was not until October 27, 2006 tha! Petitioner responded to the drafl Agrecment sent by
Registrant on October 12, 2006. [Sandstrwn Decl. at ¥ 8, Exh, H.] By email dated October 27,
2006, Pelitioner confirmed that "the agreetuet is finc a313." [ld.] The only issne that arose was
in connection with Petitioner's requesl of Registrant to share in the costs of transcribing the

Qettlement Agreement from English to 8 panish, [1d.] However, again on October 31, 2006,

2
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Petitioner reassured Registrant thaut Petitioner ig "agreeable on the material poiuts” of the written

Agreement. [k1]

On November 2, 2006, Registrant confirmod via e-mail to Petitioner that Petitioner
approved the writlen &cttlement Agreemen! and Mutual Release prepared by Registrant.
{Sandstrum Decl. at § 9, Cxh. 1.} Registrant attached yot another copy of the Agreement 1 the e-
imail for transeription Ly Petitioner with only minor revisions to the dules and a roquest for 8

physical address for "Notice” issues to be incurporated into the Agreement. [Id.]

On November 6, 2006 xnd November 7, 2006, with no mponr;e from Petitioner,
Regisliant sent yet another email to Registrant emphasizing the necd 0 finalize the Agsecment t0
avoul farther disruption t0 Registrant's businese plans. [Samlsioum Deel. at ] 10, Exh. J.]
Registrunt continued to request that the Agrcement be fully executed as 5001 88 possible, amd

after nut received o response gave Petitioner until November 10, 2006.

Due to (b substantial delay on the party of the Petitioner, on November 7, 2006, over six
weoks since the lentative scttlement had becu reached on September 22, 2006, and in an ctfort to
protect i’gs interests, Registrant obtained the cousent of Petitioner to file a motiun to extend
the close of Reglstrant's testimony period to December 21, 2006. [Sendstrum Decl. at § 11]
‘Fhe consent motivn was grantcd by the Board on Novenber 8, 2006, {1d.] The Petiliones’s trial
testimonial period had already lapsed on October 16, 2006, and no request was made by
Petitioner 1o extend his trial testimonial period. In turn, s noted above, Registrant, sough! s

consent of Petitiuuer to extond its trial testimonial period until December 21, 2006.

4
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Atfter receiving nothing on November 1 6, 2006, and with Registrant's approaching
testimony period, on November 13, 2006, Registrant scnt written correspondence 0 Petitioner
demanding that Petitioner's signatures 10 the Aprcamont be received by Registrant no later than
November 15,2006, [Sandstrum Decl. at§ 12, Exh. K.} Kegistrant noled that if signatures were
1ot reccived by end of bnsiness day on Novembes 15, 2006, $5,900.00 would be deducted from
the ag;.roed upon settlement amount for every week that the agreement remaius unsigned. [1d.]
In Tesponse, On November 14, 2006, Petitioner affinned that Petitioner's signaiures (o the
Agresingnt would he received by Triday. Noyember 17, 2000, end sent Fed-Bx to Regisfrant for
delivery op Monday, Nov&nbm 20, 2006. [Sandsrum Decl. at Y 13, Exh. L.] Then, on
November 17, 2006, Peﬁﬁont‘f confirmed that the translation had been received and that
Petitiouer's signatures would be Jelivercd one day later to Registrant via facsimile on Tuesday,
November 21, 2006, [Sandstrum Dec). at 1 14, Exh. ML] Yet apuin on November 20, 2006,
Petitionta’s counscl Eaguin confirmed that they should have signatures hy November 21, 2006.

[Sandstmm Decl. at 4 15, Exh. N.]

However, al end of business day on Novezrher 21, 2006, Registrant had still not received
any signatures [rum Petitionet prompting yet another email by Registrant to Petilioner notifying
Petitioner that signatuses had nof been received as promised. [Sandétrum Degl. at 16, Fxh. O.]
On November 22, 2006, Registrant's counsel replied (hat one of her clients had been deluyed on
o trip to Mexico and that all signatures would be received today (November 22, 2006) and wuuld

be sent via facsimile or email soan as soon as received. {Id].

Despite Regietrant’s diligent cftorts, by November 28, 2000, Registrant still had not

received Petitivner’s signaturcs to the Agreement. [Sandstrun Decl. at Y 17, Exh. P.] On
5
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November 29, 2006, Petitioner's counse] revcaled that an uadisclosed significant problem had
arosc which may requirc that Petitioner’s counscl withdraw as sounscl of record for Petitionet,
[Sandstrum Decl. at § 18] Registrant immediately notified Pelitioner on November 29, 72006 that
Registrant's testimony period had already commenced (set to ulnsé on Decerber 21, 2006) and
requested that Petitioner jmmediately advisc Registrant of the status of signatures/ settlement so
that appropriate action could be taken, including possibly filing 4 wotion to dismiss pursuant to
37 C.F.R. § 2.132. {Sandstrum Decl. at ] 18, Ixh. Q) As of the filing of this Motion for
Judgment on December 7, 2006, Petitioner Lias not responded to Registrant's request for a

status of signatures/settlement prompting Registrant to file this motion for dismissal,

Rogistrant respectfully requests that the Board grant the instant motion xuod enter dofault
jndgment dismissing the cimcellation proceedings egainst Petitioner. Alternatively, if the Doard
Jecides to deny Kegisirant's jnstant motion to dismiss, ﬁcgistrant requests that the Board resct its
Tiial Testimonial period L close March 31, 2007, and keep Petitioncr'a testimondal perivd

dosed. 37 CFR.§2.132

(. PRTITIONER'S FAILURF. TO PRESENT ITS CASE IN CHIEF WITHIN THE
FSTABLISHED TESTIMONIAY, PERIOD 18 GROUNDS FOR DISMASSAL

UNDFR 37 CFR § 2.132(a).

Dismissal is appropriate under 37 CFR § 2.132 (a) where Petitioner has completely failed
10 take any trial testimony and bas failed to submiit any cvidonee to the Board vix Notice of
Reliunce during the proseribed testimony pet i0d, abscnt a showing of good umse. Specificsily,

Trademark Rule 2.152(2) provides us follows:

6
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(a) If the time for taking testimony by any party in the position of plaintiff hos
expired and thul party has not taken lestimony of offered any other evidence, any

purty in the position of deft - dant may, without waiving the right to offer evidence

£+ the event the motion is denied, move (or dismissal on the giound of the failure
of the plaintiff to prosecute. The party in the posilion of plaintiff shall have

. fifteen days from the dute of scrvioe of the motion to show cause why judgment
should not be rendered against nim. In the absence of 2 shiowing of good and
sulficient cause, judgment may be rondered against the party in the position
plaintiff. If the \hotion is dented, testimony periods will be resel for the party in
the position of dofondant and for rehuttal,

Here, Petitioner's trial testimauy period expired on Ocloher 16, 2006 per the consent
motion filed by Registrant on Septemher 26, 2006 and approved and ordered by the Bod on
Octobex 4, 2006, [Attached hereto as Exhibit A is a true and correct cOpY of the Board's onder
granting an extension of Petitioner’s Tesimony period o Octuber 16, 2006} Considering
Petitioner's faiturc to offer any testimony or documentary evidenue in support of its Petition to
Cancel, u dismissal of the petition is warranted. Scc Litton Business Systems, Ine. v, F.G.
Furniture C., Inc., 190 USPQ 431,434 (T.T.AB. 1976) ("Since the plaintit¥ bears the burden
of persuasion in the usual case - and because Trademark Rule 2.132 so provides - the plaintiff
may be nou-suited in the event it fails to provide sutficient evidence 10 establish a prima facie

case.”).

1t is Petilioner that has the burden of proving his case and tendering the necexsary
evidence to the Board and defendant in support of his claims. /d.; see aleo 37 CFR § 2.121(b)(1).
11 those cases where petitioner hao failed to present its case in chief, Trademark Rule 2.132 has
been immplemented. As stated in Litton Business Systems, Inc., the purpose of Rule 2.132 is "in
save the defendant [rum the expense and delay of éresenting evidence and a brief and awaiting a
decision if and when it is apparent that plainti [l has droppoed the matter or has failed 1o present 2

prima facie casc." Jd. Where a3 here, Petitioner has not taken any testimony or submitted any

7
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evidenue during his testiraony petiod, Petitioner fus failed to carry his burden of proof and thus
cannot prevail on his claims. See Pumpfan Ltd. v. Sewl Corps. 43 USPQ2d 1582, 1588

(T.T.AR. 1997).

A Inierests Of Judicial Economy Weizh Heavily In Favor Of Dismissing The Claimns

Asserted By Petitioner In Iy Petition To Cancel

‘While the aw does favor judgments un the morita, it is also true that adhcrence to and
enforcement of procedural deadlines by the Patent and Trademark Office is nccessary and
justifiable, Hewlett-Packard Co. v. Olympus Corp. 18 USPQ24 1710 (T.T.AB. 1991). In fact,
in decisions of the Board involving the issue of excusable neglect, the Bourd has found that the
most dominant factuss to consider in determining whether excusable neglect exists are: (1) the
reasons for pot adhering tn the proseribed testimony period and, (2) the reguttant delay created
and its potential impacl on judicial proceedings. Pumpkin Ltd. v. Seed Corps, 43 USPQ2d 1582,
1586 (T.T.A.B. 1997); Sce also Atlanta-Fulton Counly Zoa Inc. v. DeFalma, 45 USPQA 1858
(T.1.A.B. 1998) (finding that opposer's negligent fiiluie to coraply with the set trial schedule

and the recultant adverse impact on the orderly administration of the case Was inexcusable).

Ticre, Petitioner was put on notico of the controtling trial dendlines on multiple occasions.
On May 5, 2006, this Boari granted Registrant's motion to extend (he trial testimony periods of
oth Petitioner and Registrant. [Attachcd hereto as Exhibit B is a true and correct copy of the
Doard's ruling dated May 3, 2006). Pursvant to the May 5, 2006 RBoard ruling, Petitioner’s 30-

day testimony period was sl ta close on Scptember 30, 2006.

H
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Then, on September 25, 20006, in light of the lentative settlement agresment rcached
hetween Petitioner and Registrant, Regjstrant agreed to filc a consent motion ki extend the close
of Petitioner's trial testimony period from Septernber 30, 2006 to October 16, 2006. [Sandstrum
Decl. at 9§ 3, Exh. C]. The Board granted the motion oo October 4, 2006 and nutice of the ruling
was clectronically served on Petitioncr by the Board on the same day. [Attached hereto as

Fxhibit C is a true and correct copy of the Board's ruling dated Qctober 4, 2006].

Thus, Potitioner had ample notice of its 30-day trial testimony period. Despite
knowledge of the closing date, Petitioner's testimony period camne and went and Petitioner fuiled
10 introrluce any evidenoe on his behalf Ttwas wholly within Petitioner's control to either offer
testimuny during the assigned period pr move for an extension of ils trial testimony period.
Regisliant is not aware of any reason for Petitioner's failure to take 1lie nccessary precautions
other than an undisclosed "problem"” uf which Rogistrant was not made awarc until after the
openiny of its own testimony period. [Sundstrum Decl, a4 18], Such an unexplained delay
does not constitutc good cause under 37 CFR 2.132(a). See Procyon Pharmaceuticals ne. v.
Procyon Riopharma, Inc., 61 USPQ 2d 1542, 1543 (T.T.AB. 2001) {"the Boaid has found that
mere vpexplained delay in initisting action in an affectcd time period does not constituic good

cause" (citing Luehrmann v, Kwik Kopy Corp., 2 USPQ2d 1303 (T T.AB. 1987)).

Petitioner's failure to abide by the timeline assignes by the board 18 detrimentai to (be
orderly administration of inter parte proceedings. See AtlantasFulton County Zoo Inc. v.
DePabma, 45 (JSPQ2d 1858, 1860 (L.T.A.B. 1998). Mureover, Petitiotier's complete disrepard
for the timelines impozed by the Board creales unduc delay and a strain on the Buaud's limitcd

 rewrces.  Sco genexally, Notice of Fi inal Rulemaking, 63 ¥R 48081 (Septembe 9,1998)
9
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(discussion regarding tho purpose of inter partc rules designed (i promote expeditous

prosecution and defense of cases without undue delay).

Further, Registrant has been prejudiced by the unreasonable delny caused by Petitioner's
actions, including without Jimitation, the expenditure of substantial time, attorncys' foes and
expenses in preparing for the Trial Testimonixl periods during the time pexind just prior to
Pctitioncr's settlement offer to Registrant, Dug to the dilatory actions of Petitioner in continuing
to promise Registrant Lhat the Scttlement Agreement was agreeable and that signaturcs would be
forthcoming, and Registrant's reliance upon the suue, it has been several -months since Registrant
and Registrant's counsel have prepared for the Trial Testimony perjods. As# result, the initial
prepatation time expended by Registrant and Regisuant's counsel has been Jost. Tn the cvent that
the instent motion is deuied, Registrant and Registrant's counscl will be required to ex pcnd

substantial additional litue, attornoys' foos and expenses to re-prepare (pear up) for the Trial

Testimonial period.

B. The Board Has Discretion To Grant Registrant’s Mution Tyep After ‘(he

Commencement of Regi istrant's Testimony Period

Pursuant to 37 CFR § 2.132 (), the Doard, in its discretion, may grant 2 motion {0
dismiss under 2.132(a) after the commencement of defendant's testimony pedod. In pertinent

part, 37 CTR § 2.132(c) provides as follows:

{v) A motion filed under paragruph (&) or (b) of this section must be filed beforo
the opening of the testimony period of the moving party, except that the
Trademark 1rial and Appenl Buurd may in its discrevion grant a motion under
paragraph (a) @ven if the mution was filed after the opening of the testimony

10
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period of the moving party.

On the facts of this case, the intorests of justice and judicial economy favor the granting
of this mutinn despite the motion heing filcd after the opening of Registrant's testimony pesiod.
Here, subsluntial time and money had been expended by Repistrant in draﬁing the wiitien
getilement agrecment, engaging iz communications with Registrant regarding the settlement
agreement and in verbal and written communications with Petitioncr's counsel regarding the
setilement agrecment, all of which had been ongoing between (he partics for nearly two months
prior 10 the conunencetnent of Reyistrant's tostimony period, sel 1o closc on December 21, 2006.
{Attached as Fxhibit D is a true and cortect copy of the Board's roling dated November 8, 2006}
With multiple: assurances from Petitiope’s counscl that the written Settflement Agreement was
acceptable to Pefitioncr ond that Petitioner's signatures were forthcoming, Registrant did not
proceed with il testimony petiod which opened on November 21, 2006. Moreover, it was not
umtil after the commencement of Registrant's testimony period, on Nuvenber 29, 2006, that
Petitioner advised of a significant problem, possibly requiring Petitioner's counscl to withdraw
froma further represcutation. {$andstrum Dexl. at 418). Since November 28, 20006, Petitioner has
not responded to Registrant's requests for signatures nor Registrant's notice uf intent to file the
jnstant motion. 14 4

NI CONCLUSION

Bascd upon the foregoinug reasons, 1t 1 respectfully requested that the Poard grant
Registrant's Motion to Dismiss the claims asserted by Petitiuner in its Petitions to Cancel

Rogistration Nos. 2631458, 2682078, and 2634976 [Canuellation Procceding Nos. 92043157,

H
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92043160, and 52043175 (consohdated)]. Alernatively, in the event the Doard denies
Registrant's instant molion to Jiamise, Registrant requosts that the Board esct its 1'rial
Testimonial period 1u close Match 31, 2007, and keep Petitioner's testimunial period closed. 37

CFR.§2.132

E LLP
Dated: Decewher 7, 2006 BREMER WHYTE BROWN & OMEARA

M -
. >
Dy‘. _ RPN

Nicole Whyte, Bsq. )
Michael A Sandstrum, Esq.
Attorncys tor Registrant
SANT Ayr?IA'S GRILL, INC,

12
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1 PROOK OF SERVICE
2
3 1 am employed in the County of Orange, State of Californis. T am over the age of 18 and
not a party fo the within action. My business address is 20320 S.W. Birch Street, Second Floor,
4 | Newport Beach, Califurnia 92660.
5 On December 7, 2006, 1 served the within docunent(s) described as:
) REGISTRANT'S MOTION FOR JUDGMENT UNDFR TRADEMARE. RULE 2.132(a)
7 on the interested parties in this activn a5 statod on the attached mailing liat
g [X] (BYMAIL)By placing a true copy of the forcgoing document(s) in » sealcd envelope
addresscd as set forth on the attachcd mailing list. 1 placed cach such envelope for
9 collcction and mailing following ordinary business practices. 1 am readily familiar with this
Firm's practice for collection and prouessing of correspondence for mailing. Under that
10 practice, the correspondence would be deposited wirh the Unitod States Postal Service on
that same day, with postage thereon fully prepaid at Newport Beach, California, in the
11 ordinary coursc of business. 1 am aware that on motion of th party served, service is
presunted invalid if postal cancellation date or poslage metr date is more (han onc day after
12. date of deposit for mailing in affidavit,
13 1 certify that I am employcd in the office of 2. member of the bar of this Court at whose
direction the service was made.
14 S
Executed on Derember 7, 2006, at Newport Beach, California.
15
‘ T declare under penulty of perjury that the foregoing is true apd correct.
16 : )
17 Kristie Flliott ém,é( e
18 (Type or prin name)
19
20
2
22
23
24
25
26
27
28
mwm 2
Shs10 . DA STREET 1
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BREMER & WHYTE 949 221 1601

Saptana's Grill, Inc, v. Arfuro Castaneda, et al,
Case No, 03 CV 2340 6 (RBB)

BWR&O CLIENT: Santana‘s Grill, Ine., Claudia Vallarta-Santana
DWB&O FILE NOQ.: 1171272

SERVICE LIST
M. Chris Armenta, Esq. Fredestok-S. HerrettarBeer
The Armenta giw: Fﬁc 1;&) EZNOBBE-MARTENS
2373 Wilshire Blvd, buy QI,SON-&—BEA&(' a : .
Sania Monica, CA 90401 ?wm C-Steaet-SuMHe-1200
(310) 917-1076 ' _ﬁg
(310) 917-1027 Fax (649)4—.)5-8559

28

FRENER WHYTF AROWN &

QMRARA LLP
WEW I W, l“cl.' anm
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EXHIBIT " A!‘
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UNHEDSTATESPAJENTANDTRADEMARKOFHCE
jrademark Trial and Appoal Board

P.0. Box 1451

Alexandria, VA 22313-1459

Msiled: Octobker &, 2006
Canccllation No. 32043152
. 92043160
920434L7%

ARTURO SANTANA GALLEGO

v.

SANTANA'S CRILL, INC.

Ka;l-xochercperge:, paralegal

Respondent’ o consented motion filed September 26, 2006
to extend testimony periocds ic granted. Trademark Rule

2.127(a) .

Teatimony perinds are reset in accordance with

regpondent’s motion.

PAGE 17/28* RCVD AT 12/2012006 2:52:07 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-1/2* DNIS:2734286 * CSID:949 221 1001 * DURATION (mm-ss}:06-20

P.17




DEC-25-2086 11:56 BREMER & WHYTE 949 221 1081 P.18

EXHIBIT "B"
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Buard

p.O. Box 1451

Alexandria, VA 22313-1451

Mailed: May 5, 2006
canrellation No. 92043152
92044160
892043175
ARTURO SANTANA CALLEGO
v.

SANTANA'S GR1LL, TNC.

" Rarl Rooharsperyer, Paralegal

Respondeni.’s congented request Lo extend tepctimony
periods filed April 27, 2006 is granted as corrected.

Accordingly, trial dstes are recet as follows:

THE PERIOD FOR DISCOVERY TO CLOSE: CLOSRED

30-day restimony period for party in
poaitien of plaintifl to closc: sepl.ember 30, 2006

30-day testimony pericd for party in
pocition of dafendant to closec: Nrivember 29, 20086

15-day rebuttal testimony period to close:
Tanuaxry 13, 3007

In c¢ach instance, a Copy of the traascripl of testimony
togeLhiexy with copies of documentary exhibite, must be served
on the adverse party within thirty dayw after completion of

the taking of testimony. Trademark Rule 2.125.
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EX1nBIT "D
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11:5% BREMER & WHYTE

949 221 19091

Nicole Whyte, Esg.

Michael Sandstrum, Esq.

Bremer Whyte Brown & O'Mearz, 1P
20320 S.W. Birch btreet, Second Floor
Newport Beach, CA Y2660

(949) 221-1000

(949) 221-1001 (Fax)

Attdmey fur Registrant
SANTANA'S GRILL, INC.

IN THE TINITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THF. TRADEMARK TRVAL AND APPEAL BOARD

ARTURO SANTANA GALLEGO, Cancellation Nos. 92043152
, (Consolidated) 92043160
Petitioncr, 92043175

v. I hereby certify that this Declaration of

Michact A, Sandstrum und  the

SANT ANA'S GRILL. [NC., Accompatly ing artechments, concurendy

gled an served with Registrants Motion
R for Judgment is being deposital with the
Registrant, United States Dost Oftice via Certified
Mail and sikhiessed to Trodemark ‘trial &
Appeal Board, P.0 Box 1431, Alcxandris,

VA 22313 1451
=)ok

Dare

L=

Michael A. Sandstrun

p—

1, MICHAEL A. SANDSTRUM, HEREBY DECLARF TTIE FOLLOWING:

1. 1 amn an attorney at baw duly Jicenged to practice befor: all of the courts of the Stawe uf
Colifornia and am a partner in the law firm of Bremer Whyte Brown & O’ Meara, atlvineys of

record for Registrant, SANTANA'S GRILL, INC,, in the above-entitled cancellation
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proveedings. As such  huve personal knowledge: of the tacts stated bercin and if cnlled upon as
a witness | could and would competently testify to tho pelow facts which arc personally known

fo me.

2. On Scptember 22, 2006, Dtitioner made 4 wﬁ'tten gettlement offer to Registrant through
s counael of record, Cris Atmenta. (Attached hervlo as Txhibit A is a true and correct copy of
(he email from Ms. Armentx to me dated Septembe: 22, 2006). On the same day, September 22,
2006, Registrant confirmed its asscnt to the basic terms of Petitioner's settlement offer.
(Altached hereto 38 Exhibil B is a truc and correct copy of the omail from me t0 Ms. Armenta

dated Scptember 22, 2006).

3. Tn an offort to prevent pigjudice to the Petitioner while: the scttlcmeont agreement was
being negotiatcd, Registrant pruposed a two-week extension af Petitioncr's then pending
testimony period which was setto Josc on Scptember 30, 2006. (Attachcd hereto as Exhibit C

is a rue and corrcet copy of the email fiom me to Ms. Armenta datea] Scptember 25, 2006).

4. From September 25, 2006 through October 4, 2000, Kegistrant sent wwltiple cmails and
made telephune calls to Petitioner’s counsel regarding the pending settleuent and drait language
for the written Scttlement Agreement and reruested Petitioners corments/pruposed language
regarding the same. (Attached hereto as Exbihit D arc truc and correct copies of he cmails from
me to Ms. Armenta dated Scptember 25, 2000, September 26, 2006, September 27, 2006 and

October 4, 2006).

A
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5. On Uotober 10, 2006, without sending any comments o propused language Registrant,
Petitioner requested that Registrant forward & copy of ita proposed settlement agreement to
Petitioner. Attache heroto as Exhibit E is # true and correct copy of the cmail from Ms.

Armenta to me dated October 10, 2006.

6. On October 12, 2001, 1 omailed a copy of Regjstrant's draft Settl t Agresment and
Mutual Relonse and Attachest fo Ms. Armenta. Attached heroto 03 Exhibit F is a truc and correct

copy of the cmail from pic @ Ms. Armenta dated Octuber 12, 2006.

7. (o October 19, 2006, I scut a follow-up email b Ms. Armenta requesting her upproval of

the Seld) t A t emailedd on October 12, 2006, nuting, that timo is of the essence with

Registrt's i ding wial testiwnny period set to open the following month. Atached hereto
as Exhibil G is a true and correct copy of the cmail from me to Ms. Apncata dated October 19,
2006. I also scnt follow-up emails fo Petitionor’s counsel, Ms. Armenta on my blackberry

regarding the status of Ms. Armenix's cliont signatures to the written settloment agreement.

¥. Finally, on October 27,2006 and apain on October 31, 2006, Ms. Anpenta scat written
correspondence: confimming that the proposcl written Scttlement Agrecient and Mutual Release

prepared by Repistrant waa ptable 10 Pefitioner. Attached hereto a3 Exhibit I{ aro true and

correct copies of the emails from Ms. Armeuta to me dated October 27, 2006 and October 31,

2006.

9. In confirming Pelilivucr's accopt of the prop 4 writton Setdlement Agreement and

Release, on Novembex 2, 2006, Registrant sent an updaid copy of the Settiement Agreement to

werms = ~petond Yot nSCriphon Kom EngHEIRs SPRMAN. TV 6te0mpanying ertiTTronl Kegistrant
also requested (hat Petitioner provide & phyxical addrcsy for "Notice" Issues (v include in the
Agreement. Attached hereto as Exhibit s a true and correet copy of the email fiom me to Ms.

Armenta dzied November 02, 2006,

10.  Withno response from Petitioner to my ematl duled November 2, 2006, I sent additional

emails to Petitioner roquesting i diat ion of the mutually agreed upon wrinen

Settlement Agresment and Mutual Release. Anached hereto as Dxhibit J ore true and correct

copies of the emailx from me to Ms. Arments dated Nuvember 6, 2006 and November 7, 2006.

11.  OnNovember 7, 2006, T obtained tho consent of Petitivner to request an oxtension of the
closc of Registrant’s testimony period to Decemnber 21,2006, On November 7, 2006, 1 filed a

consent motion with the Buard which was granted on November 8, 2006.

12.  With Registrant's approaching {exlimony period, on Noyember 13, 2006, Registrant sent
written correspondence to Petitioner desmanding that Petitioner's signatures to the Aprezuent bo
received by Registrant no later than November 15, 2006. As so much time Tad pussed, promiscd
madc and broken by Petitioner, and because the delay was pogatively impacting Regisuant,
Registrant further notified Petitioner (it if signaturcs were not received by Novembher 15, 2006,
Registrant would deduct $5,000.00 fruw the agreed upon monetary payment W be paid to
Petitioner for every week that the signatures were not roceived, Attached hereto as Exlilit Kisa

true and correct copy of the emuil from me to M. Armenta dated November 13, 2006,

4
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13, On November 14, 2006, Ms. Armenta assurex ine that Petitioner's signaturcs to the
written Selflement Agresment wonld be received by Registrant on njovember 20, 2006.
Attached as Bxhibit L is a wue and correet copy of the email from Ms. Armenta (o me dated
Noveniber 14, 2006, confirming (hat Petitioner's signalures would be received by Registrant on

Monday, November 20, 2006 via Ted Ex delivery.

(4. Then again on November 17, 2006, Ms. Armenta confirmed that Petitioner's signatures
were forthanning. Attached as Bxhibit M is a true and correct copy of the email from Ms.
Armentz (o me datod November 17, 2006, confirming that Petitioner's signatures would be

received by Registrant on Tuesday, November 21, 2006 via facsimile.

15.  Further reassurance that the signalures would be delivered to Regisicant was provided by
Ms. Armenta on Novembor 20, 2006. Atlached as Exhibit N is a true and corrcet copy of the
email from Ms. Armenta to e dated Novembet 20, 2006, confirming that Petitioncr's signatures

would be received by Rogistrant on T uesday, Nuvember 21, 2006.

16. By end of business day on November 21, 2006, Petitioner signatures had still not been
reccived. In reply to Repistiant's request for a status of (he signaturcs, Ms. Armenta represented
that the signatures were del ayed but would be sent via email «can or fax on November 22, 2006.
Attached ag Exbibit O is a true and correct copy of the email from mo to Me. Armenta dated
November 21, 2006 notifying Petitioner that signatures hiad not beon received as promised. On
November 22, 2006, Ms. Annenta roplied that one of hen clicnts had been detayed on » irip to

Mexico but that all signatares would be received today (November 22, 2006) and (hat they would
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be sent to Regisurant via cmail scan ur facsimile. Also attached as Exhibit O is 2 time and correct

copy of the email rosponse from Ms. Armenta to me dated November 22, 2006.

17 Despile Registrant’s diligent effunts, by November 28, 2006, Registrant gtill had nut
roceived Petitioner's signatures 1o the Agreement. Attached as Rxhibit I is a true and cortect
copy of the email from me o Ms. Armenta dated November 28, 2006, confirming that signahires

had not yet beem veccived.

lé. On Novewber 29, 2006, Ms, Armepia ;evealcd to me that @ significant problem had
arison which may reynire her to withdraw from any further represeatation of Petitioner. Ms.
Armenta would nof isclose the scope and extent of the potential problem. 1 immediately
tollowed-up with un email confirming our conversation and requesting un immediate status of
Dctitioner's signature to the Scttlement Agreement so that appropriate action could be taken,
including a possible juotion to dismiss pursuaut to ~7 CFR 2.132. As of the date of this
declaration, I have ot teceived g responge. Attuched hereto as Exhibit Q is a truc and correct

copy of the email Gom me to Ms, Armenta datexl Novenaber 29, 2006.

19.  Rogistrant and chish-aﬁt‘s counsel spent considerable time, money and expense n
proparing for the Trisl Testimony petiods just prior Lo Petitioncr's settlement offer in September
2006. With Petitioner's continued promises that the wrilten Settloment Agreement preparcd by
Registrant was acceptable « «l that signafures to the same would be forthcoming, the time: speat
by Registrant and Registranl's counsc in preparing fur (he Trial Testimony periods seveial
months ago has heen lost. Asa result, in the eveal that the instant motion is dunied, chisﬁant

and Registrunt's counsel will be required 1o vxpend gubstantial additional time, attorneys' fees
6

. e ,
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and expenses to re-prepare (goar up) for the Trial Testimonial period.

1 declare under pemalty of porfury under (he laws of the State of California that the

By JML'}

Dated: December 7)_, 2006 Michael A. Sandstrim

[regoing is true and vorrect.

7

P.26
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1 PROOF OF SERVICE
pa
3 T um eraployed in the Connty of Orange, State of California. 1am over (ke age of 18 and
uot a party to the wilhjn action. My buginess address is 20320 S-W. Birch Stroet, Second Flowr,
4 | Newport Beach, California 92660.
5 On Dexrmber 7, 2006, § served the within docurnent(s) descnbed as:
d DECLARATION OF MICHAEL A. SANDSTRUM TO REGISTRANI'S MOTION FOR
TUDGMENT UNDER TRADEMARK RULKE 2.132(2)
7
on the inlercsted parties in this action 2s stated on the attached mailing list.
8
"[X] (BY MAIL)By placing a true copy of the furcgoing document(s) iu a scalcd envelope
9 addressed a3 set forth on the attachod muiling list. 1 phaced cach such envelope for
collection and wailing following ordinary husiness practices. am readily famihor with this
10 Firm's practice for collection and prucessing of correspondense for mailing. Under that
practico, the correspondence would be deposited wilh the United States Fos tal Service on
11 that same day, with postage thereon fully prepaid at Newport Beach, Cahifornia, in the
ordiyary course of business. 1 am awarc that on motion of ihe party served, service)s
12 presumed invalid if postal cancellation date o postage meter date is more than onc day after

date of depasit for mailing in affidavit.

I certify that T am cmployod in the office of a membcr of the par of tis Court at whose
14 | direction Lbe: service was made.

15 Executed on December 7, 2006, at Newport Beach, Californix.

16 | declare under penalty of perjury that the foregoing is true and correct.

17 o | T~ {’ ;
Kristic Elliott \ \Z 2 Y

18 (Type: r print name) 7 (Siguature) -

19

20

21

22
23
24
25
26
27
28

OOCKER WHYTE SANMN &

1

QMCAIA LY
3 g, gCRITRET
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Santana's Grjll, Inc, V. Arturo Castaneda, et al,
Case No, 03 CV 2340 6 (RRD)

BWB&O CLIENT: Santana's Grill, Tuc,, Claudia Vallarta-Santana
BWB&O FILE NO.: 1177272 .

RVICE LIST

949 221 1061

M. Chris Armentz, Esq. Eredenick-S-—Berrettar Bogs
“The Atmenta Law Firm, p.C. | KMNOBBE MARTENS
233 Wilshire Blvd, Suite 400 | OLSON-E-BRAR

Santa Monica, CA 90401 550%5&95359@,-5&!@—1409
) SaaDies
(310) 917-1026
(310) 917-1027 I'ax (Qg-]l%%? §330
93235071 6-Fane
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