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IN THE UNITED STATES PA
BEFORE THE TRADEMAR

MICHELIN NORTH AMERICA, INC.

Petitioner,

VS.

CARLISLE MANAGEMENT COMPANY,

Registrant/Respondent.

TENT AND TRADEMARK OFFICE
K TRIAL AND APPEAL BOARD

Cancellation No. 92042951
In re: Trademark Registration

No. 2,595,712
Registered: July 16, 2002
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TO THE PETITION TO CANCEL

REGISTRANT'S ANSWER

In response to the Petition t

2004, Carlisle Management Company, R

Cancellation as follows:

IIIIIIIIIIIIIIIIHIIIIII)IIIIIIIIIIIIIIIIIIIINIII

egistrant, answers the above-identified

o Cancel issued by the Board on February 25,



1. Applicant is without sufficient information or belief as to the

truthfulness of the allegations asserted in

Paragraph 1 and therefore denies same.

2. Applicant admits that Michelin North America, Inc. is listed as the

current owner of Registration No. 558,774, and that this Registration issued on May 13,

1952, based on information in the U.S. Patent and Trademark Office database.

However, Applicant is without sufficient information or belief as to the truthfulness of the

remaining allegations asserted in Paragraph 2 and therefore denies same.

3. Applicant denies the
4, Applicant denies the
5. Admitted. Be it note

Company has changed its name to Carlis

allegations asserted in Paragraph 3.
allegations asserted in Paragraph 4.
d for the record that Carlisle Management

sle Intangible Company, which was recorded

with the U.S. Patent and Trademark Office Assignment Branch on March 24, 2003, at

Reel/Frame 2625/0587.
6. Admitted.

7. Applicant admits tha

t the registration date for Registration No.

558,774 for the X mark predates the allﬁged first use date recited in Registration No.

2,595,712. Applicant denies the remaining allegations asserted in Paragraph 7 to the

extent that they suggest that Michelin's and Carlisle's marks are confusingly similar,

which they are not.




8. Denied.

9. Denied.
10. Denied.
11. Denied.

12.  Applicant admits that the USPTO database shows that Michelin
North America, Inc. is listed as the current owner of the majority of marks listed in
Paragraph 12. However, Applicant denies Michelin North America, Inc. owns
Registration Nos. 2,590,725 for XTS and 1,836,395 for MUD KING XT. Further,
Applicant denies that Registration Nos. 1,771,329 and 1,778,838 are subsisting
registrations, and denies that Registration Nos. 2,343,109, 2,355,807, 2,385,195,
2,332,720, 2,173,845, and 2,590,725 are incontestible registrations. Applicant also
notes that Registration Nos. 2,100,165, 2,095,907, and 1,143,280 are duplicate entries.

13.  Applicant is without knowledge or belief as to the truthfulness of
Petitioner's allegations of use, advertising and promotion, and therefore denies same.
Applicant denies the remaining allegations in Paragraph 13.

14.  Denied.

15.  Applicant denies that Petitioner owns a "family of X marks."

Applicant admits that the USPTO database shows that the first use dates for many of

the registrations listed in Paragraph 12/are prior to May 15, 2000, but not all, including



Registration No. 2,753,892 for X-STRADDLE, Registration No. 2,765,039 for X-HAUL,

Registration No. 2,494,340 for XDS, and Registration No. 2,753,892 for X G C.

16. Denied.
17.  Denied.
18.  Denied.
19. Denied.
20. Denied.

AFFIRMATIVE DEFENSES

In further answer to the Petition to Cancel, Registrant asserts that:

21. Petitioner's Petition to Cancel fails to state a claim upon which
relief can be granted.

22. Registrant's mark has a different appearance, pronunciation and
commercial impression as used on its goods from any of the marks claimed to be
owned by Petitioner such that no likelihood of confusion has or will occur with any of the

marks listed in the Petition.

23. Petitioner's mark "X" subject of Registration No. 558,774 and its

alleged "family of X marks" are not famous as defined under Section 43(c) of the




Trademark Act, 15 U.S.C. 1127(c), and C

has not, diluted any alleged distinctive qu

arlisle's use of its X TRAC mark will not, and

ality of Petitioner's X mark.

24. Petitioner is estopped from cancelling Registrant's registration

since it has had constructive notice of Registrant's mark since 2001 but did not oppose

Registrant's application when it was publi

shed.

25.  Petitioner has not been, and will not be, damaged by the continued

registration of Registrant's X TRAC mark.

RELIEF

REQUESTED

WHEREFORE, Registrant r

proceeding be dismissed, with prejudice.

Dated this 19" day of April,

espectfully requests that this cancellation

2004.

Carlisle Intangible Company

WOOD, HERRON & EVANS, L.L.P. By: M : S?W'

2700 Carew Tower
441 Vine Street
Cincinnati, Ohio 45202
(513) 241-2324

KACTR\172C2\Answer to Cancellation Petition.wpd

Donald F. Frei
Sarah Otte Graber
Attorneys for Registrant




CERTIFICATE OF SERVICE

| hereby certify that a copy of the foregoing REGISTRANT'S ANSWER
TO THE PETITION TO CANCEL, has been served upon Abigail Rubinstein, Esq.,

Baker & Botts, L.L.P., 30 Rockefeller Plaza, New York, New York, 10112, Attorneys for

Petitioner, by First Class Mail this 19" day of April, 2004.

St O Qb —

Donald F. Frei

Sarah Otte Graber

WOOD, HERRON & EVANS

2700 Carew Tower, 441 Vine Street
Cincinnati, Ohio 45202

(513) 241-2324




BRUCE TITTEL

DONALD F. FRE!

DAVID J. JOSEPHIC
DAVID S. STALLARD

J. ROBERT CHAMBERS
GREGORY J. LUNN

KURT L. GROSSMAN
CLEMENT H. LUKEN, JR
THOMAS J. BURGER
GREGORY F. AHRENS
WAYNE L. JACOBS

KURT A. SUMME

KEVIN G. ROONEY

KEITH R. HAUPT
THEODORE R. REMAKLUS
THOMAS W. HUMPHREY
SCOTT A. STINEBRUNER
DAVID H. BRINKMAN
BEVERLY A. LYMAN, Ph.D.

OF COUNSEL
JOHN D. POFFENBERGER
THOMAS W. FLYNN

Commissioner for Trademarks
Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, Virginia 22202-3514

Re: Cancellation No.:

WOOD, HERRON & EVANS, LLR

2700 CAREW TOWER
441 VINE STREET
CINCINNATI, OHIO 45202-2917
TELEPHONE: 513-241-2324
FACSIMILE: 513-241-6234
EMAIL: info@whepatent.com
PATENT, TRADEMARK, COPYRIGHT

AND UNFAIR COMPETITION LAW
AND RELATED LITIGATION

EDMUND P. WOOD 1923-1968
TRUMAN A. HERRON 1935-1976
EDWARD B. [EVANS 1936-1971

April 19, 2004

92042951

Petitioner: Michelin North America, Inc.
Registrant: Carlisle Management Company
Mark: X TRAC

Registration No.: 2,595,712

Our Ref.: CTR-172G2

Dear Madam:

Enclosed find the following with

1. Registrant's Answer to the Petitton to Cancel; and

2. Express Mail Certification and r

Please contact me if you have :

SOG:alf
Enclosures

cc: Donald F. Frei, Esq. (w/o Enclosures)
KACTR\172C2\Transmittal Answer to Petition to Cancel.wpd

turn mailing postcard.

Very truly yours,

Sarah Otte Grabe

any questions regarding this matter.

T THO

JOSEPH R. JORDAN
C. RICHARD EBY
DAVID E. PRITCHARD

J. DWIGHT POFFENBERGER, JR.

KATHRYN E. SMITH
KRISTI L. DAVIDSON

P. ANDREW BLATT, Ph.D.
DAVID E. JEFFERIES
WILLIAM R. ALLEN, Ph.D.
JOHN PAUL DAVIS
DOUGLAS A. SCHOLER
BRETT A. SCHATZ

DAVID w. DORTON

LARRY D. MOORE

SARAH OTTE GRABER
WESLEY L. STRICKLAND*

STEVEN W BENINTENDI, Ph.D.

TECHNICAL ADVISOR
HENRY M LABODA, Ph.D.

“ADMITTED ONLY IN D C. AND VA

AR

04-19-2004

U.S. Patent & TMOfc/TM Mail Rept Dt. #78

respect to the above-referenced matter:



