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UNITED STATES PATENT AND TRADEMARK

' OFFICE
05-06-2003 Trademark Trial and Appeal Board
U8 Patent & ™t i pray ReptDr, 14 " ‘ S 2900 Crystal Drive

Arlington, Virginia 22202-3513

Mailed: April 28, 2003
Aguarius Medical Corporation /

7525 E. Camelback Road Suite 210 /
Scottsdale, AZ 85251 ) /

Cancellation No./;2041914

Reg. No. 2258517 &

RICHARD C. GILMORE / -
WORKMAN, NYDEGGER & SEELEY / e
1000 EAGLE GATE TOWER, 60 EAST SOUTH TEMPLE / ég
SALT LAKE CITY, UT 84111 / -
/ i

EDWARDS LIFESC/iENCES CORPORATION Y

/ e

]
V. /
/

i
Aquarius Med/ical Corporation

i

Kimberly Linton, Legal Assistant: /
A petition, a copy of which is attached/ has been filed to /
cancel the above-identified registration. /
/

Proceedings will be conducted in accordance with the /
Trademark Rules of Practice. / /

/

/ /
ANSWER IS DUE FORTY DAYS after the mafiling date hereof.
(See Patent and Trademark Rule 1.7 for expiration date

falling on Saturday, Sunday or a holiday) . /

Proceedings will be conducted in accordance with the i
Trademark Rules of Practice, set forth in Title 37, part 2, /
of the Code of Federal Regulatlons/ The parties are /
reminded of the recent amendments,to the Trademark Rules ;
that became effective October 9, }998 See Notice of Flnal/
Rulemaking published in the Offigial Gazette on September /
29, 1998 at 1214 TMOG 145. Slight corrections teo the /
rules, resulting in a correctlon/notlce, were published 1n«
the Official Gazette on October/ZO 1998 at 1215 TMOG 64.

A copy of the recent amendmentq to the Trademark Rules, a§

! !

/ /

Y | ’- ‘ /' ) /



well as the Trademark Trial and Appeal Board Manual of
Procedure (TBMP), is available at http://www.uspto.gov.

Discovery and testimony periods are set as follows:
Discovery period to open: May 18, 2003 ﬁ

}
Discovery period to close: November 14, FOO3

|
|
30-day testimony period for party ]
|
|

in position of plaintiff to close: February 12, 2004
30-day testimony period for party
in position of defendant to close: April 12, 2004

15-day rebuttal testimony period
for plaintiff to close: May 27, 2004

|
A party must serve on the adverse party a copy of thé
transcript of any testimony taken during the party's
testimony period, together with copies of documentary
exhibits, within 30 days after completion of the taking of
such testimony. See Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark Rule
2.128(a) and (b). An oral hearing will be set only upon
request filed as provided by Trademark Rule 2.129.

NOTE: The Board allows parties to utilize telephone
conferences to discuss or resolve many interlocutory
matters that arise in inter partes cases. See the Official
Gazette notice titled “Permanent Expansion of Telephbne
Conferencing on Interlocutory Matters in Inter Partes Cases
Before the Trademark Trial and Appeal Board,” 1235 TMOG 68
(June 20, 2000). A hard copy of the Official Gazette
containing this notice is available for a fee from the
Superintendent of Documents, U.S. Government Printinb
Office, Washington, D.C. 20402 (Telephone (202) 512-1800).
The notice is also available at http://www.uspto.gow.
Interlocutory matters which the Board agrees to discuss or
decide by phone conference may be decided adversely 'to any
party which fails to participate. ‘

i
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|
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If the parties to this proceeding are also parties té other
Board proceedings involving related marks or, during |the '
pendency of this proceeding, they become parties to such
proceedings, they should notify the Board immediately, so
that the Board can consider consolidation of proceedings.

1

|
|
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TRADEMARK CANCELLATION

1 hiereby certity that this corrospon;!ence is being
File No. 11051.127

Deposited with the United States P'ostal Service

As United Saces Pustal Sevvice Express Mail,
EL751310495US, in an envelope addressed to:

Rox: TTAL, Assistant Commissioner for Trademarks,
2900 Ciystal Drive, Aslington, VA 22202 3513 |

on Bubranm, 21, 2003 |
) !

Gl &y | 5

RICHARD C. GII MORE

!
|
i
'
|
i
t
'

IN THE UNITED STATES PATENT AND TRADEMARK OFFICilE
BEFORE THE TRADEMARK 'TRIAI. ANT) APPEAL BOARD,

In the matter of ‘Irademark Registration No. 2,258,517
Registratian Date: Tuly 6, 1999
Mark: AQUARTUS & DESIGN

:
g
intemational Class: 10 :

EDWARDS LIFESCIENCES CORPORATION ) Cancellation No. ![ ]
Petitioner, % |

v. ; PETITION FOR CAN&ELLAT]ON

AQUARIUS MEDICAL CORPORATION ; ' |
Registrant, ; I

'
I
|
]
{
!
1

Ascgictant Commissioner for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3513

i

Sir: |
Transmittcd herewith is Petition for Cancellation for entry against lh:%
above-identificd registration. Also included herewithis: - j

__X_  Duplicate copy of the Petition for Cancellation.
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A Certificate of Mailing by "Express Mail" by use of Express Mai
R1.751310495US.

%

X Credit Card Payment Form in the amount of $300.00.

Dated this_L1_day of February 2003.

Respecttully suhmitted,

Atrorneys for Petitioner

1000 Eugle Gatc Tower

GO East South Temple

Salt Lakc City, Utah 84111
Telephone: (801) 533 9800

RCG:d(f

WALIOS IV YIDERONNNN1 263V001.00C

WAL105 1\127\OIFRG0000§1 262301 doo

I
|

|

|
i
!
|
|
I

Pk Al -

Richard C. Gilmore, Registration No. 37,335

|
|
i
|
!
|
|
|

|
I
i
|
i
|
I
i
1

Label No.

|
WORKMAN, NYDEGGER & SECLEY

P, 04

X_ The Conunissioner is hercby authorized to charge payment of the following fees
assuciated with this communication or credit any overpayment to Deposit
Account No. 23-3178. Triplicate copies of this sheet are attached.



APR-21-21 WED 02:41 PH  WORKMAN NYDEGGER &SEELEY  FAX NO. 18013281707 . P. 0

= ' ~
1 hereby certify that this correspondence is being TRADEMARK CANCELLATION
Deposited with the United States Postal Service FileNo. 11051.127

As Uniited Sutcs Postal Service Express Moil, i
EL751310495US in an envelope addressed to: |
Box: TTAB, Assistant Commissiuner fur Trademaiks, . l
2900 Crystal Drive, Arlington, VA 22202-3513

on February &Y L2003,

Dl €l

Richard C. Gilmore

|

|

|

|

i
IN THE UN{UED STATES PATENT AND TRADEMARK OFFICE
KKFOKE THE TRADEMARK TRIAL AND APPEAL BOARD |
Tn the matter of Trademark Registration No. 2,258,517 |
Registraljon Date:  July 6, 1999, *I
Mark: AQUARIUS & DESIGN |
Intemnational Class: 10 ' 1|

——————

KNWAKRDS LIFESCIENCES CORPORATION

|
Canccllation No. { ! , }
|
Petitioner, |
|

V. PETITION FOR CANCELLATION

|
|
l
i
!
i

AQUARLLS MEDICAT, CORPORATION.

Nt o N N S “sut Sau” "’ st " |

Registrant.

Petitioner Edwards Lifesciences Corporation (“Petitioner™), a Delaware cur}_wmtiou,
having a principal place of business at One Edwards Way, Irvine, California C)‘.I.lild.iI helicves it
will be damaged by the above-referenced registration and hereby petitions the Trad:emark Trial
and Appcal Board to cancel the same. E

As grounds for this Petition it is alleged: ]5

1. Upon information and belief, Registrant Aquarius Medical I% Corporation
(“Registrant™), a Delawarc corporation, having an addrcss of 7525 E. Camclbac}i;{ Road, Suite

210, Scoftsdale, Arizona 85251, has registercd the mark “AQUARIUS & DESIGN"” as u
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trademark 0 Le used in connection with “devices uscd in the manipulmion of body corc
temperature, namely, a body core re-warming ot cooling device; and, fluid mdudgcuu.ul devices
used in surgery.”- Registrant filed United States Lrademark Application Serial Nn 151304,475

for repistration of the mark AQUARIUS & DESIGN on June 6, 1997. The n.gnstmtnon issuced on

1

Tuly 6, 1999. as Registration No. 2,258,517. i

2 The records of the Uniter! States Patent and Trademark Office Jist the atlorney of
!

record for Registrant 3 Rosemary Fanelli at the law firm of Werbel & Camelut:li in New York,

New York. !

3. Counsel for Petitioner attempled to contact Registrant's auomey, of record, Ms.
Fancll, to inquire if Registrant was still using the mark AQUARIUS. The law ﬁrl‘m or Werble &
Carnelutti discontinucd operations in 1999, according to a Dun & Bradstreet ‘icomprchcnsivc
report prepared for counsel for petitioner. Further atiempls to locate M:.il Fanelli were
unsuccessful. The Lawyer Locator datahase of Martindale-Hubhell, a division o;r Reed Elsevier
Inc., @ well-known provider of information on attomeys, has no listing for Roscmz:uy Fanclli.

4. Counsel for Petitioner attempted to contact Registrant in chttsdal:‘lc, Avizona, but
there it no telephone listing for Registrant in Arizona. A Dun & DBradstreet iicomprehcnsive
report preparcd for counsel for Petitioner revealed that Aquarius Medieal (.?nrpor%nion no jonger
conducts any busincss in Scottsdale, Arizona. Counsel for Petitioner continucd ilés investigation
pur could not locate Aquurius Medical Cutporation anywlere in the United btatcs nor could
Petitioner identity any company that currently makes or sells devices used in the mampu)aucm of
body corc tcmpernture, namely a body core re-warming or cooling devu.e, and, fluid
manageiment devices used in surgery in connection with the mark AQUARIUS & DISION in
the tinited States. :

5. Upon information and belicf, Registrant Aquarius Medical Coirporalmn was
acquired by Kobayashi Pharmaceutical Co., Ltd. of Japan in Fcbruary 1997. Upc{m information
and belief, Kobayashi Pharmaceudcal Co., Ltd. liquidated Aquarius Medica!ll Corporaiion
becausc there was little prospect of successful commercialivation of the pmdm;j.r it had been

'|

rcading to market. i
l
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|
|

6. Counscl for Petitioner unsucccssfu“y attemnpted to determino thc disposition of
Aquarins Medical Corporation’s assets, including ils registered ademaxk' Counsel fos
Petitioner found no evidence that the mark was sold to other entities or that the mark is currently
being used in connccetion with the identified goods anywhere in the Uniled States!l

7. Upon information and belicl, Registrant is no longer in cxistence. '

8. Upon information and belief, Registrant has abandoned the mﬂrk‘AQUARlUS &
DESIGN. |

9. In vicw of tic foregoing, Registrant 1> not catiticd to maintain fchcral registration
of its claimed mark hecause Registrant has abandoned its mark. |

WHEREFORE, Petitioner prays that this petition be granted and thal the: Vnited States
o

Trademaik Registration Serial No. 2,258,517 be cancelled. II
A duplicate of this Petition to Cancel and (e 1equired fee under 37 C.F.R'; § 2.6(a)(16) is

|
enclosed. _ _ !

All cotrespondence and telephonic communications should be dll‘BLle o the

|

undersipned.

|
|
DATED this _2_ day of Pebruary, 2003, ‘

By: ’7{:/# —/ 'LZL,.___ }i

|
WORKMAN, NYDEGGER & SEELEY
1000 Eagle Gate Tower l{
60 East South Temple '
Salt Lake City, Utah 84111
Telephone: (%01) §44-9%01)
Facsimile: (XO1) 328-17G7

I
i
|
Atomeys for Petitioner | 3

EDWARDS LIFESCIENCES CORPORATION.

WAL 18513 2DPRO000O0 261VI0L .doe

|
|
|
|
|



US Postal Service 4/22/2003 13:08 PAGE 1/1 RightFax

UNITED STATES

’;-' POSTAL SERVICE.

Date: 04/22/2003

Fax Transmission To: Postal Customer i
Fax Number: 703-308-7082 ‘

|
|
|

Dear Postal Customer:

The following is in response to your 04/22/2003 request for delivery information on
your Express Mail item number EU795747188US. The delivery record shows that this item

was delivered on 01/25/2003 at 11:25 AM in ARLINGTON, VA 22202 to D BARFIELD The
scanned image of the recipient information is provided below.

Signature of Recipient =

|
l
\
|
l
|
|
|
|
E

Thank you for selecting the Postal Service for your mailing needs. If you require \

additional assistance, please contact your local Post Office or postal representative.

|

|
Sincerely, .‘

United States Postal Service

|
|




B4/23/83 11:18:37

i
i _
USPI0-> 7633887882 RightFaX % Page 881
TO:Auto-reply fax to 703 308 7082 COMPANY: )
|
Auto-Reply Facsimile Transmission |
|
\\ ‘? UNITEL STATES TO: Fax Sender at 703 308 70821
2 PATENT AND Fax Information ' ‘{
; Date Received: 4/23/03 10:36:18 AM [Eastern Daylight Time]
wx»+ TRADEMARK OFFICE 252 Tooek |

1 (including cover page)

»
l

ADVISORY: This is an automatically generated return receipt confirmation of the facsimile transmlsslon received by
the Office. Please check to make sure that the number of pages fisted as received in Tota! Pages above malches
what was intended to be sent. Applicants are advised to relain this receipt in the unlikely eventI that proof of this
facsimile transmission Is necessary. Aaplicants are also advised to use the certificate of facsimile transmission

procedures set forth in 37 CFR 1.8(a) and (b), 37 CFR 1.6(1). Trademark Applicants, also see the Trademark
Manual of Exarnining Procedure (TMEP) section 306 et seq.

Received
Cover

|

= ""B3/23r33 1037 FAX 103 108 138 TTAD

i
{
I

UNITED 8TATES DEPARTMENT OF COMMERCE
Patent and Trademark Office

Tradamark Trial and Appeal Board

2900 Crysial Nriva

Avttngton, Vidinia 32202-3513

Mailed; April 23, 2063
Tanvellalivn Nu.932041.98
A.G. ICWARDS & SCNS, INC.

i
.

!
MERCANTILE BANKSHARES
CORPOIATION

On Februszy 11, 2003, tha 30mzd gant a notice of dafaylt
to respondent because no answer nad been flled

Ta2 recard Sacwa .G FaEspOnse rharg i,

Ruseediecgly, Judygment by defaglt 1s hereby eatered
wdqaingl resvondent, Lhe pelilion to cancel ie granted, and
Registrvation Ho. 2,179.473 will Le vanvelled in due course

ee Fed. R. CQiv. P, 55, und TzadenmarX u.e 2.114(a).

I
(
|

By the Trademark Trial !

and Appeal Board !

|
]
|
I

¥ In andar to coness sn inadveniencs, line | of the offics 1ctian eniled February 11, 2003 & anended by
suhunng Datember 3, 2003, for December 3, JUUL, I errar i ragrasiad

Recsvedvam TR 0RTI2> L0 LA Eeem Do o)
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WORKMAN
NYDEGER
& SEELEY

AT IORNP{S AT LA

A PROFESSIONAL CORPOMATION
1000 EAGLL: GALE 1OWER
€0 EAET SOUTH TEMPLE
SALY LAKE CITY, UTAH 84111
TELEPH IONC (00Y) §03-9600
FACSIMILE (801) 328-1707

VIA FACSIMILE

Ms. Kimberly Litton

FUCK D, NYDEQGLR
DAVID O. SRELEY
LN P, LORMER
THUMAS H. YURSINICK
LARRY R, LAYCOCK
JONATHAN W. RICHARDS
DAVID R WRIGH T
JOHN C: STIUNGHAM
JOHN M. GUYNN
HARI FS L, ROBERTS
GREGARY M YaviOR
DAMA L. TANGREN
ERIC L. MAGCHCOFF
CUANLEE J. VEVERVA
QORYH L, fTiune
RICHAFD C. QILMONTt
DAYID B DELLANGAOI T
R, DURING ISRAELBEN

United States Patent and Trademark Office .

2900 Crystal Drive

Arlington, Virginia 22202-3513

FaX NO, 18013281707

CANL T. ALED

N, FANNICH FRREMAN, JN,
FETER . MALEN, Jn,
L. RCK AZARS, P.D.
LlalC M. RAMERATH
HOBEH! &, AYCUCK
JENSG C, JENKINS
KEVIN W, STINGER
WILLIAM J, AT 1aY
MICI IATL B. BO00
WILLIAM R. RICHTER
TRENT H. AAKER
RYAR N RENSON
SANA D, JONES
TGE WELLLR
MATTHEW D, TORD
Ji LAVATT QLOHAM
JOILHE L KAUPA

LAVIO R, TODD BRETT A1 IWNAEN
. L UAU GLAETIN BRCTT L JGMINION
ADRIAN J. Lk st
FRAZER D. OV + #TAUTTED ONLY BN CAUNL Libana,
April 19, 2003

Re:  United States Tradcmark Application

Mark: AQUARITUS
Reg. No.:  2.258.517
Reg. Dute:  July 6, 1999
Cliss: 9

Goods:

P. 02

PATENTS
TRADFMARKS
COPYRIGHTS

THADE SRUHENS
UNFAIR COMPETITION
LICENSING

COMPLIX LITICATION

SRR

MaAs ING ADDRTSS,
PO NOX ARREZ
SALY LAIE O1VY, U1 Q4145

P
e

{
|
|
i
|
|
|
'1
|
1
|

| INTERNE
HO‘ME PAGE: M/ Awwmiamnspalont cem
GENERAL B MAN ; intotwwnepstent.com

Scales and weighing apparatus W be used with fuid:balance mumlu' and yysteins

for various treatmentc in the ficld of rcnal replavement Lheraptcr gcales and
weighing apparatus to be used with a tluid bal:mce monior and b)’Sl’bm
comprised of an extracorporeal blood circuit and a substitutc and a filirate circuit

Our Ref. No.: 11051.127

i

Dear Ms, Litton: ;
|
It was a pleasure to tatk with you on April 18, 2003 in connection with the Petition for
Cancellation of registration no. 2,258,517. Attached is a copy of the previously filed petition.
Please call me at 801-533-0801 if you have any questions.

l

|

l

Sincerely, |
!

WORKMAN NYDEGGER & SEELEY,

A L Do

RICHIARD C. GILMORE
Enclosure

ROGele

WAL 105 N2CLCDO00003226V001 doo

|
\
1
i
i
|
!
)
|
|
|
l
E
t
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WORKMAN, NYDEGGER & SEELEY \
A PROFES3IONAL CORFORATION |
ATTORNEYS AT LAW {

1000 EAGLE GATR TOWER |

60 TAST 30UTI TEMIE |

SALT LAKE CITY, UTAH 84141 '

TELAPHONT (R01) §31-9R00 \

FAX (801} 328-1207 |

April 21,2003

FACSIMILE COVER LETTER |

Dlcase deliver the following pages to:

Kimberly Litton ‘
United States Patent and Trademark Office :
2900 Crystal Drive |
Atlington, VA 22202.3513 :
i
Telecopier Phone: 703-308-7082
Phone:

703-308-9300, ext. 134 ]
Number of Pages Including Cover Latter:

s

8 pages \-.,

x

l‘,

From: Richard C. Gilmore l\

Docket: ISR VY \
Comments:

t

\

{
THR INFORMATION CONTAINED IN THIS FACSIMSS 2 MESSAGR IS ATTORNEY PRIVILEGED AND CONFIDENTIAL INFORMATION INTENDED

ONLY ¥OR THR USE OF THE INMVIOUAL OR ENTITY NAMED AROVE. I¥ TIiK READER OF TIIS MESSAGE IS NOT TIIR INTENDED
RLCITIENT, OR TUE EMILOYEE OR AGENT RESPONSIDLY, 70 DELIVER IT TO TR INTRNDED RECIPIKNT, YOU ARE [JERIRY NOTIVIRN
THAT ANY DISSEMINATION, RISTRIBUTION QR COPYING OF TINS COMMINICATION 18 STRICTLY JHOIURITED. \

|
1 YOU 1IAVE RECEIVED Titis COMMUNICATION IN ERROR, PLEASK IMMEDIATELY NUTIFY US BY TELEECNONE, ANG ku'r‘(mx THE
DRICINAL MESSAGE TO S AT THE ABOVE ADDRFSS VIA THE U5, POSTAL SERVICE. TTANK YOU.
CONITRMATION COIY WATH] ENCLOSURES SANT DY RECISTEPED MAIL

!
{
NO CUNLIMA TR COPY SENT | oK.

W3549NOCLCO000N0096V00] doc

P. 01
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' |
T TAB NOTICE CONCERNING CORRESPONDENCE ADDRESS |
(TRADEMARK RULE 2.18) l

|

; The 'i'rademark Trial and Appeal Board will mail correspondence to only one address*rfor each party.

1

If a|party is located in the U.S., correspondence will be sent to the party’s own address, unless (1)
papers filed with the Board are filed by a party's attorney, (2) a written power of att:orney is filed, (3) a
written authorization of some other person entitled to be recognized is filed, or (4) the party requests in
wri{ing that correspondence be sent to another address. In these situations, correspondence wvill be
sent, respectively, to (1) the attorney filing papers, (2) the attorney named in the power of attorney, (3)
the other person designated in the written authorization, or (4) the other address specified by the party.

When one attorney or other authorized representative makes an appearance on beha'!f of a party, his
addreSS is noted on the proceeding file as the correspondence address. If a second éttorney or other
authorized representative makes an appearance on behalf of the party, and requests that correspondence
be directed to him, the correspondence address on the proceeding file will be changed, and future
correspondence will be sentto the second attorney or other authorized representative, rather than to the
first/one. If the second attorney or other authorized representative does not request ;that correspondence
be sent to him, the Board will continue to send correspondence to the first attorney or authorized
representative. ‘\

i
If a power of attorney from a party to one attorney has been filed, and thereafter anol‘ther attorney or
authorized representative makes an appearance on behalf of the party and asks that correspondence be
sent|to him, the second attorney or authorized representative will be required to subn‘pit authorization,
from| the party or from the first attorney, for the requested change in correspondence‘, address.

\
if a power of attorney from a party to one attorney has been filed, and thereafter a péwer of attorney
from|the party to another attorney is filed, the second power of attorney will be construed as a written
request to change the correspondence address from the first attorney to the second one, even if there is
no revocation of the first power, unless the party or the first attorney directs otherwise. Likewise, if an
attorney makes an appearance on behalf of a party, and thereafter the party files a w{'itten power of
attorney to another attorney, the Board will send subsequent correspondence to the a‘ppointed attorney.

If a power of attorney from a party to one attorney has been filed, and thereafter thatattorney files an
“associated power of attorney” to another attorney, the correspondence address will remain unchanged,
and the Board will continue to send correspondence to the first attorney, unless the first attorney or the
party (directs otherwise. %

r
In the| case of a party whose application is the subject of a Board proceeding, any app%aarance or power
of attorney (or designation of other authorized representative) of record in the application file at the time
of thel commencement of the Board proceeding is considered to be effective for purposes of the
proceeding, and correspondence will be sent initially to that address. Thereafter, the correspondence
address may be changed as described in Trademark Rule 2.18.

l
In the |case of a party whose registration is the subject of a Board proceeding, any représentative which
may be of record in the registration file at the time of the commencement of the Board:proceeding is not
considered to be effective for purposes of the Board proceeding. Rather, correspondence is sent to the
registrant itself unless and until another correspondence address is established in the manner described
in Trademark Rule 2.18. - i



THE TRADEMARK TRIAL AND APPEAL BOARD \IYOULD
LIKE YOU TO KNOW: !

“The TTAB Customer Service Center is available to

*answer telephone inquiries \

*explain pertinent legal provisions and related administrative !

practices as they apply to specific cases

*provide status information on pending cases

*provide access to the files of pending cases -.

*resolve problems \

~ \

The telephone number for the TTAB Customer Service Center is (703) 308-9300, extension 0
[zero].. ' i

i L
" The Patent and Trademark Office has two special boxes for expedited processing and
distri'bution of documents filed with the TTAB. Envelopes and transmittal letters for‘\TTAB should be
¥ addressed to: Commissioner for Trademarks, 2900 Crystal Drive, Arlington, VA 22202, followed by
one of the following designations ‘

|
t

“Box TTAB Fee”: for papers filed with the TTAB that include
filing fees, such as notices of opposition, petitions to cancel,
and notices of ex parte appeal

and
“Box TTAB": for all non-fee papers filed with the TTAB, such as ‘\
requests for extensions of time to file notices of opposition and -
motions.

i
I

\Th TTAB Customer Service Center makes every effort to provide public ac

ceéls to application
files, opposition files, cancellation files and concurrent use files immediately upon request for

access. Files located will be made available in a central storage area accessible to the public. You |
can also access information about TTAB proceeding files onfine. Goto
http://www.uspto.qov/webloffices/dcom/ttab and click the “BISX LINK”.

!
K
|

] ) i

Any questions, comments, or suggestions concerning TTAB service should be d,jrected to
Jean llBrown, TTAB Technical Program Manager, at (703) 308-9300, extension 123 or Afendi Ziad,
Superyisory Legal Assistant at (703) 308-9300, extension 205. Q
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\
| NOTICE CONCERNING ALTERNATIVE DISPUTE RESOLUTIOI}‘J (ADR)

The Trademark Trial and Appeal Board encourages you to consider alternat\ive dispute xresolution
as'a means of settling the issues raised in this opposition or cancellation proceeding. \ Although mere than
95% of Board proceedings are decided prior to trial (by settlement or by entry of pre—tnal judgment),
altl&rnatlve dispute resolution techniques might produce an earlier, mutually agreeable resolution of your

l
dlspute or might, at least, narrow the scope of discovery or the issues for trial. In elther case, alternative
dispute resolution might save you time and money.

‘,
\
Many non- -profit organizations, both inside and outside the intellectual property field, offer
alternative dispute resolution services. Listed below are the names and addresses of orgamzatlons that
havl\e indicated that they can make arrangements for alternative dispute resolution. The listings are given

for your convenience; the Board does not sponsor nor endorse any particular orgamzatlon s alternatnve
dlspute resolution services.

}

|
i

International Trademark Association
Telephone: (212) 642-1726

Fax: (212) 768-7796
www.inta,org/adr/index. shtml

e-mail: Istigliano@inta.org

CPR Institute for Dispute Resoilution
Telephone: (212) 949-6490 ‘\
Fax: (212) 949-8859 |
www.cpradr.org

e-mail: info(@cpradr.org

American Intellectual Property Law Association (AIPLA) \
2001 Jefferson Davis Highway

Suite 203

Arlington, Virginia 22202
Telephone: (703) 415-0780
Fax: (703) 415-0786

American Arbitration Association (AAA)
Headquarters

140 West 51° Street

New York, New York 10020-1203
Telephone: (212) 484-3266

Fax: (212) 307-4387

|

Finally, if the parties consider using alternative dispute resolution in this proceedmg, the Board
would like to know; and if the parties actually engage in alternative dispute resolution, the Board would
be intetested to learn what mechanism (e.g., arbitration, mediation, etc.) was used and w‘nth what general
result. Such a statement from the parties is not required but would be helpful to the Boa\rd in assessing
the value of alternative dispute resolution in Trademark Trial and Appeal Board procee&mgs.

— ——



=

FILING OPPOSITION/CANCELLATION
Any person (Opposer) may file a

Notice of Oppositicn within 30 days
mark published under 15
USC 1062(a) in Official ?azette; may

aga‘inst any
oppose in whole or part .

Time for filing Notice may be

extended by written reguest to TTAB.
A first extension for not more than

30 days will be granted upon
requyest.
granted for good cause -

aggregating more than. 120 days from

pub.| date not granted unless
consented to by applicant or
extraordinary cCircumstances.
2.10i(c). Reguest should be in
triplicate. 37 CFR 2.102(d).

Any person (Petitioner) may fi}e a
Petition to cancel a registration i
whole\ or in part, but only under
conditions set forth in 15' Usc .
1064.’\ Geographic 1imitatlgn will
be considered by TTAB only in
concurrent use proceeding- 37 CFR
2.99{n), 2.133(c).

Opposelr/Petitioner is in pesiticn o
Plaintiff and Applicant/Respondent
is Defendant. 37 CFR 2.116(b).

ta

Notice/Petition corresponds
37 CFR

complai\lnt» in civil action.
2.116¢{c) .

Amendment to pleadings in acc«?rc}
with Rule 15, Fed. KRules ©of Civil
Proceduke (FRCP). 37 CFR 2.107,
2.115.

MAILING PROCEDURES

Certificate of Mailing of
Transmigision and Express Mail
procedures effective for all papers
37 crr 1l8, 1.10.

INSTITUTION OF PROCEEDING: WITHDRAWAL
TTAB examines Notice/Petition for
formal requirements and sends

notificatlion to Defendant, generally

within few weeks of filing date.
Duplicate| copy of Notice/Petition
and Exhibits sent t¢ Defendant.
CER 2.105) 2.113.

37

Notice/Petition may bLe withdrawn
without pr‘ejudice pefnre Defendant
files Answer. 37 Crr 2.106(c),
2.114(c). |With written consent of
Defendant, |later wiildrawal may be
without prejudice.

Defendant may not at.anden
application or surrercder
registration without prejudice
except withlwritten ~onsent of
Plaintiff. |37 CFR 7.135, 2.134.

ANSWER; MOTIONS

Time for Ans‘twer set ty TTAB for 40
days from Notification mailing
date.? Counterclaim should be filed
with answer or promptly upor:
discovery of |[information supporting
Counterclaim.| 37 crr 2.106(b},
2.114(by}.

Further extensions may be
Extensicons

37 CFR

ot

n

£

,

Time for reply to Counterclaim set
by TTAB for not less than 30 days
from TTAB-action mailing date. 37
CFR 2.106(b), 2.114(b}). : e

Motions may be brought before TTAB
in writing and with Brief in
support. Brief in opposition
thereto, 15 days (30 days for
summary judgment motion). Briefs
limited to 25 pages. Reply Brief,
if filed, 15 days, limited to 10 oo
pages. Reconsideration 30 days
after decision; Opposition Brief, 15
days. 37 CER 2.127. Most motions
used in Federal practice are
applicable.

*

Motions for Summary Judgment, to
Compel, and to Test Sufficiency of
Responses to Requests for
Admissions, if filed, due before
Plaintiff testimony period opens.

37 CFR 2.127(e), 2.120(e}, 2.120(h).

TRIAL DATES

TTAB issues Order setting opening
and close of Discovery and Trial I
dates. Discovery set for period of
180 days; 30-day Pl. Testimony
period <loses 90 days after close of
Discovery period; 30-day Def. Test.
pericd closes 60 days after PBL.
Test . period; 15~day Pl. Rebuttal
Test. period, cleses 45 days after
Def. Test. period. 37 CFR 2.120(a),}
2.121.

*

3
o

In cases where Counterclaim filed,
TTAB sets additional time periods oo
for testimony and briefing.

DISCOVERY PERIOD
Interrogatories,

Regs. for Prod. Of
Docs. & Things, and Regs. for Adm.,
if served, must be served by last
day of Discovery period. Written
Responses within 30 days from date
of service of Disc. Regs. FRCP Lo
apply except as otherwise provided.
37 CFR 2.116, 2.120({a). Extension
of Time to respond to discovery
granted upon cause or by
stipulation.®

e

Interrcgatories limited to
proceeding total of 7%, counting
subparts; additional interrcgatories
allewed upon motion for pood cause  Ln
or by stipulation. 37 CFR
2.1Z20(d){1).

Discovery Depositions (noticed and
taken within Disc. Period) in Lo
District where deponent resides or
is employed. 37 CFR 2.120(a},

2.120(b}). Either party may reguest
designation of witnesses under FRCP
30(b) {6), 31l(a). ’

PLAINTIFF'S TRIAL PERIOD
Plaintiff’s Testimony-In~Chief. e
Opens 60 days after Discovery Period
closes, and runs for 30 days (refer
to Order). N

Testimony| taken by deposition upon
oral examination or upon written

questions! 37 CFR 2.123, 2.1za.
i

Plaintiff\‘serves Transcript of
testimony \and copies ©f documerntary
exhibits on adverse party within 30
days after\.l completion o©of taking
testimony., Certified transcript and
exhibits filed with TTAB. 37 CFk
2.125. ! '

t

!
Notice of }‘l'leliance as appropriate on
Discovery Deps., Adms. and Int.
Answers, with copies of same, due
before close of Test. 37 CFR
2.120.° '

Involved app. or reg.
evidence for

relevant and competent purposes.
Publications in gen. Circ. v
libraries, and official reca :
be received if appropriate Notivce af
Reliance is filed and copies

files are in

submitted within Test . periced. 37
CFR 2.122. \
Motion under 137 CFR 2.132, 1f {iled,
due after close of Pl.’s Test,
period & before opening «f Def.’z.
DEFENDANT'S TRIAL PERIOD
Oopens 30 dayslafter <lose of Fi.'g
Test. period.| Runs for 30 days,

i
Test. taken by‘x depositian up-a raral
examination or, upon written
questions. 37|CFKR 2-123, Z.1l4.

i
Notice of Reliince on Discavery
responses alsoldue within Test.
period, if file\d. 37 CFK C.1lu.
Notice of Reliance on gen. circ.
publ. and offic}al records due
within Test. period, 1if filed. 37
CFR 2.122.
Def. serves Test. transcript on Fl.

within 30 days a’r‘nd files certified
transcript and exhibits with TTAE.
37 CFR 2.125. |

PLAINTIFF'S REBUTTAL PERIOD
Rebuttal Test. period for Fl. opensz
30 days after close of Def.’s Test.
pericd and runs for 15 days.

Pl. may file Notilce of Reliance
under 37 CFR 2.120, 2.122, with
matter relied on,| and take Teszt. t..
rebut Def. Test. ‘and other evidence,

Pl1. serves and files Transcript of
Rebuttal Test. and exhibits in
accordance with 37 CFR Z.

25,
ERIEFS; ORAL HEARING

Pl. Brief due 60 days after Rebuftal
rericd ':lc.s;ing.'s i

4

Def. Brief, if filed, due 30 days
after FPl. Brief due.

1
P1. Reply Brief, if filed, due 1§
days after Def. Brief due. 37 CFR
2.128. g
. |

13



e
~ Separate Request for Oral Hearing,

if|filed, due not later than 10 days

i
Oral He.aring before panel of at
afr;ler Reply Brief due.

1
least three TTAB judges.

in -:-pposi\pion due within 15 days.
30 minutes 37 CFR 2.12%(c).

for each party. 37 CFR Z.129.

37 CFR _ ' %
z.128. ' DECISION; RECONSIDERATION; APPEAL

. - . % TTAB Deliberation.

TTAB Notice of Oral Hearing sent to
all| parties.

any Appea} from TTAB Decision due
within two months of Decision or tw.
Writing of
Opinion and Decision in due course.

months after denial ©f req.
recon.

for
See especially 37 CFK
2.129(d) . |
i

0
X

Request for rehearing,

reconsideration or modification, if
filed, due within one month. Brief

|
'
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NOTE: Footnotes and TTAB addresses and telephone number appear on the back of Lils sheet

FOOTNOTES

Opposer may be any legal entity including a corporation. Opposer must believe that opposer would be \ damaged by
registration of the mark and state the reasons. 15 USC 1063 and 37 CFR 2.101. Notice of Opposition need not keverified. 5200

x\'equh'ed fee for each class for each person opposing. 37 CFR 2.6, 2.101(b). May be signed by attorney. 37 "sz.ml(b). Duplicate
c\opye including exhibits required. Order status and title copies of pleaded registrations in advance and attach to Notic e/Petition or
introduce as evidence during Testimony-In-Chief perlod. 37 CFR2.122.

|
\
\
Action, grounds and requirements (Footnote 1) for initia tion of Cancellation proceeding are similar to t.hose\\for an Opposition
prhceeding and are covered in 15 USC 1064, 1092 and 37 CFR 2.111, 2.112. $200 required fee per class, per pe{sm Duplicate copy
\ .
required. ‘

\
1

\
Except Notice/Petition, each paper must be served on opponent Statement of service (date and manner) is required. Period to

respond to Motions and Discovery Requests s extended 5 days when service Is by first-class mail, “Express Mail” or overnight

couﬁer. 37 CFR2:119. Action due on weekend or D.C. holiday can be taken on next business day. 37 CFR1.7. §

i

S

Resetting of time to respond to Discovery Request does notr

\

esult in extension of Discovery period and subseque\m testimony
periods unless requested. 37 CFR 2.120(a). All consented extensions of time should be filed in triplicate and list specific dates for
1
all subsequent periods affected. , .

B ' “\
Except|for 37 CFR 2.122(e) documents, documents produced in response to Requests for Production cannot be madg of record by
Notice of Reliance alone. 37 CFR 2.120(jX)

|
Briefs should he typewritten or printed, double-spaced, in at least pica or eleven-point type, on letter paper 8% x11). Three coples
of briaf§ required. Alphabetical index of cases required. Length limit of 55 pages, including table of contents, md?x of cases,
descnpﬂ‘m of record, statement of issues, recitation of facts, argument, and summary. Reply brief 25 pagestotal. \37 CFR 2.128(b).

ADDRESSES AND TELEPHONE :

TTAB Office Location and Telephone Number | ‘

All papers not requiring a fee should be mailed to: \“

A |
Box TTAB No Fee

Commissioner for Trademarks \\
2900 Crystal Drive

Arlington, Virginia 22202-3513 '

NOTE: For papers with fee, use “Box TTAB Fee” | \‘

. |
2900 Crystal Drive , | \
South Tower, Suite 9B40 ' ,‘
Arlington, Virginia 22202-3513 ' ‘

' !
Telephone: (703)308-9300



Commissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202-3513
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