UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, Virginia 22202-3513

Bax| ey Mai l ed: July 11, 2003
Cancel | ati on No. 92/041, 792

Cross Creek Seed, Inc. &
Coati ng Supply, Inc.

V.

F. W Rickard Seeds, Inc.

Andrew P. Baxl ey, Interlocutory Attorney:

This case now cones up for consideration of
respondent's notion (filed May 5, 2003) to suspend
proceedi ngs pending final determ nation of a civil action
bet ween respondent and petitioner Cross Creek Seed, Inc.
("Cross Creek").! The notion has been fully briefed.

I n support of its notion, respondent contends that
suspension is appropriate inasnmuch as respondent is invol ved
in federal litigation with Cross Creek and that such
litigation will have a bearing on this proceedi ng.

In response, petitioners filed (on May 27, 2003) a
notion for summary judgnent on their pleaded clai m of

genericness and contend that, inasmuch as the notion for

! Respondent filed its notion to suspend in lieu of an answer.
The civil action is styled F.W Rickard Seeds, Inc. v. Cross
Creek Seeds, Inc., Case No. 1:02CV01004, filed Novenber 20, 2002
inthe United States District Court for the Mddle District of
North Caroli na.
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summary judgnent is potentially dispositive of this case,
the notion for sunmary judgnment shoul d be deci ded before the
Board considers the issue of suspension for the civil

action. Petitioners further contend that suspension is

i nappropriate inasnuch as petitioner Coating Supply, Inc.
("Coating") is not a party to the civil action at issue in
the notion to suspend and is not in privity with Cross

Cr eek.

Trademark Rule 2.117(b) allows the Board discretion to
consider petitioners' notion for summary judgnent before
considering the issue of suspension. However, the Board
el ects not to exercise that discretion in this case.? See
TBMP Section 510.02(a).

Under Trademark Rule 2.117(a), whenever it shall cone
to the attention of the Board that a party or parties to a
pendi ng case are engaged in a civil action which may have a

bearing on the case, proceedi ngs before the Board may be

Z Petitioner's contention that it is standard practice for the
Board to decide potentially dispositive notions before deciding
motions to suspend is not well-taken. Al but one of the cases
upon which petitioners rely in support of this contention are
based on an earlier version of Trademark Rule 2.117(b), which had
required the Board to decide potentially dispositive notions

bef ore considering notions to suspend. Rule 2.117(b) was anended
in 1983 to allow the Board discretion to suspend without first
deciding the potentially dispositive notion. See Notice of Final
Rul emaki ng, 48 Fed. Reg. 23122, 23129 (May 23, 1983). The
remai ni ng case upon which petitioners rely, General Mtors Corp.
v. Cadillac dub Fashions, Inc., 22 USPQ2d 1933, 1936-37 (TTAB
1992), is inapposite inasnuch judgnment had been entered in that
proceedi ng when the potentially dispositive notion (one for
relief fromsuch judgnment under Fed. R Gv. P. 60(b)) and a
nmotion to suspend were pending.



Cancellation No. 41,792

suspended until termnation of the civil action.® After a
t hor ough review of the conplaint in the civil action, the
Board finds that suspension of this case is appropriate
because the civil action clearly has a bearing on this
pr oceedi ng.

In particular, to prevail in the district court on its
claimof unfair conpetition, respondent nust prove the
exi stence of its trademark rights in the K 326 mark. Thus,
if the district court finds that such rights exist, the
court’s findings will have a bearing on petitioners' clains
of genericness and fraud in this proceeding. Mre
inportantly, those findings would be binding upon the Board.
See Anerican Bakeries Co. v. Pan-O Gold Baking Co., 2 USPQd
1208 (D.C. M nn 1986); Oher Tel ephone Co. v. National
Tel ephone Co., 181 USPQ 79 (Conmir Pats. 1974); and \Wopper-
Burger, Inc. v. Burger King Corp., 171 USPQ 805 (TTAB 1971).
In short, the Board finds that these considerations outweigh

the fact that a potentially dispositive notion is pending

3 petitioners' contends that suspension is inproper because
Coating is not a party to the civil action upon which respondent
has based its notion to suspend and that, accordingly, the civil
action is not dispositive of this proceeding with regard to
Coating. Trademark Rule 2.117(a), however, was anmended in 1998
and now requires only that the civil action in which a party or
parties to the Board proceedi ng are engaged nay have a bearing on
t he Board proceeding for suspension to be appropriate. See

Noti ce of Final Rulemaking, 63 Fed. Reg. 48081, 48083 (Septenber
9, 1998).
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before the Board, that Coating is not a party to the civil
action, and that Coating and Cross Creek are not in privity.

Therefore, in the interest of judicial econony and,
consistent with the Board's inherent authority to schedul e
its proceedings, to avoid duplicating the effort of the
district court and the possibility of reaching an
i nconsi stent concl usion, respondent’s notion to suspend this
proceedi ng pending final determnation, (i.e., followng the
termnation of any and all appeals and renmands), of G vil
Action No. Case No. 1:02CV01004 is hereby granted. See
Trademark Rule 2.117.

Accordi ngly, proceedings herein are suspended
indefinitely, pending final determnation of Cvil Action
No. Case No. 1:02Cv01004.°*

Bi -annual inquiry may be made as to the status of the
civil action. Wthin twenty days after the final
determ nation of the civil action, i.e., including any
appeal s and remands, the interested party should notify the
Board so that this case nay be called up for appropriate

action. During the suspension period the Board shoul d be

* The Board defers consideration of petitioners' notion for
summary judgnent and respondent's notion (filed June 16, 2003) to
take di scovery under Fed. R Civ. P. 56(f) until proceedings are
resuned. |If and when proceedi ngs herein are resuned, the Board
wi |l decide respondent's notion for Rule 56(f) discovery and
reset tine to respond to petitioners' notion for summary

j udgnent .



Cancellation No. 41,792

notified of any address changes for the parties or their

att or neys.



