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CONDITIONAL REQUEST FOR A RULE 56(f) CONTINUANCE TO TAKE™ e

DISCOVERY NEEDED TO RESPOND TO PETITIONERS’
PRE DISCOVERY MOTION FOR SUMMARY JUDGMENT

!

!
Pursuant to FED. R Cwv. P. 56(f) 37 CF.R. § 2.116, and Trademark Trial and Appeal

Board Manual of Procedure (“TBMP”) §§ 101.02 and 528. 06 Reglstrant F W. Rickard Seeds,
Inc. (“Reglstrant ’) hereby: condltlonally requests a contmuance in order to:take discovery needed

to respond to Petltloners pre dlscovery motion for summary Judgment In support, Reglstrant

states as follows:
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1. Petrtloner Cross Creek Seed, Inc:, 1n1t1ated thrs cancellatron proceedmg on

E -
T VE

January 22, 2003, seekmg to cancel Reglstrant s Umted States Trademark Reglstratlon No.

2,666,400 (“the ’400 Regrstratr' ) for the mark K 326.

2. On May 5, 2003 Regrstrant timely answered the petition and srmultaneously

moved to suspend this. proceedmg in hght of earher ﬁled litigation mvolvmg Petitioner Cross

Creek and Regrstrant in the United States Dlstrlct Court for the Mrddle Dlstrrct of North
Carolina, Civil Actron No 1 02CVO]OO4 corcerning, among other thmgs the trademark that is
the subject of the *400- Reglstratlon (the “U . Dlstrlct Court lrtrgatron”) "As set forth in

Registrant’s Motlon to Suspend and its. related Reply Brief, the partles do not dlspute that this

proceeding and the U.S. Drstrrct Court htrgatron involve identical 1ssues——whether there are
registrable trademark rights in K£326, or whether the Plant Varrety Protectlon Act completely

precludes such rrghts Moreover ‘cancellation of Registrant’s ’400 Reglstratlon 1s demanded in

h

both this proceeding and in the egrlier-ﬁled U.S. District Court litigatfon. :

-3, Only ‘twenty days fafter Registrant answered and filed itzs motion to suspend this
proceeding—and oefore any dise%very‘had' taken place~Petitioneré rrirove_d for summary
judgment of cancellatronf | j | i

4. Reglstrant in its Reply in F urther Support of Regzstrant s Motzon to Suspend
Proceedings Pending | Outcome of F ederal Court Litigation, has requested that the Board not

consider Petitioners’ pre-drscovery motion for summary judgment before ruhng on Registrant’s

. t
1

earlier-filed motion to sus’pend. If the Board, however, despite the pendency of an earlier-filed

motion to suspend, decides to address Petitioners” motion for summary: judgment,“1 Registrant

! This is the “condition” to this:“conditional” request.
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will need to take dl;coverv to réespo'n'd to the motion for Summary juidgment, as this proceeding is
in its infancy and no discovervihas oeeurréd. : | |

5. When the sumrrrnry judgme:ntnonmovant requests diecovery th;_t “is reasonably
directed to ‘facts e;eential to juétify'the party’s opposition ’ in. the words: of Rule 56(%), such |

discovery must be permrtted or summary Judgment refused.” Opryland USA Inc v. Great

{
American Music Show Inc,, 970 F.2d- 847, 852 (Fed Cir. 1992) (crtatron omrtted)

4

6. In thrs case, to be entrtled to summary Judgment Petrtloners must demonstrate

that there is no genuine dispute _qf materral fact on two required elements: “(1) that [they have]
- i . -
standing; and (2) that there are valrd grounds for canceling the regrstratron Cunningham 12

Laser Golf Corp., 222 F.3d 943 945 (Fed Crr 2000) Facts supportmg standrng must be

pleaded, then proved or the merits of the. petrtron to cancel cannot be heard See eg., Jewelers
l

Vigilance Comm., Inc V. Ullenberg Corp., 823-F.2d 490, 493 (Fed Crr 1987).

7. Reglstrant has not only denred the substantive allegations in the Petrtron but has
also asserted in its Answer that the Petrtroners lack the required element of standing. To have
standing, each Petrtroner must plead and ultrmately prove, that it is somethrng more “than an

intermeddler” who lacks the requrred personal mterest in the outcome of the case: beyond that of

the general public. See, e.g, Lipfo“n Indus;Inc. v. Ralston Purina Co.,;670§F.2d 1024, 1029-30

(C.C.P.A. 1982). .
8. Because Petrtroner.sr filed therr summary judgment motron after Reglstrant moved

to suspend (albeit stlll early in thrs proceedmg), Registrant has had no opportumty to take any

discovery against Petrt_rgner C;oatrnéfg Supply', the only party to have submrtted testimony in

support of Petitioners’ motion for summary judgment. Registrant expects that discovery

(including document requests, interrogatories, requests to admit, and depositions) will reveal,
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among other relevant facts, that Coating Supply has no real interest in this proceeding beyond
that of the general pubhc (See::_Decl."Of James Strickland at 4 3.) (attached hereto).

9. If discovery reveals that I’e‘.zitionefrs lack standing——'—an essential :element of their
claim for cancellatlon—then thelr motion for summary Judgment mnst fail. See eg,
Cunningham, 222 E.3d at 945 Jewelers Vzgzlance Comm, 823 F.2d at 493

10. Snmlarly, Reglstrant will need dlscovery from both the Petmoners and from third-
party seed and crop orgamzanons such as the Association of Ofﬁmal I'Seed Certlfymg Agencies
(“AOSCA”), the North CarohnaaDepartment of Agrlculture and Consumer Serv1ces and the
North Carolina Crop Improvement Association, Inc to develop facts that support Registrant’s
unclean hands defense. (/d. § 4)“ Indeed Reglstrant has already obtamed a prehmmary
injunction against Petmoner Cross Creek on this very ground in the Unlted States District Court
for the Middle Dlstrlct of North Carohna in F.W. Rickard Seeds, Inc and 'Gold Leaf Seed
Company v. Cross Creek:Seed, Jnc Cross Creek F arms, Eddie Baker, 'and Bill Earley, Civil

Action No. 1: O2CV1 004 Dlscovery as.to these thlrd partles w111 also focus on facts bearing on

the use of K 326 as a trademark etc (Id 'n 5y |

L
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WHEREFORE, Registrant prays that the Béard, in the event'it decides to address Petitioners’
summary judgmehjtgmotion despite the pendency of Registranf’s earlier-ﬁled motion to suspend,

| grant a continuance of ﬁinéty (§0) days from the date of the Board’s;ruling heréon for Registrant

to engage in discovery necessary for Registraht to respond to Petitioners’ summary judgment
T -z * . ‘ :

motion. S E ;
i
o

Dated: June 13, 2003

o George B. Snyder, Esq _ »

- oy , KRAMER LEVIN NAFTALIS & FRANKEL LLP

‘ ' © " 919 Third Avenue - | !

_ New York, NY 10022
| l (212) 715-9100 -
| v b
|
| Attorneys for Regzstrant F. W Rickard Seed,
| 5 Inc. '
1 : |
I
5
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. CERTIFICATE OF SERVICE |

I hereby certify that a true and correct copy of the foregoing’ CONDITIONAL REQUEST

l

FOR A RULE 56(f) CONTINUANCE TO TAKE DISCOVERY NEEDED TO RESPOND TO

PETITIONERS’ PRE DISCOVERY MOTION FOR SUMMARY J UDGMENT has been served

i

on June 13, 2003 by first class- maxl postage prepald on:. ’
i

Kenneth S. :Kaufman, E§q - _?4
Garson & Associates, LLC o ‘ »

7735 Old Georgetown Road, Suite 550 ‘ / e .
Bethesda, MD 20814 o ’ "

« " Thomas ) e :
- Attorney ' ntF W chkard Seed, Inc.

et

: ¢ 6
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m ST ATES .PATENI AND TRADEMARK OFFICE

AR Na 2,666.400
& . Merk X326
 Registered. Decmbetu 2002
.CROSS CREEK SEED, INC;;nd I | | 3
COAWGSU?PLY]NC T ' -%
I'etiuonm. ' R L :
s CANCELLATION NO. 92041792
V. o L . :
F.W.RICKARDSEEDS,INC;, .| B
L JA.MESS‘I‘RICKLAND prorsuszt to 28 US.C. § 1746, hareby declare as follows:
1. Tam tho Excoutive Vics President of Regierant P.W. Rickard Seeds, Tuc. Tam
ovsrlsmofagemdbauevem&eobhgmomofanoath. ; '
2.. Isuhmt&uDedu&hmmmmost“Cm&‘ﬂmdxeqMatFord ‘

Rule 56() Con:muanee To Taka Diraovay -Needed To Re:paud To Pcmwum Pre-Discovery
' MozionForSummarandgmsnf inmspmeeed.i.ng. 'Ihemmmmthndechnnonarebased
upon my ewn personal knawhdge and expenenne in the tobacco sced businsss, oron '
information supplsed to me by oﬁm of, orpemons employed or muned by, Regmanr. Who |
are knowledgeable in the prezmses

3 Immawmoﬂmddomtbehevethnmmm,anyevzdewethat?euhm
Coating Supply, Inc. has any direct armdxreoteommdmmthnwmbaaﬁecmdbyany
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decision as w0 whethwormtkasmmkeepsiumg\mon for meman:xszs Iﬂleufore
expect that dkeovaywiﬂbec outmybahefomh;s pomt. ' S '

4 1 mwmmnwmmn ghow Mone orham ofihe?ehhoners bave
upclean hands auemalurepreummnsmadein eomvdmw aales of alleged X 326
10bacco saed, thereby: axsquahfymgthan from seehnsnﬂefmﬂusytoeee&ng. Indesd, .

Registrant hag akeadyobumedaprdmmarymm MP&W C:oss creek on‘this
very grotmdmthe‘f}mted smnmr counforthe Middlel)mnct of 'Nem leina inF.W.

WSead:Ju adGoldLequeedCompcuyv CrosskaSced.Inc Cmrs&uk :
Farms, Eddie Baker, andBillEarley, le Action No. 1:02CV1004, |

5. Iauobenevemnmweryofm-@mmwhsmmofoﬁan '

~ Seed Centifying A,genmes ("AOSCA"), the North Carolina Depamnem of Agricultare and
" Comsumer Services, and heNorth Carolina Crop ImpmvementAssawon. Ine. win reveal

addmonalfaomhmaupponnegmmt’s nnclmhands defmse.swenasbwombnmue of
 the use of K 326 as a trademark.

DATED: funs 19,2003
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