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REPLY IN FURTHER SUPPORT OF REGISTRANT’S MOTION TO SUSPEND
PROCEEDINGS PENDING OUTCOME OF FEDERAL COURT LITIGATION

Pursuant to. Trademark Tr1al and Appeal Board Manual of Procedure (“TBMP”)

§ 502.03, Registrant F.W. Rlckard Seeds Inc (“Regrstrant”) submlts thrs reply brlef in further

support of its motion to suspendfthrs cancellatrorr, proceeding pendrng_ resplutlon of ongoing

federal court litigation between the parties eoncerﬁing the registratiori at issue in this proceeding.

1L

Petitioners Do Not Contest that the Issues Involved in This Proceedmg is Identical to
Issues Explicitly Ralsed in the U. S DlStrtCt Court thtgatton

Nowhere in Petitioners’ opposition brref do Petitioners contest that the issues they raise

in this cancellation proceeding is identical to issues before the United States District Court in'the

A ¢
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earlier-filed court htlgatlon Nor could they, for after Reglstrant ﬁled this motlon to suspend,
petitioner Cross Creek formally amended its counterclalm in the U S. District Court litigation to
specifically request cancellation, pursqar;t tc_) 15 U.S.C.: § 1119, of }he Beglstrjatlon at issue here.
(See Exh. D.) Agéordingly, tfiéré is no dispute that the;e is ééndjng “a.civil action which may
have a bearing on,”” see 37 CFR §2.1 li(a; and, in féct may well be idispos:itive of, thts case.

2. Petzttoners ’ Excuses Why The-Board Should Slmultaneously Address the Same Issue
that the United States: :District Court is Addressing Lack Ment

= A% i <
Because the 1ssues in thls case and issues in the earher-ﬁled U.S. District Court litigation

are identical, Petitioners musg £=_r“esort to dIVe'r'sion. But Petmoners arguments find no support in

the Board’s rules 6r pfecédent%’ or in policy: }

a. Petitioners’ Later—Flled Pre-Dlscovery Summary Judgment Motion Is an
Impermnssnble Attempt to End Run Around 37 C.F.R. § 2.117(a) and Wlll
ere the Partles and the Board in Unnecessary Further thlgatlon

Petitioners ﬁ;st 1nv1te the Board+to rule first on thelr pre-dlsgoverymotlon for summary

&

judgment, hastily filed after receiving Reéistranf’s motion to suspeﬁd. The Bcjard should not be
drawn into this for several reasons. o

At the threshold, lgeti_tiéﬁers misstate the Board’é wellfestabiished rule and precedents.

The TBMP makes‘ éléar that: - !

It there is pendzng at the time when the question of suspension of
proceedings before the Board is raised, a motion Wthh is potentially
dispesitive of the case, the potentially dlsposmve motion may be
decided before the question of suspension is considered. The
purpose of this practice is to prevent a party served w1th a potentially
dispositive motion from escaping that motion by ﬁhng a civil action
and then movmg to suspend before the Board has de(:lded the
potentlally dlsposmve motion.

TBMP § 510.02(a) (citations or;utted_) (empha31s' added). Petitioners seek to turn this rule on its

head. Their motion for summary judgment was filed affer Registrant filed its motion to suspend.
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The rule, however, contains n?)thing that'would authorize deciding a later-filed dispositive

motion, much less one cobbled .together to deréil_ comprehensive treatment of the issues in

|
pending, active, and earher-ﬁled lawsuit.. Apparently i 1gnor1ng the irony, Pet1t1oners seek to use

TBMP § 510. O2(a)—~whlch is; de51gned to prevent forum-shopplng—to legmmlze the very -

practice the rule condemns Moreover, Petltloners unprecedented proposal Would lead to

duplication and 1ncreased expense results that would run counter to the goals ‘of an explicit

regulation (37 C.F.R. § 2.117(a)) spe01ﬁcally des1gned to avoid the 1ncreased cost and effort

associated with pa_rallel proceedings. ;

Nor does any .of the TTAB decisions cited by Petitioners provide the necessary authority

for the proposition Petitioners advancethat the Board may ignore a pending motion to suspend
" i . b

in order to grant a:subsequent dispositivle motion filed by the party Opposing suspension:

e In Continental:Specialties Corp V. Contznental Connector Corp 192 USPQ 449
(TTAB 1976), the Board spec1ﬁcally noted that it was eritertaining the motion to
dismiss before the motion to Suspend because the motion to dismiss was filed ﬁrst
ld at 450 ‘ :

e InToro Co V. Hardzgg Industries, Inc., 187 USPQ 689 (TTAB 1975), the same party
who moved-to suspend specifically asked the Board to entertain its summary
judgment motion first. See id. at 690 n.8. Similarly, in Allegro High Fidelity, Inc. v.
Zenith Radio Corp, }97 USPQ 550 (TTAB 1977), the same party who moved to
suspend | later moved for summary judgment. ‘See id. at 5 51 .In that circumstance,
the Board decided the merits-related motions first. So nelther Toro nor Allegro
supports the notion that the party opposing suspension can file a subsequent
dispositive motion t6 escape the motion to suspend. (In Allegro there was also an
earlzer—ﬁled motion for default judgment. See id.)

e InArgo & Co. v. Carpetsheen Manufacturmg Inc., 187 USPQ 366 (TTAB 1975),
there was no finding that the motion for judgment was filed before the motion to
suspend. .In any event, the Board summarily denied the motion for judgment as a
prelude to addressmg and granting the motion to suspend. See id. at367. Thus, this
case at most stands for the proposition that the Board may summarily deny a
potentially dispositive motion before suspending the proceeding.

o In The Other Telephone Co. v. Connecticut National T elephone Co., 181 USPQ 779
(Comm’r of Patents 1974), the Commissioner noted that the Board had not clearly
erred or abused its discretion by denying a motion for summary judgment filed after a
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motion.to- suspend on the non- merzts ground that the nonmovant on summary
judgment reasonably postponed taking discovery on the summaryijudgment motion
because it believed that the civil action—which was the basis for the motion to
suspend—would dispose of the matter. See id. at 780-81. Consequently, this
decision does not support the proposition that the Board may, as Petitioners demand,
reach and grant a later-filed summary judgment motlon on, the merits, adversely to
the position of the: suspensmn movant
a . !
An addltlopal reason to reject COatmg Supply’s frantic attempt to conclude the merits of

this proceeding is that, for chistraht to defénd against»(and for the Board to adjudicate)

Petitioners’ summé\ryzjudgmeﬁt:motion discov'ery will be requiredf “The Supreme Court has

made clear that- summary Judgment is 1nappropr1ate unless a tnbunal permits the parties adequate
time for dlscovery 2 Burnszde Ot szatzon Trammg Ctr., Inc. v.- Umted States, 985 F.2d 1574,
1582 (Fed. Cir. 1:9,‘93)'(01t_1ng Celorex Corp. v. Catrett, 477 U.S. 31’{, 326, 106'S. Ct. 2548, 2554

(1986)) (further citation omitted). “Indééd, summary judgment should ‘be reﬁlsed where the
B . M : ' o . I ‘ o
nonmoving party has not had the opportunity to discover information that is essential to [its]

i

i
'

opposition.” Id_(citation omiited).' o : : ;

Here, Petitioners have only recently filed this proceeding, and Registraht has moved to

suspend the proceeding at the earliest opportunity—indeed, on the very same day it was required

to answer the Petiinn."'Obvioé;jy, w1thth1s prQbeeding iin its infancy and a mt;tion to suspend
pending right at the opfgsef‘, no éiscovery has-yet :taken place. Registirant; however, cannot fairly
oppose the motion for summér;/; judgmeﬁt ‘without the beneﬁt §f sut;stantial di§covery. For -
instance, there are substantial questions ;oncem;ng Petitioner ‘Coatir;;lg S:upply’; standing to
assert its claims (see inﬁa at 6-7), yet the only affirmative evidence é)ffeged byf‘Petitioner} isa

declaration from Coating Sugpl}’s pfesidehti "Registrant will need to engage in discovery

(including document requests and depositionvs) of Coating Supply representatives in order to test
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Coating Supply’sjstaﬁdi’ng,'asi well as the evidence it purports to offer on the merits.’ Obviously,
these required discoyery: broéeedings will preclude any sprint to a final decis;on in this

proceeding befdr‘ge the merits‘ can be réached in the earlier-filed U!S. District:Court litigation. In

addition, allowmg such drscovery to proceed in this forum also runs counter to the purposes
j £

underlymg 37 C.FR. §2. 1 17(a)—the avordance of unnecessary expense and effort before the

Board whena pendmg, eéfher-ﬁledU.S.‘Drsmct Court action is addressmg the same merits
I SR - ! : :

issue. : j

b. Petmoners Excuse that Coating Supply is Not Currently a Party, or in
" Privity w:th a Party, to the U.S. District Court Litigation is Both Legally and
¢ F actually Insufficient to Avoid Suspensmn ,

2 |

Petmoners also argue that one of them, Coating Supply, Inc., isnota party to the U.S.

District Court htrgatlon fand “lacks pnvny with the other (Cross Creek Wthh is a party to the

L9 )pa

court htrgatlon), and so would be den‘lede its day in court were the Board to suspend this

L2
-c;

proceeding. There are;several problems with this argument! l

/

Flrst the Board;s\ rules exi)ressly permit suspension' under 37 C.F.R. § 2.1 17(a) even if
the other- proceedmg s one ¢ ‘in whlch only one of the partres is mvolved ” TBMP § 510.02(a)
(crtatxon omltted) Here both Reglstrant and Petmoner Cross Creek—i.e., two of the parties to

this proceedmg—are parties to the U. S Dlstrlct Court 11t1gat10n Thus the fact that the other

Petmoner is not, at. present a party (or allegedly in privity w1th a pany) to the U.S. District Court

i

litigation is not a vahd ground for demal of the motion td suspend

Second even if the asserted lack of pammpanon or privity were a cognizable basis to
. . ;

avord suspensmn Coatmg Supply s representation that it lacks prlvxty w1th Cross Creek is too

! o Accordmgly, Reglstrant is presenting, concurrent with this brief, a conditional request for a Fed. R. Civ. P.:

56(f) continuance to‘take discovery concerning Coating Supply’s standing to petition for cancellation and relating to
the facts alleged in Coatmg Supply s declaration in support of summary judgment.

i
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conclusory to support ‘sucha ﬁndmg All that Coatmg Supply avers concerning lack of pr1v1ty is

that the “Petitioners do not have any officers, directors, or shareholders in common ” (Trias
g [
Decl.at§2.) The‘ Federal Circuit has made clear however that “[w]hether two parties are in

privity depends on the nature “of their relatronshlp in light of'the [acts at 1ssue] . Assessing a
5 | i :
relationship for przvzty znvolves evaluatlon of.all direct and zndzrect contacts.” Mentor Graphics

Corp. v. Quzckturn Deszgn Sys Inc., 150 F 3d 1374, 1379 (Fed Cir. 1998) (citations omitted;

emphasis added); see also Internatlonal Nutrition Co: v. Horphag Research Ltd 220 F.3d 1325,

l

1329 (Fed. C1r 2000) (“A varlety of relatlonshrps between two partles can give rise to the

conclusion that a nonparty to an action is ‘in privity’ with a party to the actlon ...7). Putting

aside that, under TBMP 516: 02(a) not all partles to the cancellatlon need srmultaneously be
partles to court flltrgatl_on,t Qoatmg Supply s bare assertion that “_Petltloners__ﬂdo not have any

H

officers, directors, or shareholders in oorﬁmon” does not begin to scratch the surface of the issue

of privity, and provides an inadequate ; factual basis for the Board to make the factual finding

E ,_,_ N 3
) 3

that Coatmg Supply and. Cross Creek are not in privity.

Thll’d Reglstrant has asserted the defense that the Petitioners lack standing to bring this

]

action. In partlcular,f nothmg alleged inthe Petltron would 1f true demonstrate that Coating
Supply is somethingijre ‘than an 1ntermeddler or that it possesses the requrred personal

interest in the' outcome of the case beyond that of the general publlc See szton Indus., Inc. v.

i

Ralston Purma Co 670 F. 2d 1024 1029 30 (C.C.P.A. 1982). “The party seeking cancellation

must prove two elements: ) that'it has standlng; and (2) that there are valld grounds for

2 Petitioners’ conclusory statements in their briefthat there is no privity provide no basis for the Board to so

find. See, e.g., Johnston v. IVAC Corp., 885 F.2d 1574, 1581 (Fed. Cir. 1989) (“Attorneys’ argument is no
substitute for evidence.”) And even if Coating Supply had averred specific facts that, by themselves, would
reasonably permit the factual finding the no privity existed, fairness would dictate that Registrant have an
opportunity to take discovery on this issue and be permitted to present countervanlmg evidence before the Board
made any such factual ﬁndmg in ruling on the motion to suspend.
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canceling the reglstratlon ” Cunmngham v. Laser Golf Corp 222 F 3d 943, 945 (Fed. C1r

2000). A petitioner must both plead and then prove facts supportmg standmg, or the Board is
powerless to address the merits of the petltlon to cancelf See, e. g Jewelers Vigilance

t 13
Committee, Inc. v.- Ullenberg Corp 823 F. 2d 490, 493 (Fed Cir. 1987) Whlle “[1]n most :

settings, a direct commercial interest satlsﬁes the ‘real interest’ test Herbko Internatzonal Inc.

I

v. Kappa Books, Inc 308 F. 3d 1156, 161 (Fed. Cir. 2002) (c1t1ng Cunnzngham 222 F.3d at
945), nothing in the Petition orgin the Trias declaration supplies the requisite averments of fact to
F . . ’ oo . l ' 7
demonstrate such a direct commercial interest. But even if Coating Supply’s allegations were
s S P '

sufficient to demonstrate, if trl:l;er, that it has standing, Registrant would be entitied to take

discovery on its stetlding deferi%e—ahd, depending on what discovex:jy uncovers, to move to
o g T ’ $ V :

dismiss for lack of standing—before the Board can make a factual finding that standing exists

and thereafter address the merits‘of Coating Supply’s allegations. These additional proceedings,
necessary 1o resolve the,prelimiﬁafy issue of standing, will undoubtedly cost the parties money
and may take up valuable tesources of the Board:? and thus run counter t(; the pélicy behind 37

CFR. §2.117(a). ;

Finally, assuming for pu:r.poseé-of argument that Coating Supi‘)ly in fact ilas standing to
pursue this Petitien; /thef same facts that would. give it staﬁding in this, proceeding would likely

permit it to intervene in the U.S; District Court litigation under FED. R. Civ. P. 24. As aresult,

Coating Supply’s Sfe?er that it will have no forum to air its cancellati"oril claim is iilusory. In the

I

Fourth Circuit, where the earher filed'U.S. District Court lltlgatlon is pendmg, to 1ntervene as of

right under Rule 24(a) the putatlve mtervenor must show that: (1) the appllcatlon to 1ntervene is

} The Supreme Court, as well, has repeatedly made it abundantly clear that the question of standing must be

resolved before a tribunal can reach and decide the merits of a claim. See, e.g., Steel Co. v. Citizens for a Better
Environment, 523 U.S. 83,94, 118 S. Ct 1003, 1012 (1998), Whitmore v. State ofArkansas 495 U.S. 149, 154,110
S. Ct. 1717, 1722 (1989). , .

H: 533036(BF@KO01!.DOC)




g

£

timely; (2) he has an interest in the subject miattér of the underlying i‘action; (3) the denial of the

motion to intervene yvould imp?alr or‘impede his-ability to protect his interest; and (4) his interest

is not adequately- represented by the exrstlng partles to the htrgatron FED R. CIV P. 24(a);

¢

Houston Gen. Ins. Co v. Mooré; 193 F. 3d 838, 839 (4th Cir. 1999) Under Rule 24(b),
permissive 1nterventlon is apprgéprrate when an apphcant s claim or' \defense and the main action
have a question of Iaw or fact 1n common.” and “,the intervention will unduly delay or prejudrce
the adjudication of the rrghts of the orlgmal partres ? See eg, In re Sierra Club 945 F. 2d 776,

779 (4th Cir. 1991): *If the statements in Petrtroners brief are to be beheved Coatrng Supply

i
b

counterclaim in the U.S. Drstrlct‘é;Court htrgatron. _Moreover, to ensure that Coatmg Supply is

entitled to partrcrpate m the earher-ﬁled US. District Court htrgatlon Reglstrant hereby commits

fl-‘,‘

that it will not oppose any motion to mtervene that Coatlng Supply ﬁles in the U S. District

-.%

Court litigation. T TR |

-

In sum, Coating-Supply’s lament that suspensron will leave it bereft ofa forum to air its

) i
claim of cancellation rings hollow.?

i

i
+

4 Indeed, the fact that Coating Sup};ly eschewed joining forces with Cross Creek in the already pending U.S.

District Court litigation—and instead joined forces with Cross Creek to subsequently file this canceliation
proceeding—strongly suggests that Coating Supply’s real concern is not its lack of a forum, but Jorum shopping.
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~“CONCLUSION

For the reasons.set forth herem and in Reglstrant s motion, Reglstrant prays that this

|
petition to cancel be suspended pendmg the outcome of the U S Dlstrlct Court litigation.

A

. o "~ Respectfully submitted, :

Dated: June 13,2003~

.. GeorgeB. Snyder Esq.
L o s KRAMER LEVIN NAFTALIS & FRANKEL LLP
o 7 % .. 919 ThirdAverive |
S New York, NY 10022
' T (212) 715-9100 |

|

- 1 -
= - ..+ Altorneys for Registra(zt F.W. Rickard Seed,

T
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. CERTIFICATE OF SERVICE

+

I hereby certlfy that a true and correct copy of the foregomg REPLY IN FURTHER -

SUPPORT OF REGISTRANT S MOTION TO SUSPEND PROCEEDINGS PENDING

B OUTCOME OF F EDERAL CQURT’ LITIGATION has been served on June 13 2003 by first

class mail, postage prepaid, on:, o ,

Kenneth S. Kaufman Esqq - - .. = | 4
Garson & Associates, LEC ‘

7735 Old Georgetown Road Sulte 550 : 3
Bethesda, MD 20814 b s .

e e usT Y

- Thomas L\ Casagrd ‘
Attorney for Reffistrant F.W_ JRickard Seed, Inc.

. b
o o arge e
s e ¢
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| - IN THE UNITED STATES DISTRICT COURT FOR THE
: _ MIDDLEDISTRICT OF NORTH CAROLINA

FILE NO. 1:02-CV-1004 3

F.W.RICKARD SEEDS INC and
GOLD LEAF SEED COMPANY

t

?

ANIENDED ANSWER AND

Plaintiffs el . »
' COUNTERCLAIMS OF DEFENDANTS

V. % “ %) .CROSS CREEK SEEDS, INC., CROSS

CREEK FARMS, EDDIE BAKER and -
N T ' BILL EARLY -
CROSS CREEK SEEDS, INC., CROSS ~
CREEK FARMS, EDDIE BAKER and T
BILL EARLY s =

1!
o reoonr
et -l v "‘ ’

a

Defendants .

R oo E FE [N
The above named Defendants, in answer and response to the complaint of Plaintiffs,

i
i

allege and say:

"+ . ¢ FIRST DEFENSE

=

i
. 3

Plaintiffs' Complgmt fails to s%tate a claim for which relief can be granted and éhould be

)
= i

dismissed. C ke

i
1
i

SECOND DEFENSE-BACKGROUND ALLEGATIONS

1. | The allegations of Paréérébhs i;ofP{aintiffs' Domplaint are admittédi uﬁén information and
belief. : o e " o ‘_ A

2. The allegations of Pgralgraphs'z‘%)f Plaintiffg'.Corﬁplaint are adnil'iittéd, 1upoh information and
belief. S -

3. Admitted. |

4. Admitted.

DURI\339872_5 - : . 1




10.
11.

12.

13.

14.

15.

auns RS

1y

Admitted. -t wr o R

Admitted.

Admited. ¢ & s
The factual allegatrons of paragraph 8 that Plaintiff, F.W. chkard, was founded in 1937
and that F. W Rlckard has ownershlp of a number of Plant Vanety Protectlon (“PVP")

Certificates, spec1ﬁca11y the expn'ed certlﬁcate 830070 for K 236 vanety tobacco seed

i

are admitted. As to the remarmng allegatlons they are statements of oplmon incapable

of admrssron or demal Defendants have msufﬁcrent mformatlon to form a behef asto

- |
their truth or falsrty, and therefore same are demed ' ’ P

§

It is denied that Northrup ng Company onglnally developed the K 326 tobacco

variety tobacco seed Itis admltted that K 326 is resistant to root knot nematode. As to

- the remaining allegatlons they are statements of opinion, incapable'of adrmssron or

i {
denial. Defendants have msufﬁcrent mformatron to forma behef as, to their truth or

falsity, and thereforesame are denied. ~ |
Admitted, on info;rnation andgbelicf: |
As to the allegatxons in Paragraph 12, these Defendants have msufﬁcwnt mformatlon to

form a belief as to therr truth or fa151ty, and therefore same are demed

!
As to the allegatlons in Paragraph 13, these Defendants are 1nformed and beheve that Gold
Leafis the excluswe hcensee and dlstnbutor of K 326 variety tobacco seed for F W.

Rickard Seeds in the United States

Admitted.

© Admitted.

DURI\339872_5 . ' 2




16.

17.
18.

19,

20.

21

22,

23.

i
-
i

As to the allegatrons of paragraph 16 1t 1s demed any Defendant has offered to sell

foundatlon seed ofK 326f variety tobacco. The remammg allegatrons are admitted.

o

Denied.

Admited. Vot .

As to the allegatiens in t’;ragraph 129 lit 1s admitted ,upon inforrhatien and helief, that
Plaintiffs and F Ww. chkard's predecessors have marketed the K 326zvanety for 18

years. As tothe remaxmng allegatlons in Paragraph 19 these Defendants have

y

insufficient mfer’rnatron tfo form a belief as to their truth_ or falsxt);, and there_fore same.
are denied. - 7: 1 B | | :
As to the allegatlons in Paragraph 20 Defendants are mformed and beheve the |
allegations that F.W. Rickard has ﬁled a trademark apphcatlon are true ~and therefore
admitted. Defendants are further mformed and beheve that.said apphcatlon has not been

formally approved for regrst_gatron_.

Admitted, exceptr[;)efendantgideny K 326 is a mark requiring authbrization from
& : : | : i
Plaintiffs to legally use.- i

SECOND DEFENSE COﬁNT 'I-PVPA INFRINGEMENT

Defendants 1ncorporate therr answers as stated above in paragraphs 1-21

As to the allegationsin paragraph 23 of Plamtlffs Complaint, it is admrtted that
Defendants did nqt have a ltcfiznse or othér authorization from _Plalntrffs to sexually
reproduce or otherwise propagate the tehacco seed vaﬁety known as K 326 dhring the
term of the 8300070 certrﬁcate Asto the remarmng allegatlons the terms of the

Tobacco Seed Agreement speak for themselves The allegations, in so far as they may

DURI\339872_5 _ : 3




24,

25.

26.

27.

28.

29.

30.

31.

32.

be construed to state Defendants have breached the Tobacco Seed Agreerrilent, and .
otherwise, are denied. - , ’ 1.

Asto the allegatlons in paragraph 24, it is denied that Defendants have mﬁ'mged

- ‘3‘1,

Plaintiffs' rights- under the; PVPA 31gmﬁed by the 830070 certlﬁcate in any way prior to

its exprratlon Defendants have done none of the acts alleged by Plamtrffs as violating

7US.C. S241EOKS) &, (8) R
The factual allegatlons of paragraph 25, being contained in the second and th]]‘d

sentences of sald allegatlon and based upon Plamtlffs 1nformat101;1 and belief, are

denied. The allegatlon_of;th;’at para‘graph's ﬁrst sentenee is questlon of law not requiring
answer, but to the extent thegallegation do‘es require answer,:the st!'atutory provlsion
speaks for itseltz and is otherw1se admitted.” ~ Lo 5 |
Denied. RS . o ‘
As to the allega;lpns in l_?araéjraph 27, théséDefendantS have finsufﬁcieht inforrnaﬁon to’
form a belief as to their truth or falsity and therefore same are deniied. lt is speciﬁcally |

alleged, however that Plamtlffs are not entltled to any of the relief requested
& 3
THIRD DEFENSE COUNT II-BREACH OF CONTRACT

Defendants re- allege and mcorporate therr answers in paragraphs 1-27 above
i | )

Defendants spe01ﬁcally deny they are offenng any K 326 seed retamed from plants
grown from seed stock provrded by elther Pla1nt1ff and that they are 'in breach of any

applicable Tobacco Seed Agreement contract., Any remaining allegatrons are denied.

Denied.
Denied.

Denied.

DURI\339872_5 s ' . 4




33.
34.
3s.
36.

37.

38.

39.

40.

41."

42.

43.

NETIR

. FOURTH DEFENSE COUNT IIl-CONVERSION
Defendants:rfe;all_ege and incorporate their answers lin paragraphs 1-32 abdiye.,

Denied.

Lo R
.

Denied. T ‘, U
Demied. . . .
Denied. o 7

FIFTH DEFENSE COUNT tv-RnTURN OF CI'IATTEL
Defendants re-allege and mcorporate their answers in paragraphs 1-37 above
Denied. # : H : v 1

Denied.
|
SIXTH DEFEN SE COUNT V—UNJU ST ENRICHMENT

Defendants re—allege and 1ncorporate thelr answers in paragraphs 1 40 above
N !
Defendants have not made any sales of seed retamed from seed produced under their

Tobacco Seed Agreement or pro geny of sald seed. Therefore, Plaintiffs allegatlons are
' !
speculative at bést and de notirequire answer. To the extent answer is requlred the

allegations in paragraph 42 are demed
-

Defendants have’ not made any sales of seed retamed from seed produced under thexr

Tobacco Seed Agreement, or prggeny of sard seed. Plamtlffs allegatlons are
speculative at best and do not requrre answer. To the extent answer is requ]red, the
allegations in paragraph 43 are demed o

Defendants have not made any sales of seed retained from seed produced for either

Plaintiff or progeny of said seed, and therefore have not retained any benefits from any

DURI339872_5 5




45.

46.

47.

48.

49.

50.

S1.

52.

53.

3

such sales. Plaintiffs allegations are speculative at best and do not require answer. To

the extent answer is requu:ed the ﬂieéatiom in paragraph 44 are denied.

Denied. i -

SEVENTH DEFENSE Vi- LANHAM ACT VIOLATION

Defendants re-:alleige and tticorpdrate their answers in paragraphs 1-45 above.

\
i

Asto the allegétioﬁs of pafé:igraph 47i:that allege any actions of Defendants deseribed
falsely 1nd1cate to consumers that Defendants' activities are approved, sponsored or
licensed by Plamtlffs or that Defendants are afﬁhaied or assomated W1th Plamtlﬁ's, they

are denied. In further defense any reference by Defendants to K326 Vanety tobacco

seed offered for sale 1s requlred by-federal statute and regulatlon

Denied.

Denied.

Denied.

- JU"RY:.DEMAND

Defendants join in Plamt1ffs demand for tnal by jury.
F'IRST COUNTERCLAIM-VIOLATION OF PVPA
The alleganons m_:par:agraphs:;;J through 5 of Plamtlffs Complaint. are;_incorporated by

reference and rezalleged herein. -~ = . . " ‘

Defendants' counterclaims anse under the Plant Variety Protection Act, 7 US.C. § 2401
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‘x
et. seq., and Lanham Act, 15 U.S.C. §§ 1125 and 1064. Subject matter jurisdiction is proper
under 28 U.S.C. §§1331 & 1338 and 15 U.S.C. §1121. Diversity jurisdiction exists under 28

usc.gisnz . S

-

54. Venueis proper under 28 U.S.C. §1391 v 5-

55.  Plaintiffs are engaged in the followmg acts prolublted by 7 U. S C §2568(a)
a. Using the words “U S Protected Vanety" to import that Gold Leaf Seed
material is a vanety protected under certlﬁcate when 1t 1s not

b. Using the phrase "Unauthonzed Seed Multlphcatlon Prohrblted" wrthout

o
reasonable basis. ¢ - - o

S~,

56.  Defendant, Cross Creek Seed Inc is engaged in the busmess of selhng seed mcludmg
tobacco seed. Defendant's busmess is, or is likely to be, damaged by Plamtrffs acts
prohibited by 7 U.S.C. § 2568(a) o |

57.  Defendant, Cross Creek Seéd, Inc. is subjected to competition by Plaintiffs in
connection with:which thos‘e:acts alleged aboVe are performed. '

'a

58.  Defendants are entltled to rehef pursuant to 7 U.Ss.C. § 2568(0) :

{

SECOND: COUNTERCLAIM VIOLATION OF LANHAM ACT:

59. The allegatnons on paragraph 52 57 above are mcorporated hereln by reference and

E , o

realleged.

.

60.  Cross Creek Seed; Inc. is curr?:ntly marketing its K326 variety tobacco'seeds under the

3
1

Cross Creek trademark. .
61.  Plaintiffs are competitors of Cross Creek Seed, Inc. and have made false claims to the
marketplace, inter alia, that

(@)  Plaintiffs have trademark rights in "K 326";

DURI\339872_$ ' ) 7




62.

63.

64.

65.

66.

67.

(b) Plamtrffs are markmg a TM on therr packagmg of K326 vanety tobacco seed;

(c) Plaintiffs are claiming the are the sole party who can sell K326 vanety tobacco.
seed{if | * |

(d)  Plaintiffs are’claiming thatiDefendants cannot leéally r;arkﬁet K326 variety
tobacco sééd5’ and /A | : : . 1 -

(e) Plamtrffs are clarrnlng Defendants are mfnngmg on Plamtxffs mtellectual

property, mcludrng thelr "trademark" of K326 -
Plaintiffs’ product labehngr« actrvrtres.‘mrsrepresent the natru'e, characteri'stic's and quality
of their goods.:: - o : ; |

Plaintiffs’ falseiclaims iof’iﬁ%agément by Defendants of Plaintiffs' "traderrr:ark"»

misrepresent the nature, characteristics -.and quality of Defen'dantS' goods.
Defendants are 1nformed and belleve “and therefore allege that Plamtrffs have and are
now marketing K326 Vanety tobacco seed as belng trademarked as well as enJoylng

continuing under the protectlon of the Plant Vanety Protectlon Act.

=g
=] t

Defendants areinformed and: believe, and therefore allege that Plamtrffs have and are

violating the F ederal Seed Act 7 U S C § 1571(d) by offenng to sell in mterstate

i
commerce, K326 vanety tobacco seed that 8. falsely labeled and advertlsed as bemg

trademarked and under the protectron of the Plant Variety Protection Act

£

E E !

The conduct of Plamhffs alleged above constitutes unfair competmon in Vrolatlon of the

Lanham Act, 15USC §1125 et seq.

Defendants are informed and beheve that unless Plamtrffs unlawﬁ;l acts of unfarr

competition are enjomed they w1ll l1kely continue, and Defendants and the pubhc will

suffer irreparable injury.

DURI339872_5 ) 8




68.

69.

=( e - - 1}
In the alternative Defendants have beeri and will be, damaged by Plaintil‘fs' unlawful i
acts of unfalr compe’atlon and ‘are- entltled to an award of damages as allowed by law.

Defendants are mformed and beheve thls clalm to be an extraordmary case, entltlmg

them to an award of attomey s fees:- : : : ;

THIRD COUNTERCLAIM-CAN CELLATION OF PLAINTIF FF. W RICKARD S

70.

71.

72.

73.

74.

75.

. Ww

Lz = } t :
The allegatlons on paragraph 1-69- above are mcorporated herem by reference and re-

alleged. A— R A l

E-

Plaintiffs’ complamt alleges that Plamtlff F. W Rickard ﬁled a trademark appllcatlon
with the Umted States Patent and Trademark Office (¢ ‘USPTO”) on March 6, 2002 for

the mark “K 326” for use m connectlon with “Tobacco seeds, seedlings, plantlets and

;
plants” (Apphcatlon Serial- No 76/378 772)

! v
Plaintiffs’ complalnt allegei that Defendants unauthorized‘use Iof'gthe mark “K 326" in
connection with Defendants:s_aleof: K 3V26%tobacco seed viOlate's l%lair;tiff FW
Rickard’s nghts m the mark “K 326 o
Plaintiff F. W. Rickard’s trademark apr;hcatlon for the“K 326” mark matured to
federal reglstratlon on December 24 2002 and was asmgned Reglstratlon Number

o
2,666,400 from the USPTO. s
K326 is the alphanumenc name for a tobacco vanetal tbr which the Umted States
Department of Agnculture ("USDA") issued Plant Variety Protectlon Certlﬁcate No.
8300070 (the “Certtﬁcate”) on March 26 1984 pursuant to the Plant Varlety
Protection Act (the "PVPA") 7 U.S.C. § 2481
The Certificate covered the prop;agatlon, processmg and marketing of the K326 variety

of tobacco for a period of eighteen years from the March 26, 1984 date of issuance.

DURI1\339872_5 e B 9




76.

77.

' 2002):

The Certiﬁéate eXpired on March 26, 2002. On inforrnation and belief, Plaintiff F.W.

Rickard and/or 1ts afﬁllate(s) owned the nghts provided under the Certificate at the

time it explred Upon the Certrﬁcate S exprratlon Plamtlff F. W Rlckard and/or 1ts

affiliate(s) lost the excluswe nghts to the propagatxon processmg and marketmg of the

K326varletyseed R : “ y

It is well estabhshed that the varrety name of a plant or seed is a genenc de51gnat10n of

i
i

that partrcular plant or seed and; consequently, that variety plant and seed' names are

not eligible for trademark protectlon ”-
S

In accordance wrth the rule that plant and seed vanety names are 1ncapable of
obtaining trademark proteetlon trademark exarmners at the USPTO are specrﬁcally
required to prohlblt plant and seed Vanety names from reglstenng as trademarks As
stated in the Trademark Manual of Exammmg Procedure ("TMEP") § 1202 12

Varietal and Cultzvar Names (Examination of Applications for Seeds and Plants) (3ded.
CE LoDk N L. & ; S

!

If the exammmg attomey determines that-wording sought to be reglstered
as a mark for live plants or agricultural seeds comprises.a varletal or’
cultivar name, the examining attorney must refuse reglstratlon, or require
a disclaimer, on the ground that the matter is the varietal name of the goods
and does not functlon as a trademark under §§ 1, 2 and 45 'of the .
Trademark Act, 15 U.S.C. §§ 1051, 1052 and 1127. See Dixie Rose’
Nursery-v. Coe, 131 F.2d 446, 55 USPQ 315 (D.C. Cir. 1942) cert:
denied 318 U.S..782,.57 USPQ 568 (1943); In re Hilltop Orchards &
Nurseries, Inc., 206 USPQ 1034 (TTAB 1979), In re Farmer Seed
& Nursery Co., 137"USPQ 2314(TTAB 1963); In re Cohn Bodger &
Sons Co.;:122 USPQ 345 (TTAB 1959).... 4 varietal or cultivar name
is used in a plant patent to identify the variety. Thus, even if the name was
originally arbitrary, it "describe[s] to the public a [plant] of aparticular sort,
not a [plant] from a particular [source]." Dixie Rose, 131 F.2d at 447,
55 USPQ at 316. It is against public policy for any one suppher to retain
exclusivity in a patented variety of plant or the name of a vanety once its
patent expires. d. i \
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78.

79..

81.

82.

i

RitA s
i

Plaintiff FW Rickard’s¥K 326'; mark is‘%the varietal name for a psarticular variety of
tobacco seed As a vanetal name for a pamcular vanety of tobacco seed, Plamtlﬁ’ s “K
326” mark is‘a genencktebrm and, thus, mcapable of obtaining federal reglstratlon
Consequently, 1t was clear error for the exammmg attorney to accept Plamtlff Fw
Rickard's mark, Whlch should have been refused by the USPTO as a matter of law.
Upon mformatlon and behef Plamtlff FW Rlckard obtamed the regrstratlon for

“K 3267 through fraud ast ev1denced by 1ts w111ful and knowmg failure to inform the

1) n

United States Patent and Trademark Ofﬁce of the vanetal nature of “K 326 ”
presumably m an nnproper attempt to extend by other means thd effectlve hfe of the
expired Certlﬁcate 'A k

Pursuant to sectlon 201(d) of the Federal Seed Act, 7 U.S. C § 1571(d) and the USDA's
implementing regulatxons at 15 C.F. R § 201 34d Defendants aslwell as other entities
engaged in propagatmg, processmg and marketing the K326 vanety seed, are requlred to
use the varietal:name K326 on thelr product labehng and advertlsmg for thelr K326
variety seed. ¢ o o ,

Because Defendants- are req;ired under federal law to use the K3216 Varietal name in
connection withr the K326 vanety seedfthey" market, Defendants aré now and Wlll in the
future be damaged by Plaintift F. W. R10kard’s trademark reglstratlon for"K 326"
(Registration No 2,666 400) Wthh purportedly grants Plaintiff F. W Rlckard the
exclusive nght to use the term “K 326 in connectlon with the sale of tobacco seed

Accordingly, Defendants pray that Reglstratlon No. 2,666, 400 for the mark “K 326” be

cancelled and that the Court a_ward whatever additional relief it deems Just and proper.

| FOURTH COUNTERCLAIM-D]%CLARATORY JUDGMENT THAT PLAINTIFFS

HAVE NO TRADEMARK RIGHTS IN “K 326>
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&3.

84.

85.

86.

87.

88.

89.

The allegations‘on paraéraph 1-82 abe:ve:iare incorporated heirein_by reference and re-
alleged. o | . »

Plaintiffs F.W have made false claims to the marketplace, that Plamtrffs ‘have
trademark nghts in"K 326 " e . | 11

Plaintiffs are marklng a TM on thelr packagmg of K 326 varlety tebacco seed adJacent
their use of "K 326," thus 1nd1cat1ng that Plamtlffs are assertlng trademark nghts in
"K 326" T i L _ -

"K 326" is the: varietal name fora partieular variety of tobacco seedf Asa rfarietal name

fora partrcular vanety of tobacco seed “K 326" mark is a genene term and thus,

inherently mcapable of funcnomng asa trademark %

Given the genenc nature of the "K 326" name, Plaintiffs do not and cannot possess any

B

common law trademark rights in "K 326 "

Pursuant to sectlon 201(d) of the Federal Seed Act, 7U.S.C. § 1571(d) and the USDA's

implementing regulauons at 15 C FR.§ 201 34d, Defendants as well as other entities

engaged in propagatmg, processmg and marketing the K326 vanety seed are requlred to

l

use the vanetal name K326 on their product labehng and advemsmg for their K326

variety seed. ‘

i .
. (I -

Because Defendants are requlred under federal law to use the K326 vanetal name in

connection with:the K326 vanety seed they market Defendants are now and w111 in the
future be damaged by Plaintiffs assertion of trademark rights in "Kx 326" and Plaintiffs'
marking a TM on their packaging of K: 326 variety tobacco seed adjacent their use of

"K 326."
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90.

91.

92.

Defendants pray the courtas folld@s: :

A,

B.

DURI339872_5

By

Accordmgly, Defendants pray that thlS Court enter a declaratory judgment declanng that

Plaintiffs cannot and do not possess any trademark rights in‘the "K 326" vanety name

:’

and that Plamtlffs cannot mark a TM on thelr packagmg of K 326 vanety tobacco seed

adjacent thelr use of "K 326 oo : o
L i
Moreover, Defendants arc informed and believe that unless Plaintiffs are enJ joined from

marking a TM on thelr packagmg of K 326 variety tobacco seed adjacent their use of

"K 326," Plamtlffs w111 hkely continue to do so, and Defendants and the pubhc will

, i
',W

suffer 1rreparab1e injury. .

Defendants requeSt trial by jury of their counterclaims.

. PRAYERFORRELIEF '

!
3
1

Dismiss PlaintiffS' :complaiﬁt with prejudice. B

Enter a Judgment and award of damages from Plaintiffs to compensate Defendants for
injury and/or hkely injury pursuant to 7 U S C§ 2568(0)

Issue injunctive relief. enjommg Plamtlffs from engagmg in unlawful acts in unfair
|

competition w1th Defendants .- . - , t
Enter judgment in favor of _Defendants for recovery of all damages they have

sustained as a/r;e%su/lt of Plaintiffs' unfair competition, and that those damages be
. - \ ‘

trebled pursuant.to 15 USC § 1117(55. )

Determine that tms matter 1s an exceptlonal case and award of attorney fees
t

pursuant to 15 U:S.C. §1117(a)

i




5

LY

Cancel Plamtlff F W Rlckard’s trademark reglstratlon, Reglstratlon No
2,666,400; for the mark “K 326” pursuant 10 15 U.S.C. § 1064

G. Enter a Judgment declanng that Plamtxffs cannot and do not possess any
t

trademark nghts in the "K 326" vanety name and that Plamtlffs cannot mark aT™M

i
i
on their packaglng of K 326 var1ety tobacco seed adjacent thelr use of "K 326."

H. Issue mJunctlve rehef enjommg Plamtlffs from markmg a TM on thelr packaging
of K 326 variety | tobacco seed adjacent thexr use of "K 326" |
i-
L For such other and further relief as. the Court deems just and proper.

This, the 28%ay of May, 2003,

|
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L T
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