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Qpi nion by Hairston, Adm nistrative Trademark Judge:

A petition has been filed by Chester L. Krause to
cancel a registration issued to Krause Publications, Inc.
for the mark KRAUSE PUBLI CATI ONS (PUBLI CATIONS i s
di sclainmed) for the follow ng goods and services:

Magazi nes featuring information regarding all of
the foll owi ng subject matters, antiques and
collectibles, collectible card ganes, interior
decorating, com cs, antique autonobiles and
mlitary vehicles, business information for
professional crafters, arts and crafts, fantasy
sports, hunting, firearns, collectible toy cars,
trucks, farm equi prent and other rel ated vehicles,
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rock and roll nenorabilia, stanp collecting, scrap
booki ng and nenory crafts, business information
for the post-frame building construction industry,
rural construction, sports nenorabilia,

num smatics, coins, and collectible paper noney

(i ncluding stocks and bonds), toys, novies and
related nenorabilia, knives, business managenent
for the sports card industry; trading cards on

kni ves, series of books and price guides relating
to anti ques and ot her collectibles, coins and
firearns; calendars in Class 16;

Di ssem nation of advertising of others relating to
hobby and collectible itens via a gl obal conputer
networ k; arrangi ng and conducting trade shows
featuring knives, daggers, swords, and cutlery;
arrangi ng and conducting trade shows featuring
coins; arrangi ng and conducting trade shows
featuring sports cards, antiques and ot her
collectibles in O ass 35;

Entertai nment services in the nature of

conpetitions and awards in the field of cutlery in

Class 41; and

Conducting awards prograns to recogni ze excel |l ence

in designs and thenes of newy mnted coins in

Class 42.°1

As grounds for cancellation, petitioner asserts that he
“has been active in publishing newspapers and magazi nes in
the fields of antiques and coll ectables, collectable cards
and card ganes, num smatics, coins, nenorabilia, and matters

of interest to collectors of all kinds since at | east 1952;”

that he “has al so been active in

! Registration No. 2,573,101, issued May 28, 2002; claim ng
January 7, 1969 as the dates of first use as to the goods in
Class 16; May 12, 1981 as the dates of first use as to the
services in Cass 35; June 1995 as the dates of first use as to
the services in Class 41; and the year 1983 as the dates of first
use as to the services in O ass 42.
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the field of dissemnating advertising within the hobby,
coll ectable, and craft industry, hosting conpetitions,
conferences, assenblies, and the like in the field of
col l ectables, including collectible cutlery, and conducti ng
award and incentive prograns concerning num smatics and
coins since at least the 1970's;” that “at all tinmes
Petitioner enployed the surname KRAUSE i n conducting his
busi ness and hobby interests;” and that “Petitioner’s rights
in the nanme KRAUSE predate the first use dates clai ned by
Regi strant.”

Further, petitioner alleges that he “founded a
peri odical called Num smatic News, first published on
Cctober 13, 1952 and published continuously thereafter up to

the present day;” that petitioner “has been personally
active inthis field for over 50 years, and is well known in
the field of magazines for collectors and hobbyists of al
kinds, and is well known in the field of dissem nation of
advertising for others within this field of interest,

rel ated entertai nnent services within this field, and
conducting award prograns with respect to coins and

num smatics;” that petitioner “has nmade numerous appearances
at shows, conferences, conventions, and gatherings of
col l ectors and hobbyi sts for decades and has nmade 100’ s of
such appearances beginning at least in the 1970s;” that

“froma tinme long prior to the dates of first use clained in
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Regi stration No. 2,573,101, the nanme KRAUSE has been well -
known and associated with Petitioner in the fields of

coll ecting and publishing;” and that “Petitioner’s personal
fame and reputation in these fields is substantial and
conti nui ng.”

Al so, petitioner alleges that he “was involved in
foundi ng a conpany call ed Krause Publications which | ater
becane Respondent Krause Publications, Inc.;” that
“Petitioner served as president, and in other capacities at
various tinmes of Registrant;” that he “stepped down as
Presi dent of Registrant on Decenber 31, 1990;” that he “is
no | onger involved in the day-to-day operations of
Regi strant, and is unable to control the quality and nature
of the goods and services Regi strant produces under the
registered mark;” that “the nanme Krause in KRAUSE
PUBLI CATI ONS represents and identifies a particular living
i ndi vidual, nanely Petitioner, and Petitioner has not given
his witten consent for the registration of that nanme in
Regi stration No. 2,573,101;” and that Registration No.
2,573,101 issued in violation of Section 2(c) of the

Trademark Act.?

2 Petitioner also pleaded a claimof |ikelihood of confusion.
However, petitioner presented no argunent in support of such a
claimin either his main brief or reply brief and we therefore
deem plaintiff to have waived this pleaded ground.
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Respondent, in its answer, admts that petitioner has
been active in the field of collecting coins, paper noney,
and cars, but asserts that between the date respondent was
i ncorporated in 1964 and petitioner’s retirenment as
presi dent of respondent in 1990, petitioner’s only activity
i n publishing newspapers and magazi nes and in di ssem nating
advertising in the fields of antiques and collecti bl es was
t hrough respondent. Further, respondent admts that it did
not submt a witten consent signed by petitioner when it
applied for registration, but denies that such consent is
necessary, including a specific denial that the mark KRAUSE
PUBLI CATI ONS identifies petitioner. Respondent denied the
remai ning all egations of the petition to cancel.

As affirmative defenses, respondent asserts that “[i]n
1964, at the tine that Krause Publications was incorporated,
Chester Krause transferred all of the going concern of the
busi ness known as ‘ Krause Publications,’ including the trade
name and trademark KRAUSE PUBLI CATIONS, to the conpany;”
that “since the date of its incorporation, the Conpany has
operated as a separate entity and has continuously used the
trade nane and trademark KRAUSE PUBLI CATIONS in its
busi ness;” that in 1988 the Conpany fornmed an enpl oyee stock
ownership plan (ESOP), and between 1988 and 1995 petitioner
sold all of his shares of stock in respondent to the ESOP,

that the shares of stock in respondent that petitioner had
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previously given to famly nmenbers as gifts were redeened by
respondent between 1988 and 1998; that to finance the
purchase of shares of stock in respondent, respondent
borrowed mllions of dollars, with | oans secured by
respondent’s corporate assets, including all of its
trademarks; and that these corporate borrow ngs were done
with the full know edge of petitioner. Further, respondent
asserts that “since the date that Krause Publications was

i ncor porated, and continuing for a nunber of years even
after the sale of all of Chester Krause's stock in the
Conpany in 1995, Chester Krause did not object to the use of
t he name KRAUSE PUBLI CATI ONS by the Conpany; it was only
when the Conpany’s stock was sold a second tine--by the ESOP
to the current owner F&W Publications, Inc.--did Chester
Krause rai se any objection to the continued use and

regi stration of the KRAUSE PUBLI CATI ONS nane by the
Conpany.”

Further, respondent asserts that petitioner would be
unjustly enriched if he were permtted to convert to his own
use a val uabl e asset of the Conpany--the Conpany’s trade
name and trademar k KRAUSE PUBLI CATI ONS--foll ow ng the sale
of his stock in Krause Publications to the ESOP;, that
petitioner breached his fiduciary duty as an officer and
director of the Conpany when he sold his shares in the

Conpany to the ESOP wi thout disclosing his intent to sel
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| ess than his entire interest in the business, and therefore
he is precluded fromobtaining the relief he seeks due to
uncl ean hands; and that petitioner acquiesced in Krause
Publ i cati ons’ use and registration of the nanme KRAUSE

PUBLI CATI ONS, has wai ved any objection thereto, and is
estopped from objecting to such use and registration.

The record consists of the pleadings, and the file of
the involved registration. Petitioner Chester Krause has
submtted his testinony deposition (wWwth exhibits) and the
testi nony depositions (wth exhibits) of Cifford M shler,
former chairman of the board and president of respondent;
Patricia Klug, fornmer enployee of respondent; Kenneth
Ni nocks, president of the Wsconsin chapter of the Anmerican
Num smati cs Associ ation; Edward Rochette, fornmer executive
director of the Anmerican Num smatics Association; Barry J.
Megui ar, president and CEO of Meguiar’s | ncorporated; and
Andrew S. Ehard, associate attorney at petitioner’s |aw
firm In addition, petitioner submtted, under notice of
reliance, respondent’s answers to petitioner’s
interrogatories and requests for adm ssions; and the
di scovery depositions of Roger Case, forner president of
respondent, and Arlyn Sieber, assistant to the president of
respondent.

Respondent submtted the testinony deposition that it

took of petitioner Chester L. Krause; and notices of
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reliance on petitioner’s answers to respondent’s discovery
requests, the discovery deposition (wth exhibits) of
petitioner, and copies of registrations owed by respondent.
Pursuant to the parties’ stipulation, respondent submtted
portions of the discovery deposition (with exhibits) of
Bruce Meagher, assistant secretary of respondent;
correspondence exchanged between the parties; purchase and
sal e agreenents; corporate resolutions; financing docunents;
and articles fromprinted publications.

Bri efs have been filed, but an oral hearing was not
request ed.

Before turning to the nerits of the case, we note that
respondent interposed nunerous objections during the taking
of petitioner’s testinony depositions in this case and asks
that we deeminadm ssible all testinony to which it
objected. The Board does not ordinarily strike testinony
taken in accordance with the applicable rules on the basis
of substantive objections; rather, such objections are
considered by the Board in its evaluation of the probative
value of the testinony at final hearing. TBMP Section
707.03(c). In this case, we have not stricken any testinony
offered by petitioner. But, in reading petitioner’s
evi dence, we have considered the trial testinony in |ight of
respondent’s objections. Were we have relied on testinony

to which respondent objected, it should be apparent to the
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parties that we have deened the material both adm ssible and
probative to the extent indicated in the opinion.

Petitioner, testifying in his own behalf, stated that
in 1952 he started a nonthly publication in the field of
coins and coin collecting known as “Num smatic News.” In
1960 petitioner purchased the publication “Coin Press” and
changed the nane to “Coins Magazine.” During this tine,
petitioner operated his publishing business as a sole
proprietorship under the nanme “Krause Publications,” with
the trade nane intended to refer to petitioner as the sole
owner of both publications. [In 1964 petitioner incorporated
hi s publishing business in Wsconsin under the nane “Krause

Publ i cati ons, Inc. This conpany is now the respondent in
the current proceeding. |In 1988 petitioner, as president of
respondent corporation, established an Enpl oyee Stock
Omership Plan (ESOP) whereby enpl oyees are allowed to
purchase shares in the conpany. The record shows that
respondent corporation has grown into a nmajor publisher of
hobby magazi nes, newspapers and price guides with over

650, 000 subscribers and revenues in excess of $50 mllion a
year. For nearly fifty years, petitioner was associ ated

W th respondent as its president and/or chairman of the

board and subsequently as an enployee. In 2002 petitioner

was term nated as an enpl oyee of respondent.
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Petitioner is an avid coin collector and estimates his
collection at approxi mately 50,000 pieces. Since 1972
petitioner has coauthored “The Standard Catal og of World
Coins.” This catalog is considered the worldw de authority
for coin collectors. The “Standard Catal og of United States
Paper Money” al so bears petitioner’s nane, and this catal og
has been published annually since the early 1980s.
Petitioner testified that he “[has] all the illustrative
material in that catal og and devi sed the nethod of
cataloging it in the right order...” (Krause 6/16/04
testinony dep., p. 187.) 1In the early 1980s petitioner
coaut hored a publication titled “Gui debook of Franklin M nt

| ssues,” which has since been discontinued.

Petitioner testified that he has | ectured at “probably
a dozen neetings” of the Anmerican Num smatic Associ ation
over the years, as well as at a nunber of other clubs and
associ ations devoted to num smatics. (Krause 6/16/04 dep.
p. 69). For exanple, the record shows that petitioner
| ectured at a neeting of the Red Rose Coin C ub of
Lancaster, Pennsylvania on Cctober 4, 1971; at a neeting of
the Gateway Coin Club of San Antoni o, Texas on Qctober 13,
1984; at a joint neeting of the Society of Paper Mney
Coll ectors and the International Bank Note Society on August

8, 1986; and at the 1986 Anerican Num smati c Associ ati on

annual conventi on.

10
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Petitioner was the recipient of the American
Num smati cs Association’s (ANA) hi ghest honor, the Farran
Zerbe Award, in 1977; and the ANA's Num smatist of the Year
Award in 1999. Additionally, petitioner has been enshrined
inthe ANA's Hall of Fane. Ed Rochette, forner executive
director of ANA, testified that “ny personal opinion is that
Chet Krause is the nost recognizable |iving person invol ved
in the hobby today,” (Rochette dep., pp. 22-23), and that
“t he hobby today is because of Chet Krause and no ot her
person.” (Rochette dep., p. 74).

In 1961, President Kennedy appointed petitioner to the
United States Assay Comm ssion, whose purpose was to
determ ne whether the coins of the United States were issued
in accordance with |egal requirenments for weight, fineness
and count .

Petitioner also is an avid collector of vehicles and
related itenms. His collection was the subject of a film
made by the Society of Autonotive Historians entitled “A
Wal k Through Autonotive History Wth Chet Krause.” |n 2002
the Society bestowed on petitioner its “Friend of Autonotive
History Award.” Petitioner received the first annual
“Col | ector Car Hobby’'s Person of the Year Award” in 1995 by
Megui ar’ s I ncorporated. Barry Meguiar, CEO of Meguiar’s
| ncorporated, testified that “[t] he purpose of the award is

to honor people who have nade, personally made an inpact on

11
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the Car Hobby and hel ped take it to another |evel, helped to
expand t he awareness of the hobby, to attract other people
in the hobby.” (Meguiar dep., p. 22).

Petitioner testified that he is a founder of the lola
(Wsconsin) Car Show and Swap Meet, an event that attracts
nore than 130, 000 col |l ectors and autonotive historians
annually. In the sumer of 1994 petitioner auctioned off a
| arge portion of his vehicles and related itens at an event
that was attended by nore than 3,000 collectors.

Petitioner’s contributions to respondent Krause
Publ i cati ons have been highlighted in three books published
in connection with respondent’s forty, forty-five and fifty
year anniversaries. The books are titled, respectively,
“The Hi story of Krause Publications — Just Plain Chet”; “A
Building I's Only As Good As Its Foundati on — Krause
Publ i cations’ Traditions and Phil osophies at 45 Years;” and
“Pi oneer Publisher — The Story of Krause Publications’ First
50 Years.”

At a 1995 cerenony honoring petitioner, respondent’s
then-president diff Mshler stated that “[petitioner will]
al ways constitute the real enbodi nent of Krause
Publ i cati ons, regardl ess of your ownership or |ack thereof,
your business role, or your physical presence in the
busi ness...it should never and can never be any other way.”

(Petitioner’s exhibit 55; Mshler dep., pp. 17-19).

12
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In 2002 respondent placed in its various publications
print advertisements celebrating its 50'" anniversary. The
advertisenents include a picture of petitioner standing atop
a tank he owmed at the tinme with the headline: “Wen the
boss owns the tank, you tend to work harder.” The
remai nder of the advertisenent reads:

In 1952, Chet Krause created Num smatic News from

a desk in his famly’'s hone in rural 1ola,

W sconsin. Today, Krause Publications is the

worl d’ s | argest hobby and coll ecti bl es publisher.

While his enterprise has grown beyond his w | dest

dreans, Chet is still the same dedicated collector

he’ s al ways been. Help Chet and everyone at

Krause Publications cel ebrate an anniversary that

is truly golden

(Petitioner’s exhibit 35).

Petitioner also is a philanthropist, having nade
substantial gifts to the Marshfield Cinic Laird Center and
t he Rawhi de Boys Ranch, both of which are |ocated in
Wsconsin. Also, petitioner purchased snow groom ng
equi pnent for the cross-country ski trails in his honetown
of lola, Wsconsin. The town of |ola has bestowed on
petitioner the 2002 Qutstanding Citizen Award, has held a
“Chet Krause Day”, and renaned a street in his honor. In
1990 the U. S. Small Business Adm nistration named petitioner
W sconsin Smal | Business Person of the Year.

Petitioner’s attorney testified that he conducted an
I nternet search using the Google search engine for the nane

“Chester L. Krause” that returned approximtely 17,000

13
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references. A representative sanple of the results of the
search was nmade of record and it shows that the majority of
the references are to books that petitioner has authored.
Al so, petitioner’s attorney conducted a search of the “Lexis
ALLNEWS" dat abase for the nane Chester L. Krause that
returned 64 articles about petitioner. Petitioner nade of
record each of the articles, inits entirety. The articles
are taken froma variety of newspapers, ranging from“The
Post - Crescent” (Appleton, Wsconsin) to the “Chicago
Tri bune” and “New York Times.” The vast nmajority of the
articles relate to coin and paper noney collecting and
mention petitioner; others relate to petitioner’s
phil anthropic activities and his association wth respondent
Krause Publicati ons.

It is petitioner’s position that he has achi eved renown
inthe nultiple fields of num smatics, car collecting,
busi ness, publishing and phil anthropy; and that he is so
wel |l known by the public in general that they would assune a
connection between petitioner and the mark KRAUSE
PUBLI CATIONS. Alternatively, petitioner contends that he is
publicly connected with the business in which the mark
KRAUSE PUBLI CATIONS is used such that an association would
be presuned between petitioner and the mark KRAUSE

PUBLI CATI ONS.

14
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Respondent argues that petitioner has not denonstrated
that he is well known to the public in general or that he is
publicly connected with the fields in which the mark KRAUSE
PUBLI CATIONS is used. According to respondent, petitioner
is at nost known by a |limted nunber of persons as a
collector of coins and cars. Respondent argues that KRAUSE
PUBLI CATIONS refers to respondent; that through witten
agreenents and actions, petitioner has given his inplied
consent to register the mark; and that petitioner has wai ved
any rights he may have had in the mark KRAUSE PUBLI CATI ONS
in that petitioner has acquiesced in respondent’s use and
regi stration of the mark

Section 2(c) of the Trademark Act, 15 U S.C. 81052(c),
prohi bits registration of a mark that consists of or
conprises a nane, portrait, or signature identifying a
particular living individual except by his witten consent.

The provisions of Section 2(c) are applicable to a “nane ...
identifying a particular living individual,” be it a ful
name, a nicknanme or a surnanme, so long as the nane points to
a particular living person. See In re Sauer, 27 USPQ2d 1073
(TTAB 1993), aff’'d, 26 F.3d 140, 32 USPQd 1479 (Fed. Gr.
1994), and the cases cited therein. Thus, the mark KRAUSE
PUBLI CATI ONS, al though it includes only the surnanme of

petitioner, would fall within the provisions of Section 2(c)

if petitioner establishes that KRAUSE, as used on or in

15
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connection with the goods and services set forth in the
i nvol ved registration, points uniquely to him*®as a
particular living individual.”

A nane is considered to “identify” a particular |iving
i ndi vidual for purposes of Section 2(c) only if the
“individual bearing the nane in question will be associated
with the mark as used on the goods [or services], either
because the person is so well known that the public would
reasonably assune the connection, or because the individual
is publicly connected with the business in which the mark is
used.” Martin v. Carter Haw ey Hale Stores, Inc., 206 USPQ
931, 933 (TTAB 1979). See also, In re Sauer, supra; and
Ross v. Analytical Technology Inc., 51 USPQ2d 1269 (TTAB
1999) .

In the Martin case, registration of the mark NEIL
MARTI N was sought for nen’s shirts. Opposer Neil Martin,
al t hough well known in his own professional and soci al
circles, failed to establish that he was so fanbus as to be
recogni zed by the public in general or that “he is or ever
was publicly connected or associated with the cl othing
field.” 1d. at 933. Thus, the Board found that opposer’s
name did not fall within the provisions of Section 2(c).

The opposite concl usion was reached in the Sauer case,
where the mark sought to be regi stered was BO BALL for a

sports ball. The Board found the nanme BOto be the

16
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recogni zed ni cknanme of Bo Jackson, a professional footbal
and basebal |l star, and further found that he was so well
known by the public in general that use of the nane BOin
connection with a sports ball would |ead to the assunption
that he was in sone way associated with the goods.

In the Ross case, where the applicant sought to

register the mark ROSS for el ectrochem cal anal ysis

equi pnent, the evidence was found sufficient to establish a
Section 2(c) claim The Board found that opposer, Dr. Janes
W Ross, Jr., was publicly connected with the

el ectrochem cal anal ysis equipnent field and that use of the
name ROSS in connection with equipnent in the field would
lead to the assunption that Dr. Ross was in sone way
associated with the goods. The evidence showed that the
name ROSS was intentionally selected by the applicant to be
used as a mark for electrodes because of opposer’s

devel opnent of the product, and the association of opposer
with the product was acknow edged by applicant.

In the present case, the record fails to establish that
petitioner is so well known by the public in general that a
connection between petitioner and the mark KRAUSE
PUBLI CATI ONS woul d be presuned. Petitioner has not
denonstrated that his renown in the fields of business,
num smatics, car collecting, and publishing is at a | evel

anywhere near that of Bo Jackson in the Sauer case. The

17
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evi dence establishing the fane of Bo Jackson consisted of Bo
Jackson baseball and football cards; advertisenents for Bo
Jackson figurines and toys; a copy of a tag froma Bo
Jackson nodel baseball glove; a copy of a Cheerios cereal
box referring to Bo Jackson; and copies of nagazines with
articles about and cover references to Bo Jackson. These
are the kinds of itens that are purchased by a substanti al
portion of the public. Also, it is comobn know edge that
the general public is exposed to professional athletes

t hrough tel evision and radi o broadcasts of ganmes and ot her
sports progranmng. |In the present case, the fields of

num smatics, car collecting, and publishing of hobby

magazi nes are niche markets and there is insufficient
evidence to establish that petitioner’s activities in these
fields are well known to the general public. Further,
petitioner’s philanthropic activities clearly are nore | ocal
than national in scope, and it is unlikely that the public
in general knows of petitioner as a result of these
activities.

Thus, on the record before us, we find that petitioner
has not denonstrated that he is so well known by the public
in general that persons would assune a connection between
petitioner and the mark KRAUSE PUBLI CATI ONS.

However, we find that there is sufficient evidence to

establish that petitioner is publicly connected, at the very

18
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| east, with the fields of num smatics, car collecting, and
publishing activities related thereto, such that a
connection between petitioner and the mark KRAUSE
PUBLI CATI ONS woul d be presuned by people who have an
interest in these fields. Moreover, since respondent’s
regi stration covers, inter alia, nmagazines featuring antique
aut onobi |l es and num smati cs, conducting trade shows
featuring coins, and conducting award prograns regarding
coins, this connection would be assuned by the consuners of
respondent’ s goods and services as identified in C asses 16,
35 and 42.

The record shows that petitioner started his publishing
busi ness as a sol e proprietorshi p under the nane *Krause

Publications,” with the trade nanme intended to refer to
petitioner. Petitioner was associated with respondent as
its president and/or chairman of the board for nearly fifty
years. Additionally, respondent itself has acknow edged
petitioner’s contributions in three books highlighting such
contributions as well as advertisenents acknow edgi ng such
contributions in respondent’s various publications.

Al so, petitioner has coauthored at |east three
publications in the field of num smatics, including “The
Standard Catal og of Wirld Coins,” which is considered the

wor | dwi de reference authority for coin collectors. Further,

petitioner has |lectured across the country on the subject of

19
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num smatics and is the recipient of awards from national and
| ocal organizations in recognition of his contributions to
the field.

I nsofar as the field of car collecting is concerned,
petitioner is the recipient of the 1995 “Col |l ector Car
Hobby’ s Person of the Year Award” in recognition of his
contributions to this field. His extensive car collection
was the subject of a filmby the Society of Autonotive
Hi storians and he is a founder of the lola Car Show and Swap
Meet .

Additionally, it is significant that respondent
produced no wi tnesses or other evidence to show that the
nanme “Krause” appearing in KRAUSE PUBLI CATIONS I NC. refers
to soneone other than petitioner in the field of
num smatics, car collecting and publishing activities
related thereto. In Reed v. Bakers Engi neering & Equi pnent
Co., 100 USPQ 196, 199-200 (Examir in Chief 1954), Paul Reed
filed a petition to cancel the registration of the mark REED
REEL OVENS for baker’s ovens. The evidence showed that the
name “Reed” in the mark REED REEL OVENS was sel ected because
of its reference to petitioner Paul Reed, the engi neer who
designed and built the ovens, and that M. Reed was
initially active in the partnership that sold the ovens.

The Exam ner in Chief stated that:

It seens to me that “Reed” on the ovens al so
identified petitioner to the custoners at | east

20
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during the first several years of the business in

view of the personal contact of the petitioner

wth the custoners in installing and servicing the

ovens. Under these circunstances, it seens to nme

that the burden of proof is upon the respondent to

show t hat Reed does not refer to and identify

petitioner . . . and respondent produced no

wi t nesses to show that the nanme Reed appearing in

‘Reed Reel Ovens’ does not refer to and identify

petitioner in the particular trade.

Id at 199-200.

In the present case, the record shows that petitioner
started his publishing business as a sole proprietorship
under the nane “Krause Publications,” with the trade nane
intended to refer to petitioner. Further, the record shows
that petitioner was associated wth respondent as its
presi dent and/or chairman of the board for nearly fifty
years. As in Reed, the respondent here has not rebutted the
show ng that, because of petitioner’s activities, purchasers
woul d make an associ ati on between petitioner and the mark
KRAUSE PUBLI CATI ONS.

In view of the foregoing, we find that petitioner has
denonstrated that he is publicly connected with at | east
sone of the goods and services identified in respondent’s
registration in Classes 16 (e.g., nagazines featuring
i nformati on regardi ng anti que autonobiles, num smatics and
coins), 35 (e.qg., arranging and conducting trade shows
featuring coins) and 42 (conducting awards prograns to

recogni ze excellence in designs and thenes of newy mnted

coins). To prevail under Section 2(c) against a class in

21
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respondent’s registration, petitioner is not required to
denonstrate that he is publicly connected with all of the
goods and services listed in the class. Rather, it is
sufficient that petitioner has shown that he is publicly
connected with at |east sone of the goods and services in
that class. Cf., In re Analog Devices Inc., 6 USPQ2d 1808,
1810 (TTAB 1988), aff’d without pub. op., 871 F.2d 1097, 10
USPQ2d 1879 (Fed. Cir. 1989) [“...it is a well|l settled | ega
principle that where a mark nmay be nerely descriptive of one
or nore itens of goods in an application but may be
suggestive or even arbitrary as applied to other itens,
registration is properly refused if the subject matter for
registration is descriptive of any of the goods for which
registration is sought.”]; and Tuxedo Monopoly, Inc. v.
Ceneral MIls Fun G oup, 648 F.2d 1335, 209 USPQ 986, 988
(CCPA 1981) [“[A] likelihood of confusion nmust be found if
the public, being famliar with appellee’s use of MONOPOLY
for board ganes and seeing the mark on any itemthat cones
within the description of goods set forth by appellant in
its application, is likely to believe that appellee has
expanded its use of the mark, directly, or under a license,
for such item”][enphasis in original].

Petitioner has not denonstrated, however, that he is
publicly connected with the services in Cass 41, nanely,

“entertai nnent services in the nature of conpetitions and
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awards in the field of cutlery.” There is no evidence that
petitioner has authored or lectured in the field or that he
has made significant contributions to the field. |In this
regard, we note that petitioner has not argued in his main
brief or reply brief that he is well known in the field of
cutlery. Also, we note the follow ng testinony of
petitioner during his discovery deposition:

Q Have you ever had personal involvenent in the area of

conpetitions or awards invol ving knives or cutlery?

A.  No, | haven't.

(Krause discovery dep., pp. 159-160).

We turn next to respondent’s argunents that petitioner
inplicitly consented to the registration of KRAUSE
PUBLI CATIONS. In this regard, respondent argues that
petitioner gave his inplicit consent to regi ster when
petitioner incorporated his business; when petitioner
subsequently sold his stock in respondent to set up an
Enpl oyee Stock Option Plan (ESOP); and when petitioner, as
presi dent and chairman of the board of respondent, pledged
respondent’s assets, including trademarks and trade nanes,
to finance expansion and acqui sitions.

In support of its position that petitioner gave his
inplicit consent when petitioner incorporated the business
and subsequently sold stock to set up the ESOP, respondent
relies on Dovennmuehle v. G Il dorn Mrtgage M dwest Corp.

871 F.2d 697, 10 USPQd 1550 (7'" Gir. 1989) and In re D.B
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Kapl an, 225 USPQ 342 (TTAB 1985). G ting Dovennuehl e v.

G lldorn, respondent argues that “inplied consent is
considered sufficient in the context of a sale of a business
W thout a reservation of rights because the intent to
transfer goodw Il and trademarks to the buyer is presuned
when a business is sold as a going concern, even if goodw ||
and trademarks are not

specifically nentioned in the contract of sale.” (Brief, p.

9). In the Dovennuehl e case, plaintiffs clainmed defendants’

use of a trade nanme viol ated 843 of the Lanham Act. The

i ssues on appeal were “first, whether the district court
correctly held that plaintiffs |acked standi ng under 843(a)
of the Lanham Act to chal |l enge defendants’ use of the trade
name ‘ Dovennuehl e,’ and second, whether the district court
coul d properly award defendants the cost of court reporter
charges for deposition transcript charges under 28 U S. C
§1924.” Id. at 1551. The case did not involve a Section
2(c) claimand clearly is not authority for respondent’s
contention that petitioner gave his inplied consent to
register on the facts of the present case.

I n Kapl an, the Board found consent to the use and
registration of the mark D. B. KAPLAN S DELI CATESSEN i nplicit
inthe terns of a “buy out” agreenent. Donald Kapl an, one
of the original shareholders, officers and directors of the

applicant corporation, entered into a “buy out” agreenent
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that specifically provided that the mark D. B. KAPLAN S

DELI CATESSEN and any mark confusingly simlar thereto was
the property of D.B. Kaplan's Delicatessen, Inc. and further
specifically provided that Donald Kaplan could not use D. B
KAPLAN S DELI CATESSEN i n any subsequent business venture.
The Board held that the record supported a finding that
Donal d Kapl an consented to applicant’s use and registration
of the mark D. B. KAPLAN S DELI CATESSEN i n that “Kaplan has
clearly relinquished to applicant corporation all rights in
the mark ‘' D. B. Kaplan Delicatessen’ which conprises his nane
and has agreed that he cannot use it in any subsequent

busi ness. W think that these provisions are beyond a nere
‘consent to use’ situation and that a reasonabl e readi ng of
this provision clearly inplies that consent to applicant’s
registration of the mark was contenplated.” |1d. at 344.

In the present case, the incorporation of petitioner’s
business is not akin to the “buy out” agreenent in Kapl an.
There is no evidence that petitioner expressly stated that
the mark KRAUSE PUBLI CATIONS is the property of respondent.
Neither did petitioner agree to refrain fromuse of the nane
Krause in any subsequent business. Petitioner’s nere
i ncorporation of his business does not constitute his
witten consent to that business’s (i.e., respondent’s)

regi stration of the mark KRAUSE PUBLI CATI ONS.
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In In re New John Ni ssen Mannequi ns, 227 USPQ 669 (TTAB
1985), the Board consi dered whether the appearance of one’s
name in a deed of incorporation constituted the required
consent under Section 2(c). The applicant therein, John
Ni ssen Mannequi ns, appealed froma final refusal to register
the mark JOHN NI SSEN MANNEQUI NS under Section 2(c) of the
Trademar k Act because the mark consisted of a nane
identifying a particular living individual, nanely John
Ni ssen, whose witten consent had not been nade of record.
John Nissen was a founder of the applicant’s predecessor,
John Ni ssen Mannequi ns. Applicant argued that John N ssen
provided his witten consent to register the subject mark
because John Nissen’s nane appeared in the deed of
i ncorporation of applicant’s predecessor corporation and
because applicant’s use and registration of the mark in
ot her countries showed inplied consent. The Board hel d that
neit her the appearance of M. N ssen’s nane in the deed of
i ncorporation of applicant’s predecessor nor any consent
inplied fromthe issuance to applicant and applicant’s
predecessor of foreign registrations incorporating the nane
John Nissen constituted the witten consent required by
Section 2(c). 1In the present case, too, the appearance of
petitioner’s nanme in docunents incorporating his business
does not constitute the witten consent required by Section

2(c).
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There is a distinction between the right to use a nane
and the right to register one. A person nmay (give express or
inplied consent to the use of his nanme, but that does not
necessarily nmean that he consents to the registration of it.
Thus, even if we were to find that petitioner had inpliedly
consented to respondent’s use of his nanme in connection with
the business as it was conducted at the tinme petitioner was
i nvol ved with respondent, such consent would not constitute
a consent to register petitioner’s nane as a trademark.?3

Respondent has offered no | egal support for its
contention that petitioner gave his inplied consent to
regi ster KRAUSE PUBLI CATI ONS when, as president and chairman
of the board of respondent, he pledged assets of respondent,
i ncl udi ng trademarks and trade nanmes, to finance expansion
and acqui sitions. Respondent has pointed to no provisions
(and we have found none) in the financing
docunents nade of record where petitioner stated that the
mar k KRAUSE PUBLI CATIONS is the property of respondent. In
short, the circunstances in this case are readily
di stingui shable fromthose in Kapl an.

Lastly, respondent argues that given its decades | ong

use of the mark KRAUSE PUBLI CATI ONS and petitioner’s silent

® On the other hand, a consent to register a nane as a tradenark,
even without a specific reference to a consent to use, would
inmpliedly constitute a consent to use the name, since a federa
registration may not be obtained (with an exception not rel evant
here) or maintai ned w thout use.
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acqui escence in that use, petitioner is estopped from
chal | engi ng respondent’s registration.

As the Board noted in Ross, supra at 1276, “in view of
the personal nature of [a Section 2(c) claim, we see no
overriding public policy or interest which would preclude
the assertion of equitable defenses against [such a] claim”
We find, however, that respondent herein has no right to
rai se the equitable defense of acqui escence on the facts of
this case, which involves respondent’s right to register the
mar k KRAUSE PUBLI CATIONS, rather than its right to use such
mar K.

A predecessor to our primary review ng Court, the Court
of Custons and Patent Appeals, addressed the distinction
between the right to register and the right to use in terns
of acqui escence in Janes Burrough, Ltd. v. La Joie, 462 F.2d
570, 174 USPQ 329 (CCPA 1972). There, the applicants began
use of the mark SI GN OF THE BEEFEATER for a restaurant in
1957. In 1959 and 1960 t he opposer sent letters to
applicants requesting that they desist from using
the term BEEFEATER for their restaurant. The applicants
ignored the letters and i ndeed expanded their business to at
| east six restaurants. Qpposer took no further action
agai nst applicants until 1967. The Board found that opposer

had acqui esced in the applicants’ use of their mark. On
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appeal, the court rejected applicant’s acqui escence defense,
stating:

We have no difficulty in concluding that the board
erred in sustaining the applicant’s equitable
defense in this case. In Salem Commodities, Inc.
v. Mam WMargarine Co., 44 CCPA 932, 244 F.2d 729,
114 USPQ 124 (1957), the appellee, applicant for
trademark registration, urged that appellant, the
opposer, was estopped because the applicant’s use
of the mark was known to opposer for a |long period
of tinme before any action was taken to stop that
use. The board agreed that the appellant had a
good 819 defense to the opposition. Wiile this
court proceeded on the basis that appellant’s
factual assertions were true, it neverthel ess
reversed the board s decision and held that:

Appel l ant was clearly under no duty to attack
appellee’s right to use the mark if it did not
choose to do so, on penalty of being deprived of
the right to oppose an application to register.

It could not take the latter action, of course,
until after appellee applied for registration and
t he application was published for the purpose of
opposi tion.

Appel I ant cannot properly be charged with

acqui escence in appellee’s right to registration
until appellant becane aware that such a right had
been asserted by appellee. [Enphasis in
original.]

The court in Salemrecognized a distinction
between the right to use a mark and the statutory
right to register which is of significance when

8 19 is sought to be relied upon in defense to an
opposition. Thus, under 8§ 7(b) of the Lanham
Act, 15 U . S. C 1057(b), registration is nore than
evidence of the right to use. It is prinma facie
evidence “of the validity of the registration,
regi strant’s ownership of the mark, and of
registrant’s exclusive right to use the mark in
commerce in connection with the goods or services
specified in the certificate, subject to any
conditions and limtations stated therein.”

[ Enphasis in original.] Mreover, in the present
case, appellant may have acquiesced only in the
use of the words SIGN OF THE BEEFEATER i n
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conjunction with a picture to identify a

restaurant in which no liquor is served and which

closes relatively early in the evening whereas

registration is sought on the words al one for

“restaurant services” broadly. Applicants’

equitabl e standing in an action by this opposer

to enjoin their actual use of SIGN OF THE

BEEFEATER, if ever brought, would be one matter.

However, in this opposition, which is ainmed only

at preventing registration of the specified mark,

a broader and sonewhat different goal than

enjoi ning the actual use of the mark, and which

is tinmely brought only after the applicants seek

regi stration, the applicants have not established

this opposer’s acqui escence in this registration.

It is clear, therefore, that the equitable defense of
acqui escence in an opposition or cancellation proceeding
does not begin to run until the mark is published for
opposition. See also National Cable Tel evision Association,
Inc. v. American Cinema Editors Inc., 937 F.2d 1572, 19
USPQ2d 1424 (Fed. Cir. 1991) [laches runs fromthe tinme from
whi ch action could be taken against the trademark rights
i nhering fromregistration].

Petitioner brought this cancellation proceedi ng on
Novenber 22, 2002, approximately eight nonths after the
publication date of the underlying application and siXx
mont hs after issuance of the registration. This relatively
short period cannot be viewed as an unreasonabl e del ay.
Thus, we find that respondent has not denonstrated that
petitioner’s Section 2 (c) claimis barred by acqui escence.

In sum we find that petitioner has established that,

Wth respect to Casses 16, 35 and 42 of the subject
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registration, the registered mark consi sts of the nane of a
particular living individual, nanely Chester Krause, and
that this nanme has been registered without his witten
consent.

Deci sion: The petition to cancel Registration No.
2,573,101 in Classes 16, 35 and 42 is accordingly granted,
and the petition to cancel the registration in Cass 41 is
di sm ssed. C asses 16, 35 and 42 will be cancelled fromthe

registration in due course.
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