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UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEALBOARD

12-27-2002

U.S. Patent & TMOfc/TM Mail Rept Dt. #30

In The Matter of Registration No. 2,526,171
Date of Issue: January 1, 2002

Blarney Castle Oil Co.,
Petitioner, Cancellation No. 9204111 <.

VS.

Cadillac Coffee Company,
(now Kmart of Michigan, Inc.)

Registrant.

ANSWER TO PETITION TO CANCEL

Registrant, Cadillac Coffee Company (now, Kmart of Michigan, Inc., assignee),
through its attorneys identified below, hereby answers Petitioner Blarney Castle Oil
Co.’s Petition To Cancel as follows;

1. Admit that Cadillac Coffee Company was the previous owner of the
registration for the mark JAVA MOUNTAIN for “coffee, coffee beans, coffee-based
beverage containing milk.” Kmart of Michigan, Inc. (“Kmart”) is the current owner of
the JAVA MOUNTAIN mark and registration by assignment, a copy of which is attached
hereto as Exhibit A.

2. Kmart is without sufficient information and therefore neither admits nor
denies the allegations in Paragraph 2 of the Petition to Cancel.

3. Kmart is without sufficient information and therefore neither admits nor
denies the allegations in Paragraph 3 of the Petition to Cancel.

4, Kmart admits that the registration is for “coffee, coffee beans, coffee-
based beverage containing milk.” Kmart denies the remaining allegations in Paragraph 4.

5. Kmart denies the allegations in Paragraph 5.

6. Kmart denies the allegations in Paragraph 6.

7. Kmart admits that it has the exclusive right to use the JAVA MOUNTAIN

mark in connection with “coffee, coffee beans, coffee-based beverage containing milk.”



-

Kmart further admits that Petitioner does not have the right to use and register the
trademark JAVA MOUNTAIN for coffee products. Kmart denies the remaining

allegation in Paragraph 7.

AFFIRMATIVE DEFENSES
1. The Petition to Cancel is barred by waiver.
2. The Petition to Cancel is barred by estoppel.
3. The Petition to Cancel is barred by laches.

WHEREFORE, Registrant prays that the Petition to Cancel be dismissed with

prejudice.

Respectfully submitted,
RADER, FISHMAN & GRAUER, PLLC
Attorneys for Kmart of Michigan, Inc.

Kiristin L. Murphy

Michael A. Lisi

Rader, Fishman & Grauer PLLC
39533 Woodward Ave., Ste 140
Bloomfield Hills, MI 48304
(248) 594-0600

(248) 594-0610 (Fax)

CERTIFICATE OF MAILING

I hereby certify that the foregoing Answer to Petition to Cancel is being deposited
with the United States Postal Service as First Class Mail and is addressed to Box TTAB,
Assistant Commissioner of Trademarks, 2900 Crystal Drive, Arlington, Virginia 22202-

3513 on December 20, 2002. %&f\

Kaﬁlryn L. Nfsh




CERTIFICATE OF SERVICE

This will certify that a copy of the foregoing Answer to Petition to Cancel has
been served upon counsel for Petitioner via first class mail with the United States Postal
Service with postage fully pre-paid on December 20, 2002, as follows:

R. Scott Keller

WARNER NORCROSS & JUDD LLP
900 Fifth Third Center

111 Lyon Street, N.E.

Grand Rapids, MI 49503-2487

/W)

" /Kathryn{.. Nash

R0170325.DOC




UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

In The Matter of Registration No. 2,526,171 A
Date of Issue: January 1, 2002

' 12-27-2002
Blarney Castle Qil Co., U.S. Patent & TMOfc/TM Mail Rept Dt. #30
Petitioner, Cancellation No. 92041111
VS.

ENTRY OF APPEARANCE

Cadillac Coffee Company (now
Kmart of Michigan, Inc.,

Registrant.

The law firm of Rader, Fishman & Grauer PLLC hereby enters its appearance on
behalf of Kmart of Michigan, Inc., the assignee of Registrant. A copy of the assi gnment
from Registrant, Cadillac Coffee Company, to Kmart of Michigan, Inc., assignee, which

has been separately recorded, is attached hereto.

Respectfully submitted,
RADER, FISHMAN & GRAUER, PLLC
Attorneys for Kmart of Mi;chigan Inc.

7 Kristin L. Murphy -
Michael A. List
Rader, Fishman & 'Grauer PLLC
39533 Woodward Ave., Ste 140
Bloomfield Hills, MI 48304
(248) 594-0600
(248) 594-0610 (Fax)

R0170328.DOC




CERTIFICATE OF MAILING

I hereby certify that the foregoing Entry of Appearance is being deposited with
the United States Postal Service as First Class Mail and is addressed to Box TTAB,
Assistant Commissioner of Trademarks, 2900 Crystal Drive, Arlington, Virginia 22202-

3513 on December 20, 2002. W

Kﬁlryn L ANash

CERTIFICATE OF SERVICE

This will certify that a copy of the foregoing Entry of Appearance has been served
upon counsel for Petitioner via first class mail with the United States Postal Service with
postage fully pre-paid on December 20, 2002, as follows:

R. Scott Keller

WARNER NORCROSS & JUDD LLP
900 Fifth Third Center

111 Lyon Street, N.E.

Grand Rapids, MI 49503-2487

Aoty 1 Sl

Kathryx{ L. Nash
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i Recordation Form Cover Sheet

Conmissioner of Patents and Trademarks: Please record the attached original documents or copy thereof

1. Name of conveying party(ies): 2. Name and address of receiving party(ies):
Cadillac Coffee Company
1801 Michael Street Kmart of Michigan, Inc.
Madison Heights, Michigan 48071 3100 West Big Beaver Road
Troy, Michigan 48084
____ Individual({s) ____ Association ___ Individual(s) citizenship:
 General Partnership ~ Limited Partmership ___ Association:
"X Corporation-State: Michigan _ General Partnership:
____ Other ___ Limited Partnership:
"X Corporation-State: Michigan
Other:
3. Nature of conveyance: If assignee is not domiciled in the United States, a
domestic representative designation is attached:
_X_Assignment ___ Merger ___ Yes _ Yo
Security Agreement ___ Change of Name (Designations must be a separate document from
Assignment)
___ Other: Additional name(s) & address(es) attached?
___ Yes _X No
{ Execution Date: 12/15/02
| 4, Application number(s) or registration number (8) :
A. Trademark Application No. (s) B. Trademark Registration No. (s)

2,599,446 Issued 07/23/02
2,526,171 Issued 01/01/02
Additional numbers attached?
__ Yes X YNo
5, Name and address of party to whom correspondence
concerning document should be mailed: 6. Total number of applications and registrations
involved: One (2)
Michael A. Lisi
Rader, Fishman & Grauer PLLC
39533 Woodward Avenue

Suite 140 7. Total fee (37 CFR 3.41).........565.00
Bloomfield Hills, Michigan 48304
{248) 594-0629 Enclosed

X Authorized to be charged to deposit account.

8. Deposit Account Number: 18-0013
(Attach duplicate copy of this page if using
deposit account)

9. Statement and signature.

To the best of my knowledge and belief, the foregoing information is true and correct and any attached copy
is a true copy of the original document. )

Michael A. Lisi e A December 20, 2002
Name Signature"” Date

Total number of pages comprising cover sheet: 1

CERTIFICATE OF MAILING

I hereby certify that this paper is being deposited with the U.S. Postal Service as First Class Mail in
an envelope addressed to BOX ASSIGNMENT FEE, commissioner of Trademarks, 2900 Cryst%;sorive, Arlington,
Virginia 22202-3413 on December 20, 2002. ) 7' yd

Date: December 20, 2002




Assignmgnt

ASSIGNMENT mede this /9 dey of Jaksef 2002, by and betwesn GADILLAG COFFEE
COMPANY., a carparation of the State of Michigan with a prinelpel address at 1881 Michaa! Street, Madlsan
Helghts, Michigan 48071 {“Assignor®), and KMART OF MICHIGAN, INC., a comoration of the State of
Michigsn, with & princlpal addresa at 3100 Weat Blg Baaver Road, Troy, Michigan 48084 (“Assignes”).

WHEREAS, Assignor ¢wwng U.S, Trademark Reglatratian No. 2,898,448 in Class 30 for the mark
JAVA MOUNTAIN EXPRESS, a8 welt as LS. Tradamark Registration No. 2,528,171 in Glans 30 for the
mark JAVA MOUNTAIN (collectivaly, the "Marks”); and

WHEREAS, Assignes desims t5 asqtire the Marks and the goodwill of the busingss associated
tharewith;

NOW, THEREFORE, in consldaration of One Doltar ($4.00) and otfvir valuable cansideration, tha
recalpt of which Is hereby ackriowledged, Assignar conveys, tranafers, and assigns to Aseignese all of its
right, tile, and Intersst in and to the Marks together with tha goodwlll of the busineas symbalized thersby.

Assignor further assigng to Ag3igneo all rights of renewal, and alf rights to zue for and recelve all
damages occuring from past infringing uses of the Marka. Thiz aasignmant I mads on an "AD 18" basis
and Assignor makes no représantations or warranties as to tile or non-infringemant of thind party rights.

Assignor agrees that upon request by Assignes, st Assignee's axpense, Assignor shall executa all
papers, make all Aghtfu) caths, testfy on behalf of Assignes and do all other lawlll sets reasanably
necessary to camy out tha intent of this Aasignment.

Thie Assignment shall be binding on the parties, and thelr succassors end assligng.

CADILLAC GOFFEE COMPANY (‘Assipnerd  KMART OF MICKIGAN. INC. (“Asalgnes®)
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Tite: Yoz PESDENT ARD T 2EASORER-

Ro4g27062 DOC




