IN THE UNITED STA'TES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

e

MARLIN FINANCIAL & LEASING CORP. ) U.S. Patent & TMOfc/TM Mail Rcpt. Dt. #57
) OO0 O 0O
6009 Ridgeview Circle ) 07-29-2002
Hixson, Tennessee 37343 )
Petitioner )
)
) .
VS. ) CANCELLATION NO. ’«,_:;’
) .
)
MARLIN LEASING CORPORATION )
)
124 Gaither Drive Suite 170 )
Mount Laurel, New Jersey 08054 )
Respondent )

CONSOLIDATED PETITION FOR CANCELLATION

Comes the Petitioner, and for its Consolidated Petition for Cancellation, it states as

follows:

1. One of the registrations sought to be canceled through this consolidated petition is
registration of the service mark MARLIN LEASING, for use in association with "lease-purchase
financing," said mark having been registered in the name of Respondent, on the Principal
Register of the United States Patent and Trademark Office on December 28, 1999, being
registration number 2,303,854 based upon an application for registration alleging a first use of

June 17, 1997. (A copy of the TARR status page for this mark is attached hereto for reference as

Exhibit 1.) 08/19/2002 SWILSONL 00000162 2303855
01 FE:376 300.00 0P
2. The other registration sought to be canceled through this consolidated petition is

registration of the service mark MARLIN LEASING plus design, for use in association with

"lease-purchase financing," said mark having been registered in the name of Respondent, on the

08/19/2002 SWILSON1 00000161 2303854

01 FC:376

300.00 0P

07120N:950409:491674:2:NASHVILLE




Principal Register of the United States Patent and Trademark Office on December 28, 1999,
being registration number 2,303,855 based upon an application for registration alleging a first
use of June 1, 1998. (A copy of the TARR status page for this mark is attached hereto for

reference as Exhibit 2.)

3. Petitioner, Marlin Financial & Leasing Corp., 6009 Ridgeview Circle, Hixson,
Tennessee 37343, is engaged in the business of rendering services in commerce in the nature of

equipment leasing and financing.

4, Petitioner has adopted and, since at least January 24, 1989, has extensively and
continuously thereafter used in interstate commerce the service marks MARLIN and MARLIN

FINANCIAL & LEASING in association with said services. (“Petitioner’s MARLIN marks™)

5. Petitioner’s MARLIN marks are distinctive when used in association with the

services of Petitioner.

6. Through the rendering of quality services in association with Petitioner’s
MARLIN marks, and through substantial amounts of time and effort to promote said services,
the public has come to recognize said marks as signifying a specific source of equipment leasing

and financing.

7. The parties are engaged in the rendering of identical services, namely equipment

financing and leasing in association with virtually identical marks.

8. The registrations sought to be canceled were issued based upon application of the
Respondent alleging first uses and first uses in commerce beginning on dates well subsequent to

Petitioner's adoption and use of said mark.
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9. Respondent's use of a mark so similar to the mark owned by Petitioner in
association with identical services is likely to cause confusion, or to cause mistake or to deceive,

and actually has caused confusion among consumers, all to the damage of Petitioner.

WHEREFORE, Petitioner prays for cancellation of the Registration of Respondent to the
mark MARLIN LEASING, being registration number 2,303,854 on the Principal Register and
cancellation of registration of Respondent to the mark MARLIN LEASING plus design, being

registration number 2,303,855 on the principal register.

oL

Hannal K.V. Cassidy
Alexandra T. MacKay
STITES & HARBISON PLLC
SunTrust Center

424 Church Street, Suite 1800
Nashville, Tennessee 37219
(615) 244-5200

Jack A. Wheat

STITES & HARBISON PLLC
400 West Market Street Suite 1800
Louisville, KY 40202

(502) 681-0323

Attorneys for Petitioner
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Latest Status Info

Page 1 of 2

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by theA TARR system on 07/26/2002 17:30:25 ET
Serial Number: 75537243

Registration Number: 2303854

Mark (words only): MARLIN LEASING

Current Status: Registered.

Date of Status: 1999-12-28

Filing Date: 1998-08-14

) Registration Date: 1999-12-28

Law Office Assigned: TMEG Law Office 102

CURRENT APPLICANT(S)/OWNER(S)

1. Marlin Leasing Corporation

Address:

Marlin Leasing Corporation

124 Gaither Drive, Suite 170

Mount Laurel, NJ 08054

United States

State or Country of Incorporation: Delaware
Legal Entity Type: Corporation

GOODS AND/OR SERVICES

LEASE-PURCHASE FINANCING
International Class: 036

First Use Date: 19970617

First Use in Commerce Date: 19970707

Basis: 1(a)

ADDITIONAL INFORMATION

Disclaimer: "LEASING"

PROSECUTION HISTORY

1999-12-28 - Registered - Principal Register

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=2303854

EXHIBIT 1

7/26/02



Latest Status Info

1999-10-05 - Published for opposition

1999-09-03 - Notice of publication

1999-05-23 - Approved for Pub - Principal Register (Initial exam)
1999-05-20 - Examiner's amendment mailed

1999-03-29 - Non-final action mailed

1999-03-15 - Case file assigned to examining attorney

Page 2 of 2

CONTACT INFORMATION

Correspondent (Owner)
CAROLE R KLEIN (Attorney of record)

CAROLE R KLEIN

MORGAN LEWIS & BOCKIUS LLP
ATTN.: TMSU

1800 M ST NW

WASHINGTON DC 20036

United States

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=2303854

7/26/02



Latest Status Info

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 07/26/2002 17:32:27 ET
Serial Number: 75537244

Registration Number: 2303855

MARLIN

Mark

LEASING

(words only): MARLIN LEASING

" Current Status: Registered.

Date of Status: 1999-12-28
Filing Date: 1998-08-14
Registration Date: 1999-12-28

Law Office Assigned: TMEG Law Office 102

S

Page 1 of 2

CURRENT APPLICANT(S)/OWNER(S)

1. Marlin Leasing Corporation

Address:

Marlin Leasing Corporation

124 Gaither Drive, Suite 170

Mount Laurel, NJ 08054

United States

State or Country of Incorporation: Delaware
Legal Entity Type: Corporation

GOODS AND/OR SERVICES

LEASE-PURCHASE FINANCING

International Class: 036
First Use Date: 19980601

First Use in Commerce Date: 19980601 EXHIBIT 2

http://tarr.uspto.gov/serviet/tarr?regser=registration&entry=2303855&action=Request+Status ~ 7/26/02
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Latest Status Info Page 2 of 2

Basis: 1(a)

ADDITIONAL INFORMATION

Disclaimer: "LEASING"

Description of Mark: The mark consists, in part, of the stylized design of a fish within a shaded square.

PROSECUTION HISTORY

1999-12-28 - Registered - Principal Register

1999-10-05 - Published for opposition

1999-09-03 - Notice of publication

1999-05-23 - Approved for Pub - Principal Register (Initial exam)
1999-05-20 - Examiner's amendment mailed

1999-03-29 - Non-final action mailed

1999-03-17 - Case file assigned to examining attorney

1999-03-16 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
Carole R Klein (Attorney of record)

CAROLE R KLEIN

MORGAN LEWIS & BOCKIUS LLP
ATTN.: TMSU

1800 M ST NW

WASHINGTON DC 20036

United States

http://tarr.uspto.gov/serviet/tarr?regser=registration&entry=2303855&action=Request+Status ~ 7/26/02
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July 26, 2002

U.S. Patent & TMOfc/TM Mai

SunTrust Center
07-29-2002 424 Church Street

Suite 1800

Nashville, TN 37219-2376
{6151 244-5200

[6151 782-2371 FAX

www, stites.com

EV].IEESBHES]IUS Alexandra T. MacKay

[615] 782-2223
alexandra.mackay@stites.com

VIA EXPRESS MAIL LABEL NO. EV 126539651 US

Box TTAB FEE

Assistant Commissioner for Trademarks

2900 Crystal Drive

Arlington, Virginia 22202-3513

RE: Petition to Cancel Trademark Registration Nos. 2,303,854 and 2,303,855

For the marks: MARLIN LEASING & MARLIN LEASING plus design
Date Registered: December 28, 1999

Registrant: Marlin Leasing Corporation

Petitioner: Marlin Financial & Leasing Corporation

Dear Assistant Commissioner:

Enclosed for filing are the following documents in connection with Marlin Financial &
Leasing Corporation’s Petition for Cancellation relating to the above-referenced trademark

registrations:

[y

4.

5.

Original and one copy of the Petition for Cancellation;
Copy of Certificate of Registration for marks;

Check no. 126530 in the amount of $600 for the filing fee;

Certificate of Express Mailing; and

Postcard acknowledging receipt.

Please contact me at the above address and telephone number if you need anything further
concerning this petition.

Enclosures

Ailanta, GA Frankfort, KY

Very truly yours,

j&g@%

Alexandra T. MacKay

Hyden, KY Jeffersonville, IN Lexington, KY Louisville, KY Nashville, TN Washington, DC



