IN THE'UNITED?STATES‘PATENT AND TRADEMARK OFFICE

BEFORE THE ,TRADEMARK TRIAL AND APPEAL BOARD

_____________ %
Georgia Graham Jones,
Petitioner,
V. o T Cancellation No. 92040746
Alison Holfischue,-ﬁ :
Registrant. :
————————————— x

MOTION PURSUANT TO RULE 56 (f)

Pursuant éo Rule 56 (f) of the Federal Rules of

Civil Procedure, Re@istran;;Aliéon Holtzschue

(“Registrant”f,movegithe Trademark Trial and Appeal Board
(the “Boardé)'toirefuse:Petitioner’s-applicatioh fof
summary judgment_beéaﬁse Rggistrant has had no opportunity
to take diséomery Qé the claims on which Petitioner seeks
summary judgmént‘.1

The'“Métién fér_Summary Judgémént" that
Petitioner séfﬁed oﬁ April 17, 2003 (the'“Motion”) appears
to seek summary judéménp on tWQ grounds.  Petitioner first

claims that she maytbe entitled to summary judgment because

The Federal.Ruies of Civil Procedure generally govern
proceedings before the Board. 37 C.F.R. § 2.116(a).
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of unstéﬁed i@reéula?ities surrounding the Motion To Set
Aside Default?th;t Régist;éﬁt filéd and served oh
NovemberiZI, ZOQ%, Pefifiéner then claims that the
exhibits aftachea to her “Amﬁended [sic] Petitién To
Cancel” (the “Améndeé Petifibn”) and her “representations
arevéé_gleafiy evident of likelihood of éonfusion” as
to warrant Summaﬁy jﬁdgﬁenﬁ.; '
ARegistgént‘reépeqtfully iequests that the Board
deny the Mdéiqn b?cause;Registrant has héd no opportunity
to conduct discovéry bn thé élaims on which Petitioner
seeks sﬁmﬁagy Budémentl“‘“The'Supreme Court has made clear
that summary'judgﬁent-ié inapbropriate uﬁlessia tribunal

permits the parties adequate time for discoveiy.” Dunkin'

Donuts of Aﬁerica? Inc. v. Metallurgical Exoproducts Corp.,

840 F.2d 917, 919.(Fed. Cir. 1988). See National Life

Insurance Co. V. éblombn} 529°F.2d 59, 61 (2d Cir.

1975) (stating that%summary judgment should be refused when
“one party hasuyetZto exerqise its opportunities for
pretrial'disqove£Y?). |

Opposing: a motion for summary judgment regquires

setting forth specific facts that show that there is a




fReatd

genuine issue for trial,_:Sée Fed. R. Civ. P. 56(e).?

Without an oppor%unity'to conductidiscovery‘to ascertain

the facts of the’case, the party against whom summary

judgment is sought cannot meet its burden in opposing

summary judgméntjof showing that genuine issues exist as to

the facts material to the claims at issue. For this

reason, Rule 56(§) calls forAsummary judgmenf to “'‘be

refused where thé’nonmoving party has not had the

opportunity to diiscover information that is essential to

his opposition.’"; Opﬁyiand USA Inc. v. The Great American

2

The obligation of the party against whom summary
judgment is sought.to .show “that there is a genuine
issue for trial” arises only “[w]hen a motion for
summary: judgment is made and supported as provided in
this rule.” Fed. R. Civ. P. 56(e). The Board need
only look at the-Motion .itself to see that Petitioner
has not met- this burden as to her allegations
concerning the Motion To Set Aside Default. The plain
language of the Motion clearly indicates that
Petitioner dQes not even know what the material facts
are as to this_qlaiﬁ, which is, itself, vague and
relies on innuendo.- -Petitioner hints at instances of
missing mail,* suggests that Registrant’s documents
about “the mailing and receipt” of the Motion to Set
Aside Default; will not support Registrant’s
“representatibns,” arid claims that Petitioner will be
entitled to summary judgment, if all is as she
suspects it is after the .Board obtains the facts she
lacks. Summary judgment is appropriate, however, only
when there are no more suspicions -- when the evidence
shows “that there is no genuine issue as to any
material fact” -- and summary judgment is plainly not
appropriate when the movant is asking the Board to
conduct discovery for her. Fed. R. Civ. P. 56(c).




Music Show, Inc.i 970 F.2d 847, 852 (Fed. Cir. 1992)

(quoting'Andersoﬁ v.'Libefty Lobby, Inc., 477 U.S. 242, 250
n.5 (1986). fz; |

In this case, as Registrant has had no
opportunity to disco&eg,any facts relating td the claims on
which Petitionerlseegs summary judgment, RegiStrént would
be unable to meeﬁ it; burden in oppdsing summary judgment
of stating the ép;cificbmaﬁerial facts fhat éfe in dispute.

It is preciselytté such a situation that Rule 56(f) is

directeq."See Opryland USA, 970 F.2d at 852. Accordingly,
Registrant reépeééfﬁliy reépests that summary judgment be
denied, and that éegistrant be permitted to obtain
discovery as outliﬁéd;in the éccompanying Declaration of

Rita M. Carrief, qttaéhed hereto as Exhibit A.3

“Federal Rule of Civil Procedure 56(f) requires the
nonmoving party to state, by affidavit, reasons why
discovery is needed in order to support its opposition
to a motion for summary judgment.” Opryland USA,

970 F.2d at 852 (footnote omitted).




42 Dated: Washington, D.C. :
- May 22, 2003

Respectfully Submitted,

Margafet K. Pfeiffer, Esq.
Rita M. Carrier, Esq.
SULLIVAN & CROMWELL LLP
1701 Pennsylvania Avenue, N.W.
Washington, D.C. 20006
(202) 956~7685 (Voice)
(202) 293-6330 (Facsimile)
- carrierr@sullcrom.com (E-mail)

Attorneys for Registrant,
Alison Holtzschue

DC_LANO1:168678.1




Certificate of Service

I heréby éertiﬁy that a true copy of the
foregoing Motion:PurSuant%TO'Rule 56 (f), with the
Declaration of Rita M. Carrier attaghed theréto as Exhibit
A, were-mailed to Petitioger_Georgia Graham iénes, 42
Pascal Lane, Aus{in,_Texa§:78746, via first—C}ass mail,

postage prepaid, ‘this 22nd: day of May, 2003.

Dated: May 22, 2003

-

Rita M. Carrier

+ Certificate of Mailing

I herebflce:tify ﬁhat, in connectioniwith
Cancellation No. 92040746/ £his Motion Pursuant To Rule
56(f), withrthe Deélaration:of Rita M. Carrier.cattached
thereto as Exhibi%iA,iis being:deposited with the United
States Postal Servf@e as fifst—class mail in anienvelope
addressed to: Commissioner,for Trademarks, 2900 Crystal
Drive, Arlington Vifgiﬁia 22?02—3514, on this 22nd day of

e

Rita M. Carrier

May, 2003.







IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

————————————— x
Georgia Graham Jones,
Petitioner,
V. =% : Cancellation No. 92040746
Alison Holtzschue, :
Registrant. :
————————————— x

Declaration of Rita M. Carrier .

I, Rita M. Carrier, declare as follows:

1. AI'am a membef éf the bar of thelState of New
York and of the DiStriét of Coiumbia and an aééociate in
" the law firm of Suilivan & Cromwell LLP, attoréeys for
Registrant Alison Holtzscﬁue (“Registrant”). f have
personal knOwledgeiof the facts set forth hereiﬁ, and, if
called upon to do so, would competently testify thereto. I
make this declaraﬁibn in support of Registrantfs Motion
Pursuant To Rule 56(f) for denial of Petitioner;s “Motion
for Summary Judgemeét” kthe “Motion”) on the gréund that
Registrant has not yet had the opportunity to conduct any
discovery on the claims on which Petitioner seeks summary

judgment. There has been, therefore, no opportunity to

learn what the facts of this case are, much less to



determine whether genuine issues exist as to .the facts
material to Peﬁitiongr’s claims.

2. In thé’Motion, Petitioner claims that, on
the basis of her'“represéntations” and the exhibits
attached to the:“Ammeﬁdéd [sic] Petition to C;ncel” {(the
“Amended Petitionf), she is entitled to summaiy judgment on
her claim that & 1ikelihood of confusion exists betWeen
Registrant’s mark-(Reg.»No.>2,412,405 for COMEUTERSDOTMOM
COMPUTER SKILiS, CONFiDENCE AND REALLY GOOD CQFFEE and
Design) and Petitioner’s mark (Reg. No. 2,075,655 for
COMPUTER MOMS (STYLIZED)). As explained in greater detail
below, Registranﬁ has had.no opportunity to ob%ain
discovery on any of thé'allegations that Petitioner makes
in the Amended Petition and £he‘Motion about the parties’
marks, services, aﬁd customers and about instaﬂces of
actual confusion, ﬁbr on any ‘other factor thatris pertinent
to a determination of likelihood of confusion. ' Such a
determination depends ﬁpon a myriad of facts, none of which
Registrant has had_phe opportunity to explore tﬁrough
discovery. A few examples of the discovery to which
Registrant is entitled concerning Petitioner’s claim of
likelihood of confuéion make plain that the Motion is, at

the very least, premature.



3; In péragraph 3.2 of the Amendéd Petition, it
appears thatrPetitioher assumes that she knows how
Registrant offers her services because Petitioner concludes
that Petitioner—énd Registrant offer their sérvices in a
similar manner. Sinqe there is no evidence ih the record
about how Petitioner offers her services, however, it is
impossible for Registrant to test Petitioner’s conclusion.
Accordingly, Reéiétrant is entitled to obtain ,specific
information on this iésue, which is relevant in an inquiry
into likelihood of confusion. I

4. .Petitionér alleges in paragraphi3.1 of the
Amended Petition that there have been instancéé when
potential franchisees and customers have contacted
Registrant’s compan? when they intended to con#act
Petitioner’s compéﬁy, but provides no specific information
about these contacts. We do not know who these;potential
franchisees and customers wefe, and with whom they made
contact at Petitionér’schmpéﬁy. Neither do we;know when
these alleged contacts occurred, how often theyioccurred,
or by what method they occurred. Registrant is;entitled to
take discovery to learn the events on which Petitioner
relies for this allégation, as such events would be

relevant to the determination of likelihood of confusion.



5. Petitioner further claims in ﬁhe Moﬁion that
her potential customers and Registrant’s are;“virtually
identical.” 'Whiie Petitioner assumes that she knows who
Registrant’s potential customers are, Registrant has no
information at all about Petitioner’s customers.
Accordingly, Registrant is entitled to take discovery to
learn the factual basis for Petitioner’'s claiﬁ because the
identity of the customers for the parties’ sepvices is a
relevant factual considerétion in determining likelihood of
confusion,.

6. The commercial impression of thé parties’
marks is relevant to a determination of likelihood of
confusion, but there has been no discovery on ﬁhis issue.
Nevertheless, Petitioner apparently assumes that she has
sufficient information to krow how Registrant uses her
mark. In paragraph 5.1 of the Amended Petition, Petitioner
alleges that when Registrant displays her mark,lonly the
words “computers and mom a?e prominent” and assérts that
the materials in Ekhibit D to the Amended Petition support
this proposition. Exhibit D-1 is merely a printout from
the Trademark Electronic Search System of the Web site of

the United States Patent and Trademark Office and is not an




example of how kegistrént actually uses herh@ark in
commerce. The dépiction of Registrant’s mark in Exhibit
D-2 proves just®the 6pposite of Petitionerfslallegation.
The element of Regisﬁrant’s mark that is mosf prominently
featured in Exhibit D-2 is the design of a woﬁan holding a
computer, and although the words “computers” and “mom” are
written in largeritype_than Registrant’s slogén (“computer
skills, confidence, and reélly good coffee”), the slogan is
italicized and isiby no means buried in miniscple type as
Petitioner asserté.

7. Pétitioher also intimates that %he
circumstances surrounding Registrant’s Motion to Set Aside
Default may entitle Petitioner to summary judgﬁent. As
shown in the Motion Pursuant To Rule 56 (f), this claim
fails on its facerto comply with the requirements of Rule
56 (c) of the Federal Rules of Civil Procedure. In the
event, however, that the Board intends to consider whether
Petitioner is entitled to summary judgment on tgis claim,
Registrant is likewise entitled to take discove;y
concerning these allegations.

8. Based on the above, Registrant reépectfully
requests that, in the event that the Board does not simply

deny Petitioner’s Motion on the ground that it was not made




i

and supported as the‘Federal Rules of Civil Procedure
require, the Board deny the Motion as prematﬁre and permit
Registrant to take the diécovery hecessary to ascertain the
facts of this caSe in order to determine whether facts
material to Petitioner’s qlaims are genuinelyidisputed.

I declare under penalty of perjury ﬁnder the laws
of the United States that the foregoing is true and
correct. |

Executed: May- 22, 2003
Washington, D.C.

Rita M. Carrier



