UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

2900 Crystal Drive

Arlington, Virginia 22202-3513

MAI LED: June 5, 2003
Cancel | ati on No. 40,714
Dada Corporation
V.
Damani Dada Enterprises, Inc.

Bef ore Seehernman, Hairston, and Bucher,
Adm ni strative Trademark Judges.

By the Board.

This case now conmes up for consideration of respondent’s
February 3, 2003 notion to set aside a default judgnent pursuant
to Fed. R GCv. P. 60(b). Petitioner’s February 24, 2003
obj ections are noted.

Backgr ound

A brief history of the prosecution of this proceeding wll
be hel pful.

1. Petitioner filed, on June 24, 2002, a petition to cancel
Regi stration No. 2,074,086 for the mark DAMANI DADA for various
itens of clothing in International C ass 25. The petition to
cancel identifies the original registrant, Kyarra Inspires
I ncorporated (“Kyarra”), as the respondent.

2. At the tinme proceedi ngs conmenced, the records of the
USPTO s Assi gnnment Branch showed an assi gnnent of the involved
registration to Damani Dada Enterprises, Inc. (“Damani”), a
Maryl and corporation | ocated at 377 Brightseat Road, Capital
Hei ghts, Maryland 20785 (“the Maryland address”). The assi gnnment

to Damani was executed on June 9, 1999 and recorded on July 12,
1999 at Reel /Franme 1926/ 0414.
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3. The Board, on July 3, 2002, nmiled the notice instituting
this proceeding to the parties. The Board naned Damani as the
respondent and nmil ed respondent’'s copy of the institution notice
to the Maryland address set forth in the USPTO assi gnnment
records.

4. On July 12, 2002, the respondent’s copy of the
institution notice was returned by the U S. Postal Service as
undel i verabl e, with no forwardi ng address provi ded.

5. The Board was unable to find a correct address for the
respondent.

6. Inasnuch as the Board was unable to effect service of
notice of this proceeding on the respondent Danmani by mail, the
Board suspended this proceeding on Septenber 6, 2002; notice by
publication in the Oficial Gazette was effected on Cctober 8,
2002, as prescribed by Trademark Rule 2.118.

7. No answer or appearance was received within the tinme
al l oned by the published notice. Accordingly, the Board granted
the petition to cancel and entered judgnent agai nst respondent
under Fed. R Cv. P. 55(b) on January 16, 2003.

8. A notion was filed by Damani on February 3, 2003 to set
aside the default judgnent. Petitioner filed a tinely response.
The Parties’ Argunents

In support of its notion, respondent argues that its del ay
in answering was inadvertent and the result of excusabl e negl ect,
arising fromrespondent’s |ack of notice, non-receipt of the
Board’ s institution notice, and non-receipt of its service copy
of the petition to cancel. Respondent asserts that there has
been no substantial prejudice to petitioner by the delay and that
respondent has a neritorious defense to the action.

Wth respect to notice of this proceedi ng, respondent
asserts that: it did not receive actual notice of this

proceedi ng until January 24, 2003, when its counsel was notified

“through a letter it received fromco-counsel in a separate
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matter”; the institution notice was returned to the Board as
undel i ver abl e because respondent, since January 2000, had tw ce
rel ocated its business operations to |ocations in New York and no
| onger received correspondence at the Maryl and address;

respondent on April 5, 2002 had filed with the USPTO a witten
power of attorney designating its counsel at the firm Pryor,
Cashman, Sherman & Flynn LLP to receive all correspondence in
connection with the involved registration, but that power of
attorney was not entered into the USPTO records; on two

occasi ons, respondent notified the Post Ofice of its address
changes and provi ded forwardi ng address information therefor; and
the Board erred when it mailed the institution notice to
respondent (at its “expired” Maryland address), rather than to
respondent’ s counsel.

Respondent al so argues that, to sone extent, petitioner is
at fault for the Board s inability to effect service by mail in
this case. Respondent asserts that petitioner had actual
know edge that respondent’s predecessor-in-interest Kyarra and
respondent both were represented by the Pryor Cashman firmin
connection with a rel ated proceedi ng, Cancellation No. 40,616,
involving rights in petitioner’s pleaded registration. Had

petitioner been reasonably diligent in investigating respondent’s

! I nasmuch as the petitioner in Cancellation No. 40,616 is still
listed as Kyarra, Damani Dada Enterprises, Inc. is not currently a
party to that proceeding. Although the USPTO assi gnnent records
(Reel 1926, Frame 0414) reflect a transfer of Reg. No. 2,074, 086
fromKyarra to Damani Dada Enterprises, Inc., the listed parties to
separ ate Board proceedi ngs nust be the sanme before considering
consol i dati on of these two proceedi ngs.

3
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| ast known address prior to filing the petition to cancel in this
case, petitioner would have contacted respondent’s counsel to
ascertain a current address for respondent and provi ded t hat
address to the Board in the petition to cancel. See Tradenark
Rule 2.112(a).

In support of its notion, respondent includes a declaration
fromits counsel, Teresa A. Lee, with exhibits,? attesting to
those facts asserted relative to notice of this proceeding, the
rel at ed proceedi ng Cancellati on No. 40,616, and the grounds for
respondent’ s defense. Additionally, respondent submts a
declaration of its President and Chief Executive Oficer, Dwayne
Lew s, attesting to the facts relative to respondent’s address
changes, its retention of counsel at the Pryor Cashman firm and
to its know edge of this proceeding and non-recei pt of the
petition to cancel and the Board s notification thereof.

In its response brief, petitioner counters respondent’s
argunents regarding | ack of notice and contends that the service
on respondent was “valid.” Wth respect to the service by mail,
petitioner asserts that: respondent was not diligent inits
actions to maintain a current and accurate correspondence address
with the USPTO despite two different relocations over a two year
period; respondent is without justification for blamng the

USPTO for not entering a change of address for the invol ved

2 Exhibits A consists of a copy of respondent’s April 5, 2002 power
of attorney, filed in connection with two applications and the

i nvol ved registration, together with proof of filing; Exhibits B
through F include evidence in support of respondent’s claimthat it
has a neritorious defense to the petition to cancel.

4
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regi stration i nasmuch as respondent’s April 5, 2002 power of
attorney was “fatally defective” and failed to conply with
Trademark Rules 2.17(d) and 2.18; it was unreasonabl e for
respondent to rely on the U S. Post Ofice to forward mai

through two di fferent address changes over a two year period,
especi ally when respondent has an affirmative obligation to
notify the USPTO directly; since the time of respondent’s first
rel ocation in January 2000, respondent had assuned the risk for
failing to receive critical correspondence fromthe Trademark

O fice and/or the Board concerning its registration; and that,
petitioner had no obligation to contact the Pryor Cushman firmto
ascertain respondent’s | ast known address for service of the
notice of proceeding in this case inasmuch as, prior to
respondent’ s February 3, 2003 notion, petitioner had no know edge
of the relationship between the Pryor Cashman firm Danmani and
Kyarra and because Damani is not a nanmed party to Cancellation
No. 40, 616.

Petitioner further argues that respondent has not chall enged
the validity of the service by publication. Petitioner contends
that: respondent is presuned to have received notice of this
proceedi ng pursuant to Trademark Rule 2.118 in the Oficial
Gazette on October 8, 2002; and respondent has failed to explain
why its counsel did not receive tinmely notice by publication,
notwi thstanding its counsel’s experience in the practice of

trademark law and famliarity with Oficial Gazette nonitoring
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practices. Moreover, petitioner disputes whether respondent has
asserted a neritorious defense to this action.
Anal ysi s

Once default judgnment has actually been entered agai nst a
def endant pursuant to Fed. R Cv. P. 55(b), that judgnent may be
set aside only in accordance with Fed. R Civ. P. 60(b), which
governs notions for relief fromfinal judgnent.® See Fed. R
Cv. P. 55(c), and 6 Moore's Federal Practice, Section 55.10 (2d
ed. 1985). See also Waifersong Ltd. Inc. v. Classic Misic
Vendi ng, 976 F.2d 290, 24 USPQR2d 1632 (6th Cr. 1992). Fed. R
Cv. P. 60(b) provides that ". . . upon such terns as are just,
the court may relieve a party . . . fromfinal judgnent . . . for
the follow ng reasons: (1) m stake, inadvertence, surprise, or
excusabl e negl ect e

As clarified by the Supreme Court in Pioneer |Investnent
Servi ces Conpany v. Brunswi ck Associates Limted Partnership, 507
U S 380 (1993), and followed by the Board in Punpkin, Ltd. v.
The Seed Corps, 43 USPQRd 1582 (TTAB 1997), the inquiry as to

whet her a party's neglect is excusable is:

®1I1t is noted that the Board views default judgnents for failure to
timely answer conplaints with disfavor and generally tends to treat
nmotions under Fed. R Civ. P. 55(c) and 60(b) for relief fromsuch a
judgnent with nore liberality than other notions under Rule 60(b) for
relief fromother types of judgnents. See Djeredjian v. Kashi Co., 21
UsP@@d 1613 (TTAB 1991); Regatta Sport Ltd. v. Telux-Pioneer Inc., 20
UsPQd 1154 (TTAB 1991); TBMP Sections 317.03 and 545.

4 The Board finds, as an initial matter, that, inasmuch as respondent's
nmotion to set aside the default judgnent was filed two and one-hal f
weeks after such judgnent was entered, the notion is tinely. See Fed.
R Civ. P. 60(b); TBMP Section 545.

6
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at bottom an equitabl e one, taking account of all relevant

ci rcunst ances surrounding the party's om ssion. These

include . . . [1] the danger of prejudice to the

[ nonmovant], [2] the length of the delay and its potenti al

i mpact on judicial proceedings, [3] the reason for the

del ay, including whether it was within the reasonabl e

control of the novant, and [4] whether the novant acted in

good faith.
Pi oneer, 507 U.S. at 395. In subsequent applications of this
test, several courts have stated that the third Pioneer
factor, nanely the reason for the delay and whether it was within
the reasonabl e control of the novant, m ght be considered the
nost inportant factor in a particular case. See Punpkin Ltd. at
1586, footnote 7 and the cases cited therein.

Turning to the first Pioneer factor, we find in favor of
the respondent. On this record, we find no evidence that
petitioner will be prejudiced beyond the nere delay in this
proceedi ng i nasmuch as there is no indication of unavail abl e
W tnesses or |ost evidence. Additionally, petitioner is wthout
justification for asserting prejudice due to possible reliance on
the default judgnment herein. Petitioner should have been aware
of the possibility that this case mght not ultimately rest on
respondent’s default, particularly in light of its involvenent
in a cancellation proceeding with respondent’s predecessor
Kyarra, the entity originally identified in the petition to
cancel as the owner of the involved registration for this case.

We consi der next the second Pioneer factor, the | ength of
delay and its potential inpact on judicial proceedings. If we

assune the delay pertains to respondent’s failure to answer

foll ow ng the published notice of proceedings in Fall 2001, we
7



Cancel l ation No. 40,714
find that respondent acted pronptly and diligently upon becom ng
aware of this proceeding and upon the entry of default judgnment
against it. Accordingly, the length of the delay and its
potential inpact on these proceedings is not unreasonable. As
such, we find this factor favors respondent.

Turning next to the reason for the delay, it appears that
the circunstances were ultimately within the reasonabl e contro
of respondent. Wen we consider why the default occurred here,
we cannot ignore the delay of two years by respondent in filing a
change of address notification with the USPTO. The proper
notification of address changes in connection with registered
marks clearly falls within the control of the respondent. Al so,
it is undisputed that the Board served notice of the petition to
cancel by publication in the Oficial Gazette and that respondent
failed to serve an answer thereto. Nonetheless, we recognize
t hat respondent did nmake some efforts to ensure that
correspondence fromthe USPTO woul d reach it, including filing
change of address notices with the Postal Service, and a power of
attorney with respect to the registration which gave its
counsel s address. Further, the Board nust bal ance the reason
for the delay with the other factors enunerated by the Suprene
Court in Pioneer to take into account all of the rel evant
ci rcunstances in determ ning whet her respondent’s actions
constitute a sufficient show ng of excusabl e neglect.

Addi tional ly, respondent should not blane petitioner for the

| ack of notice. The petitioner was under no obligation to
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conduct a special investigation as to the ownership and address
of the involved registration and had only to provide the Board
wi th whatever information petitioner had concerning the nane and
address of the current owner of the involved registration.® See
TBMP 8312.

As we | ook to the fourth Pioneer factor, we find no evidence
of bad faith on the part of respondent. This factor, thus, falls
on the side of respondent.

Anot her factor to be considered in determning a notion to
vacate a default judgnent for failure to answer the conplaint is
whet her the defendant has denonstrated that it has a neritorious
defense to the action. See TBMP Sections 317.03 and 545;

D eredjian v. Kashi Co., 21 USPQ2d 1613 (TTAB 1991); Regatta
Sport Ltd. v. Telux-Pioneer Inc., 20 USPQ2d 1154 (TTAB 1991). It
is clear that respondent intends to defend its registration.

Once respondent files its answer to the petition to cancel

herein, the Board will presume that respondent has denonstrated a
meritorious defense to this action. See Fred Hayman Beverly
HIlls, Inc. v. Jacques Bernier, Inc., 21 USPQ@d 1556 (TTAB 1991)
(by the subm ssion of an answer which is not frivol ous, applicant

has adequately shown that it has a neritorious defense.)

® Nonet hel ess, we find specious petitioner’s claimthat it had no

know edge of any connection between Kyarra, Damani, and the Pryor
Cashman firm given the fact that petitioner had incorrectly naned
Kyarra as the owner of the involved registration in its conplaint and
in view of petitioner’s prior involvenent in Cancellation No. 40,616
wherein Kyarra is the named plaintiff represented by the Pryor Cashman
firm

9
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Because the Board generally tends to treat notions under
Fed. R Civ. P. 55(c) and 60(b) for relief fromdefault judgnent
with nore liberality than other notions under Rule 60(b) and upon
consideration of the totality of the circunstances in this case,
we find that respondent's failure to tinely act before the entry
of default judgnment was the result of excusable neglect. The
notion to set aside the default judgnent is therefore granted
pending the filing, within the time set forth bel ow, of a proper
answer which shall serve as sufficient proof of respondent’s
asserted neritorious defense to this action.

Proceedi ngs are now resuned. Copies of the July 3, 2002
notice of proceedings and the petition to cancel are attached to
respondent’s copy of this order. Respondent is ordered to file
its answer within THI RTY days of the mailing date set forth on
page one of this order.®

Di scovery is open. The close of discovery and trial dates

are reset as indicated bel ow. ’

® The power of attorney and change of correspondence address filed
by respondent on February 3, 2003 is noted.

"If the parties seek any further extensions to the trial schedule in
this case, any future consented notions to extend should set forth al
dates in the fornmat shown in this order. See Trademark Rule 2.121(d).

10
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DISCOVERY PERIOD TO CLOSE: December 3, 2003

30-day testimony period for party in the position of March 2, 2004
plaintiff to close:

30-day testimony period for party in the position of the May 1, 2004
defendant to close:

15-day rebuttal period for party in the position of the June 15, 2004
plaintiff to close:

I N EACH | NSTANCE, a copy of the transcript of testinony,
together with copies of docunentary exhibits, nust be served on
the adverse party within thirty days after conpletion of the
taking of testinony. Trademark Rule 2.125. Briefs shall be filed
in accordance with Trademark Rule 2.128(a) and (b).

An oral hearing will be set only upon request filed as

provi ded by Trademark Rule 2.129.

*x * * * % *
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