- Bigelow, Inc. acquired the rightslPetitio'ners purport to own. Upon a death in 1980, Gillette

¢ o

al

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Drake Elvgren, an individual; ) Registration Nos. 2095296, 2097819
John T. Dillard, an individual; and ) Cancellation No. 92040459
Louis K. Meisel, an individual, )
) Marks: “ELVGREN?” (Stylized)
Petitioners, ) and
) “ELVGREN?” (Stylized)
V. )
J. Daniel Vancas, ; A M A
_ )
Respondent. ) 05-16-2002
) U.S. Patent & TMOfe/TM Mail Rept D, #70

ANSWER TO PETITION TO CANCEL REGISTRATION

" Assistant Commissioner for Tradcmarks

BOX TTAB - NO FEE B '

. 2900 Crystal Drive
" Arlington, VA 22202-3513 . |

- Respondent and registrant J. Daniel Vancas, sued herein as Daniel J. Vancas, hereby

~ responds to the Petition to Cancel chistration and alleges as follows:

Respondent dérﬁes the Pétition‘ers’ allegations of standing, likelihood of damage or good

| faith pursuit of cémceilation as alleged in the introduction of their Petition. During the 1940

through 1970 time period, Gillette Elvgren sold, assigned, transferred and otherwise relinquished

- allvr'ights in the art work which is the subject of the Petition. The publishing entity Brown &



~ assertions was not attached or ih¢orpbrated into the Petition provided Respondent.

Elvgren had ho .'rights to convey to Petiﬁoﬁer. By the terms of a Settlement Agreement dated
March 21,2001 and sanétiongd b); the 4Uni_ted States District Court for the District of Minnesota
(Case‘No. .98-‘228.1 JRT/FLN), Br(-)wn &'Bigelow, Inc. acknowledged and agreed on behalf of
itself and on behalf of all of its successors, assigns, licensees and others that the Respondent’s
Elvgren Trademark Registrations are valid and legally enforceable. Brown & Bigelow, for itself

and all of its parent and subsidiary and affiliated corporations, as well as their respective present

and former shareholders, officers, directors, employees, agents, representatives, attorneys,

_ insurers, indemnitors, successors and assigns absolutely and unconditionally released, acquit and
- forever discharged Respondent from all claims of every kind and nature whatsoever. Said
Settlement Agrcément bars the Petition herein and the prosecutorial misconduct of Petitioners

and provides Respondent with a right to attorneys’ fees and costs.

L. I response to the allegatiohs of Paragraph 1, Respondent admits registration and

" ownership of Registration No. 2095296 on file with the Patent and Trademark Office as of

o November 5, 1996 and with a registration date of September 16, 1997 as that registration was

submitted by Réspondent.

2. In .r'esponse to the éllegations of Paragraph 2, Respondent admits regisfration and

~ ownership of Registration No. 2097819 on file with the Patent and Trademark Office as of
No\/ember 5, 199 6 and with a registfatidn date of September 16, 1997 as that registratiori was

- . submitted .b‘y‘Res’pon'dent.

3. Respondent lacks sufficient information to admit or deny the allegations as set

forth in Paragraph 3 of the Petition as the Exhibit A upon which Petitioners rely for their I

4 Respondent lacks sufficient information to admit or deny the allegations as set
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forth in Paragratph 4. of the Petition as the 'Exhibit B upon which Petitioners rely for their
éssertions was not attached or ineorporated into the Petition provided Respondent.
5, ‘Respondent is witho’ut sofﬁcient information to admit or deny the allegations
contained in Paragraph 5 and on that basis denies the allegations contained therein.
6. In response to the allegations contained in Paragraph 6 of the Petition, Respondent
admits that certain Elvgren works are in the public domain, certain are protected by copyright

and that many are owned by Brown & Bigelow, Inc. By Agreement dated March 21, 2001,

- Brown & Bigelow, Inc. has acknowledged and conceded that the trademark which is the subject

of this Petition is valid and legally enforceable and also acquired a limited right to use the

" trademark.

7. In»respoﬁse to the allegations contained in Paragraph 7 of the Petition, Respondent

. admits the existence of a retail market for variations of Elvgren’s works and Registrant’s creation

" of such mérket.

8. In response to the allegatlons contained in Paragraph 8 of the Petition, Respondent

admlts that certain Elvgren works have been reproduced with the printed versions of Elvgren’s

51gnature and Reglstrant ] creatron of such market. Respondent denies the remaining allegations.

9 In response to the allegatlons contained in Paragraph 9 of the Petition, Respondent

adrhits registering and being the owner of the trademark registration numbers 2095296 and

. . 2097819 as ﬁlédwith the Patent and Trademark Office. As the Petition provided Respondent

does not include Exhibits C and D referenced within Paragraph 9 of the Petition, Respondent is

without sufficient jnforrrtation and belief to respond to the documentation allegedly incorporated

by referenee and without such information denies the balance of the allegations.

0. In response to the allegations contained in Paragraph 10 of the Petition,
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Respondent adr.’nit's»being the Régistrant aﬁd owner of Registration No. 2095296 and Registration
No. 2097819. Wlth regard to the 'li)alemce of the allegations contained herein, Respondent lacks
| sufﬁcient infoﬁﬁaﬁon and dénies fhese femaining allegations.

11.  Inresponse to allegations contained in Paragraph 11 of the Petition, Respondent
admits submittipg the exhibits for the two trademark applications as filed with the Patent and
Trademark Office. As the Petition provided to Respondent does not contain any Exhibit E or any
other exhibits alleged to be incorporated by reference, Respondent lacks sufficient information
~ concerning said allegations and Respondent hereby denies the remaining allegations as set forth
~in Pai-‘agréph 11. |
12. . In':respon.5e to the allegations contained in Paragraph 12 of the Petition,
| . Respondent admits tﬁé .fequisite assérti’on of trademark ownership and notice but denies each and
~ every allegation of impropriety cbntained therein.

o 13 - In rééponse to the'alle_gations: contained in Paragraph 13 of the Petition,
. Respbndent admits tll.lé. requisite ;sserfion of trademark ownership and notice but denies each and
| every allegation §f irr‘)propriety or standing contained therein.
14. | In fesponse to the»allegfc_l.tions contained in Paragraph 14 of the Petition,

' Résbp’ndent adnnts the requisite aéseftién of trademark ownership and notice denies each and
evefy allegaﬁon Qf impropriéfy or standing contained therein.

| 15! - 'In_freéponse to thé allegations contained in Paragraph 15 of the Petition,
Respondent édr;lits the _requisité éséerti:on' of trademark ownership and notice and admits
contactiﬁg the FBI after Mei.sg‘l, Dilla_rd and Petitioners’ agents/representatives/co-conspirators
| threaténed',Respoﬁdent with .g'rav;e- and éerious harm. Except as expressly admitted, Respondent

~ denies each and every allegation contained therein.
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16.  Inresponse to the allegations contained in Paragraph 16 of the Petition,
Respondent denies each and every allegation contained therein.

17.  Inresponse to the allegations contained in Paragraph 17 of the Petition,
Respondent denies each and every allegation contained therein.

18.  Inresponse to the allegations contained in Paragraph 18 of the Petition,
Respondent denies each and every allegation contained therein.

19.  Inresponse to the allegations contained in Paragraph 19 of the Petition,
Respondent denies each and every allegation contained therein.

20.  Inresponse to the allegations contained in Paragraph 20 of the Petition,

Respondent denies each and every allegation contained therein.

21, In response to the allegations contained in Paragraph 21 of the Petition,

- Respondent der}iés each and every allegation contained therein.

~ AFFIRMATIVE DEFENSES

L As a first, separate, and affirmative defense to the Petition to Cancel Registration,

- Re_sp"ondent, alleges that the Petition does not set forth sufficient facts to state a claim upon which

. relief can be gyanted_against Respondent.

2. » Asa sécbnd, separate, and-affirmative defense to the Petition to Cancel

Registration, Rcspondent alleges that the Petitioners lack standing to bring this Petition or assert

- the claims contained therein.

3. Asathird, separafe, and affirmative defense to the Petition to Cancel Registration,

- Respondent alleges that Petitioners waived their rights, if any.

4. - Asa 'fqurth, separate, and affirmative defense to the Petition to Cancel

Registré_tion, Resjﬁondent alleges that Petitioners’ claims are barred by the doctrine of estoppel.
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5. As a_ﬁfth, separate, and affirmative defense to the Petition to Cancel Registration,

-~ Respondent alleges;th'e Doctrine 'Qf Léches bars Petitioners’ claims.

6. Aé a sixfh, separate, and affirmative defense to the Petition to Cancel Registration,
Respondent alleges that Petitioners’ claims are barred by the Doctrine of Unclean Hands.

7. As a seventh, separate, and affirmative defense to the Petition to Cancel
Registration, Respondent alleges that Petitioners’ claims are barred by the statute of limitations
and administrative deadlines.

8. As an eighth, sepa;ate, and affirmative defense to the Petition to Cancel

Registration, Respondent alleges that Petitioners claims are barred by Doctrines of Res Judicata

- and Collateral Est_o'ppel.

9.  Asaninth, separate and affirmative defense to the Petition to Cancel Registration,

) Respondent alleges that Petitioners are equitably and contractually barred from asserting their

claims and that their assertion of such claims is in violation of the aforementioned Settlement

B Agreement and rules and stan‘clards‘ gbVeming these proceedings.

WHEREFORE, Respbndéntprays that the Petition be overruled, denied, stricken and

- dismissed in its entirety with all costs and legal fees being awarded to Respondent pursuant to the
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., _ térms' of the Settlemént Ag‘reeme'nt. the Fed'eral Rules of Civil Procedure, the Rules of the PTO

and the TTAB and all govermng statutes and case law.

DATED:  May [éz 2002.  HORAN, LLOYD LAW OFFICES /

Mark A. O’Confor, F Esﬁ/
Attorneys for Respondent
J. DANIEL VANCAS
499 Van Buren Street

. Post Office Box 3350
Monterey, CA 93942-3350
Telephone:  (831) 373-4131
Facsimile: (831) 373-8302

* CERTIFICATE OF SERVICE

This is to certify that I have this day served the following named persons with the
foregoing Answer to Petition to Cancel Registration by placing a true and exact copy of said
document in the United States mail, addressed to said counsel at his offices, with sufficient

. postage thereupon to carry the same to 1ts destination at the following address:

Eric Bakn Boustani, Esq.

Davis and Schroeder -

215 West Franklin Street, 4™ Floor
Monterey, CA 93940

on Mdayof%% ‘ ', 2002.

Shirle§ Roberts-Jones N~—




- CERTIFICATE OF MAILING BY “EXPRESS MAIL”

“Express Mail” maﬂing label number: ET 057453238 US

1 hereby céftify that the fofegoihg Answer to Petition to Cancel Registration is being
deposited with the United States Postal Service “Express Mail Post Office to Addressee” service

in an envelope addressed to:
Assistant Commissioner for Trademarks
BOX TTAB - NO FEE

2900 Crystal Drive
Arlington, VA 22202-3513

on this /L’fziay of W , 2002.

t ~

Shirléy Robefts-Jones N
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" LAW OFFICES OF
HORAN, LLOYD, KARACHALE, DYER, SCHWARTZ,

LAW & COOK
INCORPORATED

Y

P.0. BOX 3350, MONTEREY, CALIFORNIA 93942-3350

JAMES J. COOK

LAURENCE P. HORAN
FRANCIS P. LLOYD May 16’ 2002 DENNIS M, LAW
ANTHONY T. KARACHALE ‘
STEPHEN W. DYER _
GARY D. SCHWARTZ
MARK A. BLUM
; TELEPHONE: (831) 373-4131
MARK A. 0°CONNOR FROM SALINAS: (831) 757-4131
(FACSIMILE; (831)373-8302
i [

ROBERT E. ARNOLD il
ELIZABETH C. GIANOLA ,
AENGUS L. JEFFERS ——
MOLLY STEELE -
‘OUR FILE NO.2588.03

~

[

IS} .
VIA EXPRESS MAIL I —
Assistant Commissioner for Trademarks ro Q;
BOX TTAB - NO FEE 06-16-2008° =
2900 Crystal Drive U.S. Patent & TMOf/TM Mall ReptDt. #70

Arlington, Virginia 22202-3513

Drake Elvgren, an individual; John T. Dillard, an individual; and
Louis K. Meisel, an individual v. J. Daniel Vancas

Registration Nos:  2095296; 2097819

Cancellation No. 92040459

Re:

Dear Assistant Commissioner:
Enclosedﬁre an original and three copies of:
ANSWER TO PETITION TO CANCEL REGISTRATION

-~ for filing in the above-entitled matter. Please affix your filing stamp to the copies and return two
~ endorsed copiés of the Answer to Petition in the stamped, self-addressed envelope provided.

Thank you féf youf éourtesy and cooperation.

Very truly yours,

MAQO:srj
Enclosures

499 VAN BUREN STREET
MONTEREY, CALIFORNIA 93940




