IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

NATIONAL TECHNICAL SYSTEMS, INC.,

IHd 02 Awrcu

Petitioner,

Cancellation No. 920400762
Registration No. 1,884,383 %
Registration No. 2,125,993

V.
WYLE LABORATORIES

Registrant.

RESPONSE TO MAY 16, 2002 ORDER

On December 27, 2001, Registrant filed two Requests For Amendment Of
Registration for U.S. Registration No. 1,884,383 and U.S.Registration No. 2,125,993."
By these requests, Registrant seeks to disclaim the exclusive right to use the acronym
"NRTL" apart from the mark as shown. Attached are copies of the requests and

printouts from the Trademark Office database confirming that the requests were in fact

filed and received by the Trademark Office.

On January 16, 2002, Petitioner filed a Consent To Amendment Of Registrations

And Withdrawal Of The Petition For Cancellation.
On May 16, 2002, the Board issued an Order requesting copies of the requests

for amendment. As indicated supra, copies of those requests are attached.

! The Requests for Amendment did not reference the cancellation number in the
caption. However, the cancellation number is referenced in the body of the

request.



In view of the foregoing, it is respectfully requested that the Board approve the
requests for amendment, forward the registrations for amendment processing and

dismiss the petition for cancelltion.

NATIONAL TECHNICAL SYSTEMS, INC.

Date: May 17, 2002 By: % M%W/

Marc A. Bergsman, E unre
Dickinson Wright P

1901 "L" Street, N.W., SUIte 800
Washington, D.C. 20036

Tel:  (202) 659-6944

Fax: (202)659-1559
MBergsman@dickinson-wright.com

ATTORNEYS FOR PETITIONER



Certificate of Service
| hereby certify that on this |1 ' day of May, 2002, a true and correct copy of the
foregoing Response to May 16, 2002 Order was served via U.S. first-class mail,

postage prepaid, upon:

Arthur Freilich, Esq.
Freilich, Hornbaker & Rosen
9045 Corbin Avenue, Suite 260

Northridge, California 91324 — 3343
P

DC 71153-5 77827



Atty Docket.92/173 Registration 1,884,383

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of:
Wyle Electronics

Registration 1,884,383

Issued 03/14/95
. Request For Amendment
For: NRTL WYLE (design) . Of Registration

Commissioner for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3513

in accordance with 15 U.S.C. 1057 (e), Registrant requests that the subject
registration be amended to incorporate the following disclaimer:

- -No claim is made to the exclusive right to use “NRTL" apart from the mark

-as shown.- -

REMARKS
Registrant is filing this disclaimer as a consequence of the issues raised in
pending Cancellation No. 92040076.
In support of this Request, enclosed is a certified status copy of the registration.
Please charge the $100 fee required for amendment and any additional fees, or
credit any refunds, related to this filing to Deposit Account No. 501232.
m
i
m
i
i
i

WYL130. AMD 173.wpd -1- December 27, 2001 (10:16am)
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Atty Docket.92/173 Registration 1,884,383
A Self-Addressed Return Post Card is enclosed for starhping by the Office to
acknowledge receipt of this paper.
Please direct all correspondence concerning this Registration to:
FREILICH, HORNBAKER & ROSEN .
9045 Corbin Avenue Suite 260

Northridge, CA 91324-3343
TEL 818-678-6408 « FAX 818-678-6411

Respectfully submitted,

ARTHUR FRETLICH "
Reg. No. 19, 281
Attorney for Registrant

DEPOSITACCOUNT AUTHORIZATION: CERTIFICATION OF MAILING:

Throughout the prosecution of this application the Patent and [ hereby certify that this paper or fee is being deposited with the United
Trademark Office is authorized to charge any additional fees which States Postal Service with sufficient postage as first class mail in an
may be required, or credit any overpayment to Account No. 501232. envelope addressed to: BOX POST REG FEE, Commissioner for

E@%{am copy of thit sheet. /Q/M %

ARTHUR FREILICH, Reg. No. 19, 281 2 ,eg. No. 19,281

WYL130. AMD 173.wpd -2- December 27, 2001 (9:48am)




ALY T WHOM THESE; PRESENES; SHAIL, COMIE:Y
UNITED STATES DEPARTMENT OF COMMERCE

United States Patent and Trademark Office

December 13, 2001

THE ATTACHED U.S. TRADEMARK REGISTRATION 1,884,383 1S
CERTIFIED TO BE A TRUE COPY WHICH IS IN FULL FORCE AND
EFFECT WITH NOTATIONS OF ALL STATUTORY ACTIONS TAKEN
THEREON AS DISCLOSED BY THE RECORDS OF THE UNITED STATES
PATENT AND TRADEMARK OFFICE.

REGISTERED FOR A TERM OF 10 YEARS FROM March 14, 1995

SAID RECORDS SHOW TITLE TO BE IN:
WYLE ELECTRONICS
A CALIFORNIA CORPORATION

\ p By Authority of the
COMMISSIONER OF PATENTS AND TRADEMARKS

74
. WILLIAMS
Certifying Officer



- Prior U.S. Cl A

Reg. No. 1,884,383

United States Patent and Trademark Office Rregisterea Mar. 14, 1995

' CERTIFICATION MARK
GOODS
PRINCIPAL REGISTER

WYLE LABORATORIES (CALIFORNIA COR-
PORATION)

128 MARYLAND ST.

EL SEGUNDO, CA 90245

" FOR: HEATING, VENTILATING AND AIR
CONDITIONING EQUIPMENT; INDUSTRIAL

CONTROL EQUIPMENT; LIGHTING FIX-.

TURES; MEDICAL DENTAL AND X-RAY
EQUIPMENT; MOLDED-CASE CIRCUIT
BREAKERS AND SWITCHES; ELECTRONIC
OFFICE APPLIANCES AND COMPUTERS;
POWER SUPPLIES, BATTERY CHARGERS
AND' UNINTERRUPTIBLE POWER SUFPPLIES;
TELEPHONE EQUIPMENT AND COMMUNI-
CATIONS CIRCUIT ACCESSORIES; ELECTRIC
MEASURING AND TESTING EQUIPMENT

AND LAB TESTING EQUIPMENT; AND
TRANSFORMERS, IN CLASS A (US. CL. A).

FIRST USE 819-199; IN COMMERCE
8-19-1994. , ‘ -

THE CERTIFICATION MARK, AS USED BY
PERSONS AUTHORIZED BY THE CERTIFIER,
CERTIFIES THAT THE GOODS WITH WHICH
THE MARK IS ASSOCIATED, WERE TESTED
FOR COMPLIANCE WITH APPLICABLE PUB-
LISHED QUALITY STANDARDS AS TO

. SAFETY, RELIABILITY AND PERFORMANCE.

SN 74~264,109, FILED 4-9-1992.

DOMINICK. J. SALEMI, EXAMINING ATTOR-
NEY .
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Atty Docket.95/181 Registration 2,125,993

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In Re Application of:
Wyle Electronics
Registration 2,125,993
issued 12/30/97
. Request For Amendment
For: NRTL WYLE LABS (design) . Of Registration

Commissioner for Trademarks
2900 Crystal Drive
Arlington, Virginia 22202-3513

In accordance with 15 U.S.C. 1057 (e), Registrant requests that the subject
registration be amended to incorporate the following disclaimer:
- - -No claim is made to the exclusive right to use “NRTL" apart from the mark

as shown.- -

REMARKS
Registrant is filing this disclaimer as a consequence of the issues raised in
pending Cancellation No. 92040076.
In support of this Request, enclosed is a certified status copy of the registration.
Please charge the $100 fee required for amendment and any additional fees, or
credit any refunds, related to this filing to Deposit Account No. 501232.
I
"
i
i
"
"

WYL128. AMD 181.wpd -1- December 27, 2001 (9:55am)
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. Atty Dacket.95/181 Registration 2,125,893
A Self-Addressed Return Post Card is enclosed for stamping by the Office to

acknowledge receipt of this paper.
Please direct all correspondence concerning this Registration to:

FREILICH, HORNBAKER & ROSEN .
9045 Corbin Avenue Suite 260
Northridge, CA 91324-3343

TEL 818-678-6408 » FAX 818-678-6411

Respectfully submitted,

A;THU; FREILI%H

Reg. No. 19, 281
Attorney for Registrant

DEPOSIT ACCOUNT AUTHORIZATION: CERTIFICATION OF MAILING:

Throughout the prosecution of this application the Patent and | hereby certify that this paper or fee is being deposited with the United
Trademark Office is authorized to charge any additional fees which  States Postal Service with sufficient postage as first class mail in an

may, ke required, or credit any pverpayment to Account No. 501232.  enyelope addressed to: BOX POST REG FEE, Commissioner for
Entloded is a duplicate copy ofithis shee! Tfademarks, 2900 Crystal Drive, Arlington, VA 22202-3513 on
e f— ecerber 27, 2001, \Q /\
M Iy

ARTHUR FREILICH, Reg. No. 19,281 ARTHUR FREILICH, Reg. No. 19,281

128. AMD 181.wpd -2~
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THE ATTACHED U.S. TRADEMARK REGISTRATION 2,125,993 IS

TQ) ALL, TQ WHOM THESE; PRESENTS, SHALL,

December 14, 2001

United States Patent and Trademark Office

UNITED STATES DEPARTMENT OF COMMERCE

COME

CERTIFIED TO BE A TRUE COPY WHICH IS IN FULL FORCE AND
EFFECT WITH NOTATIONS OF ALL STATUTORY ACTIONS TAKEN

THEREON AS DISCLOSED BY THE RECORDS OF THE UNITED STATES

PATENT AND TRADEMARK OFFICE.

REGISTERED FOR A TERM OF 10 YEARS FROM December 30, 1997

SAID RECORDS SHOW TITLE TO BE IN:
WYLE ELECTRONICS
A CALIFORNIA CORPORATION

By Authority of the

N. WILLIAMS
Certifying Officer

COMMISSIONER OF PATENTS AND TRADEMARKS
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Prior US.Cl: A

nt and Trademark Office

Reg. No. 2,125,993
Registered Dec. 30, 1997

United States Pate

CERTIFICATION MARK
GOOD

S

PRINCIPAL REGISTER

WYLE ELECTRONICS (CALIFORNIA CORPO-
RATION)

15370 BARRANCA PARKWAY

IRVINE, CA 92718

FOR: HEATING, VENTILATING AND AIR
CONDITIONING EQUIPMENT; INDUSTRIAL
CONTROL EQUIPMENT; LIGHTING FIX-
TURES; MEDICAL DENTAL AND X-RAY
EQUIPMENT; MOLDED-CASE CIRCUIT
BREAKERS AND SWITCHES; ELECTRONIC
OFFICE APPLIANCES AND COMPUTERS;
POWER SUPPLIES, BATTERY CHARGERS
AND UNINTERRUPTIBLE POWER SUPPLIES;
TELEPHONE EQUIPMENT AND COMMUNI-
CATIONS CIRCUIT ACCESSORIES; ELECT RIC
MEASURING AND LAB TESTING EQUIP-
MENT; AND TRANSFORMERS, IN CLASS A

(US. CL. A).

FIRST USE 2-0-1996; IN COMMERCE

5-0-1996.

OWNER OF US. REG. NOS. 1,769,832,
1,773,265, AND 1,884,383,

NO CLAIM 1S MADE TO THE EXCLUSIVE
RIGHT TO USE “LABS", APART FROM THE
MARK AS SHOWN.

THE CERTIFICATION MARK IS INTENDED
TO BE USED BY THE CERTIFIER TO CERTI-
FY THAT THE GOODS WwITH WHICH THE
MARK. IS ASSOCIATED, WERE TESTED FOR
COMPLIANCE WITH APPLICABLE PUB-
LISHED QUALITY STANDARDS AS TO
SAFETY, RELIABILITY AND PERFORMANCE.

SN 74-680,450, FILED 5-26-1995.

ANDREW LAWRENCE, EXAMINING ATTOR-
NEY




. Latest Status Info Page 1 of 3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 05/17/2002 14:41:51 ET
Serial Number: 74680450
Registration Number: 2125993

Mark
.;QB' T Z

e
labs

(words only): NRTL WYLE LABS

Current Status: A cancellation proceeding has been filed at the Trademark Trial and Appeal Board
and is now pending.

Date of Status: 2001-10-04
Filing Date: 1995-05-26
Registration Date: 1997-12-30

Law Office Assigned: TMEG Law Office 108

CURRENT APPLICANT(S)/OWNER(S)

1. Wyle Electronics

Address:

Wyle Electronics

15370 Barranca Parkway

Irvine, CA 92718

United States

State or Country of Incorporation: California
Legal Entity Type: Corporation

~ GOODS AND/OR SERVICES

heating, ventilating and air conditioning equipment; industrial control equipment; lighting fixtures;
medical dental and X-ray equipment; molded-case circuit breakers and switches; electronic office
appliances and computers; power supplies, battery chargers and uninterruptible power supplies;
telephone equipment and communications circuit accessories; electric measuring and lab testing
equipment; and transformers

http://tarr.uspto.gov/serviet/tarr ?regser=registration&entry=2125993 &action=Request+Status ~ 5/17/02




. Latest Status Info

International Class: A
First Use Date: 19960200
First Use in Commerce Date: 19960500

Basis: 1(a)

Page 2 of 3

ADDITIONAL INFORMATION

Disclaimer: "LABS"

Prior Registration Number(s):
1769832
1773265
1884383

....................................................... PROSECUTION HISTORY

2001-12-31 - Section 7 amendment filed
2001-10-04 - Cancellation instituted for Proceeding
1997-12-30 - Registered - Principal Register
1997-11-07 - Allowed for Registration - Principal Register (SOU accepted)
1997-06-19 - Non-final action mailed
1997-05-17 - Statement of use processing complete
1997-04-24 - Amendment to Use filed
1996-10-29 - Notice of allowance - mailed
1996-08-06 - Published for opposition
1996-07-05 - Notice of publication
1996-05-22 - Approved for Pub - Principal Register (Initial exam)
1996-03-22 - Communication received from applicant
1995-11-07 - Non-final action mailed

1995-11-03 - Case file assigned to examining attorney

Correspondent (Owner)
ARTHUR FREILICH (Attorney of record)

ARTHUR FREILICH

|
l

http://tarr.uspto.gov/serviet/tarr?regser=registration&entry=2125993 &action=Request+Status ~ 5/17/02 /




Page 3 of 3

. Latest Status Info

FREILICH, HORNBAKER & ROSEN
9045 CORBIN AVENUE, SUITE 260
NORTHRIDGE, CA 91324-3343
United States

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=2125993 &action=Request+Status

5/17/02




. Latest Status Info

Page 1 of 3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 05/17/2002 14:42:13 ET
Serial Number: 74264109
Registration Number: 1884383

Mark

(words only): NRTL WYLE

Current Status: Registration canceled under Section 8.
Date of Status: 2002-03-23

Filing Date: 1992-04-09

Registration Date: 1995-03-14

Law Office Assigned: TMEO Law Office # 08

CURRENT APPLICANT(S)/OWNER(S)

1. Wyle Laboratories

Address:

Wyle Laboratories

128 Maryland St.

El Segundo, CA 90245

United States

State or Country of Incorporation: California

Legal Entity Type: Corporation

GOODS AND/OR SERVICES
heating, ventilating and air conditioning equipment; industrial control equipment; lighting fixtures;
medical dental and x-ray equipment; molded-case circuit breakers and switches; electronic office
appliances and computers; power supplies, battery chargers and uninterruptible power supplies;
telephone equipment and communications circuit accessories; electric measuring and testing
equipment and lab testing equipment; and transformers
International Class: A

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=1884383 &action=Request+Status ~ 5/17/02




. Latest Status Info Page 2 of 3
First Use Date: 19940819
First Use in Commerce Date: 19940819

Basis: 1(a)

~ ADDITIONAL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY
2002-03-23 - Canceled Section 8 (6-year)

2001-12-31 - Section 7 amendment filed

2001-10-04 - Cancellation instituted for Proceeding

1995-03-14 - Registered - Principal Register

1994-11-28 - Allowed for Registration - Principal Register (SOU accepted)
1994-10-07 - Communication received from applicant

1994-11-17 - Statement of use processing complete

1994-10-07 - Amendment to Use filed

1994-05-16 - Extension 2 granted

1994-03-14 - Extension 2 filed ‘

1993-12-10 - Extension 1 granted

1993-10-12 - Extension 1 filed

1993-04-13 - Notice of allowance - mailed

1993-01-19 - Published for opposition

1992-12-18 - Notice of publication l
1992-10-26 - Communication received from applicant f
1992-11-05 - Approved for Pub - Principal Register (Initial exam) [
1992-09-24 - Examiner's amendment mailed | |

1992-07-01 - Non-final action mailed ’

CONTACT INFORMATION

http://tarr.uspto.gov/serviet/tarr?regser=registration&entry=1884383 &action=Request+Status ~ 5/17/02



Page 3 of 3

-« Latest Status Info

Correspondent (Owner)
Arthur Freilich (Attorney of record)

ARTHUR FREILICH

FREILICH, HORNBAKER & ROSEN
9045 CORBIN AVENUE, SUITE 260
NORTHRIDGE, CA 91324-3343
United States

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=1884383 &action=Request+Status

5/17/02




