THIS DISPOSITION

Hearing: Mailed:
November 18, 2003 IS CITABLE March 31, 2004

AS PRECEDENT OF THE TTAB Paper Nos. 33
Bucher

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

Jacob Zi nmer man

V.

Nat i onal Associ ation of Realtors

Cancel I ati on No. 92032360
agai nst Regi stration No. 0515200
Cancel I ati on No. 92040141
agai nst Regi stration No. 0519789,

David Barry of Barry & Associates for Jacob Zi nmerman

Jeffrey A Handel man and Jerone G| son of Brinks Hofer
G lson & Lione for National Association of Realtors.

Bef ore G ssel, Bucher and Rogers, Adm nistrative Trademark
Judges.

Qpi ni on by Bucher, Adm nistrative Tradenmark Judge:

The registrations involved in these proceedi ngs are

for the collective marks REALTOR' and REALTORS. ? The

! Regi strati on No. 0519789 issued on January 10, 1950,
renewed. In the application for this registration, respondent’s
predecessor indicated that it was exercising legitinmate contro
over use of this mark for the recited services, which read as
follows: “brokerage of real estate, industrial brokerage, farm
br okerage, nortgage brokerage, in the appraisal of real estate,
managenent of real estate, in the building of structures on rea
estate, in the subdivision of real estate properties, and in



Cancel | ati on Nos. 92032360 and 92040141

record reveals that the National Association of Realtors
(hereinafter “NAR’ or “respondent”) is the nation’s |argest
pr of essi onal association, having an affiliation with nore
than 1500 | ocal and state associations. Additionally, nore
t han 760, 000 i ndividual real estate professionals use
respondent’s registered marks to identify their nenbership
Wi th respondent.

Jacob Joseph Zi mrerman (“petitioner” herein) seeks
cancel l ation of these two registrations held by NAR based
upon his allegations that the registered marks are generic.
At the tinme the record in this case closed, Z mernman had
recently conpleted his undergraduate degree in the School
of Hotel Adm nistration at Cornell University in Ithaca,
NY. Hi s business dealings relevant to the current
proceeding were directed largely to real estate agents and
i nvol ved the marketing of domain names and a range of
Internet-rel ated services including website design and
hosting, providing central databases for real estate
listings, offering banner ads and other online advertising,

and the |ike.

communi ty planning for the devel opment of raw | and and sl um
cl earance areas.”

2 Regi strati on No. 0515200 i ssued on Septenber 13, 1949,
renewed. The recitation is the same as in Reg. No. 0519789.

-2 -
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The Pl eadi ngs

In his petitions for cancellation, petitioner asserts
that he is “in the business of buying and selling website
addresses containing the word ‘realtor’ and ‘realtors’ ..”
and that he “owns approxi mately 1900 web site nanes
incorporating the term‘realtor’ and ‘realtors’ and a
geographic designation.” (Petitioner’s petitions for
cancel lation, Y6 & 7) He asserts that respondent’s
regi stered marks are generic because, in conmon parl ance,
the words “realtor” or “realtors” are synonynous with rea
estate agent or real estate agents. He alleges that
respondent’s registrations and trademark policies preclude
himfromoffering his websites to real estate agents:

Petitioner has been injured in his business
by the continuance of the registration of
the “realtors” mark. Potential purchasers
of petitioner’s web site are mainly real
estate agents. Many such realty agents are

aware of NAR s threats to file suit against
any person using the term“realtors” in web

site names, and are therefore unwilling to
purchase any of petitioner’s web site nanes.
In addition, realty agents are unwilling to

pay petitioner for placenent on such web
sites as bostonrealtors.org because of the
threat by NAR to enjoin the use of such web
site names. NAR s continuing registration
of the “realtors” mark has severely | owered
the demand for petitioner’s web site nanes
and petitioner's pronotional services.

(Petitioner’s petitions for cancellation, {9)
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In its answer, respondent denies the essenti al
al l egations of the petitions except that it admts that
real estate agents who are nenbers of respondent are
aut horized to use the “Realtor marks” in accordance with
specified terns and conditions, and notes that even nenbers
of NAR are subject to respondent’s rules and gui dance about

using its REALTOR nmarks within Internet donmain nanes.

The Record

The record in the instant case includes the pleadings,

the files of the involved registrations, and respondent’s

notice of reliance on the discovery deposition of M.
Zimerman and related exhibits. In addition, the parties
have stipulated that the entire record created in
connection with two earlier consolidated proceedings (the
“Freeman” case) would be included as part of the record in
this proceeding.® This evidentiary record fromthe Freenman
action includes the deposition testinony of Ms. Freeman,
the plaintiff in the prior proceeding; the affidavit of

M chael R Thiel, respondent’s Associ ate Counsel in the

Legal Affairs Division, with related exhibits; the

3 Cancel | ati on No. 92028047 agai nst Reg. No. 0515200 and
Cancel l ati on No. 92027885 agai nst Reg. No. 0519789, capti oned
Arl een Freeman v. National Association of Realtors, 64 USPQ2d
1700 (TTAB 2002). These earlier conbi ned proceedi ngs were
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affidavit of Nicholas G De La Torre, an attorney for
respondent, with related exhibits; the affidavit of
Clifford D. N ersbach, respondent’s Vice President

responsi ble for the Board Policy and Prograns D vi sion,
with related exhibits; the discovery deposition of Dr.

M chael Sullivan, petitioner’s survey expert, with rel ated
exhibits including his earlier affidavit in support of the
survey; the discovery deposition of Kristin G snervik (nee
Shapiro), who works for Dr. Sullivan; the declaration of
Robi n McCoy, who al so works for Dr. Sullivan; the
declaration of David Barry, petitioner’s attorney, with
extensi ve exhibits; the declaration of Dr. |van Ross,
respondent’ s survey expert, with related exhibits; the
decl aration of Dr. Jacob Jacoby, another of respondent’s
survey experts, with related exhibits; and the affidavit of
Jon Krehbiel, New York Operation Manager for Electronic
Evi dence Di scovery, Inc.

The i ssues have been fully briefed by both parties,
and both parties were represented at an oral hearing held
before the Board. W find that petitioner has failed to
show that the ternms “Realtor” and “Realtors” are generic

ternms for real estate agents.

di sm ssed with prejudi ce based upon the doctrine of |icensee
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As a prelimnary matter, we find it useful to clarify
our understandi ng of the neaning of the parties’
stipulation that “the adm ssions of the parties [in the
previ ous proceedi ngs] ...shall be binding on the parties in
the present proceedings.”* Wile any factual adm ssion the
previous plaintiff (a real estate agent) may have nade
about matters relating only to herself clearly would not be
adm ssible or relevant as applied to the current petitioner
(an entrepreneur with various business interests on the
Internet), it seens clear under this stipulation that any
adm ssions the previous plaintiff nade about NAR the use
of the involved terns, and the |ike, are binding on the
current petitioner. Likew se, any adm ssions NAR nade
about itself, its operations, its use of the invol ved
terms, etc., in the previous proceeding, are binding upon
NAR in this proceeding. This includes adm ssions of any
type, whether they cane into the record through the

pl eadi ngs or as adm ssions under Rule 36 placed into the

est oppel
4 “5. Al of the evidence submtted in Cancellation No.
27,885 and 28,047 shall formpart of the record in the present
proceedi ngs and the admissions of the parties in Cancellation
No. 27,885 and 28,047 shall be binding on the parties in the
present proceedings.”

We al so note that the sane counsel represented the previous
plaintiff as well as the current plaintiff.
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record by notices of reliance. See Fed. R GCv. P. 36 and

37 C.F.R §2.120(j).

Summary of Argunents

Petitioner argues that clear and convincing evidence
shows that the primary significance of the terns “Realtor”
and “Realtors” is as generic terns for real estate agents.
In response, respondent contends that its registered
collective marks are distinctive, not generic. Respondent
contends that petitioner’s evidence shows occasi onal
carel ess msuse of its registered marks in publications,
for exanple, as well as sone usages that are anbi guous, but
t hat many nore publications show proper use of its
collective marks, i.e., the publications recognize the
terns as marKks.

According to one dictionary entry, the term*“Realtor”
was coined in 1916 by M. Chadbourn, a witer in the

Nati onal Real Estate Journal. O course, petitioner’s own

source shows that Chadbourn, the first proponent of this
term saw it functioning as a collective mark — in short, a
proprietary termto distinguish nenbers of the nationa
real estate association from nonnenbers.

In support of petitioner’s claimthat this term has

been generic since the 1920’s, petitioner points to
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Sinclair Lews’ satirical 1922 novel Babbitt, wherein the
mai n character, CGeorge F. Babbitt, is a real estate agent
who takes the position that the term should be applied
generally to nenbers of the real estate profession.
Petitioner argues that on the heels of this widely read
novel came decades in which nunerous court decisions —
publ i shed federal court decisions including those of the
U S. Suprenme Court — and dozens of general circul ation
publications used the termgenerically to refer to real
estate agents.

Finally, while petitioner argues that nenbers of the
general public make up the rel evant universe for our
determ nati on, respondent would have us find that rea
estate professionals are the correct universe for

determ ni ng custoner perceptions.

Deci si on and Anal ysi s

Under the circunstances, we deemadm tted, inter alia,
the fact that respondent’s two registered marks invol ved
herein are categorized as collective marks. Freeman
Response to NAR s Request for Admi ssion No. 23. However,
one need not rely on earlier adm ssions to establish this.

In identifying the targeted registrations, the pleadings of
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the current petitioner also contain allegations that the
i nvolved registrations are for collective nmarks.

Yet in its prosecution of these proceedings,
petitioner has largely ignored the fact that these marks
are collective marks of any kind. Petitioner’s counsel
shoehorns these nmarks into the general category of
trademarks, while its survey asks whether consuners view
the word “Realtor” as a “brand nane.”

Respondent quite correctly takes issue with these
characterizations by petitioner. On the other hand,
respondent has variously referred to its marks as
“collective marks,” “collective nenbership marks” and
“col l ective service marks.”

W find that respondent is clearly a collective
entity, eligible to own a “collective mark” as defined in
845 of the Lanham Act, 15 U.S.C. 81127. |Its applications
were filed by respondent's predecessor soon after the
Lanham Act was enacted (which legislation first permtted
registrations by the owners of collective marks) and

asserted that respondent’s predecessor was exercising
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|l egitimate control over the use of the marks in commerce by
its nenbers.?®

In fact, there are indications in this record that
respondent has | ong considered these to be collective
menbership marks.® In the context of this collective, the
pur pose of a collective nmenbership mark would be nerely to
indicate that the user of the mark is a real estate agent
who is a nenber of the collective
organi zati on and who has net NAR s

standards for adm ssion. The original

ARE ACTIVE
MEMBERS OF
CONSTITUENT

speci nen in the REALTORS application was BoARDS

a w ndow decal denonstrating that the

5 The text of the original application papers clained that

t he “NATI ONAL ASSCCI ATI ON OF REAL ESTATE BOARDS ... has adopted
and is exercising legitimte control over the use of the
collective mark shown in the acconpanyi ng drawi ng for [services
in connection with] the brokerage ...[ managenent, appraisal and
pl anni ng services]...and presents herewith five specimens show ng
the collective mark as actually used in connection with such
services and the advertising thereof by menbers of such

organi zation: the service mark being used by nenbers of the
organi zati on by applying a decal comania containing the mark to
the wi ndow or wall of the office in which such service is
perforned, by placing the mark upon a pl aque displayed in said
office, by printing the mark on stationery and adverti senents of
such nenbers, and by wearing a button upon which the mark
appears as an indication of nmenbership in such association ..
6 Col | ective nmenbershi p marks may be owned by collective
organi zations that never use the synbols of their organizations
in connection with the conmercialization of goods or services,
such as fraternal benefit societies. See Ex Parte The Suprene
Shrine of the Order of the Wiite Shrine of Jerusalem 109 USPQ
248 (Comir. Pat. 1956).

- 10 -
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real estate agent displaying this sign was a nenber of the
“National Association of Real Estate Boards.”

Whi | e our decision herein would be no different even
if we were to accept respondent’s argunent that its mark
shoul d be viewed solely as a collective nmenbership mark
t he wei ght of the evidence supports the conclusion that
respondent’s marks are, consistent with the way the United
States Patent and Trademark O fice has long classified
them collective service marks. ” Beginning with the filing
of the original applications for the REALTOR and REALTORS
mar ks, respondent (and its predecessor) have consistently
enphasi zed t he brokerage, nanagenent, appraisal and
pl anni ng services offered by its nenbers. This usage
denonstrates the availability of real estate services
of fered by respondent’s nenbers, or collective service mark
usage.

In maki ng a determi nation on the question of

genericness, we are seeking to discover the perceptions of

! Inits 1989 renewal application, with papers having a
prom nent heading of “U S. O ass 200" (collective nmenbership
mar k), respondent clainmed that “[t]he nark shown in said
registration is still used in interstate commerce by nenbers of
[the] registrant in connection with brokerage ..” Consistent
with its earlier classification, the United States Patent and
Tradenmark O fice approval continues to shows this as a
collective service mark, classified in “International C ass 36,
US dass 102.”
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consunmers. As Judge Learned Hand observed in Bayer Co. v.

United Drug Co., 272 F 505, 509 (SDNY 1921), “the question

i s whether the buyers nmerely understood that the word
“Aspirin’ nmeant this kind of drug, or whether it neant that
and nore than that: i.e., that it came fromthe single,
t hough, if one pl ease anonynous, source from which they had
got it before.” However, a critical area of disagreenent
between the parties to these proceedings is defining the
“buyers,” i.e., the relevant group of purchasers herein.
Petitioner, focusing on the services offered by
respondent’ s nenber agents, considers purchasers of rea
estate services to be the critical group. Respondent,
focusing on use of its marks to indicate nenbership in
respondent, considers real estate agents and brokers to be
the critical group.

Clearly, when dealing with ordinary consunmer goods or
services, the test for genericness is the ternis neaning to

consuners, not necessarily the professionals in the trade.?

8 Qur principal reviewing Court held that under the 1984
amendnent to the Lanham Act, the test of whether “touchless” is
a trademark for auto washing services or is the generic nane of
a type of auto wash service is its neaning to consunmers who use
the services, not solely to operators and manufacturers of auto
wash equi prent. Magi ¢ Wand, Inc. v. RDB, Inc., 940 F.2d 638, 19
USPQ2d 1551 (Fed. Gr. 1991). See also In re Northland A um num
Products, Inc., 777 F.2d 1556, 227 USPQ 961 (Fed. Cir. 1985)
(when the issue is genericness to the consum ng public, evidence

- 12 -
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However, in the instant case, we are not dealing nerely
wi th ordi nary consumer goods or services. Rather, in this
case, the record shows that we are faced with two distinct
popul ati ons of persons whose perceptions may well be quite
different. While any nenber of the general public who is
in the market for real estate would be a prospective
consuner of the listed “brokerage services,” it is also
clear that in the context of collective service marks, the
nmenbers of the real estate profession — i.e., those who are
eligible for nenbership in respondent — are a distinct
popul ati on whose perceptions also are critical herein.
The statutory basis for canceling the registration of

a generic termis found in 814(3) of the Lanham Act, 15 USC
8§ 1064(3). As our principal review ng court has stated:

.| Dleterm ning whether a mark is generic

involves a two-step inquiry: First, what is

t he genus of goods or services at issue?

Second, is the term sought to be registered ...

understood by the relevant public primarily to

refer to that genus of goods or services?

H. Marvin G nn Corporation v. International Association of

Fire Chiefs, Inc., 782 F.2d 987, 990, 228 USPQ 528, 530

(Fed. Cir. 1986). The critical issue (both before and

that professionals viewthe termas a tradenark i s not
probative).
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after the 1984 Trademark Clarification Act) in genericness
cases i s whether nmenbers of the relevant public primarily
use or understand the term sought to be registered to refer
to the genus or category of goods in question. Inre

Montrachet S. A, 878 F.2d 375, 376, 11 USPQd 1393, 1394

(Fed. Cir. 1989): In re Merrill Lynch, Pierce, Fenner, &

Smth, Inc., 828 F.2d 1567, 1570, 4 USPQd 1141, 1143 (Fed.

Cr. 1987); Dan Robbins & Assocs., Inc. v. Questor Corp.,

599 F.2d 1009, 1014, 202 USPQ 100, 105 (CCPA 1979); and In

re Recorded Books, Inc., 42 USPQ2d 1275 (TTAB 1997).

Evi dence of the relevant public’ s perception of a term may
be obtai ned fromany conpetent source, including
newspapers, magazi nes, dictionaries, trade journals,

catal ogs and ot her publications. In re Leathernman Tool

Goup, Inc., 32 USPQd 1443, 1449 (TTAB 1994), citing In re

Nor t hl and Al um num Products, Inc., supra. Finally, we note

that in the context of these inter partes proceedings, it
is petitioner’s burden to prove the genericness of these

ternms by a preponderance of the evidence. Magic Wand I nc.

v. RDB Inc., supra.

Wth respect to the first part of the Marvin G nn

inquiry, the genus of services is largely described by

respondent’s chosen recitation in the context of the
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original application papers. Accordingly, we find that the
genus of services is real estate brokerage, managenent,
apprai sal and pl anni ng services involving buildings and
| and, as delivered by nenbers of a professional
associ ation.

There was a fairly extensive record devel oped during
t hese proceedi ngs, and we review the principal categories
of evidence offered as probative in answering the second

question posed by the Marvin G nn anal ysis of genericness.?®

(1) Uncontested Ceneric Use By Conpetitors

The only evidence in this record as to conpeting
associ ations of real estate professionals is the indication
that the National Association of Real Estate Brokers
identifies its nenbers as “Realtists.”

Mor eover, when respondent’ s nenber organi zations,
menber agents or nmenber brokers term nate their nmenbership
wi th respondent, they nust discontinue any use of the
REALTOR marks. To the extent that individuals or |ocal
real estate groups m suse these registered terns, the
previous litigation with Ms. Freeman illustrates the extent

of respondent’s policing efforts with respect to such uses,

o See J. Thomas McCarthy, MCarthy on Trademarks and Unfair
Conpetition §12.13 (4'" ed. Decenber 2003).

- 15 -
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denonstrates that respondent does not permt such uses to
go uncontested, and shows that respondent continually takes
affirmati ve steps to enphasi ze the proprietary status of
its collective service marks. 1In short, the record shows
no evi dence of generic use of REALTOR or REALTORS by

conpetitors.

(2) GCeneric Use By the Trademark Hol der

Simlarly, in this nost extensive record, petitioner
has not alleged, nor have we di scovered, any instances
where respondent has used its claimed identifiers in a
generic manner. In fact, in hundreds of pages of marketing
and pronotional materials put out by respondent and
respondent’ s menber associations, the nmaterials
consistently use the marks REALTOR® and REALTORS® in a
manner consistent with the proprietary nature of these
mar ks. Respondent issues gui dance containing specific
rules for “use of the REALTOR® nmarks and nane.” This
gui dance outlines limtations on the use of the REALTOR
mar ks and | ogo and provi des graphic representations of
correct and incorrect uses of the logo, in print, in
advertisenments and on the Internet. For the benefit of its
nmenber associ ations and i ndividual agents and brokers, its

webpages contain “Gaphics Standards and Style Guidelines.”

- 16 -
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Accordingly, we find no evidence of generic use by

respondent.

(3) Dictionary Definitions
VWil e petitioner argues that “the Oxford English
Dictionary entries [show historical generic use,”
respondent points to a long list of dictionary definitions
that show the proprietary nature of the term*“Realtor”:
“Realtor. Function: collective mark - used
for a real estate agent who is a nenber of
the National Association of Realtors.”
Merriam Webster’s Coll egiate Dictionary

(2001), http://ww. m w. com cgi -
bi n/di ctionary

“Realtor trademark: a trademark for a
menber of the U. S. National Association of
Realtors or the Canadi an Associ ati on of Real
Estate Boards.” Encarta® Wrld English
Dictionary [North American Edition]© & (P)
2001 M crosoft Corporation.
http://dictionary.msn.conifind/ entry. asp?sea
rch=Real t or

“Realtor. A service mark used for a real -
estate agent affiliated wth the Nati onal
Associ ation of Realtors. This service nmark
often occurs in print in |owercase and in
the plural as well: ‘The economc

af tershocks are already rippling through the
area’ s non-defense businesses, fromrealtors
to pizzerias’ (New York Tinmes).” The
Anerican Heritage Dictionary of the English
Language 1456 (4'" ed. 2000).

10 Affidavit of Nicholas G De La Torre, Exhibits 71 — 73, 75
- 83.

- 17 -
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“Realtor™n. A nmenber of the National
Associ ation of Realtors who works in the
busi ness of selling real estate; a real-
estate agent. — The Real tor showed the
couple a nice house in an ol d nei ghborhood.
| told the Realtor | wanted to buy a five-
acre plot by the lake.” NIC s Anerican
English Learner's Dictionary 734 (1998).
“Reeal etor collective mark — used for a
real estate agent who is a nenber of the
Nat i onal Association of Realtors.”
Webster's Third New I nternational D ctionary
1891 (1993).

“Reealetor n. a realty broker who is a
nenber of the National Association of Real
Estate Boards: a trade nanme. Also

re al-tor.” Funk & WAagnalls Standard

Di ctionary 658 (2" Ed. 1993).

“Reeal etor, Trademark, a person who works in
the real -estate business and is a nenber of
t he National Association of Real Estate
Boards, or one of its constituent boards,
and abi des-by its Code of Ethics.” The
Random House Dictionary O The Engli sh
Language 1607 (2"* Ed. 1987).

“Reealetor. A collective mark for a real -
estate agent affiliated with the National
Associ ation of Realtors.” Wbster’s Il New
Ri verside University Dictionary 980 (1984).

“Reealetor, [coined by C N Chadbourn, of
M nneapolis, a nmenber of the National
Associ ati on of Real Estate Boards, and
formal |y adopted by the Association in
1916.] A broker or other individual in the
real estate business who is an active nenber
of the National Association of Real Estate
Boards, subject to its rules and

regul ations. (Trademark.)” New Webster’s
Dictionary of The English Language 1246
(1981).
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“Reealstor a real estate broker who is a
nenber of the National Association of Real
Estate Boards.” Wbster’s New Wrld
Dictionary of The Anmerican Language with
St udent Handbook 621 (Concise Ed. 1974).

“Reealetor n (US) person engaged in real
estate business who is a nmenber of the
Nat i onal Associ ation of Real Estate Boards
and subscribes to its standards of ethical
conduct (GB = estate agent).” Oxford
Advanced Learner's Dictionary of Current
English 700 (1974).

As noted earlier, the history of the coinage of the term

drawn fromthe Oxford English Dictionary begins wwth M.

Chadbourn’s advocacy for naking this a proprietary term?
In fact, the OED listing placed into the record by
petitioner is consistent with the dictionary entries nmade a
part of this record by respondent, reflecting the fact that

inthe United States, the term“Realtor” is a proprietary

term
Realtor. US. Also realtor. [f. REALT(Y +
-OR] A proprietary termin the U S for a
real -estate agent or broker who belongs to
the National Association of Realtors
(formerly the National Association of Real
Est at e Boards) ...

n See also New Webster’s Dictionary of The English Language

entry above, which goes on to observe that respondent’s
predecessor formally adopted this termin 1916.

- 19 -
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Accordingly, we find that substantially all the
dictionary definitions in the record recogni ze these terns

as narks.

(4) GCeneric Use in the Media

In this category, petitioner points to what it
characterizes as “overwhel m ng” evidence of generic usage
i n books, magazi nes, newspapers, encyclopedia and in court
decisions. Petitioner relies on an exhibit it refers to as
its “newspaper survey” of contenporary usage. Petitioner
points to uses drawn from a randon y-chosen newspaper from
each of twenty-four states:??

HeaDLINE:  “ Subdi vi di ng property can increase
returns”

Once subdivi ded, you have just

i ncreased your tax liability
considerably. Now you need to consider
if you are going to advertise and

mar ket the | ot yourself, or are you
going to hire a realtor to nmarket the

| ots and pay the conm ssion fee.

Daily”ﬁbms-wlner, Fai r banks, Al aska,
February 13, 2000.

12 Decl aration of David Barry, Tab 41. From an al phabeti cal
listing of the fifty states at NewsDirectory.com M. Barry

sel ected every second state beginning with Al aska (excl udi ng
Del aware, which had only two newspapers, but neither of which
of fered a searchable, online archive). Counsel then chose the
third newspaper fromthe top of each state’'s listing, linked to
t hat newspaper’s honmepage and searched the archives of the

sel ected newspaper for stories containing the word “realtor.”
He then picked one story illustrating the use of the word
“realtor.” These are the excerpts shown herein.

- 20 -
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- 000-

HeapLiNe: “Not hing wong with Realtors”
| have to admt that | was pretty angry
when ny friends started kidding nme
about the comments of ny opponent in
the city council race this fall. For
those who didn't read it firsthand, ny
opponent nmade the argunent to your
newspaper that | have a conflict of
interest fromserving on the city
council because | ama Realtor and a
| ot of real estate zoning and pl anni ng
i ssues cone before the city council.

...Personally, | was di sappointed that
nore people didn't try to participate
inthis election. So, whether you' re a
pl unber, a bus sal esman, a Realtor, or
a honmemaker, be thinking about
vol unteering your tinme in a couple of
years — and may the best ideas w n!
Log Cabin Denocrat, Conway, Arkansas, July
31, 2000.

- 000-
HeabLi Ne: “ Openi ng Shot s”

The Broncos drafted ...during their
early years. So, how was it that they
made center Roger LeCl erc of Trinity
Coll ege their first draft choice? Dick
Lyford, retired Denver realtor has the

answer ...
The Denver Post, Denver, Col orado, Decenber
20, 2000.

-000-

HeapLiNe: “For the Best Deal, Buy Qut of
Season”

Julie Garton-Good is a |licensed Realtor
and a real estate educator, |ecturer
and aut hor
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The Mam Herald, Mam, Florida, Decenber
17, 2000.

- 000-

HeapLiNe: “ Bi shop’ s | easehol d policies
criticized: But estate Realtor denies
prices are out of |ine”

Wi | e | easehol d honme val ues have

pl unged, that’s because Hawaii’s

| easehol d systemis working like it’'s
designed to — not because of anything
Bi shop Estate has done, said Realtor
Peter Savio, who handles the trust’s
sale of residential |easehold |and.

For | eases that haven't been
renegotiated yet, the estate is getting
returns of 1 percent or less from
rental income, yet it could be earning
far greater returns in other, higher-
yi el ding investnents, said M ke Pang, a
Real tor who specialized in | easehold
i ssues

Star Bulletin, Honolulu, Hawaii, (undated)

-000-

HeaDLine:  “Disabilities Act addresses
‘“dignity issues’”

And Realtor Charlene Smith noted that a
fully accessible hone she had |isted
recently brought two offers — neither
frompeople with disabilities

Herald & Review, Decatur, I|llinois (undated)
-000-
HeaDLI NE:  “ Same genes, sane profession”

Judi McCoy used to get exasperated with

her not her Marjorie Doud, a Realtor
Grand Rapids Gazette, Grand Rapids, |owa,
January 18, 1995.

- 000-
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HeaLine:  “A little gray hair calls for
respect ?”

Speaki ng of old things, a copy of an

advertisenment cane into nmy possession

courtesy of Realtor Richard Overby...
The d eaner, Henderson, Kentucky, My 16,
1999.

- oQ)_
HeaDLINE:  “M Il ennium nenories in Lubec”

Yet having briefly been highlighted on
the national map, she says, m ght have
sonething to do with the fact that
real -estate brokers have been getting
nore calls than usual about properties
intow. One realtor told Preston that
for the first time in 10 years she has
run out of residential properties to
list...

Bangor Daily News, Bangor, M ne, Novenber

29, 2000.
- 000-

HeapLiNe: “ The passion to own a hone”
..1 call Jones Town Country and make an
appoi ntnment with Realtor Joyce Quinlin
to see the house on Sunday...

Dai | y Hanpshire Gazette, Northanpton

Massachusetts, February 21, 2000.
- 000-

HeapLiNe:  “Hires and Pronotions”
[ Ron] Tondryk is a licensed realtor
with nore than 15 years of sales
experience ...

Dul ut h News-Tri bune, Dul uth, M nnesot a,

Decenber 21, 2000.

-000-



Cancel | ati on Nos. 92032360 and 92040141

HeaoLiNe:  “PD on TV
KMOV anchor Myriam Wi ght and Post -
Di spatch cultural news editor Robert
Duffy expl ore what was good and what
wasn't in St. Louis this year. Their
guests are Kenny Buck, a Crossroads
School sophonore, and Col dwel | Banker
Real tor Marti Frumhoff on “Inmagi ne St.
Louis.”

St. Louis Post Dispatch, St. Louis,

M ssouri, Decenber 23, 2000

-000-

HEADLINE:  “ Sewer problem | eads to
denonstrati on”

The only costs will be hooking up
el ectrical punps. The rest of the
material and | abor are donated as a
chance to provide an educati ona
opportunity for area plunbers,
Real tors, honmeowners and the genera
public...

Grand Island Daily | ndependence, G and

| sl and, Nebraska, June 4, 2000.

-000-

HeapLiNe:  “Riding (Most of the Tine) Trails
I s Mountain of Fun”

... Rounding out the field is Dan
Vi gneault — whose bike is etched with
the scary | egend “Downhill Dan” — and
Rem Mastin, a Realtor and snowboard
i nstructor ...
The Uni on Leader, Manchester, New Hanpshire,
Cct ober 10, 1998.

-000-

...Keith Coulter, a Vineyard Estates
resident and a Realtor, said he’'s
frustrated with how long it has taken
for the plan to be conpleted...
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Al buquer que Tri bune, Al buquerque, New
Mexi co, February 29, 2000.

- 000-

HeaDLINE: “Realtor: There's no place like
hone”

As a Realtor, you d expect Brock to
have a | ovely hone...
The Heral d Sun, Chapel Hill, North Carolina,
August 13, 2000.

-000-

HeapLiNe: “ Scorcher’s plans to replace Corner
i n downtown Lorain”

The license is for “Kennedy’'s Broadway
Billiards,” although the building is
still enpty and bears a realtor’s sign
The realtor did not return calls for
comment yesterday...
The Morning Journal, Lorain, Chio, Decenber
20, 2000.

-000-

HeapLine:  “M nding the store at St. Hel ens

Hi gh nmeans students running 9 busi nesses”
... The construction conpany is schedul ed
to finish building a 2,800-square-foot,
five-bedroom three-bathroom house in
Columbia City by May. Realtor Mlly
Wmack of Prudential Northwest
Properties, who is working with the
school, plans to |list the house for
$239,000. Any profits would be used to
buil d the next house...

The Oregonian, Portland, O egon, March 19,

2000.

- 000-
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HeapLiNe:  “Library hits the road Sept. 6”
... The trustees voted unani nously Aug. 9
to | ease [Cherry Webb & Touraine] from
real tor Matthew LaCroix for $8,000 per
nonth for the duration of the project,
which is expected to | ast about a year...

The Wonsocket Call, Wonsocket, Rhode

I sl and, August 22, 2000.

- 000-

HeaoLi Ne: “ Devel oper eyes Marr’s Beach”
A purchase contract has been entered
into between John Egan, Sioux Falls
devel oper/real tor, and Maurice Beyer,
owner of Marr’s Beach on Lake Madison...
Madi son Daily Leader, Madi son, South Dakot a,
July 14, 2000.

- 000-

HeapLiNe: “Vol unteer Center hits right note
W th Jazz Fest”
.The high-profile wait staff wll
i ncl ude Pl ano Mayor Jeran Akers and
Counci | men Steve Stovall and John Roach
Jr.; ..attorney G enn Callison
Real tors Ed Buj ko and Steve Russell and
the inimtable Johnny Rutl edge...

Pl ano Star Courier, Plano, Texas, Novenber
3, 2000.

- 000-

HeapLINE: “Buy a house and support an
i ndustry”
...S0 | called our Realtor and said:
“W need to nove.” ...
Rut| and Heral d, Rutland, Vernont, August 6,
2000.

- 000-
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HEADLINE:  “Muni ci pal League grows desperate
for vol unteers”
.OF the 39 races county-w de, 26 are
split evenly between South County and
t he Eastside, Culver said every tiny
faction already scores candi dates:
Real tors, unions, gun rights advocat es,
property rights advocates, anti-gun
groups, bicyclists and trail users...
Sout h County Journal, Seattle, Washi ngton,
July 15, 2000.

-000-

... The proposal was brought by majority
| andowner Kevin Dittmar, Realtor and
nenber of Rubicon Associates, to
construct a 122-unit m xed-residential —
use subdi vision across the hi ghway from
Pi ke Lake State Park...
Daily Ctizen, Beaver Dam W sconsin,
Novenber 29, 2000.

Wi |l e one should not place determ native wei ght upon
whet her or not the journalists and editors involved in
t hese randonl y-sel ect ed newspaper articles use an upper-
case or |lower-case letter “R” we find it instructive that
in anmjority of these instances, the word “Realtor” is
capitalized and used in a manner consistent with
respondent’s position that this termfunctions as an
identifier for its nmenbers — not as a generic designation
for all real estate agents. Respondent al so points to many

instances in the record where newspapers and nmagazi nes
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clearly use the term“Realtor” in a manner consistent with
the proprietary nature of the term?®

Petitioner argues in its brief that “the coi nage of
[the word] realtor was obvious and probably inevitable.”
G ven the etynol ogy of the word as shown in the Oxford

English Dictionary, the word “Realtor” may wel|l have been

one of several |ogical nam ng choices for the professional
involved in “realty.” W recognize the aural and visual
simlarities as well as the etynol ogical |inks between the
ordi nary, English-lIanguage words “realty” and the term
“Realtor.” However, notw thstanding the challenges faced
by respondent and its predecessor in fostering recognition

of the “Realtor marks,” the record suggests that
respondent, its affiliated organizations and its individual
nmenbers have generally succeeded in educating editors,
journalists and sone portion of the public at large. The
evi dence establishes aggressive nmarketing of these marks
and constant policing of nmedia usage of these terns,
supporting respondent’s position that it has preserved for

the termno small degree of proprietary neani ng, even anong

general news outlets.

13 Affidavit of Nicholas G De La Torre, Exhibit 90.
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Finally, petitioner places a great deal of enphasis on
what appear to be generic uses by federal court judges,
i ncludi ng Justices of the Suprene Court. W recognize that
anong the innunerable reported federal decisions issued
over the past eighty-plus years, there are indeed scattered
| egal opinions, dealing with totally different issues,
wherein the term*“realtor” appears to be used to refer to
real estate agents generally. Nonetheless, we find it
pl ausi bl e that on occasion even federal jurists may have
been | ess than precise in their usage of these collective
service marks, particularly when focused on substantive
matters unrelated to whether these terns are source
i ndicators. Moreover, given their limted circulation
anong nenbers of the public, unlike the articles of general
circulation di scussed above, these |egal opinions wll
likely have little inpact upon the public’s understandi ng

of the “Realtor” or “Realtors” terns.

(5) Testinmony of Persons in the Trade

The uncontroverted affidavits of Mchael F. Thiel and
Clifford D. N ersbach stand for the proposition that
respondent, through its licensing relationships, its by-
| aws, Code of Ethics, Standards of Practice and ot her

gui dance, intends to preserve the proprietary functions of

- 29 -
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these ternms. Petitioner put forward no testinony from
ot her persons involved in the field of real estate to
underm ne this testinony or otherw se denonstrate the

genericness of these terns.

(6) Consumer Surveys

In the nost contentious area of evidence in this
record, the parties to these proceedi ngs have each
proffered a survey. They appear to reach dianetrically
opposite results on the question of genericness, and each
party has criticized the survey conducted by its opponent.

In short, petitioner points to a tel ephone brand
awar eness survey conducted over a two-week period in the
sumer of 1999. The survey targeted individuals who had
consulted a real estate agent in the past year or were
pl anning to do so in the com ng year, or were planning to
buy, sell or rent real estate in the next year. O the
ni nety-si x individuals surveyed, only ten percent said that
“Realtor” was a brand nane.

By contrast, respondent’s tel ephone survey targeted
real estate brokers and agents. Respondent argues that
real estate professionals nmake up the proper survey
uni verse, as they are actually the purchasers or

prospective purchasers of nenbership in respondent and the

- 30 -



Cancel | ati on Nos. 92032360 and 92040141

services provided by respondent. According to the results
of this survey, the primary significance of the term
“Realtor” is that of a proprietary termindicating
association with respondent — not a generic word.
Specifically, when asked whether “Realtor” refers to al

real estate agents or only those who are nenbers of
respondent or one of its local or state associations, 84.3%
of 204 individuals surveyed recognized this term as

i ndi cati ng menbers of respondent or one of its
associ ati ons. *

Mor eover, respondent argues that even if we were to
determ ne that the rel evant universe nust include nenbers
of the general public, because the termis such a strong
source indicator in the eyes of real estate professionals,
this showng is nore than sufficient to justify the
continued existence of its registrations.

We turn then to a detail ed exam nation of the two
proffered surveys.

Petitioner’s attorney contacted Dr. M chael Sullivan,

a principal with the consulting firmof Freeman & Sullivan,

14 Taki ng the position the respondent was neasuring
perceptions of this termin the wong narket, petitioner objects
to this entire survey and the Ross declaration as irrel evant.
However, petitioner does not criticize the nethodol ogy of the
study, the formof the key question, etc.
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and instructed himto do a “Teflon survey.” Although Dr.
Sul l'ivan had never before designed a survey for use in
trademark litigation, it is clear fromthe record that he
devoted |l ess than six hours to this project over the
critical four-nonth period of this study.

Respondent has severely criticized the Sullivan study.
Respondent’s survey expert, Dr. Jacob Jacoby, drew on his
own professional expertise and referred to other academ c

sources as well as guidance fromthe Handbook of

Recommended Procedures for the Trial of Protracted Cases,

25 F.R D. 399-403, in support of his criticisns of
petitioner’s study. Totally apart fromthe question of
whet her petitioner has selected the proper universe for
this survey, we find that many of respondent’s criticisnms
of this survey are valid, including, but not limted to,

the foll ow ng:

e The |l ow response rate (~109% negatively affects
the reliability of the survey, as the sanple
may well no |onger be representative of the
rel evant consum ng uni ver se.

e The final nunber of survey subjects (96) was too
|l ow to accord nmuch weight to the study results.

» The gate-keeping queries deviated fromthe
“Teflon” format in ways that render the answers
nmeani ngl ess in ensuring understanding on the
part of the survey subjects.?®

5 The gat e-keepi ng questions in a genericness survey are
desi gned to determ ne whether the survey participant understands
the difference between “brand nanes” and “common nanes.”
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e Orienting the survey subjects to the concept of
“brand names” and giving them exanpl es of well -
known brands and trade nanes before asking them
to categorize a collective mark was m sl eadi ng.

* The failure to provide survey subjects with a
“don’t know’ option forced guessing or choosing
an option by default.

Accordingly, given all the deficiencies of
petitioner’s survey, we accord it very little weight on the
question of whether prospective purchasers of a real estate
professional’s service would view the term*“Realtor” as
i ndicating the services were being offered by a real estate
associ ati on nenber (even if the association were unknown).

Respondent’ s counsel retained Dr. |van Ross to conduct
a survey to determ ne the significance of the term
“Realtor.” Dr. Ross determned that the rel evant universe
for this “double blind” survey was full-tinme licensed rea
estate agents or brokers who operate fromreal estate
offices in the continental United States and who had been

| icensed for at |east one year. His rationale for

In this flawed survey, rather than actually testing the
survey participant’s specific understandi ng of ‘whether
Chevrolet is a brand nanme or a conmon nane?’ (the “Teflon”
format), after providing sonme “training,” the question asked was
“Do you understand the difference between ‘brand nanmes’ and
‘comon nanes?’” According to Dr. Jacoby, this is a | eading
gquestion calling for a “yea-saying” response and is not a
reliabl e nmeasurenent of conprehension. Furthernore, a yes
answer to either of two questions qualified one for the survey.
Decl aration of Jacob Jacoby, Ph.D., 945.
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selecting this universe was “that the significance of the
term REALTOR i s nost appropriately nmeasured anong

i ndi viduals who are qualified for nmenbership in

prof essional real estate associations and are ‘prospective
purchasers’ of nenbership in such associations.”

After qualifying the survey subjects, two questions
foll owed and were rotated. The answers to the key question
were of primary interest to the survey sponsor while the
ot her question was a control question designed to elimnate
“noi se.”*® For the question of primary interest, 86.3% of
the survey subjects believed that the term REALTOR refers
only to real estate agents who are nenbers of NAR or one of
its local or state associations, while 6.4% believed that
the term REALTOR refers to all real estate agents.

O her than arguing that the Ross survey neasured
perceptions of the “Realtor marks” anong the w ong
popul ation, and arguing that Dr. Jacoby was too “biased”
for us to accord his testinony nmuch wei ght, petitioner has

not taken issue with the nethodol ogi es enpl oyed in the Ross

16 Because a control question generally has a correct answer,
t he magni tude of survey participants who fail on a contro
gquestion (the “noise”) will be viewed as evidence of guessing,
inattention and/or other extraneous factors, and will be used to
adj ust the percentages of answers to the key question in order
to get an accurate neasurenent of the “true” beliefs wthin the
popul ati on about the key question. Declaration of |Ivan Ross,
Ph.D., 117.

- 34 -



Cancel | ati on Nos. 92032360 and 92040141

study. Indeed, we find that the Ross survey appears to
conport with all the standards for adm ssibility reflected

in the Handbook of Recommended Procedures for the Trial of

Protracted Cases, 25 F.R D. 399-403. W find that the

results of this survey denonstrate rather convincingly that
anong real estate professionals, the “Realtor” nmarks are
per cei ved as strong source indicators.

W need not agree with respondent that real estate
professionals are the sole group with whose perceptions we
shoul d be concerned in order to accord substantial weight
to the results of the Ross survey. For given the
circunstances of the use of these collective service marks,
we agree with respondent’s fallback position that real
estate professionals nake up a significant subgroup of
rel evant consuners. Even petitioner’s survey expert
testified that he presuned that people in the real estate
industry would be likely to identify the term“Realtor” as
a mark.' In fact, the Ross survey confirns that anong this
key group, an overwhelmng majority perceives the term

“Realtor” as a strong source identifier.

1 A review of Ms. Freenan's testinony depositions fromthe
earlier proceedings reveals a nunber of instances where she too
acknowl edged the significance of the “Realtor marks” anong real
estate professionals.
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Mor eover, respondent argues throughout the prosecution
of these proceedings that whether a real estate agent or
broker is a nenber of respondent is a naterial issue to
ot her agents or brokers:
As used, the marks serve to distinguish NAR
and its nenber associations from conpeting
service providers and real estate
associations that are not affiliated with
NAR. Moreover, the marks enable real estate
agents and brokers to determ ne whet her
their peers, with whomthey deal regularly
in connection with real estate transactions,
are or are not nmenbers of NAR This is
inportant to transactional efficiency and
t he snmoot h functioning of the marketpl ace
because ...NAR nenbers are obligated to abide
by a Code of Ethics and established rules
and regul ations that do not apply to non-
menbers.

(Respondent’s brief, p. 5)

Hence, in the channels of trade where goods and/or
services are directed at the popul ati on subset of real
estate agents and brokers, it is clear that these terns
continue to function as source-identifying indicators.

On the other hand, we agree with petitioner that
nmenbers of the general public seeking real estate services
from an associ ati on professional are within the rel evant
public. The results of petitioner’s flawed survey suggest

that nenbers of this portion of the relevant public may

perceive the terns involved in these proceedi ngs as generic
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terms in spite of respondent’s best efforts to create
perceptions of these ternms as source indicators anong
menbers of the general public. However, because of the

fl awed net hodol ogy, these results do not factor into our
decision. Rather, we find that petitioner has not shown by
a preponderance of the evidence, that the terns are

percei ved as generic by even a significant mnority of
purchasers of a real estate professional’s services.

Had petitioner conducted a proper survey, and obtai ned
simlar results, we would clearly face a situation with
parallels to the facts of the oft-cited Bayer case, supra —
a case cited wth favor by petitioner in its reply brief.

I n Bayer, Judge Learned Hand observed that case
“presents a situation in which ...the trade is divided into

two cl asses, separated by vital differences.”*® NMoreover,

18 Here, as in the Bayer case, a single termmy be found to
function as a “hybrid,” i.e., a tradenmark and a generic termfor
t he sanme goods or service, dependi ng upon whether one is a
menber of the class of know edgeabl e internediaries or a nmenber
of the general public. The professional class in the Bayer case
included retail pharmacists, and it was in these whol esal e
channel s of trade where Bayer was permtted to retain the
trademark status of the term“Aspirin.”

In the Bayer case, ordinary consumers were not free to
enter into the marketpl ace reserved for pharnmaci sts and
physicians. Simlarly, here, consunmers needing the services of
a real estate agent or broker are not free to enter into the
world of the real estate professional. Like the pharmacists and
physicians in Bayer, the real estate professionals herein —
whet her or not they are nmenbers of respondent — have at their
ready di sposal the generic identifier to which they are nost
accust oned.
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to the extent sone factors in the instant case vary from

those in the Bayer case, these differences tend to support

the position of respondent. For exanple, while the
evidence in the Bayer case |led the Court to conclude that
substantially all of the general consum ng public
considered “aspirin” to be a generic designation, we have
no reliable evidence show ng that such is the case herein.
More inmportantly, while nenbers of the general public in
the Bayer case had no nenorable generic alternative, such
is not the case here. The record suggests that “realty
agent,” “real estate agent” or “real estate broker” are
accepted generic alternatives. Mreover, Bayer’s own
actions were partly to blanme for the state of affairs in

t he Bayer case, while the record herein shows no period of

m suse by NAR, the tradenmark owner.?®
Finally, in the Bayer case, Judge Hand issued a split
injunction as a way of acconmobdating the nmenbers of both

groups — including the interests of the brand nane users.

See also “Distinct O asses of Consuners of a Single Product
— Accomodat i ng Conpeti ng Perceptions of Genericness of the Sane
Identification,” Jonathan Bersade, The Trademark Reporter,
86 T.MR 56 (1996).
19 See “Distinct Casses of Consunmers of a Single Product —
Accommodat i ng Conpeting Perceptions of Genericness of the Sane
Identification,” Jonathan Bersade, The Trademark Reporter,
86 T.MR 56 (1996).
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The Board does not issue injunctions, and Board deci sions
are restricted to the issue of registrability.

Agai nst this backdrop, we find that this record
supports a decision protecting the critical interests of
the users of these marks within the real estate community.
When real estate professionals see and use these
identifiers, an entire packet of information is succinctly
conveyed anong them Hence, they should be permtted to
conti nue maeki ng know edgeabl e and i nforned deci si ons based
on the source-indicating functions of these marks. W find
that this result is entirely consistent wth the holding in
the Bayer case.®* Furthernore, there is insufficient
probative evidence in this record on which we could base a
finding as to the perceptions of the “Realtor marks” anong
menbers of the general public.

Accordi ngly, based upon all the evidence in this
record, we find that the marks REALTOR and REALTORS
continue to function as collective service marks and have

not becone generic ternmns.

Decision: The petitions to cancel are deni ed.

2 I d.



