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Opi nion by Quinn, Adm nistrative Trademark Judge:

Al facell Corporation has petitioned to cancel a
regi strati on owed by Anticancer, Inc. of the mark ONCASE
for “therapeutic conpositions containing reagents for in

"1 As grounds for cancellation under

Vi vo anti cancer use.
Section 2(d) of the Trademark Act, petitioner alleges that
respondent’ s mark, when used in connection with respondent’s

goods, so resenbles petitioner’s previously used and

! Regi stration No. 1,987,445, issued July 16, 1996; Section 8
affidavit filed and accept ed.
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regi stered mark ONCONASE for “pharnmaceuticals, nanely,

cancer-treating drugs,”?

as to be likely to cause confusion.
Respondent, in its answer, has denied the salient
al l egations of likelihood of confusion. Respondent also has
set forth allegations |abeled as “Affirmative Defenses,”
including that the petition is barred by |aches.
The record consists of the pleadings; the file of the
involved registration; trial testinony, with rel ated
exhi bits, taken by each party; and excerpts fromprinted
publications and printouts of pages of various websites
retrieved fromthe Internet,® all introduced by way of
respondent’s notices of reliance. The parties filed briefs,
and both were represented by counsel at an oral hearing held

bef ore the Board.

The Parties

Both parties are involved in the devel opnent of cancer-
treating drugs. Petitioner’s drugs include one that is
delivered intravenously to a patient to treat nesotheliom,

a cancer caused by exposure to asbestos. According to the

> Registration No. 1,651,885, issued July 23, 1991; renewed.

® Internet evidence is not proper subject matter for introduction
by notice of reliance because the evidence is not self-
authenticating. As the Board has stated in the past, the el ement
of self-authentication cannot be presuned to be capabl e of being
satisfied by informati on obtained and printed out fromthe
Internet. Raccioppi v. Apogee Inc., 47 USPQ2d 1368, 1370 (TTAB
1998). See also TBMP 8704.08 (2d ed. rev. 1, March 2004).
Because the parties have treated this evidence as if properly
made of record, however, we will deemit to be in the record by
stipulation of the parti es.
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testinony of Kuslim Shogen, petitioner’s founder and chi ef
executive officer, this drug, marketed under the mark
ONCONASE, is petitioner’s “flagship” product. The drug is
an enzyme derived fromthe Rana pipiens frog. Petitioner’s
product is in clinical trials being conducted at 33 clinical
sites.

Respondent’ s product narketed under the mark ONCASE i s
a protein which degrades nethionine for treatnment of human
cancers. Robert Hof fman, respondent’s president and chi ef
executive officer, testified that the ONCASE brand drug is
currently in pre-clinical trials in the United States, and
inclinical trials outside of this country. Respondent’s
product is adm nistered intravenously in conjunction with
chenot herapy; this product, according to Dr. Hoffman’'s
testinony, inproves the efficacy of the chenotherapy used in
treating a variety of cancers.

As shown by the record, clinical trials of
pharmaceuticals, that is, trials in human bei ngs, comrence
only after an applicant’s Investigational New Drug
Application (“IND') has been approved by the Food and Drug
Adm ni stration (“FDA’). Before even beginning the FDA
approval process, all drugs nust undergo extensive pre-
clinical testing. After the pre-clinical testing is
conpl ete, the devel oper of the drug files an I ND seeking

approval for testing on humans. |If the IND is approved, the
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drug is tested on humans in three phases of clinical trials.
The phases nay |ast for several years. It is only after
successful conpletion of all three phases of clinical trials
that the devel oper of the drug can file a New Drug
Application (“NDA”) with the FDA seeking approval of the new
drug for sales to the public. According to the record in
the present case, neither party has filed an NDA for its
respective drug herein.

| SSUES

There is no dispute regarding petitioner’s priority of
use of its mark ONCONASE in connection with its cancer
treatnment drug. The parties’ respective testinony
establishes that petitioner’s first use of its mark ONCONASE
occurred in January, 1991, whereas respondent first used its
mar k ONCASE i n October 1995. Therefore, the only renaining
issues in this case are likelihood of confusion and | aches.
Before turning to the nerits of those issues, however, our
attention is directed to other subsidiary matters raised by
the parties.

The parties filed, earlier in this proceeding, cross
notions for partial summary judgnment on the pl eaded issue of
abandonnent. The parties were at odds over whet her
respondent’s activities under its mark constituted “use in
commerce” as contenpl ated under the Trademark Act. The

Board characterized the issue as follows: Wether, as a
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matter of |aw, respondent’s shipnents of its pharmaceutica
products for purposes of pre-clinical trials within the
United States, and for purposes of clinical trials in
foreign countries constitute “use in conmerce.” |n an order
dat ed Septenber 24, 2002, the Board ruled in respondent’s
favor, entering partial sunmary judgnment on the issue of
abandonment. The Board found that Congress intended the
term*®“use in comerce” to enconpass shipnments of

phar maceuticals for pre-clinical trials in this country and
for clinical trials abroad prior to receiving FDA approval
as a reflection of common industry practice; that the “use
in comrerce” Congress can regulate is the actual shipnment of
t he pharnmaceutical s overseas; and that it is not necessary
that Congress be able to regulate the clinical testing. In
that interlocutory order, the Board indicated that “this
case wWill proceed solely on the issues of |ikelihood of
confusion and priority of use.”

Inits brief on the case, petitioner raises for the
first tinme a claimthat respondent’s use of its mark was
unlawful . Petitioner nakes reference to this unpl eaded
“subsidiary” issue as follows: “Wether the Board should
draw an adverse inference against [respondent] for the
i nproper refusal of its President to answer questions posed
during his trial testinony, and to consequently hold the

ONCASE registration invalid as having been inproperly issued
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on the basis of unlawful commerce.” (Brief, p. 5).
Petitioner contends that respondent “stonewalled highly
rel evant cross-exam nation during its trial testinony and
the Board should draw a dispositive adverse inference
against it.” (Brief, p. 19).

In connection with its notion for summary judgnent,
respondent submtted the declaration of Dr. Hof f man wherein
he indicated that respondent’s pharnmaceutical marketed under
the mark ONCASE was shipped in comrerce to Mexico for
clinical trials. The declaration was introduced |ater at
trial as an exhibit during Dr. Hoffrman’s testinony
deposition. Petitioner now clains that respondent’s use was
unl awf ul because the FDA had not authorized shipnment of
respondent’s drug for use in clinical trials. Petitioner
contends that it was entitled to cross exam ne Dr. Hoffrman
about the legality of that alleged unauthorized exportation.
In view of M. Hoffrman’s refusal to answer questions
regardi ng these shipnments, petitioner urges that “the Board
should infer that the exportation of ONCASE fromthe United
States to Mexico preceded, and therefore took place in the
absence of, any authorization by the FDA to use the drug in
aclinical trial.” Petitioner concludes that the adverse
inference to be drawmn fromDr. Hoffman’s refusal to answer

questions on these shipnents is that respondent conmtted a
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per se violation of 21 CFR §312.110.% Petitioner asserts
that an I ND has never been issued for the ONCASE brand drug,
and that respondent’s exportation of the drug for clinical
trials in Mexico occurred before the FDA had authorized
respondent to export the drug.

Respondent has objected to consideration of this issue,
mai ntai ning that the i ssue was not added by petitioner in
any anended pl eading, and that there has been no trial of
this issue. Respondent goes on to assert that, in any
event, the only evidence on this issue is the rel evant
regulation itself, and that this evidence standing al one
falls far short of establishing that respondent’s use was
unl awf ul .

W find that petitioner’s claimof unlawful use is
untinely and, thus, we decline to consider it. Petitioner
knew of this possible claimfor relief at |east as early as
when respondent filed its notion for summary judgnment which
was supported by the sanme affidavit of Dr. Hof f man upon
whi ch petitioner nowrelies as a basis for its newy raised
claim Yet petitioner did not raise this claimuntil its

brief on the case. Hilson Research Inc. v. Society for

* The regul ation provides, in relevant part, that an

i nvestigational new drug intended for export fromthe United
States nust conply with FDA regulations if an INDis in effect
for the drug, or if an INDis not in effect, then the FDA nust
aut hori ze shi pnent of the drug for use in any clinical

i nvesti gati on.
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Human Resource Managenent, 27 USPQR2d 1423, 1439-40 (TTAB
1993); and Chicago Corp. v. North American Chicago Corp., 20
UusP@2d 1715, 1717 n. 5 (TTAB 1991). Petitioner sinply
failed to pronptly anmend the petition for cancellation after
it learned of facts which, petitioner contends, establish
this additional claim To allow petitioner to raise the
claimat this late juncture would be an unfair surprise to
respondent.

Further, given respondent’s clear and repeated
objections to the questions relating to the purported
unl awful use, there was neither an inplied nor an explicit
trial of this issue. Fed. R Gv. P. 15(b). The objections
were well taken inasnmuch as the issue of unlawful use was
not pl eaded and the Board, in its decision on the notion for
summary judgnent, had explicitly stated that the only issues
for trial were priority and |ikelihood of confusion.
Therefore, the questions being posed went beyond the scope
of the issues in this case. Gven that respondent’s
obj ections were well taken, we have not drawn an adverse
inference fromDr. Hoffman’s refusal to answer the questions
pertaining to respondent’s exportation of its drug to
Mexi co. TBMP 8707.03(d) (2d ed. rev. 1, March 2004). Cf.:
Levi Strauss & Co. v. R Josephs Sportswear Inc., 28 USPQRd

1464, 1467 (TTAB 1993).
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Accordi ngly, we have given no consideration on the
nerits to petitioner’s claimthat respondent’s use was
unl awf ul .

LI KELI HOOD OF CONFUSI ON

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence that are rel evant
to the factors bearing on the |ikelihood of confusion issue.
Inre E. |I. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563 ( CCPA 1973).

In any likelihood of confusion analysis, tw key
considerations are the simlarities or dissimlarities
between the marks and the simlarities or dissimlarities
bet ween the goods. Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976). These,
and other du Pont factors deenmed pertinent in the proceedi ng
now before us, are discussed bel ow

THE PARTI ES GOODS

Petitioner’s goods, in its pleaded registration, are
identified as “pharnaceuticals, nanely, cancer-treating
drugs” while respondent’s goods, in the registration sought
to be cancelled, are identified as “therapeutic conpositions
containing reagents for in vivo anti-cancer use.” As often
stated, Board proceedings are concerned with registrability
and not use of a mark and, thus, the identification of goods

in the respective registrations herein franmes the issue.
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Cunni ngham v. Laser Golf Corp., 222 F.3d 943, 55 USPQR2d 1842
(Fed. Cir. 2000); and Canadi an Inperial Bank of Comrerce v.
Wel | s Fargo Bank, N A, 811 F.2d 1490, 1 USPQ2d 1813 (Fed.
Cir. 1987). Both products here are pharnaceuticals used in
treating cancer patients. As identified in the respective
registrations, we find that the goods are legally identical
for purposes of our |ikelihood of confusion determ nation.
Respondent contends that the goods “l ook dramatically
different fromone another and are used in distinct
treatnent regines.” More specifically, respondent states
t hat because both products are adm nistered intravenously,
t he nedi cal professionals adm nistering the products w |
see that “[a] bag of clear liquid [petitioner’s product] is
hi ghly di stinguishable froma bag of brilliant yellow liquid
[respondent’s product].” (Brief, p. 18). Sinply put, these
distinctions are of little nonent in our |ikelihood of
confusion analysis which, to reiterate, is based on a
conpari son of the goods as identified in the involved
regi strations. Mreover, the question is whether the
rel evant classes of purchasers are likely to confuse the
source of the goods, not the goods thensel ves.

THE PARTI ES S MARKS

I nsofar as the marks are concerned, we initially note
that when marks are applied to legally identical goods, as

is the case here, “the degree of simlarity [between the

10
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mar ks] necessary to support a conclusion of |ikely confusion
declines.” Century 21 Real Estate Corp. v. Century Life of
Arerica, 970 F.2d 874, 23 USPQ@2d 1698, 1700 (Fed. Cr.

1992) .

The marks are simlar in sound and appearance. Both
mar ks begin with ONC and end in ASE (the scientific names of
petitioner’s and respondent’s drugs are, respectively,

“ranpi rnase” and “reconbi nant nethioninase”). Although
petitioner’s mark includes an additional syllable, it is the
m ddl e portion of the mark. As seen and spoken, this mddle
portion may be m ssed by nmany of the rel evant purchasers.

As to neaning, we find that the first portion of the
respective marks, “ONC-", connotes that each product has
sonething to do with oncol ogy. Thus, while each mark is
suggestive, the marks convey, at |east superficially, the
sanme basic idea. Notw thstanding this suggestiveness, Dr.
Costanzi, a board certified physician in nedical oncol ogy,
testified that he was not aware of any other “ONC-" marks in
the field. The record is otherw se devoid of any probative
evi dence showi ng third-party uses or registrations of
simlar marks in the oncology field.

In sum we find that the simlarities between the marks

out wei gh the differences.

11
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TRADE CHANNELS

There are certain other duPont factors that are
relevant in the present case. The first relates to channels
of trade.

Respondent concedes that the goods presently nove in
over |l appi ng channel s of trade, but goes on to assert that
t hese channel s consist of tightly controlled pre-clinical
and clinical trials. Respondent contends that clinical
trials are designed so that confusion cannot occur;
according to respondent, confusion is all but inpossible due
to careful |abeling and security procedures that are
followed to ensure the accuracy of the test results.

Respondent’s argunment to restrict the trade channels
factor to these trials, and to not consider the general
pharmaceutical market, is msplaced. Neither of the
identifications of goods includes a restriction to pre-
clinical or clinical trials. W nust assunme, therefore,
that the respective drugs wll both gain FDA approval and
subsequently travel in the future in the sane general

phar maceuti cal trade channels.®

> Respondent al so contends that petitioner’s product is unlikely
to pass the clinical stage and, accordingly, the drug will never
make its way to the pharmaceutical market for sale. Suffice it
to say that the likelihood that the FDA will or will not approve
petitioner’s drug for market use, or that the efficacy of
respondent’s drug is greater than that of petitioner’s drug, is
entirely irrelevant to the issue of |ikelihood of confusion

bef ore us.

12
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| nasnmuch as the identifications of goods do not include
any limtations, it is assuned that the goods nove through
the sanme trade channels, nanely all trade channels nor mal
for goods of this type in the healthcare field. These would
in the future include hospitals and ot her heal thcare
facilities. However, the goods, as identified, are not
limted to hospital use, and it is reasonable to assune
that, at sone point in the future, the drugs may be
di spensed outside of the hospital setting, perhaps even as
medi cati ons which can be taken by the patient at hone. Dr.
Costanzi touched on this point when he testified about the
com ng days of “brown bag” pharnmaceuticals. (Dep., pp. 14-
16). Thus, the precautionary controls over cancer-treating
drugs that generally exist within the hospital may be | ost
when prescriptions for such drugs mght be filled at the
| ocal drug store or pharnacy.

CONDI TI ONS OF SALE

In considering the conditions of sale of the respective
products, we note that the drugs would be prescribed by
physi ci ans, di spensed by pharmaci sts and normal |y
adm ni stered by heal thcare professionals such as doctors and
nurses. W acknow edge that such persons are sophisticated
and are not prone to carel essness. Nonetheless, we find
that confusion is likely, even anong these heal thcare

pr of essionals, where these sim | ar goods are marketed under

13
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the simlar marks involved herein; there is no reason to
beli eve that nedical expertise as to pharmaceuticals wll
ensure that there will be no Iikelihood of confusion as to
source or affiliation. See: Inre Merck & Co., Inc., 189
USPQ 355 (TTAB 1975). See also: KOS Pharnaceuticals Inc.

v. Andrx Corp., F. 3d (3d Cr., No. 03-3977, May 24,

2004). As Dr. John Costanzi testified, contrary to the gist
of Dr. Hoffman’s remarks on this point, mstakes have been
made where cancer patients were given the wong drug, as a
result of nane or trademark confusion, wth dire
consequences (pointing to a reported death due to confusion
bet ween Taxol and Taxotere). (Dep. pp. 13-19; and exhibit
no. 16 which is an article captioned “Lethal Confusion”
retrieved from Forbes.com. See generally: J.T. MCarthy,

McCarthy on Trademarks and Unfair Conpetition, 819:149 (4th

ed. 2004).

Mor eover, as noted above, the parties’ drugs, as
identified, also could be dispensed outside of the hospital
setting, such that the ultimate users will have direct
contact with them As stated in KOS Pharmaceuticals Inc.
id., citing Checkpoint Sys., Inc. v. Check Point Software
Techs., Inc., 269 F.3d 270, 285 (3d Gr. 2001), “[w here
both professionals and the general public are rel evant
consuners, ‘the standard of care to be exercised....wl| be

equal to that of the |east sophisticated consuner in the

14
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class.”” Thus, we nust be sensitive to the fact that
patients fromthe general public will not exercise the
degree of care exhibited by nedical professionals. As also
stated by the Third Crcuit in KOS Pharmaceuticals Inc.,
id.: “Wile doctors and pharmaci sts play a gate-keeping
role between patients and prescription drugs, they are not
the ultimte consuners. Patients are. Courts have noted
that drugs are increasingly marketed directly to potenti al
patients through, for exanple, ‘ask-your-doctor-about-Brand-
X style advertising.” [citations omtted].

ACTUAL CONFUSI ON

The absence of evidence of actual confusion does not
conpel a different result. The tight controls over drugs
during clinical testing may have prevented any neani ngf ul
opportunity for confusion to occur between the nmarks.

Furt her, respondent has shipped only seven vials of the drug
in connection with pre-clinical testing in this country, and
it would appear that any opportunity for confusion has been
virtual ly nonexi stent. Cunninghamv. Laser CGolf Corp.,
supra at 1847 [In order for |lack of actual confusion to be a
meani ngful factor, there nust be evidence show ng that there
has been an opportunity for incidents of actual confusion to
occur.] In any event, the test here is |ikelihood of
confusi on, and actual confusion need not be found in order

to conclude that there is a |likelihood of confusi on between

15
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the marks. Wi ss Associates Inc. v. HRL Associates Inc.,
902 F.2d 1546, 14 USPQ2d 1840 (Fed. Cir. 1990).

CONCLUSI ON

We concl ude, based on a preponderance of the evidence,
that there is a |likelihood of confusion when the marks
ONCONASE and ONCASE ar e cont enporaneously used on the
parties’ respective cancer-treating drugs.

As a final point, prior decisions state that, where the
mar ks are used on pharmaceuticals and confusion as to source
can lead to serious consequences, it is extrenely inportant
to avoid that which will cause confusion. This further
supports our conclusion herein. See: d enwod
Laboratories, Inc. v. Anmerican Hone Products Corp., 455 F.2d
1384, 173 USPQ 19 (CCPA 1972); Blansett Pharmacal Co. Inc.

v. Carnrick Laboratories Inc., 25 USPQRd 1473 (TTAB 1992);
Schering Corp. v. Alza Corp., 207 USPQ 504 (TTAB 1980); and
Anmeri can Hone Products Corp. v. USV Pharmaceutical Corp.,
190 USPQ 357 (TTAB 1976). See al so: KOS Pharmaceutical s

Inc. v. Andrx Corp., supra. See generally: MCarthy on

Trademar ks and Unfair Conpetition, supra, 823:32.

LACHES
The last issue for us to consider is respondent’s
affirmati ve defense of |aches. Respondent contends that
petitioner’s undue and unreasonabl e delay in asserting its

rights requires dismssal of the petition for cancellation.

16
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In the present case, respondent specifically asserts that
petitioner knew or should have known that it had a cause of
action as early as July 5, 1994, when respondent’s mark
ONCASE was published for opposition; that the resulting
registration of the mark in 1996 put petitioner on
constructive notice of respondent’s ownership and use of the
mark; and that rather than taking tinely action, petitioner
waited until three days prior to the fifth anniversary date
of the registration to file the present petition for
cancel l ati on. Respondent contends that it has been
prejudi ced by petitioner’s delay in that it has built up and
pronoted its mark ONCASE in reliance on its registration
thereof and petitioner’s silence. Respondent maintains that
its product has been extensively pronoted through trade
shows, conferences and presentations, and that if
respondent’s registration is cancelled, it will |ose the
value of its extensive investnent through its pronotion of
t he mark.

Petitioner responds by characterizing the defense as
“makewei ght” and asserting that respondent’s investnent in
t he mark ONCASE has been only mninmal.

Respondent, as the party raising the affirmative
defense of |aches, bears the burden of proof. To prevail on
| aches, respondent is required to establish that there was

undue or unreasonabl e delay by petitioner in asserting its

17
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rights, and prejudice to respondent resulting fromthe
delay. Bridgestone/Firestone Research Inc. v. Autonobile
Club de |’ Quest de la France, 245 F.3d 1359, 58 USPQ2d 1460
(Fed. Cir. 2001). See also: National Cable Tel evision
Association, Inc. v. Anerican Cnema Editors, Inc., 937 F.2d
1572, 19 USPQR2d 1424 (Fed. Cir. 1991) [l aches runs fromthe
time fromwhich action could be taken agai nst the trademark
rights inhering upon registration].

In the present case, respondent’s mark was published
for opposition on July 5, 1994;° issuance of respondent’s
registration on the Principal Register occurred on July 16,
1996; and the petition for cancellation was filed on July
13, 2001. Thus, the delay conprises a little over seven
years. Petitioner has been conpletely silent as to the
reason for its delay, and we consider the unexpl ai ned del ay
of over seven years to be substantial.

As petitioner points out, however, nere delay in
asserting a trademark-rel ated right does not necessarily
result in changed conditions sufficient to support the
defense of |laches. There nust al so have been sone detri nent
to the defendant due to the delay. Bridgestone/Firestone
Research Inc. v. Autonobile Club de |’ Quest de |a France,

supra at 1463. Prejudice is generally shown by the fact

® Respondent was not aware of petitioner’s registered mark when
it filed the underlying application. (Hoffrman dep., p. 183).

18
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that in reliance on petitioner’s silence, respondent built
up a val uabl e busi ness and good will around the mark during
the time petitioner never objected. Turner v. Hops Gill
and Bar Inc., 52 USP@d 1310 (TTAB 1999). See generally:

J.T. MCarthy, MCarthy on Tradenmarks and Unfair

Conpetition, §20:76 (4'" ed. 2004).

Econom ¢ prejudice arises when a defendant suffers the
| oss of nonetary investnents or incurs damage that |ikely
woul d have been prevented by an earlier suit. A C Aukernman
Co. v. R L. Chaides Construction Co., 960 F.2d 1020, 22
USPQ2d 1321 (Fed. Cir. 1992). A nexus nust be shown between
the delay in filing suit and the expenditures; the alleged
i nfringer nmust change his position because of and as a
result of the plaintiff’s delay. The essential inquiry is
to determine if there was a change in the econom c position
of the alleged infringer during the period of delay. State
Contracting & Engineering Corp. v. Condotte Anmerica, Inc.,
346 F.3d 1057, 68 USPQ2d 1481 (Fed. Cr. 2003).

Respondent has provided insufficient specifics about
the detrinment it alleges to have suffered. Respondent has
failed to provide any dollar anobunts regarding the costs of
devel opnent and pronotion of its product marketed under the
mar k ONCASE. Respondent has shi pped only seven vials of

product for testing. |In addition to these shipnents,

19
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according to Dr. Hoffrman, respondent has pronoted its
product at conferences and trade shows by way of posters and
di stribution of informational handouts. Mre specifically,
respondent pronoted its product, in the period July 1994 to
2003, by way of 21 presentations, 12 neetings and 45 trade
shows. According to Dr. Hoffman, he presents papers, hands
out printed material, and engages in discussions with
potential custonmers and partners at the trade shows. Inits
brief (p. 9), respondent highlights its pronotional efforts
at two of the nost widely attended events, nanely the

Aneri can Associ ation of Cancer Research annual neeting and
the American Society of dinical Oncol ogy annual neeting,
drawi ng 10, 000 and 15,000 attendees, respectively. At each
recent neeting, respondent distributed about 200 copies of a
bi bl i ography of articles about the ONCASE brand drug. Dr.
Hof fman further testified that scientific information,
technical bulletins and posters were avail abl e at
respondent’ s booths. Respondent al so has pronoted its drug
at other neetings and conferences, giving presentations to
oncol ogi sts and/or scientists in the field of cancer
research. Dr. Hoffrman testified that the presentations
generally attract 50-100 attendees. Dr. Hoffman al so
testified that respondent’s website counted nore than 13, 000

visits in a recent one-year period.

20
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Al t hough respondent contends that its investnent in the
ONCASE brand product has been extensive, it is difficult to
gauge, in the absence of dollar anounts or other specific
information relative to its pronotional efforts, the degree
to which there has been any detrinent. W also |ack any
testimony or other evidence which would shed [ight on the
ef fect and success of respondent’s pronotional efforts.
Further, respondent’s testinony regarding its appearances at
conferences, trade shows and presentations is di mnished by
the fact that it was pronoting other drugs at the sanme tine.
For exanple, exhibit no. 11 to Dr. Hoffman’s depostion is a
phot ogr aph of one of respondent’s booths at a trade show, no
fewer than four of respondent’s other drugs are being
pronoted under different marks. Thus, in all |ikelihood,
respondent’s expenditures in connection with the pronotion
of its ONCASE brand drug would appear to be little nore than
what it was spending in any event to pronote its other
drugs. That is to say, respondent m ght very well have
attended the various trade shows and conferences to pronote
its other drugs even if its ONCASE brand drug had not been
devel oped. Again, in the absence of details relating to the
specific economc prejudice suffered, we are unable to say
t hat respondent has established a neritorious |aches

def ense.

21
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Further, while Dr. Hof fman has authored scientific
papers concerning respondent’s drug, the drug is hardly ever
referred to by its trademark ONCASE; instead, it is called
by its scientific name (reconbi nant nethi oni nase).

In sum respondent has failed to put forward sufficient
evi dence of material prejudice to support a finding of
| aches. Accordingly, we find that respondent’s | aches
defense fails for lack of proof.

Decision: The petition for cancellation grounded on
|'i kel i hood of confusion is granted. Registration No.

1,987,445 will be cancelled in due course.
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