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IN THE UNITED STATES PATENT AND TRADEMARK OFlf‘ICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN THE MATTER OF TRADEMARK REGISTRATION NO. 2, 382 866
Registered September 5, 2000 !

)

BOYDS COLLE(.I"I‘ION, LTD. 01.23.2003
Petitioner, ] _ .
U.5. Patent & TMOfe/TM Mail Rept Dt. #77

V.

Cancellation No.: 32,146

HERRINGTON & COMPANY, INC.
Registrant.

A T R T T T

PETITIONER’S REPLY OF REGISTRANT’S RESPONSIL‘, TO N
PETITIONER’S MOTION TO SUSPEND : _

j

In response to Registrant’s Response to Petitioner’s Motion to Suspe!i[ld, the Petitioi;ér,

The Boyds Collection, Ltd. (TBC), hereby replies as follows: | > L
Background /

Petitioner filed the instant Cancellation on June 26, 2001. On Apnl f22 2002, Petitioner
filed a Notice of Reliance. On July 31, 2002 Registrant filed a Motion for .Iludgement for failure
to prosecute.  On October 1, 2002 the TTAB denied Registrant’s Motion for Judgement.
Registrant moved to Strike Petitioner’s Notice of Reliance on September r2‘7, 2002. On October
11, 2002, the TTAB suspended all pleadings to determine the disposition of Registrant’s Motion
to Strike.

On December 9, 2002, Petitioner filed a Motion to Suspend based/on a December 5, 2002
filing of a Federal law suit in the Middle District of Pennsylvania. A copy of that law suit was
attached to the Motion to Suspend. On December 30, 2002, Registrant ﬁ}ied its Response to
Petitioner’s Motion to Suspend. That Response objects to Petitioner’s l\'}lotion to Suspend.

Petitioner’s Reply f‘

Registrant states in its objection to Petitioner’s Motion to Susper(ltd that the Pennsylvania

action “does not involve issues that are directly in common with those i1/1 the instant cancellation

action.”
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Petitioner disagrees. Both the instant cancellation and the law suit centérs around
registrant’s use of “TBC.” First, the instant cancellation action deals with Regfistration Number
2,372,585 for “TBC Herrington’s Teddy Bear Club.” (emphasis mine.) That ;’rregistration
number is itemized in paragraph 21 of the Complaint. The instant Cancellatioﬁ Petition is based
solely on Registrant’s adoption of “TBC” in conjunction with the sale of stuffe%d animals.

Second, “TBC” is the mark being sued over in Federal Court in Pennsylvania (see
paragraphs 31-32 of the Complaint.) It is the Registrant’s use of TBC in its rérgistrations and at
common law which prompted Petitioner to file both the cancellation proceeding and the law suit.

Both the Cancellation Petition and the lawsuit contend that the Regist;rant has no right to
use TBC because of The Boyds Collection’s (referred through out the industfry as TBC) senior
use. If Petitioner is successful in federal court, it necessarily follows that Reéisumt has no right
to use any registration embodying the mark “TBC” dealing with stuffed anir%lals.

In summary, Registrant’s prominent display of TBC on several of its registered
trademarks and at common law is the primary reason for filing of the Penns,)’fllvania suit.

Petitioner respectfully requests that the Board grant the Motion to Suspend. ,’
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Dated: January 21, 2003 Respectfully Submitted, /

!

THE BOYDS COLLECTION, LTD.

Michael J. Cherskov (Reg. No. 33,664)
CHERSKOV & FLAYNIK

20 N. Wacker Drive, Suite 1447
Chicago, IL 60606 |

0: (312) 621-1330

Attorney for Petitior}xer
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CERTIFICATE OF SERVICE

I hereby certify that on January 21, 2003, I served a copy of the foregoix(‘fxg
PETITIONER’S REPLY OF REGISTRANT’S RESPONSE TO PETITIONER’S

MOTION TO SUSPEND upon Registrant’s Counsel of record, by mailing a t‘frue and correct
copy thereof via Certified First Class Mail by the United States Postal Service to the following

i

address:
Elizabeth Moreno McArthur, Esq.
SQUIRE SANDERS & DEMPSEY L.L.P.
1 Maritime Plaza, Suite 300

San Francisco, CA 94111
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By: ’

Arace Sandov‘él N
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Dated: January 21, 2003
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CERTIFICATE OF MAILING BY EXPRESS MAIL ET835049261US (Express Mailing Label No.)
1 hereby certify that this correspondence is being deposited with the United States Postal SewicF "Express Mail Post
Office to Addressee" Service under 37 CF.R. 1.10 on January 21, 2003 and is addressed to the
Arlington, Virginia, 22202-3513/
ol/zi/o3

Assistant Commissioner for Trademarks, 2900 Crystal Pri
ﬁ Date of S{gnaiure

Aracely Sandoval

Name of Representative Signanfre
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