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Before Sinmms, Bottorff, and Rogers, Adm nistrative Trademark
Judges.

By the Board:

This case now cones up on respondent’s notion to strike
petitioner’s notice of reliance, filed Septenber 10, 2002,
and petitioner’s notion to suspend, filed Decenber 11, 2002.
The notion to strike has been fully briefed,! and respondent
filed a response to the notion to suspend.

Procedural History

The record herein indicates that on April 22, 2002,
petitioner filed a notice of reliance. The notice, filed on
the | ast day of petitioner’s testinony period, was not
acconpani ed by a certificate of service of the same upon

respondent, and was apparently not in fact served.

! Respondent filed a reply brief, which we have consi dered.
Trademark Rule 2.127(a)(consideration of reply brief
di scretionary).
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Havi ng not received a service copy of petitioner’s
notice of reliance — or any notice of a testinoni al
deposition — respondent noved to dismss the petition to
cancel pursuant to Trademark Rule 2.132(a). Petitioner
responded, noting that it had indeed filed a notice of
reliance, although it admtted that the notice was not
served. (At this point, petitioner sent a copy of the
notice of reliance to respondent.) In its reply brief,
respondent raised several issues relating to the propriety
of the notice of reliance itself, and argued that judgnent
shoul d be entered agai nst petitioner, notw thstanding
petitioner’s tinmely filing of its (late-served) notice of
reliance.

By order dated October 1, 2002, the Board denied
W t hout prejudice respondent’s notion to dism ss under
Trademark Rule 2.132, and reset respondent’s testinony
period to avoid prejudice. As for respondent’s argunent
that the notice itself was inproper, the Board found that
such issues were inappropriately raised in areply brief, to
whi ch petitioner had no right to respond.

By notion filed Septenber 27, 2002, (but not associ ated
with the file prior to mailing of the Board s Cctober 1,
2002, order), respondent filed the instant notion to strike.
Proceedi ngs have been suspended pendi ng resol ution of the

not i on.
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Finally, it appears that on Decenber 5, 2002,
petitioner filed a conplaint against respondent in the
United States District Court for the Mddle District of
Pennsyl vani a.> On Decenber 11, 2002, petitioner filed a
notion with the Board seeking suspension of this proceedi ng
pendi ng final determ nation of the civil proceedi ng pursuant
to Trademark Rule 2.117(a).

Motion to Suspend

Petitioner filed its notion to suspend with a
certificate alleging service of the notion upon respondent
on Decenber 9, 2002. A response to the notion was thus due
to be filed on or before Decenber 30, 2002.°® Respondent’s
opposition to the notion to suspend, filed by express nai

pursuant to Trademark Rule 1.10 on January 3, 2003, is

2 The Boyds Col l ection, Inc. v. Herrington & Co., 1:CV 02-2221.
The conplaint alleges infringenent of petitioner’s registered
trademark, unfair conpetition under 8 43 of the Lanham Act,
dilution under 8 43(c) of the Lanham Act, and dilution and unfair
conpetition under state |law, and seeks both injunctive relief and
damages.

® Trademark Rule 2.127(a)(fifteen days allowed for response to
nmotion); Trademark Rule 2.119(c)(five additional days all owed
after service by mail); Patent and Trademark Rule 1.7(when a date
for taking action falls on a Saturday, Sunday, or holiday, action
may be taken on the next business day).
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untimely, and will not be considered.*

Nonet hel ess, we do not consider the notion conceded.

Trademark Rule 2.117 provides in pertinent part:

(a) \Whenever it shall cone to the attention of the

Trademark Trial and Appeal Board that a party or

parties to a pending case are engaged in a civil action

or anot her Board proceedi ng which nay have a bearing on
the case, proceedi ngs before the Board may be suspended
until termnation of the civil action or the other

Board proceedi ng.

(b) \Whenever there is pending before the Board both a

notion to suspend and a notion which is potentially

di spositive of the case, the potentially dispositive

notion may be deci ded before the question of suspension

is considered regardl ess of the order in which the
notions were filed.

As petitioner correctly argues, it would appear that
the civil action in question “nmay have a bearing on [this]
case,” inasmuch as it involves the sane parties and the sane
marks. Further, it is generally the Board’ s policy to
suspend when the parties are engaged in such a civil
action.®

Nonet hel ess, both the perm ssive | anguage of Trademark

Rul e 2.117(a)(“proceedi ngs ...may be suspended..”), and the

“ Even if timely, respondent’s paper woul d not be considered
because it was not acconpanied by a certificate of service as
required by Trademark Rule 2.119(a)(“Proof of ...service nust be

made before the paper will be considered by the Ofice.”).
Additionally, we note that respondent’s paper is signed “P. Craig
Cardon/EM” “[E]ach piece of correspondence filed by a
practitioner in the Patent and Trademark O fice nust bear a
signature, personally signed by such practitioner..” Patent and

Trademark Rul e 10.18(a) (enphasi s added). Signature by one person
on behal f of another is thus inappropriate.
® See generally, TBWP § 510. 02.
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explicit provisions of Trademark Rule 2.117(b) nake cl ear
t hat suspension is not the necessary result in all cases.

In the case at bar, suspension is neither necessary nor
appropriate. The Board' s discretion to consider a
di spositive notion pending at the sane tine as a notion to
suspend, codified in Trademark Rule 2.117(b), devel oped “to
prevent a party served with a potentially dispositive notion
fromescaping the notion by filing a civil action and then
novi ng to suspend before the Board has deci ded the
potentially dispositive notion. TBMP 8 510.02(a), citing
David B. Allen, TIPS FROM THE TTAB: | npact of TTAB Deci si ons
in Gvil Litigation: The Al phonse-Gaston Act, 74 Trademark
Rep. 180 (1984). In this case, there is not only a
potentially dispositive notion pending, but trial is over.
Petitioner should not be allowed to delay the outcone of
this proceeding when there would be little or nothing to
resunme upon concl usion of petitioner’s civil suit.

Accordi ngly, we exercise our discretion to consider the
notion to strike prior to the notion to suspend.

Petitioner’s Notice of Reliance

Petitioner’s notice of reliance indicates that
petitioner seeks to rely on the twel ve docunents attached,
| abel ed A-L. Exhibit Ais described as the “Declaration of
Petitioner Enployee Kelly S. Auscherman.” Exhibits B and E-

L are each identified as single pages of catal ogs, while
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Exhibits C and D each purport to be “one-page price
sheet[s].”

Argunent s

Respondent’s notion points out that petitioner’s notice
of reliance consists of a declaration of an enpl oyee of
petitioner, and el even docunentary exhibits. Respondent
states that the parties have not entered into a stipulation
to submt testinony by affidavit or declaration, see
Trademark Rule 2.123(b), and argues that the renaining
exhibits to the notice of reliance |ack proper foundation in
that they are not printed publications subject to
i ntroduction under a notice of reliance.® See Tradenark
Rule 2.122(e). Accordingly, respondent argues that
petitioner’s notice of reliance should be stricken inits

entirety.

® Respondent also argues — at sone length — that the “Evidence
Declaration” is neither a testinonial deposition nor any type of
di scovered material which may be submitted into evidence by a
notice of reliance. Petitioner does not dispute this point, and
in any event, we agree with respondent.

Respondent further argues that the exhibits to the notice of
reliance are not properly nunbered and | abel ed as required by
Trademark Rule 2.123(g)(2). However, we agree with petitioner
that if this rather insignificant problemwere the only
deficiency in petitioner’s notice of reliance, we would all ow
petitioner an opportunity to cure this defect.

Al t hough not raised by respondent, we note that a notice of
reliance on printed publications or official records under
Tradenmark Rule 2.122(e) nust “includ[e] information sufficient to
identify the source and the date of the publication” and nust
“indi cate generally the relevance of the material being offered.”
Petitioner’s notice of reliance appears deficient in both
respects.
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In response, petitioner argues that respondent’s notion
is “untinely,” because it constitutes a substantive
objection to the evidence which should be reserved until
final hearing, and that its docunentary evi dence has a
proper foundation and is in proper form Specifically,
petitioner argues that exhibits B-L to its notice of
reliance are printed publications which nay be submtted
under notice of reliance pursuant to Trademark Rul e
2.122(e).

Di scussi on

In a Board inter partes proceeding, a party has several
options for introduction of evidence into the record.
Certain docunents may be introduced under a “notice of
reliance” by filing (and serving) a copy thereof during the
party’s testinony period. Alternatively, docunents and
testinony may be introduced by having a conpetent w tness
answer appropriate questions and identify docunents during a
testinoni al deposition, held during the party’s testinony
period.” 1t is undisputed that petitioner did not conduct

any testinonial depositions.

" Wi le exhibits to pleadings are generally not considered in
evidence, if the plaintiff submts two “title and status” copies
of its pleaded registration, prepared by the USPTO, they will be
consi dered part of the evidentiary record at trial. Trademark
Rul e 2.122(d)(1). Parties may also stipulate to or adnit certain
facts. Likewi se, the parties may stipulate to the presentation
of testinony by affidavit or declaration. See Trademark Rul e
2.123(b). In this case, no evidence was attached to the petition
to cancel and the parties have not made any stipul ations
regardi ng evi dence.
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As a threshold matter, we disagree with petitioner’s
argunment that the notion to strike is “untinely” because it
rai ses substantive objections to the notice of reliance,
questions which petitioner says should be reserved for a
panel of the Board considering this matter after briefing
(and argunent, if requested). Respondent’s objections are
not substantive, but procedural in nature. In considering
respondent’s notion, it is not necessary to consider the
subst ance of the evidence offered under petitioner’s notice
of reliance. W are not concerned here wth what
petitioner’s price sheets, catal ogs or the Auscherman
Decl aration actually say, but rather w th whether such
docunents nmay properly be submtted under a notice of
reliance — whatever they nmay say. Thus construed, it is
clearly not necessary to read petitioner’s docunents in
order to rule on respondent’s notion to strike, and for
pur poses of the notion, we need | ook no further than the
notice of reliance itself. See generally, TBMP 88 533,
718.02(b).

Turning first to the Auscherman “Evi dence Decl aration,”
we note that the parties may stipulate to the entry of
testinony by affidavit. Trademark Rule 2.123(b); TBMP
8§ 713.02. However, in the absence of such a stipulation, an
affidavit or declaration is not adm ssible under a notice of

reliance. See, e.g., Sports Authority Mchigan Inc. v. PC
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Aut hority Inc., 63 USPQ2d 1782, 1801, n. 20 (TTAB 2001);
Order Sons of Italy in Arerica v. Menphis Mafia Inc., 52
UsP2d 1364, 1365 n. 3 (TTAB 1999); Hard Rock Cafe Licensing
Corp. v. Elsea, 48 USPQ2d 1400, 1403 (TTAB 1998). There is
no record of any such stipulation in this case, and the
Auscherman declaration is therefore i nadm ssible.

W turn next to Exhibits B-L to the notice of reliance.
Petitioner asserts that its catal ogs and price sheets are
“printed publications.” However, not all printed matter is
a “printed publication” within the neaning of Trademark Rul e
2.122(e). Under that rule,

[p]rinted publications, such as books and peri odical s,

avai l able to the general public in libraries or of

general circul ation anong nenbers of the public or that
segnent of the public which is relevant under an issue
in a proceeding, and official records, if the
publication or official record is conpetent evidence
and relevant to an issue, may be introduced in evidence
by filing a notice of reliance on the material being

of fered.

Trademark Rule 2.122(e).® Docunents which constitute
printed publications are essentially self-authenticating,
elimnating the usual requirenment that evidence be

aut henticated prior to admi ssion. See Hard Rock Cafe

Li censing Corp. v. Elsea, 48 USPQd 1400, 1403-05 (TTAB

1998) .

8 Note that documents subnitted under notice of reliance pursuant
to Trademark Rule 2.122(e) are generally adm ssible and probative
only for what they show on their face, and not as proof of the
matters asserted therein. See TBMP § 708 (and cases cited

t herein).
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The Board has previously held that pronotional
material, catalogs, and the |ike are not adm ssible as
printed publications, unless a foundation has been laid — by
testinony, unless otherw se stipulated — denonstrating that
the materials sought to be introduced are generally
available to the public. See, e.g., d anorene Products
Corp. v. Earl Gissner Co., 203 USPQ 1090 (TTAB 1979); TBWMP
8§ 708; 3 J. T. McCarthy, MCARTHY ON TRADEMARKS AND UNFAI R
COWETITION § 20: 125 (4'" ed. 2001). As noted, however,
petitioner has submitted no testinony, and the Auscherman
declaration is inadmssible for this or any other purpose.®

In view of the foregoing, respondent’s notion is
GRANTED. Petitioner’s notice of reliance is stricken and
will be given no further consideration in this matter.

Finally, we note that on Cctober 4, 2002, petitioner
filed a brief on the nerits of the case. However, inasnmuch
as petitioner’s only proffered evidence has been stricken,
we find it unnecessary to resunme the briefing schedule or to
consider petitioner’s brief on the nerits. Because

petitioner bears the burden of proof, it is axiomatic that

°® Even if we were to consider the Auscherman declaration, it
woul d not be sufficient to establish that the price sheets and
catal ogs at issue are printed publications. There is no

i ndication, for instance, of if or when (other than the year
which is hand-witten on sonme of the docunments) the catal ogs or
price sheets were actually circul ated or how many were nmail ed and
to whomin each rel evant year, or whether petitioner’s catal ogs
and price sheets are available to the general public in
libraries.

10
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wi t hout admi ssible evidence, it cannot prevail.!® See
Trademark Rule 2.132(a).

Returning to the question of suspension, inasnuch as
there is nothing left to try or argue in this proceeding,
petitioner’s notion to suspend is DENIED. Trademark Rul e
2.117(b).

Accordingly, the petition to cancel is DENIED with

prej udi ce.

. 000.

10 Conspi cuously missing frompetitioner’s pleadings and the
record is proof of petitioner’s ownership of either a trademark
registration or of a conmon-law mark. The grounds for
cancellation set out in the petition are |ikelihood of confusion
and fal se suggestion of a connection with petitioner’s marks.

Al t hough petitioner pleaded ownership of comon-Ilaw narks in
the petition to cancel, such matters were denied in respondent’s
answer, and are therefore subject to proof. Wthout such
evi dence, petitioner can prove neither its standing nor its
substantive clains. Even if the docunents attached to
petitioner’s notice of reliance were adm ssible (which they are
not), they would not be sufficient to establish petitioner’s
ownership and prior use of the asserted marks. The docunents are
not adnissible to prove the truth of any matters asserted therein
and, in any event, there is no clear indication of whether they
were ever circulated to the public (and if so, when) in such a
manner as to create the prior trademark rights asserted in the
petition.
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