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IN THE U‘NITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BROARD

. L -4
o3
ORO DALL’ ITALIAINC,, 2 i
: a Cancellation No. 30,113 2 ¥
Pctitioner, S
o
: FeadiNE
V. 7 : - . ‘, :
JAANAKOPRALTD, : | (e
: p=
. . . (o] L
Registrant. : 10-1 0-20%2

U.S. Patent & TMOfc/TM Mail Rcpt Dt. #76

ETTULEMENT AGREEMENT N -
- Qro Dall’ Itaﬁa Ine_ (“Qro™), having bfﬁces- ax 119 West 40" Street, Néw Yﬁrk,
New York 100) 8, and Jaana Kopra Ltd,, having offices at 1, Convent Road Sivadon Bldg., 10™
Floor 10500 Bangkok, Thailand, agre¢ to this Settlement Agreement. The petitioner and |
registrant together are refemed to as the “Parties” to this Semlement Agreement. In exchange of |
unutual consideration, the Parties give and accept the rights and responsibilities set forth in this
Settlement Agreement. |
WHEREAS, Jaana Kopra Ltd. is the owner of the U.8. Trademark Registration
No. 2,284,005 for the word matkc JAANA for jewelry;
WHEREAS Jaana Kopra Ltd, first used the mark JAANA in February, 1998 and
first used the mark IAANA in commerce in the United States on May 17, 1999;
W'HEREAS Jaana Kopl:n Ltd, has taken 4teps to protect its JAANA mark and hnsj
secured U.S. Trademark Regiswation No. 2,284,005 as shown in Attachment A hexeto,
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WHEREAS, Or0 on January 19, 1999 filed an application before the United
States Trademark, Office for r’egist:ation on the principal register of the trademark JANA
DESIGNS for jewelry and s;id application was assigned Serial Ng. 75/622,148;

WIHEREAS, in response to Oro’s January 19, 1999 application, the Trademark
Office issued an Office Action, mailing date August 31, 1999, wherein the Trademark Office
identified the then pending iﬁpﬁcaﬁon of Jaana Kopra Ltd. for the registration of the mark
JAANA, as a potentially conflicting pending application, stating that there may be a likelihood of
confusion between the marks under Trademark Action Section 2(d), 15 U.8.C. Section 1052(d)
and that if the Jaana Kopra i;td_ magk matured into registration that the Trademark Office may
refuse registration of Qro‘s"mzxk under Secﬁm 2(d)37CEF.R Secrion 2.83 and TMEP Section
1208.01; '

WHEREAS, Oro claits to have first used its mark JANA DESIGNS through 2
predecessor—in-interest since at least Deccﬁlber 4, 1990 as & tnark for jewelry made of gold and
containing diamonds, precibus and semiprecious stones, suéh as are shown in Attachment B
hereto. | |

WI-IEREAS,- Oro filed a petition on or about March 3, 2000 to cancel the

Registration No. 2,284,003 of Jaana Kopra Lid, for the mark YAANA, and said proceeding was
assigned Cancellation No. 30,113,

WHEREAS, Oro’s application Setial Ne. 75/622,148 haz been suspended pmdi:ﬁ
the disposition of Can.eellanon No. 30,113,

WHEREAS, the Parties have exchenged information and ars desirous 1o amlcabl)‘

resolve their differences;

2002060002 PHL\DEIMA 13811841
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In eonsideratién of the foregoing, and in consideration of the undertakings set
forth hereinafter, and intending to be legaily bound, the parties agree a< follows:

1. The Cancellation No. 30,113 shall be dismissed. Attached hereto as
Exhibit C ig a Stipulation of l;:iismissal of said CancelJation, which shall be signed by counsel for
the Patties and filed in the Trademark Office.

2. DBased on the information and materials which have been exchanged, and
the parties’ coexistence without significam instances of actual confusion coming to the attention
of cither, the parties are of t.l;e opivion that confusion as to the source or sponsorship of ths
goods or as to the affiliation between the partics may be avoided, granted the differences
between the parties, traditional trade chanvels and product lines. based On the representations aud
undertalcings set forth herein,

| ' 3. Jaana Kopra Ltd. and its affiliates, parents, subsidiarics, assipnees and
related entities consent 1o the registration by Oro of the mark JANA DESIGNS in the United
States Trademark Office. faana Kopra Ltd. represents and warranties that it will cooperate with |
Oro and take all rcasonableistcps to assist Oro in obtaining the registration of the mark JANA
DESIGNS in the United Sf;tes Trademark Office, including but not limited to, signing

declarations supporting Qro’s application Secial No. 75/622,148. Oro shall be regponsible for

payment of any and all costs and legal fees incurred by Jaana Kopre Lid. in connection with
cooperating with Oro in obtaining registration of the mark JANA DESIGNS,

4, Jaana Kopra Ltd. represents and warrants that it has used the mark
JAANA in the United States on jewelry designs of the style shown in Exhibit D, attached hereto.
Said designs consist of jewelry made of silver, beads and semiprecious stones and all of said

jewelry is produced by hand. Said jewelry may also include machine made sifver or metal tags

200204.0002 PHILADELIHIIA 1321(8 vl .
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which identifies the JAANA mark, No gold jeweiry bas ever been sold by Jaana Kopra Ltd,
undet the mark JAANA.

5. JaanaKopra Lid. reprosents and warrarits that it will limit and restrict the

use of its trademark JAANA fo use with jewelry made only of silver, boads and semipresiohs

- stones and all of said jewclry is to be produced by hand. Jasna Kopra Ltd. further specifically

1epresents and wanranties tha:t it will not use its mark JAANA with jewelry made of gold.

6. Oro represents and warrants that it will not use its mark JANA on jewelry
made exclusively of silver, beads, and semiprecions stones. Oro represents and warrands that it
will limit and restrict the use of its trademark JANA DESIGNS to use with jewelry made.aaly of |
gold, which may include precious and semiprecious stones, which is not produced by hand,

1, Oro a.étees never to use “JAANA" as one word or as a marl,
notwithetanding Oro’s right :to usc “JANA DESIGNS”™ as a mark.

g. Jaana Kopra L1id. agrees never to use “TAANA” with the word
“DESIGNS" as 2 phrase or mark.

9. The Parhes acknowledge that Jaana Kopra Ltd. and Oro shall be allowed
to co-¢Xist in the market, respectively using their JAANA and JANA DESIGNS trademarke,
subject to the foregoing restﬁctions; Subject to these restrictions, the Parties fitither
acknowledge that thers is no likelihood of confusion between the marks JAANA and JANA
DESIGNS under the Traclcmark Act Section 2(d), 15 U.8.C. Section 1052(d), or otherwise, and

further represent and acknﬁ_ledge that the goods for which each aforesaid mark is used are not |

substantially similar,
10.  The parties aproe that they will not interfere with the other’s business and

will use their best efforts to reaolve any instances of apparent confusion which may erise,
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11.  The parties agree that they will not challenge directly or indirectly the
other party’s right 1o maintain its US Trademarks or Registrations discussed herein and will not
contest, directly or indirectly, the right of the other party to use the marks of its marks or
registrations on or in connecﬁo'nb with any of the goods identified with the parties’ respective .
goods as set forth herein. | |

12, Not_h.ing: i this Agreement shall Limit, restrict or otherwise interfers with

each of the Partics’ right to convey, transfer, assign, otherwize dispose of or alienate (together,

referred to as “Transfer”) any tights to the aforesaid marks, provided that such Transfer shall bt |
subject to the terms and coudit:iAﬁs of this Settlement Agreement and the entity accopting the I
Transfer (the “Transferee') shgll be bound by this Settlement Agresment,

13.  This Agreement is binding on the parties, their succes<ors, assigns and
related companies. |

4. Esch of the parties hereby releases the other from any elaims ot demands
that were or would have been ;-nade in the Cancellation Proceeding and from any claims or
demands which could have beén made by the parties with respect to any commercial astivities in

the United States prior to the effective date of this Agresment.

15.  This Agreement constitutes the entire understanding of the parties with
respect to the subject marter, and there are no other commitments or agresments, express or
implied.

16. The pﬁies will cause their counsel to file in the United States patent and

Trademark Office before the Trademark Trial and Appeal Board a Stipulation of Dismissal of the
Canceliation Proceeding in the form of Attachment C within fiva (5) business days of the

complete execution of this Settlement Agreement by the parties.

200206.0001 FHILADELFTA 135118 vl
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17.  Each party acknowledges that it Las consulted respectively with attorneyg
before entering into thig Settléinent Agreement. Oro has been repfesentcd by, Levisohn, Lemer,
Berger & Langsam, 757 Thlrd Avcnuc, New York, New York 10017, (21 2) 486-7272 and Fax
(212) 486-0323. Jaana K0pfs; Ltd. has been represented by Akin, Gump, Strauss, Hauer & Feld,
L.1.P., Once Commerce Square, 2005 Markét Sﬁeet, 22" Floor, Philadelphia, Pennsylvania
19103, (215) 965-1200 and Fax (215) 965-1210., |

18. - Each pgtty represents and warranties that it is fully authorized to enter into
this Settlement Agreement. L

19, This agfcemem may be exccuted in one or more counterparts, éach of
which shall be deemed an oriéi;ml and together shall constitute one and the same instrument.

IN WITNESS HEREOF, the parties have duly executed this Agreement as of the

day and year set forth below. ‘

Dated:_F — 7 g, | JAANAKOPRA LTD.

(Print Name)
Title, ZAC & & Fe A

Dated: | ORO DALL'’ ITALIA INC.
By:
(Ptint Name)
Title:

200208.0002 PHILADELPHIA 133118 vl
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17.  Each party acknowledges that it has cogsulted respectively with attorneys
before entering into this Settlement Agreement. Oro has been represented by, Levisohn, Lerner,
Berger & Lanpsam, 757 Ihir;;Avenue, New York, New York 10017, (212) 486-7272 and Fax
(212) 486.0323, Jaana Kopra Ltd. bas been represented by Akin, Gump, Strauss, Hauer & Feld,
L.L.P.,, Onee Commerce Squ#e, 20035 Market Street, 22* Floor, Philadelphia, Pennsylvania
19103, (215) 9265-1200 and Fax (215) 965-1210,

18.  Each party répresents and warranties that it is fully authorized to enter into
this Setilement Agreement. -

19.  This agreement may be executed in one or more counterparts, cach of

which shall be deemed an original and together shall constitute one and the same instrument,

N WITNESS HEREOF, the parties have duly executed this Agreement as of the

day and year set forth below.
Daed: JAANA KOPRA LTD.
By
(Print Name)
Title:
Dated: g_/ 9*/0 / ORO DALL’ ITALIA INC,

By:.éé‘

3945 S

(Prnt Name)
Tide:  CFD

200206.0002 PHTLADELPHIA 133118 +v!
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W{TA RR contains current status, correspondence addresy and attorney of record for this
mark. Use the "Back” button of the Internet Browser to return to T, ESS)

Typed Drawing

Word Mark JAANA

Goods and IC014.US002027028050. G & S: jewelry. FIRST USE: 19980200. FIRST

Services USE IN COMMERCE: 19990517

Mark Drawing :

Code () TYPED pRAWING

Serial Number 75416756

Filing Date January 12, 1998

Filed ITU FILED AS ITU

Published for A

Opposition December 8 1998

Registration

Number 22840(_)5

Registration Date October 5, 1999 ,

Owner (REGISTRANT) Jaana Kopra Ltd. CORPORATION THAILAND 1, Convent
Road Sivadop Bldg., 10th Flaor 10500 Bangkok THAILAND

Attorney of ,

Record JAYK MEADWAY

Type of Mark TRADEMARK

Register PRINCIPAL

Live/Dead

Indicator LIVE

PTG Home JTrowemark Jress Home | Newuses | Struciunze FREC FarRamal uimw ier

http://tess. uspto. gov/bin/showﬁcld?.f=doc&state=tu14tb.2 1 08/13/2001
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ORO DALL’ ITALIA INC,, _
Cancellation No. 30,113

Petitioner,
V.
JAANA KXOPRA LTD,,.
Registrant.

'STIPULATION OF DISMISSAL

Oro Dall’It_aliafInc., Pet_itionef, having offices at 119 West 40" Street, New York,
- New York 10018, and Jaana Kbpra Ltd., Registrant, having offices at 1, Convent Road Sivadon
1dg., 10® Floor 10500 Bangkok, Thailand, by their undersigned attorneys stipulate and ég_ree

that, pur.suant to Rule 41(a)(1j of the Federal Rules of Civil Procedure the above captio'ﬁed

Cancellation No. 30, 113 is dismissed. Each parfy is to bear its own costs and attorney’s fees in

this action.

LEVISOHN, LERNER, BERGER, LANGSAM  AKIN, GUMP, STRAIJSS, HAUER &

FELD, L.L.P, ,
By: ZWW%( By: ZW\A ,A,VLJ/\

Marilyn Néiman (MN 6194) . ElkeF. Suber (ES 7702)

757 Third Avenue One Commerce Square

New York, New York 10017 ‘ 2005 Market Street, 22°* Floor
(212) 486-7272 ‘

Philadelphia, PA 19103
(215) 965-1200

Attorneys for Petitioner

. Attorneys for Registrant
Oro Dall’Italia Inc. . ' Jaana Kopra Ltd.
Dated: | 0! | ! 0’/ : | Dated: ?/2@ v
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