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IN THE UNITED STATES  PATENT AND TRADEMARK  OFFICE 
BEFORE THE TRADEMARK  TRIAL AND APPEAL BOARD  

 
In the Matter of Trademark Application Serial No. 86573239 
Filed: March 23, 2015 
Mark: ALPHA-FLEX 
Published in the Official Gazette: August 16, 2016 
 
 

Omega Flex, Inc.,   
  

Opposer,  
  
v.     Opposition No: _____________ 
  
Dong-A Flexible Metal Tubes Co., Ltd.,  

  
Applicant.  

  
 

NOTICE OF OPPOSITION 1 
 

In the matter of United States Trademark Application Serial No. 86573239 

(“Application”), filed March 23, 2015, for registration of the mark ALPHA-FLEX (Stylized) 

(“ALPHA-FLEX Mark”), by Dong-A Flexible Metal Tubes Co., Ltd., (“Applicant”), covering 

goods and services in International Class 6, published for opposition in the United States Patent 

and Trademark Office’s Official Gazette on August 16, 2016, Opposer Omega Flex, Inc. 

(“Opposer” or “OmegaFlex”) believes it will be damaged by such registration, and hereby 

opposes the registration of the Application. 

The grounds for the opposition are as follows: 

 

 

                                                 
1  On July 14, 2016, Omega Flex, Inc. filed a lawsuit against Dong-A Flexible Metal Tubes Co., Ltd. alleging 
trademark infringement and related claims based on the use in commerce of the mark ALPHA-FLEX (Stylized).  
See attached Exhibit A, showing a true and correct copy of a printout from the U.S. District Court’s PACER 
database of the Complaint filed in the U.S. District Court for the District of Connecticut, Case No. 3:16-cv-01190-
SRU. 
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A. Opposer Omega Flex, Inc. 

1.  OmegaFlex is a corporation organized and existing under the laws of the State of 

Pennsylvania, with a principal place of business located at 451 Creamery Way, Exton, 

Pennsylvania 19341. 

2.        OmegaFlex is a well-known company within the corrugated stainless steel tubing 

(“CSST”) industry.  CSST is used, for example, in fuel gas applications and the flexible metal 

piping industry.  OmegaFlex manufactures, promotes, sells, and/or distributes a variety of 

products under its well-known OMEGAFLEX house brand, including systems and components 

for both industrial applications and for residential flexible gas piping uses.  

3.         OmegaFlex is an extremely innovative company, with approximately 281 patents 

worldwide covering various aspects of its CSST system.  

4.         OmegaFlex also possesses a trade secret process for the manufacture of its CSST, 

which renders its CSST superior in quality and performance to that of its competitors.  

5.         Since 1997, OmegaFlex has become the leading manufacturer of flexible metal 

hose in the United States, including, but not limited to, as a result of its superior products and 

services, with annual sales of OMEGAFLEX-branded products and services exceeding Fifty 

Million Dollars ($50,000,000). 

6.  Opposer owns both common law and federally-registered rights to its well-known 

trademarks OMEGAFLEX and OMEGAFLEX (Stylized) and Design (collectively, 

“OMEGAFLEX Marks”)  used on and in connection with a variety of goods and services, 

including flexible metal hose products, systems, and services (“Opposer’s Goods and Services”).  

Opposer began using the OMEGAFLEX Marks in United States commerce since at least as early 

as September 1991. 
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7.  Opposer owns United States Trademark Registration No. 2101072 for the mark 

OMEGAFLEX, filed on June 3, 1996, and registered on September 30, 1997, covering “flexible 

metal hose and braided flexible metal hose for use with flammable and/or corrosive fluids” in 

Class 6, with a date of first use in commerce of September 1991.  See attached Exhibit B, 

showing a true and correct copy of a printout from the USPTO’s Trademark Status and 

Document Retrieval (“TSDR”) database. 

8.    Opposer owns United States Trademark Registration No. 2227971 for the mark 

OMEGAFLEX (Stylized) and Design, filed on December 3, 1997, and registered on March 2, 

1999, for “ flexible metal hose and braided flexible metal hose for use with flammable and/or 

corrosive fluids” in Class 6, with a date of first use in commerce of September 1991.  See 

attached Exhibit C, showing a true and correct copy of a printout from the USPTO’s TSDR 

database.   

9.  Opposer’s registrations for the OMEGAFLEX marks are now incontestable 

pursuant to Section 15 of the Trademark Act.   

10.  The OMEGAFLEX Marks are prominently featured in Opposer’s advertising, 

marketing, and promotional materials for the Opposer’s Goods and Services, and in connection 

with the Opposer’s Goods and Services that are offered for purchase throughout the United 

States and on Opposer’s website located at http://www.omegaflex.com/index.html. 

11.  As a result of Opposer’s substantially exclusive and continuous use of the 

OMEGAFLEX Marks in connection with Opposer’s Goods and Services, and having expended 

considerable effort and expense in promoting Opposer’s Goods and Services associated with the 

OMEGAFLEX Marks, the OMEGAFLEX Marks and the goods and services bearing the 

OMEGAFLEX Marks have come to be recognized and associated with Opposer and the 

http://www.omegaflex.com/index.html
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OMEGAFLEX Marks have developed substantial goodwill and a positive reputation among the 

industry, the trade, the media, and consumers.  The OMEGAFLEX Marks have become one of 

Opposer’s most valuable assets. 

12.         The OMEGAFLEX Marks distinguish Opposer’s Goods and Services from 

those of its competitors.  As a result, relevant consumers readily recognize, associate, identify, 

and distinguish the OMEGAFLEX Marks and Opposer’s Goods and Services from those of 

others. 

13.   Opposer, the OMEGAFLEX Marks, and Opposer’s Good and Services are 

recognized throughout the world and in the United States by consumers as a leader in the CSST 

and flexible metal piping industries. 

14.   Opposer, the OMEGAFLEX Marks, and Opposer’s Good and Services have been 

the subject of widespread attention from the media and the public, and have been frequently 

featured in third-party news articles and in other media. 

B. Applicant Dong-A Flexible Metal Tubes Co., Ltd. 

15.  On information and belief, Applicant Dong-A Flexible Metal Tubes Co., Ltd. is a 

corporation organized and existing under the laws of South Korea, with a principal place of 

business located 4F Kowon Building, 28, Baumoe-ro 35 gil, Seocho-gu, Seoul, South Korea, 

137-888. 

16.   Dong-A Flexible Metal Tubes Co., Ltd. has no relationship with Opposer. 

17.       Upon information and belief, Applicant had actual or constructive knowledge of 

Opposer’s prior rights in and registrations of the OMEGAFLEX Marks when it filed the 

Application. 
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18.     On or about March 23, 2015, Applicant filed the Application (Serial No. 

86573239). 

19.   As currently published, the Application covers “Flexible metal hose and braided 

flexible metal hose for liquid or gas transmission; corrugated stainless steel tube; corrugated 

stainless steel tube connectors; flexible metal joint for connecting pipes, or pipes to appliances 

and absorbing vibration and position changes of pipes; metal expansion joint for connecting 

pipes, or pipes to appliances and absorbing changes of its length and position; metal supports for 

corrugated tube; metal plate for protecting corrugated tube from impacts; fitting system 

comprised of metal pipe adapter, metal pipe socket, metal tee socket, metal elbow, metal reducer, 

and metal manifold for corrugated tube” in International Class 6. 

20.  The Application was filed as a use based application under Section 1(a) of the 

Lanham Act, 15 U.S.C. § 1051(a), and claims a first use in commerce date of March 26, 2012. 

21.   The Application was filed without Opposer’s authorization, consent, or prior 

knowledge. 

22.  The OMEGAFLEX Marks, including Opposer’s common law rights, predate the 

Application and any claimed rights in the Application.  Opposer therefore has rights that are 

senior to any rights that may be claimed by Applicant. 

C. Opposer’s Claims Against the Application 

COUNT I  
LIKELIHOOD OF CONFUSION  

 
23.  Opposer incorporates paragraphs 1 – 22 by reference and realleges the same as if 

originally set forth herein. 

24.  There is a likelihood of confusion between the OMEGAFLEX Marks and the 

Opposer’s Goods and Services offered under the OMEGAFLEX Marks, and Applicant’s 
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ALPHA-FLEX Mark and the goods and services Applicant offers under the ALPHA-FLEX 

Mark. 

25.  In particular, the ALPHA-FLEX Mark is confusingly similar to the 

OMEGAFLEX Marks.  The elements “ALPHA” and “OMEGA” are both Greek letters and are 

frequently used in connection with each other in a variety of contexts, including many 

commercial contexts and industries.  When combined with the element “FLEX,” the marks are 

connotatively similar creating the same commercial impression and meaning. 

26.  Further, Applicant is using the ALPHA-FLEX Mark in connection with goods 

and services that are identical and/or similar to Opposer’s Goods and Services offered in 

connection with the OMEGAFLEX Marks, targeted to the same class of consumers as Opposer’s 

Goods and Services, move within the same channels of trade as Opposer’s Goods and Services, 

and/or are likely to be associated by consumers with Opposer. 

27.   As a result, any minor differences between the marks do not avoid a likelihood of 

confusion.  

28.  Given the filing date of the Application, Applicant was clearly exposed to and 

aware of the Opposer and the OMEGAFLEX Marks before filing the Application.  Applicant’s 

selection of a mark that is confusingly similar to the OMEGAFLEX Marks was no coincidence, 

and was intended to trade off of the substantial reputation and goodwill of the OMEGAFLEX 

Marks. 

29.  As a result of the similarity between the ALPHA-FLEX Mark and the 

OMEGAFLEX Marks and the respective goods and services, registration of the ALPHA-FLEX 

Mark would be likely to cause confusion, mistake, and/or deception of purchasers as to the 
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source of the parties’ respective goods and services, and, therefore, registration of the ALPHA-

FLEX Mark should be refused. 

30.  As a result of the similarity between the ALPHA-FLEX Mark and the 

OMEGAFLEX Marks, registration of the ALPHA-FLEX Mark would be likely to cause 

confusion, mistake, and/or deception as to (a) the affiliation, connection, or association between 

Opposer and Applicant, and/or (b) the origin, sponsorship, or approval of Applicant’s goods and 

services by Opposer, and, therefore, registration of the ALPHA-FLEX Mark should be refused. 

31.      By reason of the foregoing, Opposer is likely to be harmed by registration of 

Application Serial No. 86573239 for ALPHA-FLEX. 

WHEREFORE, Opposer Omega Flex, Inc. respectfully requests that the Trademark Trial 

and Appeal Board sustain this opposition and refuse registration for United States Trademark 

Application Serial No. 86573239. 

 
Respectfully submitted, 
 
Omega Flex, Inc. 

 
Dated:  September 15, 2016  By: /Thomas J. Mango/   

Steven M. Coyle, Esq. 
Thomas J. Mango, Esq. 
Cantor Colburn LLP   
20 Church Street, 22nd Floor  
Hartford, CT  06103-3207  
Phone:  860-286-2929  
Fax:  860-286-0115 
scoyle@cantorcolburn.com 
tmango@cantorcolburn.com 
 
Attorneys for Opposer Omega Flex, Inc. 
 
 

 
 
 
 
 
 

mailto:scoyle@cantorcolburn.com
mailto:tmango@cantorcolburn.com
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CERTIFICATE OF SERVICE  
 

I, Thomas J. Mango, Esq., counsel to Omega Flex, Inc. in the above-captioned 
proceeding, hereby certify that, on the 15th day of September 2016, I served a copy of the 
foregoing Notice of Opposition, by first class mail, postage prepaid, upon the following 
individual, identified in the Application as the attorney of record and correspondent: 
 
Robert J. Kenney, Esq. 
Birch Stewart Kolasch & Birch, LLP  
P.O. Box 747 
Falls Church, VA 22040  
  
 
      /Thomas J. Mango/   
      Thomas J. Mango 



EXHIBIT A  

PART 1 



 

 

UNITED STATES DISTRICT COURT 
DISTRICT OF CONNECTICUT 

 
 
OMEGA FLEX, INC. 
 
  Plaintiff, 
 
v. 
 
DONG-A FLEXIBLE METAL TUBES 
CO., LTD., 
  
  Defendant. 
  

 
 
 
Civil Action No.  
 
 
JURY TRIAL DEMANDED 
 
 
 

 
COMPLAINT 

 
 Plaintiff, Omega Flex, Inc. (“OmegaFlex”) does hereby, through its attorneys, allege as 

follows: 

THE PARTIES 

1. Plaintiff OmegaFlex is a corporation organized and existing under the laws of the 

Commonwealth of Pennsylvania, having a principal place of business at 213 Court Street, 

Middletown, Connecticut 06457. 

2. Upon information and belief, Defendant Dong-A Flexible Metal Tubes Co., Ltd., 

(“Dong-A-Flex”), is a South Korean company, having a principal place of business at 4F Kowon 

Building, 28, Baumoe-ro 35 gil, Seocho-gu, Seoul 137-888.  

 JURISDICTION AND VENUE 

3. This is a civil action for trademark infringement and unfair competition under 

Sections 32 and 43 of the Lanham Act, 15 U.S.C. §§ 1114 and 1125, trademark infringement 

under Connecticut common law, for unfair and deceptive trade practices in violation of the 

Connecticut Unfair Trade Practices Act (Conn. Gen. Stat. §§ 42-110(a) et seq.), and for 

Case 3:16-cv-01190   Document 1   Filed 07/14/16   Page 1 of 16
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declaratory relief pursuant to 28 U.S.C. §§ 2201 and 2202 that Trademark Application Serial No. 

86573239 for Alpha-FLEX is incapable of registration..  Jurisdiction is conferred upon this Court 

pursuant to 15 U.S.C. §§1119, 1121 and 28 U.S.C. §§ 1331, 1332, and 1338. 

4. This Court has personal jurisdiction over Dong-A-Flex because, upon information 

and belief, Dong-A-Flex directly, or indirectly through its agents, does business and/or solicits 

business in this judicial district and has committed acts within this judicial district giving rise to 

this action.  Dong-A-Flex is subject to the personal jurisdiction of this Court and is amenable to 

service of process pursuant to the Connecticut long-arm statute, Conn. Gen. Stat. § 33-929(f), 

and Fed. R. Civ. P. 4(e).  Requiring Dong-A-Flex to respond to this action will not violate due 

process. 

5. OmegaFlex does business and has a principal place of business in this judicial 

district.  Upon information and belief, Dong-A-Flex directly, or indirectly through its agents, 

does business and/or solicits business in this judicial district and has committed acts within this 

district giving rise to this action.  Venue is proper in this judicial district pursuant to 28 U.S.C. §§ 

1391(b) and (c). 

FACTUAL BACKGROUND 

6. OmegaFlex is a well-known company within the corrugated stainless steel tubing 

(“CSST”) industry.  CSST is used, for example, in fuel gas applications and the flexible metal 

piping industry.  OmegaFlex manufactures, promotes, sells, and/or distributes a variety of 

products under its well-known OMEGAFLEX house brand, including systems and components 

for both industrial applications and for residential flexible gas piping uses.  

7. OmegaFlex is the owner of U.S. Trademark Registration No. 2227971 for the 

stylized mark OMEGAFLEX, registered on March 2, 1999, for “flexible metal hose and braided 

Case 3:16-cv-01190   Document 1   Filed 07/14/16   Page 2 of 16
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flexible metal hose for use with flammable and/or corrosive fluids.”  See Exhibit A.  OmegaFlex 

also owns U.S. Trademark Registration No. 2101072 for the word mark OMEGAFLEX, 

registered on September 30, 1997, for “flexible metal hose and braided flexible metal hose for 

use with flammable and/or corrosive fluids” (hereafter collectively referred to as the “OmegaFlex 

Trademarks” or the “Trademarks”).  See Exhibit B. 

8. OmegaFlex uses its Trademarks in connection with the manufacture, promotion, 

sale, and/or distribution of its CSST and/or flexible metal hose products throughout the United 

States and the world.  

9. OmegaFlex has used its Trademarks in connection with industrial metal hose 

since 1980.  OmegaFlex has used its Trademarks in connection with CSST and flexible gas 

piping products, systems, and services since 1997. 

10. OmegaFlex is an extremely innovative company, with approximately 281 patents 

worldwide covering various aspects of its CSST system. 

11. OmegaFlex also possesses a trade secret process for the manufacture of its CSST, 

which renders its CSST superior in quality and performance to that of its competitors.  See 

Exhibit C. 

12. Since 1997, OmegaFlex has become the leading manufacturer of flexible metal 

hose in the United States, including, but not limited to, as a result of its superior products and 

services, with annual sales of OMEGAFLEX-branded products and services exceeding 

50,000,00. 

13. By virtue of their substantial use and promotion in the United States, the 

OmegaFlex Trademarks have become extremely well known and have acquired great value as 

Case 3:16-cv-01190   Document 1   Filed 07/14/16   Page 3 of 16
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identifiers of OMEGAFLEX products and services.  Such marks distinguish OmegaFlex’s 

products and services from those of its competitors. 

14. As a result of OmegaFlex’s extensive advertising and sales of flexible metal hose 

products and systems in the United States bearing the well-known OmegaFlex Trademarks, 

relevant consumers readily recognize, identify and distinguish OmegaFlex’s products, systems, 

and services from those of others. 

15. OmegaFlex’s Trademarks for flexible metal hose products, systems, and services 

are extremely valuable symbols of OmegaFlex, its quality products and services, and of the 

substantial consumer goodwill that OmegaFlex has earned over many years.  

DONG-A-FLEX’S ACTIVITIES 

16. Upon information and belief, Dong-A-Flex manufactures and sells CSST for a 

variety of uses, including industrial and residential gas plumbing systems, for the retail and 

wholesale industries in the United States and throughout the world.  

17. Upon information and belief, Dong-A-Flex is manufacturing, promoting, selling, 

and/or distributing a flexible gas piping system under the mark “Alpha-FLEX.”  The Alpha-

FLEX flexible gas piping system includes CSST, fittings, and accessories, which are largely the 

same and/or are substantially similar in overall appearance and function as the flexible gas piping 

systems and components offered by OmegaFlex.  

18. On or about March 23, 2015, Dong-A-Flex filed a used-based application, 

Trademark Application Serial No. 86573239, with the United States Patent and Trademark 

Office (“PTO”) to register the mark Alpha-FLEX for “Flexible metal hose and braided flexible 

metal hose for liquid or gas transmission; corrugated stainless steel tube; corrugated stainless 

steel tube connectors; flexible metal joint for connecting pipes, or pipes to appliances and 

Case 3:16-cv-01190   Document 1   Filed 07/14/16   Page 4 of 16
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absorbing vibration and position changes of pipes; metal expansion joint for connecting pipes, or 

pipes to appliances and absorbing changes of its length and position; metal supports for 

corrugated tube; metal plate for protecting corrugated tube from impacts; fitting system 

comprised of pipe adapter, pipe socket, tee socket, elbow, reducer, and manifold for corrugated 

tube” (“the Alpha-FLEX Application”)  See Exhibit D. 

19. In its Alpha-FLEX Application, Dong-A-Flex has claimed a first use of the 

Alpha-Flex mark in commerce of March 26, 2012.  See id. 

20. Upon information and belief, Dong-A-Flex is currently soliciting and marketing to 

distributors in this judicial district and elsewhere the United States to sell its Alpha-FLEX CSST 

products, and has been marketing and/or promoting Dong-A-Flex’s Alpha-FLEX CSST product 

to U.S. plumbing distributors, including to some who are OmegaFlex’s customers.  See Exhibit 

E. 

21. Upon information and belief, the Alpha-FLEX flexible gas piping system of 

Dong-A-Flex is sold in the same channels of trade as the OmegaFlex flexible gas piping products, 

systems and services. 

22. Dong-A-Flex’s use of the Alpha-FLEX mark in connection with flexible metal 

hose products is likely to create confusion and mistake and to deceive consumers into the 

incorrect belief that Alpha-FLEX products are genuine products sold, sponsored by, affiliated with 

and/or approved by OmegaFlex.   

23. Upon information and belief, Dong-A-Flex chose to use the Alpha-FLEX mark in 

connection with its CSST products with the intent to cause the aforementioned consumer 

confusion and/or to otherwise capitalize on OmegaFlex’ reputation and goodwill in the 

OmegaFlex Trademarks.   

Case 3:16-cv-01190   Document 1   Filed 07/14/16   Page 5 of 16
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24. The terms “Alpha” and “Omega” are both Greek letters, are both being used with 

the element “FLEX,” are connotatively similar, and are frequently used in connection with each 

other in a variety of contexts, including many commercial contexts and industries.   

25. Dong-A-Flex’s decision to apply to register Alpha-FLEX and to utilize Alpha-

FLEX in connection with products, systems, and services that are essentially identical to those 

offered by OmegaFlex was made with the intent to create a mistaken association in the mind of 

consumers between the Alpha-FLEX and OmegaFlex flexible gas piping products, systems, and 

services and to trade off of the substantial goodwill that OmegaFlex has built in its Trademarks 

over many years of promotion and use. 

26. Dong-A-Flex’s application to register Alpha-FLEX and its use of the Alpha-

FLEX mark in this context is a knowing and willful attempt to trade on the goodwill established 

in OmegaFlex quality products and well known Trademarks. 

27. The flexible gas piping products, systems, and services as sold by Dong-A-Flex 

under the Alpha-FLEX mark, while substantially similar to those of OmegaFlex in general 

appearance and function, are of inferior quality to the innovative, exceptional, and highly rated 

goods and services offered under the OmegaFlex Trademarks.  

28. Dong-A-Flex, by the acts complained of herein, has infringed and continues to 

infringe the OmegaFlex Trademarks, has unfairly competed and continues to unfairly compete 

with OmegaFlex in the marketplace, and otherwise has improperly used and continues to 

improperly use the reputation and goodwill of OmegaFlex to promote its own good and services, 

which are not connected with and/or approved by OmegaFlex. 

29. As a result of Dong-A-Flex’s acts set forth herein, the relevant consuming public 

and trade will likely be confused as to the source and origin of the goods sold in connection with 

Case 3:16-cv-01190   Document 1   Filed 07/14/16   Page 6 of 16
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the Alpha-FLEX mark, mistakenly associating those goods, systems, and services with those of 

OmegaFlex. 

THE VALENCIA LAWSUIT 

30. On information and belief, Dong-A-Flex had actual or constructive knowledge of 

OmegaFlex’s prior rights in and registrations of the OmegaFlex Trademarks before Dong-A-Flex 

adopted the Alpha-FLEX mark, and/or before Dong-A-Flex solicited U.S. distributors to sell 

Alpha-FLEX branded CSST, and/or before Dong-A-Flex applied to register the Alpha-FLEX 

mark.  

31. In or around 2012, OmegaFlex learned that Valencia Pipe Company of California 

(Valencia) was marketing and selling and/or planned to market and sell CSST products and 

services under the Alpha-FLEX mark. 

32. The CSST that Valencia sold and/or planned to sell under the Alpha-FLEX mark 

was manufactured for it by Dong-A-Flex. 

33. In or around 2012, OmegaFlex also learned that on October 26, 2011, Valencia 

filed U.S. Trademark Application Serial No. 85456176 for the mark ALPHAFLEX covering 

“Flexible metal hose and braided flexible metal hose for gas transmission and for use with 

flammable and/or corrosive fluids.”  The application was filed on an intent-to-use basis and was 

published for opposition on April 3, 2012.  On August 1, 2012, OmegaFlex filed a Notice of 

Opposition with the U.S. Patent and Trademark Office asserting that it would be damaged by 

Valencia’s registration of the ALPHAFLEX mark.   

34. OmegaFlex sent a cease and desist letter to Valencia, asserting that Valencia’s use 

of the Alpha-FLEX mark infringed and/or would infringe the OmegaFlex Trademarks and 

demanded that Valencia abandon its U.S. Trademark Application for the mark ALPHAFLEX. 

Case 3:16-cv-01190   Document 1   Filed 07/14/16   Page 7 of 16
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35. Valencia thereafter filed a lawsuit in the United States District Court for the 

Central District of California seeking a declaratory judgment that its use of Alpha-FLEX would 

not infringe upon the OmegaFlex Trademarks.  See Valencia Pipe Company v OmegaFlex, Inc., 

United States District Court for the Central District of CA, Civil Action No. 2:12-cv-02240-

DMG-AGR (“the Valencia Lawsuit”).  See Exhibit F. 

36. OmegaFlex answered and counterclaimed.  OmegaFlex alleged that Valencia’s 

use of Alpha-FLEX in connection with CSST manufactured by Dong-A-Flex would infringe 

OmegaFlex Trademarks, would dilute the OmegaFlex Trademarks, and constituted unfair 

competition under applicable federal and state law.  See Exhibit G. 

37. The Valencia Lawsuit subsequently settled under confidential terms.    

38. It is a matter of public record that no later than six months after the settlement, 

Valencia stopped selling CSST or related products bearing the Alpha-FLEX mark. 

39. It is further a matter of public record that following the settlement, Valencia 

abandoned its U.S. Trademark Application Serial No. 85456176 for ALPHAFLEX with prejudice. 

See Exhibit H.  

40. Upon information and belief, by virtue of its role as the manufacturer of 

Valencia’s Alpha-FLEX CSST, Dong-A-Flex was aware of the settlement of the Valencia 

Lawsuit, including the terms thereof. 

41. Upon information and belief, Dong-A-Flex knowingly acted in contravention of 

Valencia’s agreement with OmegaFlex by filing the Alpha-FLEX application with the PTO and 

using the Alpha-FLEX Mark.  

Case 3:16-cv-01190   Document 1   Filed 07/14/16   Page 8 of 16
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42. Dong-A-Flex’s unlawful and improper acts discussed above have caused 

OmegaFlex to sustain monetary damage, loss, and injury in an amount to be determined at trial, as 

well as damage and injury to its reputation and goodwill. 

43. The aforesaid acts of Dong-A-Flex have caused and, unless restrained and 

enjoined by this Court will continue to cause, irreparable damage, loss, and injury to OmegaFlex 

for which OmegaFlex has no adequate remedy at law. 

COUNT I 
TRADEMARK INFRINGEMENT  

UNDER § 32 OF THE LANHAM ACT, 15 U.S.C § 1114(1) 
 

44. OmegaFlex repeats and realleges paragraphs 1 - 43, above, as though fully set forth 

herein.  

45. OmegaFlex owns federal registrations for the OmegaFlex Trademarks for 

“flexible metal house and braided flexible metal hose for use with flammable and/or corrosive 

fluids.” 

46. Upon information and belief, at the time of committing certain acts alleged herein, 

including filing its federal application for ALPHAFLEX and using the Alpha-FLEX marks in 

commerce, Dong-A-Flex had actual or constructive knowledge of OmegaFlex’s ownership, prior 

use and registration of the OmegaFlex Trademarks for flexible gas piping products, systems, and 

services. 

47.  Dong-A-Flex’s unlawful, improper and unauthorized actions, as set forth above, 

are likely to cause confusion, mistake or deception as to the source, origin or sponsorship of 

Dong-A-Flex’s products, systems, and/or services and to falsely mislead consumers into 

believing that Dong-A-Flex’s products, systems and/or services originate from, are affiliated or 

connected with, and/or are approved by OmegaFlex. 
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48. Accordingly, Dong-A-Flex’s activities constitute an infringement of the 

OmegaFlex Trademarks in violation of § 32 of the Lanham Act, 15 U.S.C. § 1114(1).  

49. Dong-A-Flex’s acts of infringement have caused OmegaFlex to sustain monetary 

damage, loss, and injury in an amount to be determined at trial, as well as damage and injury to 

its reputation and goodwill. 

50. Dong-A-Flex has wrongfully obtained and/or will wrongfully obtain profits as a 

result of its use of the Alpha-FLEX mark, which should be restored to OmegaFlex. 

51. Dong-A-Flex has engaged and continues to engage in these alleged activities 

willfully, so as to justify the assessment of treble damages under 15 U.S.C. § 1117.  

52. Dong-A-Flex’s acts of infringement, unless enjoined by this Court, will continue 

to cause OmegaFlex to sustain irreparable damage, loss, and injury for which OmegaFlex has no 

adequate remedy at law.  

COUNT II 
FALSE DESIGNATION OF ORIGIN AND UNFAIR COMPETITION  

UNDER § 43(a)(1)(A) OF THE LANHAM ACT, 15 U.S.C. § 1125(a)(1)(A) 
 

53. OmegaFlex repeats and realleges paragraphs 1 - 52, above, as though fully set forth 

herein.  

54. OmegaFlex has used it Trademarks in commerce since 1997 for CSST and 

flexible gas piping products, systems, and services, and since 1980 in connection with industrial 

piping products.  

55. Upon information and belief, at the time of committing the acts alleged herein, 

Dong-A-Flex had actual or constructive knowledge of OmegaFlex’s ownership and prior use of 

the OmegaFlex Trademarks for CSST and flexible gas piping products, systems, and services.  

56. Dong-A-Flex has created and will create a false designation of origin under § 
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43(a)(1)(A) of the Lanham Act, 15 U.S.C. § 1125(a)(1)(A) by using in commerce, without the 

permission of or license from OmegaFlex, the ALPHAFLEX and Alpha-FLEX marks in 

association with flexible gas piping products, systems, and services.   

57. These acts on the part of Dong-A-Flex are likely to cause confusion, mistake or 

deception as to the source, origin or sponsorship of Dong-A-Flex’s goods, systems and/or 

services and to falsely mislead consumers into believing that Dong-A-Flex’s goods, systems 

and/or services originate from, are affiliated or connected with, and/or are approved by 

OmegaFlex. 

58. Dong-A-Flex’s acts of false designation of origin and unfair competition have 

caused OmegaFlex to sustain monetary damage, loss, and injury in an amount to be determined 

at trial, as well as damage and injury to its reputation and goodwill. 

59. Dong-A-Flex has wrongfully obtained profits as a result of its use of the Alpha-

FLEX mark, which should be restored to OmegaFlex. 

60. Dong-A-Flex has engaged and continues to engage in these activities willfully, so 

as to justify the assessment of treble damages under 15 U.S.C. § 1117.  

61. Dong-A-Flex’s acts of infringement, unless enjoined by this Court, will continue 

to cause OmegaFlex to sustain irreparable damage, loss, and injury for which OmegaFlex has no 

adequate remedy at law.  

COUNT III 
CONNECTICUT COMMON LAW TRADEMARK INFRINGEMENT 

 
62. OmegaFlex repeats and realleges paragraphs 1 - 61, above, as though fully set forth 

herein.  

63. This is an action for common law trademark infringement arising under common 

law of the state of Connecticut. 

Case 3:16-cv-01190   Document 1   Filed 07/14/16   Page 11 of 16



12 

64. By virtue of the aforesaid acts, Dong-A-Flex has attempted to and has created 

confusion as to the source of its products and services.  

65. Such acts have the natural and probable tendency to deceive the public so as to 

essentially pass off Dong-A-Flex’s products as those of OmegaFlex’s Goods. 

66. As a result of Dong-A-Flex’s aforesaid acts, ordinary buyers making purchases 

under ordinary conditions have and will be confused and deceived. 

COUNT IV 
UNFAIR COMPETITION – CONNECTICUT UNFAIR TRADE PRACTICES AC T 

 
67. OmegaFlex repeats and realleges paragraphs 1 - 66, above, as though fully set forth 

herein.  

68. This is a claim for unfair and deceptive trade practices under the Connecticut 

Unfair and Deceptive Trade Practices Act (“CUTPA”), Conn. Gen. Stat. § 42-110(a), et seq. 

69. The actions of Dong-A-Flex described herein constitute unfair and deceptive acts 

or practices, which have deceived and will continue to deceive OmegaFlex’s customers and 

potential customers and which have injured and will continue to injure the goodwill, reputation, 

and business of OmegaFlex. 

70. The actions of Dong-A-Flex described herein are in and affecting commerce and 

are unfair and/or deceptive acts or practices in violation of CUTPA. 

71. As a direct and proximate result of Dong-A-Flex’s unfair and deceptive conduct, 

OmegaFlex has suffered and will continue to suffer damages in an amount to be determined at 

trial. 

72. Further, by its actions, Dong-A-Flex has irreparably injured OmegaFlex, and such 

irreparable injury will continue unless this Court enjoins Dong-A-Flex. 
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COUNT V 
DECLARATORY JUDGMENT THAT TRADEMARK APPLICATION 

NO. 86573239 IS INCAPABLE OF REGISTRATION UNDER 28 U.S.C. § 2201 
 

73. OmegaFlex repeats and realleges paragraphs 1 - 72, above, as though fully set forth 

herein.  

74. As described above, Dong-A-Flex’s U.S. Trademark Application Serial No. 

86573239 for Alpha-FLEX to identify “Flexible metal hose and braided flexible metal hose for 

liquid or gas transmission; corrugated stainless steel tube; corrugated stainless steel tube 

connectors; flexible metal joint for connecting pipes, or pipes to appliances and absorbing 

vibration and position changes of pipes; metal expansion joint for connecting pipes, or pipes to 

appliances and absorbing changes of its length and position; metal supports for corrugated tube; 

metal plate for protecting corrugated tube from impacts; fitting system comprised of pipe adapter, 

pipe socket, tee socket, elbow, reducer, and manifold for corrugated tube”  in International Class 

6, is incapable of registration because, inter alia, when used on or in connection with the goods 

listed in the application, it is likely to cause consumer confusion, mistake or deception with 

respect to the OmegaFlex Trademarks, and/or dilute by blurring and tarnishing, the distinctive 

OmegaFlex Trademarks. 

75. For these reasons, as alleged in detail herein, OmegaFlex believes that it would be 

damaged by the registration of Alpha-FLEX by the PTO. 

76. Accordingly, Dong-A-Flex’s U.S. Trademark Application Serial No. 86573239 

for Alpha-FLEX should be denied federal registration pursuant to 15 U.S.C. § 1063. 

PRAYER FOR RELIEF 

 WHEREFORE, OmegaFlex respectfully asks this Court to enter judgment against Dong-A-

Flex, and against respective subsidiaries, successors, parents, affiliates, officers, directors, agents, 
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servants and employees, and all persons in active concert or participation with Dong-A-Flex, as 

follows: 

A. Declare that the federally registered OmegaFlex Trademarks are infringed by 

Dong-A-Flex’s federal application for ALPHAFLEX and/or by its use of the 

Alpha-FLEX mark in commerce in violation of the Lanham Act, 15 U.S.C. § 1114 

and/or Connecticut common law, and further declare that such infringement is 

willful; 

B. Declare that Dong-A-Flex’s U.S. application for ALPHAFLEX and its 

unauthorized use in commerce of Alpha-FLEX in association with flexible gas 

piping products, systems, and services and/or any other mark confusingly similar 

to OmegaFlex’s Trademarks for flexible gas piping products, systems, and 

services violates the Lanham Act, 15 U.S.C. § 1125(a)(1)(A), as unfair 

competition and as a false designation of origin; 

C. Declare that Dong-A-Flex’s acts and practices as set forth herein constitute unfair 

competition in violation of the Connecticut Unfair Trade Practices Act, and award 

OmegaFlex damages resulting therefrom, including but not necessarily limited to 

compensatory damages, lost profits, and/or a disgorgement of OmegaFlex’s 

profits as permitted by law; 

D. Preliminarily and permanently enjoin Dong-A-Flex from further infringement of 

the OmegaFlex Trademarks; 

E. Declare that Dong-A-Flex’s acts as complained of herein shall be deemed willful, 

and/or that this be deemed an exceptional case pursuant to 15 U.S.C. § 1117(a) 

and/or CUTPA and further declaring that OmegaFlex is entitled to treble 
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damages; 

F. Order Dong-A-Flex to expressly abandon its U.S. Trademark Application No. 

86573239 for the mark Alpha-FLEX; 

G. Award OmegaFlex statutory damages in connection with Count I for Dong-A-Flex’s 

intentional and willful violation of 15 U.S.C. § 1114(1)(a) pursuant to 15 U.S.C. § 

1117;  

H. Award OmegaFlex statutory damages in connection with Count II for Dong-A-

Flex’s intentional and willful violation of 15 U.S.C. § 1125(a) pursuant to 15 U.S.C. 

§ 1117;  

I. Award OmegaFlex statutory damages in connection with Count IV pursuant to 

CUTPA; 

J. Award OmegaFlex its costs and reasonable attorney’s fees pursuant to 15 U.S.C. § 

1117; 

K. Award any such other relief to which OmegaFlex is entitled under law, and any 

other and further relief that this Court or a jury may deem just and proper.  
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DEMAND FOR JURY TRIAL  

 OmegaFlex demands a trial by jury on all issues so triable.  

 

Date: July 14, 2016     Respectfully submitted, 
 
       /s/ Steven M. Coyle    
       Steven M. Coyle, Esq. (ct21039) 
       scoyle@cantorcolburn.com 
       CANTOR COLBURN LLP 
       20 Church Street, 22nd Floor 
       Hartford, CT 06103 
       Tel. (860) 286-2929 
       Fax. (860) 286-0115 
              
       Attorneys for Plaintiff Omega Flex, Inc. 
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Int. CI.: 6 

Prior U.S. Cls.: 2, 12, 13, 14, 23, 25 and 50 
Reg. No. 2,227,971 

Registered Mar. 2, 1999 United States Patent and Trademark Office 

TRADEMARK 
PRINCIPAL REGISTER 

@mega Flex 

OMEGA FLEX, INC. (PENNSYLVANIA COR
PORATION) 

451 CREAMERY WAY 
EXTON, PA 193412509 

FOR: FLEXIBLE MET AL HOSE AND BRAID
ED FLEXIBLE MET AL HOSE FOR USE WITH 
FLAMMABLE AND/OR CORROSIVE FLUIDS, 

IN CLASS 6 (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
50). 

FIRST USE 9-0-1991; IN COMMERCE 
9-0-1991. 

OWNER OF U.S. REG. NO. 2,101,072. 

SER. NO. 75-399,531, FILED 12-3-1997. 

SARAH OTTE, EXAMINING ATTORNEY 
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Int. Cl.: 6 

Prior U.S. Cls.: 2, 12, 13, 14, 23, 25 and 50 
Reg. No. 2,227,971 

Registered Mar. 2, 1999 United States Patent and Trademark Office 

TRADEMARK 
PRINCIPAL REGISTER 

@mega Flex 

OMEGA FLEX, INC. (PENNSYLVANIA COR
PORATION) 

451 CREAMERY WAY 
EXTON, PA 193412509 

FOR: FLEXIBLE METAL HOSE AND BRAID
ED FLEXIBLE METAL HOSE FOR USE WITH 
FLAMMABLE AND/OR CORROSIVE FLUIDS, 

IN CLASS 6 (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
50). 

FIRST USE 9-0-1991; IN COMMERCE 
9-0-1991. 

OWNER OF U.S. REG. NO. 2,101,072. 

SER. NO. 75-399,531, FILED 12-3-1997. 

SARAH OTTE, EXAMINING ATTORNEY 
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Int. Cl.: 6 

Prior U.S. Cls.: 2, 12, 13, 14, 23, 25 and 50 

United States Patent and Trademark Office 

TRADEMARK 
PRINCIPAL REGISTER 

OMEGAFLEX 

Reg. No. 2,101,072 
Registered Sep. 30, 1997 

OMEGA FLEX, INC. (PENNSYLVANIA COR
PORATION) 

IN CLASS 6 (U.S. CLS. 2, 12, 13, 14, 23, 25 AND 
SO). 

451 CREAMERY WAY 
EXTON, PA 193412509 

FOR: FLEXIBLE METAL HOSE AND BRAID-

FIRST USE 9-0-1991; IN COMMERCE 
9-0-1991. 

SER. NO. 75-113,383, FILED 6-3-1996. 

ED FLEXIBLE MET AL HOSE FOR USE WITH ANITA ODO NO VI CH, EXAMINING A TTOR-
FLAMMABLE AND/OR CORROSIVE FLUIDS, NEY 
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OMEGAFLEX, INC., 
Plaintiff 

Vs 

GERARD COLDEN, et al.1 

Defendants 

:IN THE COURT OF COMMON PLEAS 
:CHESTER COUNTY, PENNSYLVANIA 

:NO. 02-08355 

:CIVIL ACTION - EQUITY 

Randall C. Schauer, Esquire, Attorney for Plaintiff 
George B. Randolph, Esquire, Attorney for Defendants 

DECISION 

AND NOW, this 
} �,�.�,�~� 

&> _. day of September, 2006, following trial of the 

above captioned matter by the undersigned, sitting without a jury, we 

hereby find in favor of the plaintiff1, Omegaflex, Inc., and against the 

1 Although the ultimate issue before the Superior Court in .Crum v. Bridgestone/Firestone North 
A.merican Tire, LLC, A.2d , 2006 WL 2424779 (Pa.Super. 2006) was entirely 

·.:. . .. :·.:· : ... · ..... · · .. -: .... -- ---·. . ·. . : . . :< .· .. :· ........ ·. . ..... '<'.. . . 

different fro!ll the ultimate issue in this case, the Sµperior Court's discu.ssion with respect to 
trade secrets is strikingly apposite to the matter before us .. In Crum, as :tiere, the Court nee.ded to 
determine whether or not a trad.e secret existed. The discus.sion by the Superior Court could as 
well have been artif ulated in the present case. Here, as in Crul11, "We firstaddress wh.at a .trade 
secret is and then ;vhat protections we affordtrade secrets in our Commomvealth. Pennsylvania 
has adopted the.definition oftrad.e secretsetforth. in comment (b) to section 757 .ofthe 
Restqtement (2dJ of Torts. which reads: 'A trade secret may consist of any fonnula, pattern, 
deyice or compilation of info1111ation which is used i11 one's business, and w}iic}i gives him an 
opportunity to obtain.an advantage over competitors who do not kno;w or. us.e it.' Pestco, Inc. v. 
Associated Products, Inc., 880 A.2d 700, 706 .(Pa.Super.2005). The following factors are to be 
considered in det)pnining whether given information is afforded trade secretstatus: 1) the extent 
to which the information is known .outside of his business; 2) the �e�x�t�e�~�t� to which it is known by 
employees and .others involved in his business; 3) the .extent of measures taken by him to guard 
the secrecy of the information; 4) the value of the info.nnation to him and to his competitors; 5) 
the amount of effort or money expended by him in developing the information; and 6) the ease or 
difficulty with which. the information. could be properly acquired or duplicated by others. Id.; 
Iron Age Corp, v. Dvorak, 880 A.2d 657, 663 (Pa.Super.2005); Van Products (Jo. v. General 
Welding & Fabricating Co., 419 P(l .. 248,213 A.2d 769, 775 (Pa.1965). 'The .crucial i.ndicia for 
determining whether certain information constitutes a trade secret are "substantial secrecy and 
competitive value to the owner."' O.D. Anderson, Inc. v. Cricks, 815 A.2d 1063, 1070 
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defendants, Gerard Colden (Colden) and Penflex, Inc. (Penflex), to the 

following limited extent. 

Although what constitutes a trade secret in this case is difficult to 

define, we find that the details of the specific process (process) by which 

plaintiff makes annular corrugated metal hose (product) in a continuous 

process are a trade secret which consists of the charts, tables and diagrams 

which it has developed to show the precise settings for each of the 

component pprts for each type and size of that product made by that 

process, including the drive system, the type of belts utilized in the process 

and the length thereof, the haul-off design, the method of driving the 

system, the method for controlling the speeds of the process, the design of 

the heads and dies, the bushings, the spacing of the bushings to the dies 

(Pa.Super.2003) citing Restatement of Torts§ 757, comment b .... Pennsylvania law prohibits 
n.ot only improper disclosure, but also improper use of another's trade secret. See generally O.D. 
Anderson, Inc." Crum v. Bridgestone/Firestone North American Tire, LLC, __ A.2d __ , 
2006 WL 2424779, 6-7 (Pa.Super. 2006). As stated in Pestco, supra, "Under §757, a trade 
secret is defined as 'any formula, pattern, device or compilation of information which is used in 
one's business, and which gives him an opportunity to obtain an advantage over competitors who 
do not know or use it.' Den-Tal-Ez, Inc. [v. Siemens Capital Corp., 389 Pa. Super. 219, 566 A.2d 
1214], 1228, quotingRestatement2d Torts§ 757, comment b. As we explained inO.D. 
Ande,rson, Inc. v. Cricks, 815 A.2d 1063 (Pa.$uper.2003):The crucial indicia for determining 
whether certain information constitutes a trade secret are substantial secrecy and competitive 
value to the owner. It is not the character oftheiriformation that is relevant under Pennsylvania 
law. Rather, the determination. ()f whether the information is a trade secret must be made on 
a case-by-case basis. Id. at 1070-1071 (citations and internal quotations omitted)." Pestco, Inc., 
supra, at 706. (emphasis added.) Based upon the foregoing statements of the law, we are 
satisfied that the record in this case establishes that the details of the specific process by which 
plaintiffmakes certain annular corrugated metal hose constitute a valuable trade secret of 
plaintiff and, therefore, under Pennsylvania law, improper use of plaintiffs trade secret by 
defendants is prohibited. 

2 
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and the spacing of the dies to each other. That trade secret is entitled to be 

afforded protection under the law of the Commonwealth of Pennsylvania. 

The trade secret set forth above is hereinafter referred to as "trade secret 

information." 

Accordingly, Colden is hereby immediately and permanently enjoined 

from disclosing any of the trade secret information set forth above but such 

injunction shall not prohibit Colden from participating in the production of 

ann.Ular corrugated metal hose by Penfl.ex or any other entity and from 

participating in experimentation with respect to the production of annular 

corrugated metal hose pursuant to which such entity develops its own data 

for the production of annular corrugated metal hose even if that data is 

substantially similar to the trade secret information of plaintiff so long as the 

data is independently developed. Further, although Colden may not disclose 

the aforesaid trade secret information, he is not prohibited from using his 

aptitude, skill, dexterity, or his manual and mental ability, nor his 

subjective knowledge obtained while in the course of his employment by 

plaintiff for himself or for Penflex or any other.entity. 2 

2 See Iron Age Corp. v. Dvorak, 88.0 A.2d 657 (Pa.Super. 2005). We recognize that the tightrope 
Co.Iden must walk is a difficult .one but he, Penflex, and any ot4er entity can easily avoid any 
violat.ion of this order by not working on or having Colden work on the production of annular 
corrugated metal hose by a process similar to that used by plaintiff. In view of Pe11flex's 
declaration that it does not now make annular corrugated metal hose by any process similar to 

I plaintiffs. method and has no intention of doing so in the future, this restriction may not be as 
difficult to abide by in practice as it would appear to be intheory. However, nothing in.this 
order prohibits Colden from working on annular corrugated metal hose nor does this order 
prohibit Penflex from producing and utilizing the services of Colden with respect thereto, 

3 
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Penflex is hereby immediately and permanently enjoined from 

obtaining from Colden any of the afores9id trade secret information and, to 

the extent, if any, t:hat it has already obtained any such trade secret 

information from C()lden, it is immedi9tely and permanently enjoined from 

utilizing in any way or disclosing to any other person or entity of any nature 

whatsoever any trade secret information which it has obtained or optains in 

the future from Colden or which it has obtained during the course of the trial 

of this 

Other than the foregoing, plaintiff is entitled to no further relief. 3 We 

hereby find in favor of the plaintiff, Omegaflex, Inc., and against the 

defendants, Colden and Penflex, in no amount on defendants' counterclaim. 

The Prothonotary is directed to maintain the entire file of this• case, not 

including this order, under seal. f\Jo person shall be permitted access to the 

file of this case or any part thereof without leave of court .. 

BY THE COURT; 

provided that Colden may not. utilize norreveal to anyone �Q�n�1�~�g�a�f�l�e�x�'� s �t�r�a�~�e� secrntinformation 
and while yolden may not utHize �o�r�r�e�v�e�a�l�0�m�e�g�~�f�1�e�x�'� s specific trade secret infonnation, such 
restricti9n does not, and is not intended to,. prohipitColden f'rolI1 Itsing. his innate skill .and 
ability, even to the extent such skill and ability �h�a�~�b�e�e�n� �e�n�h�~�n�c�e�d� by his work experience in the 
course of his employmentby plaintiff and in the performance qfhis job. 
3 �A�l�t�h�9�µ�~�h� there is .some c.ircumstantial-• hut no direct-. eyidence that Cold.en may have 
disclosed some of.the data herein declared .to �b�.�~� a trade secret, there is no evidence at all that 
either Colden or Penflex has utilized any of plaintiffs trade secret in any way. 

4 
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 02/28/2018)

Trademark/Service Mark Application, Principal Register

Serial Number: 86573239
Filing Date: 03/23/2015

The table below presents the data as entered.

Input Field Entered

SERIAL NUMBER 86573239

MARK INFORMATION

* MARK
\\TICRS\EXPORT16\IMAGEOUT 16\865\732\86573239\xml1\
RFA0002.JPG

SPECIAL FORM YES

USPTO-GENERATED IMAGE NO

LITERAL ELEMENT Alpha-FLEX

COLOR MARK NO

* DESCRIPTION OF THE MARK
(and Color Location, if applicable)

The mark consists of the words Alpha-FLEX in stylized font.

PIXEL COUNT ACCEPTABLE YES

PIXEL COUNT 829 x 251

REGISTER Principal

APPLICANT INFORMATION

* OWNER OF MARK DONG-A FLEXIBILE METAL TUBES CO., LTD.

INTERNAL ADDRESS 4F floor Kowon Building, 28,

* STREET Baumoe-ro 35 gil, Seocho-gu

* CITY Seoul

* COUNTRY Korea, South

* ZIP/POSTAL CODE
(Required for U.S. applicants)

137-888

EMAIL ADDRESS mailroom@bskb.com

LEGAL ENTITY INFORMATION

TYPE corporation

STATE/COUNTRY OF INCORPORATION Korea, South

GOODS AND/OR SERVICES AND BASIS INFORMATION

INTERNATIONAL CLASS 006 

* IDENTIFICATION

Flexible metal hose and braided flexible metal hose for liquid or gas
transmission; Stainless steel bellows; Corrugated stainless steel tube;
Corrugated stainless steel tube connectors; Flexible joint and expansion joint;
Bonding clamp of hanger, supports and bracket system for corrugated tube;
Impact protection tube or plate for corrugated tube; Fitting system for
corrugated tube; Corrugated flexible hose coupling system
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FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 03/12/2012

       FIRST USE IN COMMERCE DATE At least as early as 03/26/2012

       SPECIMEN FILE NAME(S)

       ORIGINAL PDF FILE SPE00-19235139129-20150323161124084032_._2015-03-23_Specimens.pdf

       CONVERTED PDF FILE(S)
       (3 pages)

\\TICRS\EXPORT16\IMAGEOUT16\865\732\86573239\xml1\RFA0003.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\865\732\86573239\xml1\RFA0004.JPG

       \\TICRS\EXPORT16\IMAGEOUT16\865\732\86573239\xml1\RFA0005.JPG

       SPECIMEN DESCRIPTION Packaging, label, mark shown on product

ATTORNEY INFORMATION

NAME Robert J. Kenney

ATTORNEY DOCKET NUMBER 2832-0838US1

FIRM NAME Birch, Stewart, Kolasch & Birch, LLP

STREET P.O. Box 747

CITY Falls Church

STATE Virginia

COUNTRY United States

ZIP/POSTAL CODE 22040-0747

PHONE (703)205-8000

FAX (703)205-8050

EMAIL ADDRESS mailroom@bskb.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

OTHER APPOINTED ATTORNEY
James M. Slattery; Paul C. Lewis; Charles Gorenstein; Michael K. Mutter;
Michael T. Smith

DOMESTIC REPRESENTATIVE INFORMATION

NAME Birch, Stewart, Kolasch & Birch, LLP

STREET P.O. Box 747

CITY Falls Church

STATE Virginia

COUNTRY United States

ZIP CODE 22040-0747

PHONE (703)205-8000

FAX (703)205-8050

EMAIL ADDRESS mailroom@bskb.com

CORRESPONDENCE INFORMATION

NAME Robert J. Kenney

FIRM NAME Birch, Stewart, Kolasch & Birch, LLP

STREET P.O. Box 747
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CITY Falls Church

STATE Virginia

COUNTRY United States

ZIP/POSTAL CODE 22040-0747

PHONE (703)205-8000

FAX (703)205-8050

* EMAIL ADDRESS mailroom@bskb.com

* AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

FEE INFORMATION

APPLICATION FILING OPTION TEAS RF

NUMBER OF CLASSES 1

FEE PER CLASS 275

* TOTAL FEE DUE 275

* TOTAL FEE PAID 275

SIGNATURE INFORMATION

SIGNATURE /Robert J. Kenney/

SIGNATORY'S NAME Robert J. Kenney

SIGNATORY'S POSITION Attorney of record, Virginia bar member

SIGNATORY'S PHONE NUMBER (703)205-8000

DATE SIGNED 03/23/2015
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 02/28/2018)

Trademark/Service Mark Application, Principal Register

Serial Number: 86573239
Filing Date: 03/23/2015

To the Commissioner for Trademarks:

MARK:  Alpha-FLEX (stylized and/or with design, see mark)

The literal element of the mark consists of Alpha-FLEX.
The applicant is not claiming color as a feature of the mark. The mark consists of the words Alpha-FLEX in stylized font.
The applicant, DONG-A FLEXIBILE METAL TUBES CO., LTD., a corporation of Korea, South, having an address of
      4F floor Kowon Building, 28,,
      Baumoe-ro 35 gil, Seocho-gu
      Seoul 137-888
      Korea, South

requests registration of the trademark/service mark identified above in the United States Patent and Trademark Office on the Principal Register
established by the Act of July 5, 1946 (15 U.S.C. Section 1051 et seq.), as amended, for the following:

       International Class 006:  Flexible metal hose and braided flexible metal hose for liquid or gas transmission; Stainless steel bellows;
Corrugated stainless steel tube; Corrugated stainless steel tube connectors; Flexible joint and expansion joint; Bonding clamp of hanger, supports
and bracket system for corrugated tube; Impact protection tube or plate for corrugated tube; Fitting system for corrugated tube; Corrugated
flexible hose coupling system

In International Class 006, the mark was first used by the applicant or the applicant's related company or licensee or predecessor in interest at
least as early as 03/12/2012, and first used in commerce at least as early as 03/26/2012, and is now in use in such commerce. The applicant is
submitting one(or more) specimen(s) showing the mark as used in commerce on or in connection with any item in the class of listed
goods/services, consisting of a(n) Packaging, label, mark shown on product.

Original PDF file:
SPE00-19235139129-20150323161124084032_._2015-03-23_Specimens.pdf
Converted PDF file(s) (3 pages)
Specimen File1
Specimen File2
Specimen File3

The applicant's current Attorney Information:
      Robert J. Kenney and James M. Slattery; Paul C. Lewis; Charles Gorenstein; Michael K. Mutter; Michael T. Smith of Birch, Stewart,
Kolasch & Birch, LLP
      P.O. Box 747
      Falls Church, Virginia 22040-0747
      United States
The attorney docket/reference number is 2832-0838US1.

The applicant hereby appoints Birch, Stewart, Kolasch & Birch, LLP
      P.O. Box 747
      Falls Church Virginia 22040-0747
      United States
as applicant's representative upon whom notice or process in the proceedings affecting the mark may be served.

The applicant's current Correspondence Information:
      Robert J. Kenney
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      Birch, Stewart, Kolasch & Birch, LLP
      P.O. Box 747
      Falls Church, Virginia 22040-0747
      (703)205-8000(phone)
      (703)205-8050(fax)
      mailroom@bskb.com (authorized)
E-mail Authorization:  I authorize the USPTO to send e-mail correspondence concerning the application to the applicant or applicant's attorney
at the e-mail address provided above. I understand that a valid e-mail address must be maintained and that the applicant or the applicant's
attorney must file the relevant subsequent application-related submissions via the Trademark Electronic Application System (TEAS). Failure to
do so will result in an additional processing fee of $50 per international class of goods/services.

A fee payment in the amount of $275 has been submitted with the application, representing payment for 1 class(es).

Declaration

The signatory believes that: if the applicant is filing the application under 15 U.S.C. Section 1051(a), the applicant is the owner of the
trademark/service mark sought to be registered; the applicant or the applicant's related company or licensee is using the mark in commerce on or
in connection with the goods/services in the application, and such use by the applicant's related company or licensee inures to the benefit of the
applicant; the specimen(s) shows the mark as used on or in connection with the goods/services in the application; and/or if the applicant filed an
application under 15 U.S.C. Section 1051(b), Section 1126(d), and/or Section 1126(e), the applicant is entitled to use the mark in commerce; the
applicant has a bona fide intention to use or use through the applicant's related company or licensee the mark in commerce on or in connection
with the goods/services in the application. The signatory believes that to the best of the signatory's knowledge and belief, no other person has the
right to use the mark in commerce, either in the identical form or in such near resemblance as to be likely, when used on or in connection with the
goods/services of such other person, to cause confusion or mistake, or to deceive. The signatory being warned that willful false statements and
the like are punishable by fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements and the like may
jeopardize the validity of the application or any registration resulting therefrom, declares that all statements made of his/her own knowledge are
true and all statements made on information and belief are believed to be true.

Declaration Signature

Signature: /Robert J. Kenney/   Date: 03/23/2015
Signatory's Name: Robert J. Kenney
Signatory's Position: Attorney of record, Virginia bar member
RAM Sale Number: 86573239
RAM Accounting Date: 03/24/2015

Serial Number: 86573239
Internet Transmission Date: Mon Mar 23 16:33:34 EDT 2015
TEAS Stamp: USPTO/BAS-XXX.XX.XXX.XXX-201503231633348
76631-86573239-5305d40d0ca8b4ccb22b96e2b
1cabcc158d80c516924efb7655d77a8855dfdc2b
e3-CC-3601-20150323161124084032
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EXHIBIT A  

PART 2 



 
EXHIBIT E 
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From: "Richard Goldsmith" <richardg@sminc.net> 
To: "Ed Moran" <Ed.Moran@omegaflex.net> 
Subject: Fwd: [Possible Spam]  Inquiry looking for C.S.S.T distributer 

 
 
Sent from my iPhone 
 
Begin forwarded message: 
 

From: "Rachel Kim " <sales@daflex.co.kr<mailto:sales@daflex.co.kr>> 
Date: June 20, 2016 at 3:08:02 AM EDT 
To: <rgoldsmith@sminc.net<mailto:rgoldsmith@sminc.net>> 
Subject: [Possible Spam]  Inquiry looking for C.S.S.T distributer 

Subject : Inquiry looking for C.S.S.T distributer  

  

Dear Mr. Richard Goldsmith Jr. 

  

  We are sending you this inquiry with the recognition that you are one of the 

competitive sales representatives which has a great power of matching the 

manufacturer and wholesaler through your website.  

  

We, Dong-A flexible metal Co., Ltd, have been specialized only in corrugated 

stainless steel tubes and fittings since 1982. Currently, we’re exporting  our own 

products to the developed industrial countries such as UK, Germany, USA, Italy, 

Japan, Russia, and etc worth $3,000 million per year.  
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And since 2012, we have been the only one who supplies exclusivel y 

C.S.S.T products for fuel gas to Home Depot ( brand  name; Home Flex). 

They are one of the biggest high end department store specialized in building 

material both on and off line, as you might know well. This is the evidence which 

 proves our superior quality to any other American CSST products. 

  

And many countries in the world are drastically switching their energy policy 

from electric to natural gas in these days, due to the danger of nuclear explosion 

disaster in Japan and carbon emission charges which will be reinforced by UN. 

So we suggest you now it’s very appropriate time to expand the distribution 

network of gas equipment materials. 

  

Based on above backgrounds, now we are inquiring you to find the utmost 

partner who can work with. (for now, we don’t have any regional distributors in 

USA and Canada, except one only for Home Depot). Please refer to the following 

information on our favorable proposal conditions for our partner, quality 

certification status and superiority of quality for more serious review.  

   

Certifications  

1.     Certification for quality management system registration 

�   ISO 9001:2008 quality management system, by LPCB of BRE Global, UK 

2.     Quality certificate for Fuel Gas Piping systems Using Corrugated 

Stainless steel Tubing (C.S.S.T) 

�   USA-UPC (ANSI), Canada-CSA, Russia-GOST, Korea-KS 
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3.     Quality certificate for Flexible Sprinkler Hose Assemblies  

�   USA-UL, USA-FM, UK-LPCB, Germany-VdS, Japan-FESC, Korea-KFI 

4.     Quality certificate for Material and property standard for flexible metallic 

water connector 

�   Germany-RWTUV, USA-UL  

5.     Drinking Water System Components 

�   US- UL (NSF 61 & NSF 372), Japan- JWWA, Korea-KWWA 

  

Proposal conditions for distributer  

1.     Payment term: D/A 60 days from the shipment

2.     Granting the exclusive sales right in agreed area

3.     Providing quality certificates, cross listing and technical marketing support.

4.    All applied technologies are patent-registered in USA, Germany, Japan 

and Korea. (We indemnify DISTRIBUTOR for the loss from infringement 

 of patent, accused by any third party.)

5.     O.E.M rights (Our own registered brand logo is Alpa-Flex.)

6.     P/L insured up to USD 500,000.00

    ** For your information, our credit rating is AA.   
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 Excellence in Quality  

1. Special PE jacket (for ultrahigh voltage electric wire) which restrains 

the danger of lightning and electric leakage, also has UV block a nd flame 

retardants.  

2. Innovative welding technologies (patent registered in USA,Germany, Japan 

and Korea) for corrosion protection which is caused by residual welding stress.    

3. Buckling corrugation forming technology which enables the 0% of thickness 

tolerance of tube. 

4. Only heat treatment technology in the world for the uniform hardness  

  (Twice heat treatment, one is to eliminate the welding stress and the other is 

for  

forming stress) 

5.    Patent registered technology for fittings of simple assembly (metal joint 

sealing ) to prevent the leakage, even if installed by untrained worker.   

6.    World’s No.1 company which exported our technology of C.S.S.T 

manufacturing and forming machine to TruFlex and Hitachi metal, the  

mother company of WardFlex.  

  

  

From the attached summary on the excellence in our quality, you can see our 

technical properties more in detail, which is patent registered in USA, Germany, 

Japan and Korea. And please refer to our website www.dongaflexible.co.kr  and 

promotion video, you can find the whole product range and many other 

information on our company. 
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We expect for your positive review, please get back to us with your contract 

condition if you are interested in our inquiry.  

  

Thank you. 

DONG-A FLEXIBLE METAL TUBES CO., LTD. 

Rachel Kim / Oversea Sales Devision  

Phone : (+82) 2-3476-2541  |  Fax : +82-2-3476-2540 

E-mail : daflex@daflex.co.kr   

   

Attachment 1) Summary on excellence in quality of C.S.S.T. for fuel gas 
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LADAS & PARRY LLP ;;:.i 
\C < Cir-
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3 

4 

5 

Heather D. Bennett, Esq. (State Bar No. 178217) 
Elizabeth A. Linford, Esq. (State Bar No. 204716) 
5670 Wilshire Blvd.1 Suife 2100 r r""t , 

�~� 10 

lY 11 

LOS ANGELES, CALIFORNIA 90036 
TEL (323) 934-2300 
FAX.(323') 934-0202 
Email: hbennett la.ladas.com; elinford@la.ladas.com 
Attorney or amtl 
Valencia Pipe Company, Inc. 

UNITED STATES DISTRICT COURT 

CENTRAL DISTRICT OF CALIFORNIA 
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VALENCIA PIPE COMPANY, a 
California Corporation; 

Plaintiffs, 

) 
.) 
, ) 
.. ) C V 12-0 2 2 4 -G �W�~�l� 

�°�"�~� 14 

15 vs. 

16 OMEGA FLEX, INC., a Pennsylvania 
17 Corporation; and DOES 1-10 

18 

19 
Defendants. 

) 
) 
) 
) 
) 
) 
) 

COMPLAIWf FOR 
DECLARATORY RELIEF; 
DEMAND FOR JURY TRIAL 

20 For their Complaint, Plaintiff VALENCIA PIPE COMP ANY ("VPC") 
21 

alleges as follows and seeks relief in response to threats by Defendant OMEGA 
22 

23 FLEX, INC, ("Omega") to sue Plaintiff for trademark infringement if Plaintiff 

24 
does not cease and desist using its mark ALPHAFLEX and expressly abandon its 

25 

26 trademark application for the mark pending before the United States Patent and 

27 Trademark Office ("USPTO"). 
28 

1 
COMPLAINT 

..,., 
r-
·""11 
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1 

2 

3 

4 

5 

... 

PARTIES 

1. Plaintiff VPC is a California corporation with its principal place of 

business at 28839 Industry Drive Valencia, California 91355. 

2. On information and belief, Omega is a Pennsylvania Corporation 

6 with its principal place of business at 451 Creamery Way, Exton Pennsylvania 

7 

8 

9 

19341-15. 

3. The true identities of Does 1-10 are not presently known to Plaintiff 

1 
O and so they are sued fictitiously as is permitted under Local Rule 19-1. 

11 

12 

13 

14 

JURISDICTION AND VENUE 

4. As alleged in more detail below, an actual controversy or case exists 

between the parties regarding a federally registered trademark on the one hand and 
15 

16 the application for federal registration and use of a trademark on the other hand, 

17 
providing this Court with subject-matter jurisdiction under Rule 57 of the Federal 

18 

19 Rules of Civil Procedure and the Federal Declaratory Judgment Act, 28 U.S.C. 

20 §§2201 and 2202. 
21 

22 
5. This Court has subject-matter jurisdiction under 28 U.S.C. §§1331, 

23 1332 and 1338 and 15 U.S.C. §§1114 and 1125, et seq. 

24 

25 
6. Venue in this District is proper based on 28 U.S.C. §§1391 and 1392. 

26 THE PRESENCE OF AN ACTUAL CONTROVERSY 

27 

28 
7. VPC manufactures, sells and distributes steel, PVC and flexible pipes 

COMPLAINT 

2 



Case 3:16-cv-01190   Document 1-6   Filed 07/14/16   Page 4 of 9

1 for home and industrial use. The flexible pipe VPC manufactures, sells and 

2 distributes is a corrugated stainless steel flexible pipe called ALPHAFLEX which 
3 

4 

5 

6 

7 

has been in interstate commerce since 2012. 

8. In 2011, USPTO approved VPC 's application, Application No. 

85456176, to register the name ALPHAFLEX for its stainless steel flexible pipe 

8 and has sent it for publication. 

9 

10 

11 

9. Upon information and belief, Omega operates in various states and in 

this judicial district by selling and distributing flexible metal hoses under various 

12 names. 

13 

14 
10. Omega purports to own a federal trademark, namely U.S. Trademark 

15 Registrations Nos. 2101072 and 222 7971, for the mark OMEGAFLEX for the 

16 
flexible metal hose it manufacturers, sells and distributes through interstate 

17 

18 commerce. Upon information and belief, Omega neither uses, owns nor applied 

19 to own a federal trademark in the name ALPHAFLEX for any of its products. 
20 

21 
11. On January 5, 2012, Omega sent VPC a letter asserting that VPC' s 

22 use ALPHAFEX was "confusingly similar" to Omega's mark OMEGAFLEX and 

23 
that VPC's use infringed on Omega's mark, citing Section 43(a) of the Lanham 

24 

25 Act. It thereon demanded that VPC: 1) immediately expressly abandon its 

26 Trademark Application; and 2) immediately cease and desist all use and planned 
27 

28 
use of the ALPHAFLEX ("Demand"). 

COMPLAINT 
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1 12. On January 26, 2012, by and through its attorney, Plaintiff VPC duly 

2 responded by letter to the Demand by pointing out 1) the obvious differences in 
3 

the two prefixes of the marks namely that one is OMEGA and the other ALPHA; 
4 

5 

6 

7 

and 2) that although the suffix "Flex" in the two marks is identical, it is not unique 

in that there are another 295 marks incorporating it registered with the USPTO. 

8 Plaintiff VPC offered to resolve the matter amicably by inviting an exploration of 

9 a coexistence arrangement. Thereafter, Plaintiff VPC had several telephone 
10 

11 

12 

13 

conferences with Defendant Omega in which, while it disputed Omega's 

allegations, it attempted to reach a reasonable coexistence agreement including 

proffered additions to its mark that would further distance VPC's mark from 
14 

15 Omega's. 

16 

17 
13. Plaintiff also notes USPTO's examining attorney raised no objection 

18 to register ALPHAFLEX, including specifically not one based on Omega's mark, 

19 

20 

21 

and has given the mark approval for publication. 

14. Defendant Omega continues to rebuke all efforts to reach a 

22 reasonable co-existence agreement. And on February 22, 2012, confirmed in an 

23 

24 

25 

26 

27 

email that it did not accept VPC's proffered modifications and to threaten to "take 

all available actions to protect that mark and will exhaust every possible legal 

option" if VPC it did not withdraw its application for its mark and stop using the 

mark. 28 
COMPLAINT 
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1 15. In light of Omega's persistent demands and threats to "exhaust every 

2 

3 

possible legal option" to stop VPC from using ALPHAFLEX despite the clear 

differences between the two marks as well as its refusal to consider a reasonable 
4 

5 coexistence plan, Plaintiff reasonably believes that, under all the circumstances, 

6 
there is a substantial controversy between Plaintiff and Omega of sufficient 

7 

8 immediacy and reality to warrant the issuance of declaratory relief. 

9 

10 

FIRST CLAIM FOR RELIEF 
(DECLARATORY RELIEF-28 U.S.C. § 2201) 

11 16. Plaintiffs repeat the allegations of the preceding paragraphs as though 

12 fully set forth herein; 

13 17. Despite Defendant Omega's allegations, Plaintiff VPC's mark 
14 

ALPHAFLEX is not in fact "confusingly similar" and has not infringed on 
15 

16 Defendant's mark OMEGAFLEX. 

17 
18. An actual controversy exists between Plaintiff VPC and Defendant 

18 

19 Omega as to whether Plaintiff VPC is liable to Omega for violations under the 

20 trademark laws based on the preceding facts, and if Plaintiffs are liable in any 
21 

22 
way, an actual controversy exists as to the damages for any alleged violations. 

23 19. To afford relief from the uncertainty and controversy raised by this 

24 
dispute, Plaintiffs are entitled to declaratory judgment pursuant to 28 U.S.C. 

25 

26 §§2201, 2202. 

27 

28 
COMPLAINT 
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1 PRAYER 

2 WHEREFORE, PlaintiffVPC prays for judgment as follows: 

1. Enter a declaratory judgment that Plaintiffs are not liable for any 3 

4 

5 

6 

7 

8 

damages sought by Omega; 

2. Enter a declaratory judgment that Plaintiffs use of the mark 

ALPHAFLEX or any derivation thereof, is not "confusingly similar" and does not 

9 infringe on Defendant Omega's mark OMEGAFLEX or any derivation thereof. 

10 

11 
3. Enter a declaratory judgment that Plaintiff is not obligated to 

12 withdraw and abandon its application for federal trademark registration through 

13 USPTO or any other governmental agency. 
14 

15 
4. Award Plaintiffs their cost and attorney fees under §35(a) of the 

16 Lanham Act. 

17 
5. 

18 

19 equitable. 

20 Dated: 
21 

22 

23 

24 

25 

26 

27 

28 

A ward such other further relief as this Court shall deem just and 

March 16, 2012 Ladas & Parry LLP 

He er JD. Bennett, �E�s�q�. �~�·� 
Attorney for Plaintiff VPC 

/i ttiull!! LJQ 
Elizab A. Linford, Esq �~� 
Attorney for Plaintiff VPC 

COMPLAINT 
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I (a) PLAINTIFFS (Check box ifyo11 are representing yourself 0) 

VALENCIA PIPE COMPANY, a California 
Corporation 

CJVIL COVER SHEET 

DEFENDANTS 

OMEGA FLEX, INC. a Pennsylvania 
Corporation; and DOES 1-10 

(b) Attomeys (Vinn Name. Address and Telephone Number. If you are representing Attorneys (If Known) 
yourself, provide same.) 

Ladas & Parry I.LP Elizabeth A. Linford. Esq. (SBN �~� 204716) 
Heather D. Bennett, Esq. (SBN F 178217) 

Ladas & Parry LLP 
5670 Wilshire Blvd., #2100 

Tdenhone: 323-934-2300 
Los A ngeles, CA 90036 

IJ. BASIS OF Jt:RISDICTION (Place an X in one box only.) III. CITlZE.'<SHIP OF PRL"l/CIPAL PARTIES - Fur Divmily Cases Only 
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0 I U.S. Govcnuncnt Plaintiff �~� Federal Question (U.S. PTF DEF 
Govemmenl Not a Party) Citizen of1l1is State 01 01 Incorporated or Principal Place 

of Business in this Slate 

0 2 U.S. Govemment Defendan1 04 Diversity (Indicate Citizenship Citizen of Another State 02 02 Incorporated 1U1d Principal Place 
of Parti.:s in Item Ill) of 13usiness in Another State 

Citizen or Subject of a Foreign Count<) 03 03 Foreign :-.lation 

IV. ORIGIN (Place an X in one box only.) 

PTF DEF 
04 04 

05 05 

06 06 

0 l Original 
Proceeding 

0 2 Remov<'d from 
State Court 

0 3 R"manded from 
Appellate Court 

0 4 Reinstated or 
Reopened 

0 5 Transferred from another district (specify): 0 6 Multi- 0 7 Appeal to IJistrict 
District Judge from 
Litigation Magistrate Judge 
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0 370 Other Fraud 
D 371 Truth in Lending 
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0 422 Appeal 28 USC 0 555 

158 
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Other 

0 440 Other Civil 
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UNITED STATES DISTRICT COURT, CENTRAL DISTRICT OF CALIFORNIA 
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All claims for health �i�n�~�u�r�a�n �c �e� benefits (Medicare) under Title 18, Part A, of the Social Security Act, as amended. 
Also, include claims by hospitals, skilled nursing facilities, etc., for certifi cation as providers of services under the 
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Act, as amended. 
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Colin E. Barr, Esq. (State Bar No. 165226) 
cbarr@ohslegal.com 
ORBACH, HUFF & SUAREZ LLP 
1901 Avenue of the Stars, Suite 575 
Los Angeles, California 90067-6007 
Telephone: (310) 788-9200:. · 
Facsimile: (310) 788-9210 · ·._. 

Attorneys for Defendant/Plairitiff-in-Counterclaim, 
OlVIBGA FLEX �I�N�~�.� 

UNITED STATES DISTRICT COURT 

CENTRAL DISTRICT OF CALIFORNIA 

VALENCIA PIPE COMP ANY, a 
California Corporation, 

Plaintiff, 

v. 

OMEGA FLEX, INC., a Pennsylvania 
Corporation; arid DOES .1-10, 

Defendants. 

CASE NO. CV 12-2240-DMG (AGRx) 

ANSWER, AFFIRMATIVE 
DEFENSES, AND COUNTERCLAIMS 
OF-THE DEFENDANT/PLAINTIFF
IN-COUNTERCLAIM, OMEGA 
FLEX, INC. 

The Defendant, Omega Flex, Inc. ("OmegaFlex"), hereby answers and responds 

as follows, to the allegations set forth in the Plaintiff, Valencia Pipe Company's ("the 

Plaintiff') Complaint: 

PARTIES1 

1. OmegaFlex is without knowledge or information sufficient to form a 

belief as the truth of the allegations set forth in Paragraph 1 and, therefore, denies the 

same. 

1 In certain instances the section heading of the Plaintiffs Complaint may be 
repeated herein for convenience. 

1 



Case 2:12-cv-02240-DMG-AGR   Document 11    Filed 05/25/12   Page 2 of 31   Page ID #:46Case 3:16-cv-01190   Document 1-7   Filed 07/14/16   Page 3 of 32

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

�~� 12 .....:l 
.....:l 

N 13 r.iJ. 
�~� 
< 14 �~� 

Cf) 

�~� 15 
i:i. 
i:i. 
�~� 16 
�~� 

�~� 17 :i::: 
u 
< 18 i:Q 
�~� 
0 19 

20 

21 

22 

23 

24 

25 

26 

27 

28 

2. OmegaFlex admits the allegations set forth in Paragraph 2 of the 

Plaintiffs Complaint. 

3. OmegaFlex is without knowledge or information sufficient to form a 

belief as the truth of the allegations set fortli in Paragraph 3 and, therefore, denies the 

same. 

JURISDICTION AND VENUE 

4. The allegations set forth in Paragraph 4 of the Plaintiffs Complaint state 

a legal conclusion to which no response is required. 

5. The allegations set forth in Paragraph 5 of the Plaintiffs Complaint state 

a legal conclusion to which no response is required. 

6. The allegations set forth in Paragraph 6 of the Plaintiffs Complaint state 

a legal conclusion to which no response is required . 

THE ALLEGED PRESENCE OF AN ACTUAL CONTROVERSY 

7. OmegaFlex is without knowledge or information sufficient to form a 

belief as to the truth of the allegations set forth in Paragraph 7 and, therefore, denies 

the same. 

8. OmegaFlex admits that United States Patent and Trademark Office 

("PTO") approved the Plaintiffs Trademark Application No. 85456176, to registerthe 

name ALPHAFLEX, for publication, but denies that the PTO did so properly or 

correctly. Further answering, OmegaFlex is without knowledge or information 

sufficient to form a belief as to the truth of the remaining allegations set forth in 

Paragraph 8 of the Plaintiffs Complaint and; therefore, denies the same. 

9. OmegaFlex admits that it conducts business in various states and in 

California by selling and distributing flexible metal hose products under certain 

names, including OMEGAFLEX. 

10. OmegaFlex admits that it owns various federal trademark registrations 

for the mark OMEGAFLEX, for flexible metal hose that it manufactures, sells, and/or 

distributes through interstate commerce, including, but not necessarily limited to, U.S. 

2 
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Registration Nos. 2101072 and 2227971. OmegaFlex further admits that it neither 

uses or owns, nor has applied to own a federal trademark registration, for 

ALPHAFLEX for any of its products. Further answering, OmegaFlex is without 

knowledge or information sufficient to forrii a belief as to the truth of the remaining 

allegations set forth in Paragraph 10 of the Plaintiffs Complaint and, therefore, denies 

the same. 

11. OmegaFlex admits that on or about January 5, 2012 'it caused its counsel 

to send a letter to the Plaintiff requesting that the Plaintiff cease and desist in its 

efforts to register the confusingly similar trademark ALPHAFLEX and to cease and 

desist all use and planned use of the ALPHAFLEX mark and any other marks that are 

confusingly similar to the marks in U.S. Registration Nos. 2101072 and 2227971. 

OmegaFlex denies the allegations set forth in Paragraph 11 to the extent that they 

mischaracterize the contents of the January 5, 2012 letter. Further answering, the 

January 5, 2012 letter speaks for itself and, therefore, OmegaFlex need not either 

admit or deny what is set forth therein. 

12. OmegaFlex denies the allegations set forth in Paragraph 12 as 

characterized. OmegaFlex admits that there were communications between counsel 

for the Parties subsequent to tµe January 5, 2012 letter from OmegaFlex. 

13. The record of the PTO with respect to Plaintiffs application to federally 

register the trademark ALPHAFLEX speaks for itself and, therefore, OmegaFlex need 

not either admit or deny the allegations set forth in Paragraph 13 of the Plaintiffs 

Complaint. Further answering, OmegaFlex denies that the PTO has acted properly or 

correctly with respect to Plaintiffs ALPHAFLEX trademark application. 

14. OmegaFlex denies the allegations set forth in Paragraph 14 of the 

Plaintiffs Complaint as characterized. 

15. OmegaFlex lacks sufficient knowledge or information to either admit or 

deny what "Plaintiff reasonably believes" and, therefore, denies the allegations set 

forth in Paragraph 15 of the Plaintiffs Complaint. 

3 
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FIRST CLAIM FOR RELIEF 

(DECLARATORY RELIEF-28 U.S.C. § 2201) 

16. OmegaFlex repeats and realleges its responses to Paragraphs 1-15 above 

as if fully set forth herein. 

17. OmegaFlex denies the allegations set forth in Paragraph 17 of the 

Plaintiff's Complaint. 

18. The allegations set forth in Paragraph 18 of the Plaintiff's Complaint 

state a legal conclusion to which no response is required. To the extent that a 

response is required OmegaFlex denies the allegations set forth in Paragraph 18.of the 

Plaintiff's Complaint. 

19. The allegations set forth in Paragraph 19 of the Plaintiff's Complaint 

state a legal conclusion to which no response is required. To the extent that a 

response is required OmegaFlex denies the allegations set forth in Paragraph 19 of the 

Plaintiff's Complaint. 

PRAYER FOR RELIEF 

OmegaFlex denies that the Plaintiff is entitled to any of the relief sought. 

AFFIRMATIVE DEFENSES 

FIRST AFFIRMATIVE DEFENSE 

Valencia's claim fails to state a cause of action upon which relief can be 

granted. 

SECOND AFFIRMATIVE DEFENSE 

Valencia's claim is barred by the doctrine of unclean hands. 

THIRD AFFIRMATIVE DEFENSE 

The mark ALPHAFLEX in U.S. Trademark Application Serial No. 85456176 is 

incapable of registration because of, inter alia, the likelihood of confusion with and/or 

the dilution of OmegaFlex' s federally registered trademarks. 

4 
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FOURTH AFFIRMATIVE DEFENSE 

The ALPHAFLEX and Alpha-FLEX marks adopted by the Plaintiff are 

confusingly similar to OmegaFlex's federally registered marks, including, but not 

limited to, U.S. Registration �N�o�s�~� 2101072.and 2227971, for 011EGAFLEX and the 

stylized mark 011EGAFLEX. · 

FIFTH AFFIRMATIVE DEFENSE 

OmegaFlex reserves all affirmative defenses under Rule 8(c) of the Federal 

Rules of Civil Procedure and any other defense at law or at equity that may now exist 

or in the future be available based on discovery and further factual investigation in this 

case, whether or not expressly stated herein. 

COUNTERCLAIMS 

For its Counterclaims, OmegaFlex hereby alleges as follows: 

PARTIES 

1. The Defendant/Plaintiff-in-Counterclaim, Omega Flex, Inc. 

("OmegaFlex") js a Pennsylvania Corporation with a principal place of business at 

451 Creamery Way, Exton, Pennsylvania 19341-15. 

2. Upon information and belief, Plaintiff/Defendant-in-Counterclaim, 

Valencia Pipe Company ("Valencia") is a California Corporation with its principal 

place of business at 28839 Industry Drive, Valencia, California 91355. 

JlJRISDICTION AND VENUE 

3. This is a civil action for trademark infringement, trademark dilution, false 

designation of origin, unfair competition, and false advertising under§§ 32 and 43 of 

the Lanham Act, 15 U.S.C. §§ 1114 and 1125, as amended; unfair competition, false 

advertising, and trademark dilution under§§ 17200 et seq., 17500 et seq., and 14247 

of the California Business and Professions Code; common law trademark 

infringement and unfair competition; and declaratory relief pursuant to 28 U.S.C. §§ 

5 
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2201 and 2202 that Trademark Application Serial No. 85456176 for ALPHAFLEX is 

incapable of registration. 

4. Jurisdiction is conferred upon this Court pursuant to 15 U.S.C. §§ 1121 

and 28 U.S.C. §§ 1331and1338(a) and (bf 

5. The Court has personal jurisdiction over Valencia because, upon 

information and belief, Valencia resides in and/or does business in this judicial district 

and has committed acts within this judicial district giving rise to this Action. 

6. Venue in this district is proper because the Plaintiff either resides and/or 

does business in this judicial district. Venue is therefore proper in this judicial district 

pursuant to 28 U.S.C. §§ 1391(b), (c), and 1400(b). 

FACTUAL BACKGROUND 

7; OmegaFlex is a well-known company within the corrugated stainless 

steel tubing ("CSST") for use in fuel gas applications and flexible metal piping 

industries. OmegaFlex manufactures, promotes, sells, and/or distributes a variety of 

products under its famous OMEGAFLEX house brand, including systems and 

components for both industrial applications and residential flexible gas piping uses. 

8. OmegaFlex is the owner of U.S. Trademark Registration No. 2227971 

for the stylized mark OMEGAFLEX, registered on March 2, 1999, for "flexible metal 

hose and braided flexible metal hose for use with flammable and/or corrosive fluids." 

OmegaFlex also owns U.S. Trademark Registration No. 2101072 for the word mark 

OMEGAFLEX, registered on September 30, 1997, for "flexible metal hose and 

braided flexible metal hose for use with flammable and/or corrosive fluids" (hereafter 

collectively referred to as the "OmegaFlex Trademarks" or the "Trademarks"). 

9. OmegaFlex uses its Trademarks in connection with the manufacturer, 

promotion, sale, and/or distribution of its CSST and/or flexible metal hose products 

throughout California, the United States and the world. 

6 
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10. OmegaFlex has used its Trademarks in connection with industrial metal 

hose since 1980. OmegaFlex has used its Trademarks in connection with CSST and 

flexible gas piping products, systems, and services since 1997. 

11. Since 1997, OmegaFlex has become the leading manufacturer of flexible 

metal hose in the United States; including, but not limited to, as a result of its superior 

products and services, with annual sales exceeding $50,000,000. 

12. By virtue of their substantial use and promotion in California and in the 

United States, the OmegaFlex Trademarks have become famous and have acquired 

great value as identifiers of OMEGAFLEX products and services. Such marks 

distinguish OmegaFlex's products and services from those of its competitors. 

13. As a result of OmegaFlex's extensive advertising and sales of flexible 

metal hose products and systems in California and the United States bearing the 

famous OmegaFlex Trademarks, relevant consumers readily recognize, identify and 

distinguish OmegaFlex's products, systems; and services from those of others. 

14. OmegaFlex's Trademarks for flexible metal hose products, systems, and 

services are extremely valuable symbols of OmegaFlex, its quality products and 

services, and of the substantial customer goodwill that OmegaFlex has earned over 

many years. 

VALENCIA'S ACTIVITES 

15. Upon information and belief, Valencia is a manufacturer of ABS-DWV, 

Poly, PVC, and steel pipe, and specialty products for the retail and wholesale 

industries in the United States. 

16. Upon information and belief, in or about 2012, Valencia entered the 

CSST industry for use in fuel gas applications, which is the same industry in which 

OmegaFlex is a leader and innovator. As a result, Valencia and OmegaFlex are now 

direct competitors with each other in the CSST market in the United States. 

17. Upon information and belief, in or about 2012, Valencia began to 

manufacture, promote, sell, and/or distribute a flexible gas piping system under the 

7 
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mark "Alpha-FLEX." The Alpha-FLEX flexible gas piping system includes CSST, 

fittings, and accessories, which are largely the same and/or are substantially similar in 

overall appearance and function as the flexible gas piping systems and components 

offered by OmegaFlex. 

18. On or about October 26, 2011, Valencia filed an intent-to-use 

application, Trademark Application Serial No. 85456176, with the United States 

Patent and Trademark Office ("PTO") to register the mark ALPHAFLEX for "flexible 

metal hose and braided flexible metal hose for gas transmission and for use with 

flammable and/or corrosive fluids." 

19. On or about January 5, 2012, OmegaFlex caused its counsel to send a 

letter to Valencia requesting that Valencia cease and desist in its efforts to register the 

confusingly similar trademark ALPHAFLEX. Valencia refused to do so. 

20. On or about March 14, 2012, the PTO approved Valencia's application 

for ALPHAFLEX to be published for opposition. Upon information and belief, 

Valencia's ALPHAFLEX mark was published for opposition commencing on April 3, 

2012. 

21. Upon information and belief, Valencia currently and actively 

manufactures, markets, sells and/or distributes its flexible gas piping product line 

under the mark Alpha-FLEX, including but not necessarily limited to, on its website at 

www.valenciapipe.com/alphaflex. 

22. Upon information and belief, the Alpha-FLEX flexible gas piping system 

of Valencia is sold in the same channels of trade as the OmegaFlex flexible gas piping 

products, systems and services. 

23. Valencia's use of the Alpha-FLEX mark in connection with flexible 

metal hose products, systems, and services was deliberately and intentionally designed 

to create confusion and mistake and to deceive persons into the incorrect belief that 

Alpha-FLEX products are genuine products sold, sponsored by and/or approved by 

OmegaFlex. The terms "Alpha" and "Omega" are both Greek letters, are 

8 
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connotatively similar, and are frequently used in connection with ea_ch other in a 

variety of contexts, including many commercial contexts and industries. Valencia's 

decision to apply to register ALPHAFLEX and to utilize Alpha-FLEX in connection 

with products, systems, and servi_ces that are essentially identical to those offered by 

OmegaFlex was made with the -intent to create a mistaken association in the mind of 

consumers between the Alpha-FLEX and OmegaFlex flexible gas piping products, 

systems, and services and to trade off of the substantial goodwill that OmegaFlex has 

built in its Trademarks over many years of promotion and use. 

24. Valencia's application to register ALPHAFLEX and its use of the Alpha

FLEX marks in this context is a knowing and willful attempt to trade on the goodwill 

established in OmegaFlex quality products and famous Trademarks. 

25. The flexible gas piping products, systems, and services as sold by 

Valencia under the Alpha-FLEX mark, while substantially similar to those of 

OmegaFlex in general appearance and function, are of inferior quality to the 

innovative, exceptional, and highly rated goods and services offered under the 

OmegaFlex Trademarks. 

26. Valencia, by the acts complained. of herein, has infringed and continues 

to infringe the OmegaFlex Trademarks, has diluted and continues to dilute the famous 

OmegaFlex Trademarks, has unfairly competed and continues to unfairly compete 

with OmegaFlex in the marketplace, and otherwise has improperly used and continues 

to improperly use the reputation and goodwill of OmegaFlex to promote its own 

goods and services, which are not connected with and/or approved by OmegaFlex. 

27. As a result of Valencia' s acts set forth herein, the relevant consuming 

public and trade will likely be confused as to the source and origin of the goods sold 

in connection with the ALPHAFLEX and Alpha.;. FLEX marks, mistakenly associating 

those goods, systems, and services with those of OmegaFlex. 

. 9 
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28. On information and belief, Valencia had actual or constructive 

knowledge of OmegaFlex' s prior rights in and registrations of the OmegaFlex 

Trademarks before Valencia adopted the marks ALPHAFLEX and Alpha-FLEX. 

29. Valencia's bad faith and wrong-doing is further demonstrated by the 

inclusion of a counterfeit certification �m�a�r�k�~� reproduced without authorization from 

CSA Group (comprised of CSA International and the Canadian Standards 

Association), in the Alpha-FLEX CSST Flexible Gas Pipe System Design and 

Installation Manual ("Alpha-FLEX Installation Manual"), which falsely advertises 

and implies to consumers that Valencia's Alpha-FLEX product was tested and 

certified by CSA Group. Canadian Standards Association owns U.S. Registration No. 

0967896 for this CSA certification mark. CSA Group tests and certifies products, 

including flexible gas piping products and systems, to applicable safety and 

performance standards, including American National Standards Institute LC 1 

standards ("ANSI LC-1 ") and others. The ANSI LC-1 standards are for corrugated 

stainless steel tubing (CSST) intended for installation in residential, commercial or 

industrial buildings in the United States and Canada. Valencia claims that the Alpha

FLEX Installation Manual is written in accordance with the requirements of ANSI 

LC-1, but has falsely claimed that its products are CSA certified or approved. 

30. On information and belief, the Alpha-FLEX Installation Manual also 

includes an unauthorized reproduction of a certification mark for "UPC" (Uniform 

Plumbing Code) owned by the International Association of Plumbing and Mechanical 

Officials ("IAPMO"), which works in concert with government and industry to 

implement comprehensive plumbing and mechanical systems and codes. This UPC 

certification mark is designated as U.S. Registration No. 0634672. On information 

and belief, Valencia included this registered certification mark the Alpha-FLEX 

Installation Manual to falsely advertise and imply to consumers that Valencia's 

personnel have been certified by IAPMO. 

10 
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31. On information and belief, no CSST products may be lawfully installed 

in the United States or Canada unless the CSST product has been independently tested 

and certified to conform to the requirements of ANSI LC-1 and/or UPC. 

32. On information and belief, Valencia reproduced the CSA Group and 

IAPMO registered certification·marks without authorization to unlawfully and 

deceptively mislead consumers into believing that the Alpha-FLEX product conforms 

to the requirements of ANSI LC-1 and/or UPC, and therefore may be lawfully 

installed in the United States. 

33. Valencia's unauthorized reproduction of these certification marks 

unlawfully influences consumers' purchasing decisions with respect to the Alpha

FLEX products and deceptively misleads consumers into believing they are 

purchasing products with characteristics and qualities that the Alpha-FLEX products 

do not have. 

34. These acts of false advertising by Valencia have improperly diverted, and 

continue to divert, revenues and profits from OmegaFlex to its competitor, Valencia. 

35. Valencia's acts of false advertising have further injured OmegaFlex 

which, as a member of the flexible gas piping (CSST) industry, is harmed by the sale, 

distribution, and/or installation of the Alpha-FLEX product that is falsely claimed to 

be CSA and/or IAMPO approved when, in fact, it is not. OmegaFlex, like other 

members of its industry, competes for sales and market share not only against other 

CSST manufacturers but also against black iron pipe product and systems, which have 

been in common use for the conveyance of natural gas in residential buildings in the 

United States for many decades. The existence on the market of CSST products, such 

as Alpha-FLEX, that are falsely advertised and are not certified or approved as 

claimed, diminishes the reputation of other, properly certified or approved CSST 

industry products, including that of OmegaFlex, and diverts sales and market share 

away from CSST and toward black iron pipe. 

11 
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36. Valencia's unlawful and improper acts discussed above have caused 

OmegaFlex to sustain monetary damage, loss, and injury in an amount to be 

determined at trial, as well as damage and injury to its reputation and goodwill. 

37. The aforesaid acts of Valencia-have caused and, unless restrained and 

enjoined by this Court will continue to cause, irreparable damage, loss, and injury to 

OmegaFlex for which OmegaFlex has no adequate remedy at law. 

COUNT I 

TRADEMARK INFRINGEMENT 

UNDER§ 32 OF THE LANHAM ACT, 15 U.S.C § 1114(1) 

38. OmegaFlex repeats and realleges the allegations set forth in Paragraphs 

1-3 7 of these Counterclaims. 

39. OmegaFlex owns federal registrations for the OmegaFlex Trademarks for 

"flexible metal house and braided flexible metal hose for use with flammable and/or 

corrosive fluids." 

40. Upon information and belief, at the time of committing certain acts 

alleged herein, including filing its federal application for ALPHAFLEX and using the 

Alpha-FLEX marks, Valencia had actual or constructive knowledge ofOmegaFlex's 

ownership, prior use and registration of the OmegaFlex Trademarks for flexible gas 

piping products, systems, and services . 

41. Valencia's unlawful, improper and unauthorized actions, as set forth 

above, are likely to cause confusion, mistake or deception as to the source, origin or 

sponsorship of Valencia's products, systems, and/or services and to falsely mislead 

consumers into believing that Valencia's products, systems and/or services originate 

from, are affiliated or connected with, and/or are approved by OmegaFlex. 

42. Accordingly, Valencia's activities constitute an infringement of the 

OmegaFlex Trademarks in violation of§ 32 of the Lanham Act, 15 U.S.C. § 1114(1). 

12 



Case 2:12-cv-02240-DMG-AGR   Document 11    Filed 05/25/12   Page 13 of 31   Page ID #:57Case 3:16-cv-01190   Document 1-7   Filed 07/14/16   Page 14 of 32

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

�~� 12 ....:i 
....:i 
N 13 w 
�~� 
< 14 ::i 
en 
aCI 15 
i;i:., 
).I., 

::i 16 
::r: 

�~� 17 ::c: 
u 
< 18 i:Q 
�~� 

0 19 

20 

21 

22 

23 

24 

25 

26 

27 

28 

13 



Case 2:12-cv-02240-DMG-AGR   Document 11    Filed 05/25/12   Page 14 of 31   Page ID #:58Case 3:16-cv-01190   Document 1-7   Filed 07/14/16   Page 15 of 32

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

i:i... 12 ...:I 
...:I 
N 13 �~� 
i:i:: 
< 14 0 
rn 
�~� 15 
µ., 
µ., 
0 16 
::c: .. 17 ::i:: 
u 
< 18 i;Q 
i:i:: 
0 19 

20 

21 

22 

23 

24 

25 

26 

27 

28 

systems and/or services and to falsely mislead consumers into believing that 

Valencia's goods, systems and/or services originate from, are affiliated or connected 

with, and/or are approved byOmegaFlex. 

52. Valencia's acts of false designation of origin arid unfair competition have 

caused OmegaFlex to sustain monetary damage, loss, and injury in an amount to be 

determined at trial, as well as damage and injury to its reputation and goodwill. 

53. Valencia has wrongfully obtained profits as a result of its use of the 

Alpha-FLEX mark, which should be restored to OmegaFlex. 

54. Valencia has engaged and continues to engage in these activities 

willfully, so as to justify the assessment of treble damages under 15 U.S.C. § 1117. 

55. Valencia's acts of infringement, unless enjoined by this Court, will 

continue to cause OmegaFlex to sustain irreparable damage, loss, and injury for which 

OmegaFlex has no adequate remedy at law. 

COUNT III 

FALSE ADVERTISING 

UNDER§ 43(a)(l)(B) OF THE LANHAM ACT, 15 U.S.C. § 1125(a)(l)(B) 

56. OmegaFlex repeats and realleges the allegations set forth in Paragraphs 

1-55 of these Counterclaims. 

57. Valencia's unauthorized reproduction and use of CSA Group and 

IAPMO certification marks in the Alpha-FLEX Installation Manual misrepresents the 

nature, characteristics, and/or qualities of Valencia and its Alpha-FLEX goods. 

58. Valencia's use of these certification marks without authorization 

constitutes literally false and/or misleading descriptions and/or deceptive 

misrepresentations of fact in commerce. 

59. Upon information and belief, Valencia knew and/or reasonably should 

have known that its unauthorized reproduction and use of these certification marks, as 

set forth above, were false and/or misleading. 

14 
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60. Valencia's literally false and/or deceptively misleading statements and/or 

misrepresentations with respect to certification by CSA Group and IAPMO have, and 

are likely to, influence consumers' purchasing decisions with respect to the Alpha

FLEX product, thereby diverting revenues from OmegaFleX: to its competitor, 

Valencia, and allowing Valencia to wrongfully obtain profits. 

61. Valencia's acts of false advertising have injured and violated the rights of 

OmegaFlex and caused it to lose sales, market share, reputation, goodwill, and/or 

otherwise injured it in an amount to be determined at trial. 

62. As a result of Valencia's aforesaid acts, OmegaFlex has sustained 

monetary damage, loss, and injury in an amount to be determined at trial. 

63. Valencia has engaged in these activities willfully, so as to justify the 

assessment of treble damages under 15 U.S.C. § 1117 . 

64. Valencia's aforesaid acts of false advertising under§ 43(a)(l)(A) of the 

Lanham Act, 15 U.S.C. § 1125(a)(l)(A), unless enjoined by this Court, will continue 

to cause OmegaFlex to sustain irreparable damage, loss, and injury for which 

OmegaFlex has no adequate remedy at law. 

COUNT IV 

FEDERAL TRADEMARK DILUTION 

UNDER§ 43(c) OF THE LANHAM ACT, 15 U.S.C. §1125(c) 

65. OmegaFlex repeats and realleges the allegations set forth in Paragraphs 

1-64 of these Counterclaims. 

66. By virtue of their substantial use and promotion in the United States, the 

OmegaFlex Trademarks have become famous in accordance with the standards set 

forth in 15 U.S.C. § 1125(c), and have acquired great value as identifiers of 

OMEGAFLEX products and services. 

67. As a result of OmegaFlex's extensive advertising and sales of flexible 

metal hose products and systems in the United States bearing the famous OmegaFlex 

15 
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Trademarks, relevant consumers readily recognize, identify and distinguish 

OmegaFlex's products, systems, and services from those of others. 

68. The OmegaFlex Trademarks became famous long before Valencia 

adopted the ALPHAFLEX and Alpha-FLEX marks. 

69. Valencia's unauthorized adoption and use in commerce of the 

ALPHAFLEX and Alpha-FLEX marks is likely to dilute and has diluted the 

distinctive quality of the OmegaFlex Trademarks in violation of 15 U.S.C. § 1125(c). 

70. The flexible gas piping products, systems, and services as sold by 

Valencia are of inferior quality to the exceptional and highly rated goods and services 

offered under the OmegaFlex Trademarks. 

71. Valencia's aforesaid acts were done with a knowing and willful intent to 

trade on OmegaFlex's reputation and goodwill in the OmegaFlex Trademarks and/or 

to cause dilution, blurring and tamishment of the OmegaFlex Trademarks. 

72. Valencia's acts of dilution have caused OmegaFlex to sustain monetary 

damage, loss, and injury in an amount to be determined at trial. 

73. Valencia has wrongfully obtained profits as a result of its use of the 

Alpha-FLEX mark, which should be restored to OmegaFlex. 

74. Valencia has engaged and continues to engage in these activities 

willfully, so as to justify the assessment of treble damages under 15 U.S.C. §1117. 

75. Valencia's acts of dilution, unless enjoined by this Court, will continue to 

cause OmegaFlex to sustain irreparable damage, loss, and injury for which 

OmegaFlex has no adequate remedy at law. 

COUNTY 

UNFAIR COMPETITION 

UNDER CALIFORNIA BUSINESS & PROFESSIONS CODE §§ 17200, et seq. 

76. OmegaFlex repeats and realleges the allegations set forth in Paragraphs 

1-7 5 of these Counterclaims. 

16 
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77. Valencia's conduct as described above constitutes "unlawful, unfair or 

fraudulent business act(s) or practice(s) ... "under California Business & Professions 

Code§§ 17200, et seq. 

78. Valencia's conduct has been c·ommitted with'the intent to cause 

confusion and mistake, to deceive the public, and/or to misrepresent the affiliation, 

connection and/or sponsorship of Valencia's products, systems, and services with 

those of OmegaFlex. 

79. Upon information and belief, at the time of committing the acts alleged 

herein, Valencia had actual or constructive knowledge ofOmegaFlex's ownership and 

prior use of the OmegaFlex Trademarks for CSST and flexible gas piping products, 

systems, and services in California and the U.S., and consciously disregarded such 

ownership and prior use . 

80. Valencia's aforesaid acts have been willful. 

81. Valencia's acts of unfair competition have injured and violated the rights 

of OmegaFlex and caused it to lose sales, market share, reputation, goodwill, and/or 

otherwise injured it in an amount to be determined at trial. 

82. As a result of Valencia's aforesaid acts, OmegaFlex has sustained 

monetary damage, loss, and injury in an amount to be determined at trial. 

83. Valencia has wrongfully obtained such profits and benefits and should be 

required to restore to OmegaFlex profits earned as a result of its unlawful and 

improper acts, or provide OmegaFlex with other restitutionary relief as the Court 

deems appropriate. 

84. OmegaFlex has been and continues to be damaged in a manner that 

cannot be fully measured or compensated, and for which there is no adequate remedy 

at law. 

85. Valencia's acts of unfair competition, unless enjoined by this Court, will 

continue to cause OmegaFlex to sustain irreparable damage, loss, and injury. 

17 
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COUNT VI 

FALSE ADVERTISING 

UNDER CALIFORNIA BUSINESS & PROFESSIONS CODE §§ 17500, 17505, 

17508.et seq. 

86. OmegaFlex repeats and realleges the allegations set forth in Paragraphs 

1-85 of these Counterclaims. 

87. Valencia has violated California Business and Professions Code § § 

17500, 17505, and 17508 by falsely claiming and/or suggesting that Valencia and its 

Alpha-FLEX products are certified by CSA Group and IAPMO by using unauthorized 

reproductions of CSA Group and IAPMO certification marks in the Alpha-FLEX 

Installation Manual. 

88. Valencia's unauthorized reproduction and use of CSA Group and 

IAPMO certification marks in the Alpha-FLEX Installation Manual misrepresents the 

nature, characteristics, and/or qualities of Valencia and its Alpha-FLEX goods. 

89. Valencia's use of CSA Group and IAPMO certification marks without 

authorization constitute literally false and/or misleading descriptions and/or deceptive 

misrepresentations of fact in commerce . 

90. Upon information and belief, Valencia knew and/or reasonably should 

have known that its unauthorized reproduction and use of these certification marks, as 

set forth above, were false and/or misleading 

91. Upon information and belief, Valencia willfully made these literally false 

and/or deceptively misleading statements. 

92. Valencia's deceptively misleading statements have, and are likely to, 

influence consumers' purchasing decisions with respect to the Alpha-FLEX product, 

thereby diverting revenues from OmegaFlex to its competitor, Valencia, and allowing 

Valencia to wrongfully obtain profits. 

18 
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93. Valencia's acts of false advertising have injured and violated the rights of 

OmegaFlex and caused it to lose sales, market share, reputation, goodwill, and/or 

otherwise injured it in an amount to be determined at trial. 

94. As a result of Valencia's aforesaid acts, OmegaFlex has sustained 

monetary damage, loss, and injuryin an amount to be determined at trial. 

95. Valencia has wrongfully obtained such profits and benefits and should be 

required to restore to OmegaFlex profits earned as a result of its unlawful and 

improper acts, or provide OmegaFlex with other restitutionary relief as the Court 

deems appropriate. 

96. Valencia's aforesaid acts of false advertising, unless enjoined by this 

Court, will continue to cause OmegaFlex to sustain irreparable damage, loss, and 

injury for which OmegaFlex has no adequate remedy �~�t� law. 

COUNT VII 

TRADEMARK DILUTION 

UNDER CALIFORNIA BUSINESS & PROFESSONS CODE § 14247 

97. OmegaFlex repeats and realleges the allegations set forth in Paragraphs 

1-96 of these Counterdaims. 

98. By virtue of their substantial use and promotion in California, the 

OmegaFlex Trademarks have become famous and distinctive in accordance with the 

standards set forth in§ 14247 of the California Business & Professions Code, and 

have acquired great value as identifiers of OMEGAFLEX products, systems, and 

services. 

99. As a result of OmegaFlex's extensive advertising and sales of flexible 

metal hose products and systems in California bearing the famous OmegaFlex 

Trademarks, relevant consumers readily recognize, identify and distinguish 

OmegaFlex's products, systems, and services from those of others. 

100. The OmegaFlex Trademarks became famous and distinctive long before 

Valencia adopted the ALPHAFLEX and Alpha-FLEX marks. 

19 
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101. Valencia's unauthorized adoption and use of the ALPHAFLEX and 

Alpha-FLEX marks is likely to dilute, and has diluted, the distinctive quality of the 

OmegaFlex Trademarks in violation of§ 14247 of the California Business & 

Professions Code. 

102. The flexible gas piping products, systems, and services as sold by 

Valencia are of inferior quality to the exceptional and highly rated goods and services 

offered under the OmegaFlex Trademarks. 

103. Valencia's aforesaid acts were done with a knowing and willful intent to 

trade on OmegaFlex's reputation and goodwill in the OmegaFlex Trademarks and/or 

to cause dilution, blurring and tamishment of the OmegaFlex Trademarks. 

104. Valencia's acts of dilution have caused OmegaFlex to sustain monetary 

damage, loss, and injury in an amount to be determined at trial, as well as damage and 

injury to its reputation and goodwill. 

105. Valencia has engaged and continues to engage in these activities 

willfully, so as to justify the assessment of treble damages �~�d�e�r� § 14250 of the 

California Business & Professions Code. 

106. Valencia's acts of dilution, unless enjoined by this Court, will continue to 

cause OmegaFlex to sustain irreparable damage, loss, and injury for which 

OmegaFlex has no adequate remedy at law. 

COUNT VIII 

UNFAIR COMPETITION 

UNDER COMMON LAW 

107. OmegaFlex repeats and realleges the allegations set forth in Paragraphs 

1-106 ofthese Counterclaims. 

108. Valencia's knowing, willful and intentional acts as alleged herein 

constitute unfair competition and palming off in violation of the common law rights of 

OmegaFlex. 
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109. Valencia's acts are likely to cause confusion, mistake and/or deception as 

to the source, origin or sponsorship of Valencia's Alpha-FLEX goods, systems, and/or 

services and/or to falsely mislead consumers into believing that Valencia's goods, 

systems and/or services originate from, and/or are affiliated-or connected with, and/or 

are approved by OmegaFlex. -

110. Valencia's aforesaid acts have been willful. 

111. Valencia's acts of unfair competition have injured and violated the rights 

of OmegaFlex and caused it to lose sales, market share, reputation, goodwill, and/or 

otherwise injured it in an amount to be determined at trial. 

112. As a result of Valencia's aforesaid acts, OmegaFlex has sustained 

monetary damage, loss, and injury in an amount to be determined at trial. 

113. Valencia has wrongfully obtained such profits and benefits and should be 

required to restore to OmegaFlex profits earned as a result of its unlawful and 

improper acts, or provide OmegaFlex with other restitutionary relief as the Court 

deems appropriate. 

114. OmegaFlex has been and continues to be damaged in a manner that 

cannot be fully measured or compensated, and for which there is no adequate remedy 

at law. 

115. Valencia's acts of unfair competition, unless enjoined by this Court, will 

continue to cause OmegaFlex to sustain irreparable damage, loss, and injury. 

COUNT IX 

TRADEMARK INFRINGEMENT 

UNDER COMMON LAW 

116. OmegaFlex repeats and realleges the allegations set forth in Paragraphs 

1-115 of these Counterclaims. 

117. OmegaFlex has been using the OmegaFlex Trademarks for CSST and 

flexible gas piping products, systems, and services since 1997. 
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118. On information and belief, Valencia began using the mark Alpha-FLEX 

in or about 2012 for flexible gas piping products, systems, and services. Accordingly, 

the use of the OmegaFlex Trademarks by OmegaFlex for the same goods and services 

long predates Valencia's federal application for ALPHAFLEX and use of Alpha

FLEX. 

119. Upon information and belief, at the time of adopting the ALPHAFLEX 

and Alpha-FLEX marks Valencia had actual or constructive knowledge of 

OmegaFlex's ownership and prior use of the OmegaFlex Trademarks for flexible gas 

piping products, systems, and services. 

120. Valencia's unlawful and improper actions, as set forth above, including 

its federal application for ALPHAFLEX and use of Alpha-FLEX, are likely to cause 

confusion, mistake or deception as to the source, origin or sponsorship of Valencia's 

goods, systems and/or services and to falsely mislead consumers into believing that 

Valencia's goods, systems and/or services originate from, are affiliated or connected 

with, and/or are approved by OmegaFlex. 

121. These activities on the part of Valencia constitute an infringement of 

OmegaFlex' s rights in the OmegaFlex Trademarks . 

122. Valencia has engaged and continues to engage in these activities 

willfully. 

123. Valencia's acts of infringement have caused OmegaFlex to sustain 

monetary damage, loss, and injury in an amount to be determined at trial, as well as 

damage and injury to its reputation and goodwill. 

124. Valencia's acts of infringement, unless enjoined by this Court, will 

continue to cause OmegaFlex to sustain irreparable damage, loss, and injury for which 

OmegaFlex has no adequate remedy at law. 

22 



Case 2:12-cv-02240-DMG-AGR   Document 11    Filed 05/25/12   Page 23 of 31   Page ID #:67Case 3:16-cv-01190   Document 1-7   Filed 07/14/16   Page 24 of 32

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

i:i.. 12 ...:I 
...:I 
N 13 �~� 
i:i:: 
< 14 ::i 
r.Fl 

�~� 15 
�~� 
�~� 

::i 16 
:I: 

n 17 :I: 
u 
< 18 i:CI 
i:t:: 
0 19 

20 

21 

22 

23 

24 

25 

26 

27 

28 

COUNTX 

INJURY TO BUSINESS REPUTATION 

UNDER COMMON LAW 

125. OmegaFlex repeats and realleges the allegations set forth in Paragraphs 

1-124 of these Counterclaims. -

126. Valencia's wrongful use of the Alpha-FLEX mark creates a likelihood of 

injury to OmegaFlex's business reputation because persons encountering the Alpha

FLEX products, systems and/or services will believe that Valencia is affiliated with, 

related to or has the approval of OrnegaFlex, and any adverse reaction by the public to 

Valencia and the quality of its products and systems, and the nature of its business 

will injure the business reputation of OmegaFlex and the goodwill that it enjoys in 

connection with the OmegaFlex Trademarks'. 

127. These acts on the part of Valencia have caused OmegaFlex to sustain 

monetary damage, loss, and injury in an amount to be determined at trial. 

128. Valencia's acts of infringement, unless enjoined by this Court, will 

continue to cause OmegaFlex to sustain irreparable damage, loss, and injury for which 

OmegaFlex has no adequate remedy at law. 

COUNT XI 

DECLARATORY JUDGMENT THAT TRADEMARK APPLICATION 

NO. 85456176 IS INCAPABLE OF REGISTRATION UNDER 28 U.S.C. § 2201 

129. OmegaFlex repeats and realleges the allegations set forth in J>aragraphs 

1-128 of these Counterclaims. 

130. As described above, Valencia's U.S. Trademark Application Serial No. 

85456176 for ALPHAFLEX to identify "flexible metal hose and braided flexible 

metal hose for gas transmission and for use with flammable and/or corrosive fluids," 

in International Class 6, is incapable of registration because, inter alia, when used on 

or in connection with the goods listed in the application, it is likely to cause consumer 

23 
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confusion, mistake or deception with respect to the OmegaFlex Trademarks, and/or 

dilute by blurring and tarnishing, the distinctive OmegaFlex Trademarks. 

131. For these reasons, as alleged in detail herein, OmegaFlex believes that it 

would be damaged by the registration of ALPHAFLEX by the PTO. 

132. Accordingly, Valencia's U.S. Trademark Application Serial No. 

85456176 for ALPHAFLEX should be denied federal registration pursuant to 15 

�u�~�s�.�c�.� § 1063. 

PRAYER FOR RELIEF 

WHEREFORE, OmegaFlex respectfully requests that this Court enter an Order: 

A. Declaring that OmegaFlex's federally registered Trademarks for "flexible 

metal hose and braided flexible metal hose for use with flammable and/or 

corrosive fluids" are infringed by Valencia's federal application for 

ALPHAFLEX and use of the Alpha-FLEX mark in violation of the 

Lanham Act, 15 U.S.C. § 1114(1 ), and further declaring that such 

infringement is willful. 

B. Declaring that Valencia's U.S. application for ALPHAFLEX and 

unauthorized use in commerce of Alpha-FLEX in association with 

flexible gas piping products, systems, and services and/or any other mark 

confusingly similar to OmegaFlex's trademarks for flexible gas piping 

products, systems, and services violates the Lanham Act, 15 U.S.C. § 

. 1125(a)(l )(A), as unfair competition and a false designation of origin. 

C. Declaring that Valencia's unauthorized use of reproductions of CSA 

Group and IAPMO certifications marks constitutes false advertising 

under 15 U.S.C. § 1125(a)(l)(B). 

D. Declaring that Valencia has diluted, blurred and/or tarnished the 

distinctive quality of the OmegaFlex Trademarks in violation of the 

Lanham Act, 15 U.S.C. § 1125(c). 
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1 E. Declaring that Valencia has unfairly competed with OmegaFlex under § 

2 17200 et seq. of the California Business & Professions Code, with 

3 respect to its use of the Alpha-FLEX mark. 

4 F. Declaring that Valencia's unauthorized use of Alpha-FLEX in 

5 association with flexible gas piping products, systems, and services for 

6 flexible gas piping products, systems, and services constitutes unfair 

7 competition and trademark infringement under common law. 

8 G. Declaring that Valencia's unauthorized use of reproductions of CSA 

9 Group and IAPMO certification marks constitutes false advertising under 

10 §§ 17500 et seq. of the California Business & Professions Code. 

11 H. Declaring that Valencia has diluted, blurred and/or tarnished the 
ll.. 12 . distinctive quality of the OmegaFlex Trademarks in �v�i�o�~�a�t�i�o�n� of§ 14247 ...:l 
�~� 

N 13 of the California Business & Professions Code. r.:i 
�~� 
< 14 I. Declaring that Valencia's wrongful use of the Alpha-FLEX mark creates �~� 
en 

�~� 15 a likelihood of injury to OmegaFlex's business reputation. 
�~� 
�~� 
::i 16 J. Declaring that U.S; Trademark Application Serial No. 85456176 for 
�~� 

�~� 17 ALPHAFLEX for "flexible metal hose and braided flexible metal hose ::i:: 
u 
< 18 for gas transmission and for use with flammable and/or corrosive fluids," �~� 
�~� 
0 19 in International Class 6, owned by Valencia, is incapable of federal 

20 registration pursuant to 15 U.S.C. § 1063. 

21 K. · Preliminarily and permanently enjoining Valencia, its officers, 

22 subsidiaries, parents, divisions, agents, servants, employees, and 

23 attorneys, and those persons in active concert or participation with 

24 Valencia who receive actual notice of the order by personal service or 

25 otherwise, pursuant to 15 U.S.C. §1116, from: 

26 1) Applying for and using any trademarks not licensed by 

27 OmegaFlex, including ALPHAFLEX and Alpha-FLEX, for 

28 flexible gas piping products, systems, and/or services, whether 

25 
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such marks are used alone or in combination with other words 

and/or designs, which are likely to be mistaken for or confused· 

with the OmegaFlex Trademarks, or which are likely to create 

the erroneous impression that Valencia's products, systems 

and/or services originate with OmegaFlex, are endorsed by 

OmegaFlex, or are connected in any way with OmegaFlex; 

2) Falsely designating the origin of Valencia's products, systems 

and/or services; 

3) Causing a likelihood of confusion in the public as to the source 

or endorsement of Valencia's products, systems, and/or services 

with OmegaFlex's products, systems and/or services; 

4) Diluting, blurring and/or tarnishing the OmegaFlex 

Trademarks; 

5) Otherwise infringing OmegaFlex' s trademark rights; 

6) Unfairly competing with OmegaFlex in any manner 

whatsoever; and 

. 7) Using CSA Group and IAPMO certification marks without 

authorization, and/or otherwise falsely claiming or implying 

any industry approvals or certifications which it has not been 

awarded. 

L. Ordering Valencia to cease all use of ALPHAFLEX, Alpha-FLEX, 

and/or any other confusingly similar mark for flexible gas piping 

products, systems, and/or services or any other related or competitive 

products or services. 

M. Ordering Valencia to transfer to OmegaFlex any and all domain names . 

that contain an infringing, unlicensed, unauthorized, or unlawful mark, 

including, but not necessarily limited to, the ALPHAFLEX mark. 
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1 N. Ordering Valencia to deliver up for destruction all literature, advertising, 

2 labels, tags, packaging, and products and other materials bearing and 

3 infringing, unlicensed, unauthorized or otherwise unlawful marks, 

4 including but not necessarily limited to, the AtPHAFLEX and Alpha-

5 FLEX marks, and the CSA Group and IAPMO certification marks 

6 pursuant to 15 U.S.C. § 1118. 

7 0. Ordering Valencia to file with this Court and serve on OmegaFlex in 30 

8 days after the service of the injunction, a written report, under oath, 

9 setting forth in detail the manner and form in which Valencia has 

10 complied with the injunction. 

11 P. Ordering Valencia to account to OmegaFlex for any and all profits, gains, 
j:1; 12 advantages, and unjust enrichment derived by Valencia and all damages .....:l 
...:l 

N 13 sustained by OmegaFlex by reason of Valencia's acts complained of �~� 
;i:: 
< 14 herein. ;:J 
Cf) 

�~� 15 Q. Declaring that Valencia's acts as complained of herein were deliberate 
�~� 
�~� 
p 16 and willful, and that this be deemed an exceptional case pursuant to 15 
�~� 

" 17 U.S.C. § 1117 and§§ 14250, 17206 and 17536 of the California Business ::i:: 
u 
< 18 & Professions Code, and further declaring that OmegaFlex shall be �~� 
;i:: 
0 19 entitled to treble damages. 

20 R. Ordering that OmegaFlex recover exemplary damages. 

21 s. Granting OmegaFlex its costs and disbursements in this Action, as well 

22 as its reasonable attorneys' fees. 

23 Ill 

24 Ill 

25 Ill 

26 Ill 

27 Ill 

28 Ill 

27 
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T. Granting OmegaFlex such other and further relief as this Court may 

deem just. 

Date: May 25, 2012 

By its attorneys, 

ORBACH, HUFF & SUAREZ LLP 

i �·�~� 

Colin Barr, Esq. (State Bar N . 165226) 
ORBACH, HUFF & SUA . Z LLP 
1901 Avenue of the Stars, Suite 575 
Los Angeles, CA 90067-6007 
Phone:(310) 788-9200 
Fax (310) 788-9210 
Email: cbarr@ohslegal.com 

28 
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DEMAND FOR JURY TRIAL 

OmegaFlex demands a trial by jury on all issues so triable. 

Date: May 25, 2012 

By �i�~ �_�s� attorneys, 

ORBACH, HUFF & SUAREZ LLP 

0--
Cohn Barr, Esq. State ar No. 1J:;226) 
ORBACH, HUFF & SUAREZ LLP 
1901 Avenue of the Stars, Suite 575 
Los Angeles, CA 90067-6007 
Phone:(310) 788-9200 
Fax (310) 788-9210 
Email: cbarr@ohslegal.com 
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PROOF OF SERVICE 
(C.C.P. §§ 1013a and 2015.5) 

I, Miriam Lopez, declare as follows: 

I am employed in the County of Los.-Angeles, State' of California. I am over the 
age of 18 years and not a party tO the within action. My business address is Orbach, 
Huff & Suarez LLP, 1901 �A�v�e�n�u�~� of the Stars, Suite 575, Los Angeles, California 
90067-6007. 

On �M�a�y�_�~�,� 2012, I served the foregoing document(s) described as ANSWER, 
AFFIRMATIVE DEFENSES, AND COUNTERCLAIMS OF THE 
DEFENDANT/PLAINTIFF-IN-COUNTERCLAIM, OMEGA FLEX, INC. on 
the interested parties in this action. · 

SEE ATTACHED SERVICE LIST 

00 BY MAIL: By placing a true and correct copy thereof enclosed in a sealed 
envelope addressed as above, with postage thereon fully prepaid, in the U.S. 
Mail at Los Angeles, California. I am "readily familiar" with the firm's practice 
of collection and processing correspondence for mailing. Under that practice it . 
would be deposited with the U.S. Postal Service on the same day with postage 
thereon fully prepaid at Los Angeles, California, in the ordinary course of 
business. I am aware that on motion of the party served, service is presumed 
invalid if postal cancellation date or postage meter date is more than one (1) day 
after date of deposit for mailing as stated in affidavit. 

D BY ELECTRONIC MAIL [PDF]: I caused such document(s) to be sent by 
electronic mail as a PDF attachment to the email addresses listed on the attached 
service list. 

D BY FAX: I transmitted a true copy of said document(s) by facsimile machine 
this date from telecopier number (310) 788-9210, and no error was reported. 
Said fax transmission(s) were directed as indicated on the service list. 

X (State) I declare under penalty of perjury under the laws of the State of 
California that the foregoing is true and correct. 

X (Federal) I declare that I am employed in the office of a member of the Bar of 
this Court, at whose direction the service was made. I declare under penalty of 
perjury under the laws of the State of California that the foregoing is true and 
correct. 

Executed on May 25, 2012, at Los Angeles, California. 

Miriam Ldpez 

PROOF OF SERVICE 
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SERVICE LIST 
Valencia Pipe Company v. Omega Flex, Inc. 

U.S.D.C. Case No. CV 12-02240 DMG (AGRx) 

Heather D. Bennett, Esq. 
Elizabeth A. Linford, Esq. 
Ladas & Parry LLP 
5670 Wilshire Blvd., Suite 2100 
Los Angeles, CA 90036 
Attorney for Plaintiff VALEN CIA PIPE 
COMPANY 

PROOF OF SERVICE 
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Tdc       Mailed:  January 28, 2013 
 

Opposition No. 91206411   

Omega Flex Inc.   

v. 

Valencia Pipe Company, Inc. 

 

On January 9, 2013, the parties filed applicant©s 

abandonment of its application Serial No. 85456176 with 

prejudice, with opposer©s written consent, and opposer©s 

withdrawal of opposition without prejudice. 

 In view thereof, application Serial No. 85456176 stands 

abandoned with prejudice, and the opposition is dismissed 

without prejudice. See Trademark Rules 2.106(c) and 2.135. 

 

 

       

       By the Trademark Trial  
and Appeal Board 

 

UNITED STATES PATENT AND TRADEMARK OFFICE 
Trademark Trial and Appeal Board 
P.O. Box 1451 
Alexandria, VA  22313-1451
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Status Search SN 2101072

http://tsdr.uspto.gov/#caseNumber=2101072&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=statusSearch[9/15/2016 11:16:31 AM]

About Us Careers Contact Us

Trademark Status & Document Retrieval (TSDR)

SEARCH MULTI-SEARCH

USPTO > Trademark  > TSDR > Trademark Search

1. The Post Registration "Maintenance Tab" has been temporarily disabled. It will return soon.

2. TSDR now displays information regarding TM5 Common Status Descriptors.

US Serial, Registration, or Reference No.

Patents Trademarks Learning and Resources

Status results found

STATUS DOCUMENTS Print Preview

Generated on: This page was generated by TSDR on 2016-09-15 10:20:23 EDT

Mark: OMEGAFLEX

US Serial Number: 75113383 Application Filing Date: Jun. 03, 1996

US Registration Number: 2101072 Registration Date: Sep. 30, 1997

Register: Principal

Mark Type: Trademark

TM5 Common Status

Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Aug. 24, 2007

Publication Date: Feb. 11, 1997

No Image exists for this case.

Mark Information

Goods and Services

Mark Literal Elements: OMEGAFLEX

Standard Character Claim: No

Mark Drawing Type: 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;

Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and

Asterisks *..* identify additional (new) wording in the goods/services.

For: flexible metal hose and braided flexible metal hose for use with flammable and/or corrosive fluids

International Class(es): 006 - Primary Class U.S Class(es): 002, 012, 013, 014, 023, 025, 050

Download

US Serial, Registration, or Reference No. 2101072 Status Documents



Status Search SN 2101072

http://tsdr.uspto.gov/#caseNumber=2101072&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=statusSearch[9/15/2016 10:21:50 AM]

Basis Information (Case Level)

Current Owner(s) Information

Attorney/Correspondence Information

Prosecution History

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 1991 Use in Commerce: Sep. 1991

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Owner Name: OMEGA FLEX, INC.

Owner Address: 451 Creamery Way

Exton, PENNSYLVANIA UNITED STATES 193412509

Legal Entity Type: CORPORATION State or Country Where

Organized:

PENNSYLVANIA

Attorney of Record

Attorney Name: George A. Pelletier, Jr. Docket Number: OME961290TUS

Attorney Primary Email

Address:

TM@cantorcolburn.com Attorney Email Authorized: Yes

Correspondent

Correspondent

Name/Address:

George A. Pelletier, Jr.

Cantor Colburn LLP

55 Griffin Road South

Bloomfield, CONNECTICUT UNITED STATES 06002

Phone: 860-286-2929 Fax: 860-286-0115

Correspondent e-mail: TM@cantorcolburn.com Correspondent e-mail

Authorized:

Yes

Domestic Representative - Not Found

Date Description Proceeding Number

Feb. 09, 2009 REVIEW OF CORRESPONDENCE COMPLETE 59315

Feb. 02, 2009 PAPER RECEIVED

Aug. 24, 2007 REGISTERED AND RENEWED (FIRST RENEWAL -

10 YRS)

74886

Aug. 24, 2007 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9

GRANTED

Aug. 24, 2007 ASSIGNED TO PARALEGAL 74886

Aug. 08, 2007 REGISTERED - COMBINED SECTION 8 (10-YR) &

SEC. 9 FILED

Aug. 08, 2007 TEAS SECTION 8 & 9 RECEIVED

Feb. 26, 2007 CASE FILE IN TICRS

Sep. 30, 2003 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15

ACK.

Aug. 18, 2003 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Aug. 18, 2003 PAPER RECEIVED



Status Search SN 2101072

http://tsdr.uspto.gov/#caseNumber=2101072&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=statusSearch[9/15/2016 10:21:50 AM]

BROWSE BY TOPIC

Patents

Trademarks

Learning & Resources

About the USPTO

Glossary

Careers

Contact Us

ABOUT THIS SITE

Accessibility

Privacy Policy

Terms of Use

Security

Systems Status

Site Map

USPTO BACKGROUND

Federal Activity

Inventory Reform Act

(FAIR)

USPTO Budget and

Performance

Freedom of Information

Act

Information Quality

Guidelines

FEDERAL GOVERNMENT

Regulations.gov

StopFakes.gov

USA.gov

Department of

Commerce

Strategy Targeting

Organized Piracy

Download Adobe Reader

If you are the applicant or the applicant's attorney and have questions a bout this file, please contact the Trademark Assistance Center

Maintenance Filings or Post Registration Information

TM Staff and Location Information

Assignment Abstract Of Title Information - Click to Load

Sep. 30, 1997 REGISTERED-PRINCIPAL REGISTER

Mar. 13, 1997 EXTENSION OF TIME TO OPPOSE RECEIVED

Feb. 11, 1997 PUBLISHED FOR OPPOSITION

Jan. 10, 1997 NOTICE OF PUBLICATION

Nov. 12, 1996 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 06, 1996 ASSIGNED TO EXAMINER 72515

Affidavit of Continued Use: Section 8 - Accepted

Affidavit of Incontestability: Section 15 - Accepted

Renewal Date: Sep. 30, 2007

TM Staff Information - None

File Location

Current Location: POST REGISTRATION Date in Location: Feb. 09, 2009

Proceedings - Click to Load
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Status Search SN 2227971

http://tsdr.uspto.gov/#caseNumber=2227971&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=statusSearch[9/15/2016 10:22:42 AM]

About Us Careers Contact Us

Trademark Status & Document Retrieval (TSDR)

SEARCH MULTI-SEARCH

USPTO > Trademark  > TSDR > Trademark Search

1. The Post Registration "Maintenance Tab" has been temporarily disabled. It will return soon.

2. TSDR now displays information regarding TM5 Common Status Descriptors.

US Serial, Registration, or Reference No.

Patents Trademarks Learning and Resources

Status results found

STATUS DOCUMENTS Print Preview

Generated on: This page was generated by TSDR on 2016-09-15 10:21:23 EDT

Mark: OMEGAFLEX

US Serial Number: 75399531 Application Filing Date: Dec. 03, 1997

US Registration Number: 2227971 Registration Date: Mar. 02, 1999

Register: Principal

Mark Type: Trademark

TM5 Common Status

Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Mar. 16, 2009

Publication Date: Dec. 08, 1998

Mark Information

Related Properties Information

Goods and Services

Mark Literal Elements: OMEGAFLEX

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Design Search Code(s): 24.17.25 - Biohazard symbol; Degree sign (°); Equal sign (=); Greater than symbol > (mathematical); Handicapped symbol; Hazardous

materials symbol; Less than symbol < (mathematical); Pound sign (#) 

27.03.05 - Objects forming letters or numerals

Claimed Ownership of US

Registrations:

2101072

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:

Download

US Serial, Registration, or Reference No. 2227971 Status Documents



Status Search SN 2227971

http://tsdr.uspto.gov/#caseNumber=2227971&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=statusSearch[9/15/2016 10:22:42 AM]

Basis Information (Case Level)

Current Owner(s) Information

Attorney/Correspondence Information

Prosecution History

Brackets [..] indicate deleted goods/services;

Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and

Asterisks *..* identify additional (new) wording in the goods/services.

For: flexible metal hose and braided flexible metal hose for use with flammable and/or corrosive fluids

International Class(es): 006 - Primary Class U.S Class(es): 002, 012, 013, 014, 023, 025, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 1991 Use in Commerce: Sep. 1991

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Owner Name: OMEGA FLEX, INC.

Owner Address: 451 Creamery Way

Exton, PENNSYLVANIA UNITED STATES 19341-250

Legal Entity Type: CORPORATION State or Country Where

Organized:

PENNSYLVANIA

Attorney of Record

Attorney Name: GEORGE A. PELLETIER, JR Docket Number: OME972012US

Attorney Primary Email

Address:

TM-CT@cantorcolburn.com Attorney Email Authorized: Yes

Correspondent

Correspondent

Name/Address:

GEORGE A. PELLETIER, JR

CANTOR COLBURN LLP

20 Church Street

22nd Floor

Hartford, CONNECTICUT UNITED STATES 06103

Phone: 860-286-2929 Fax: 860-286-0115

Correspondent e-mail: TM-CT@cantorcolburn.com Correspondent e-mail

Authorized:

Yes

Domestic Representative - Not Found

Date Description Proceeding Number

Mar. 16, 2009 REGISTERED AND RENEWED (FIRST RENEWAL -

10 YRS)

71378

Mar. 16, 2009 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9

GRANTED

Feb. 27, 2009 TEAS SECTION 8 & 9 RECEIVED

Feb. 11, 2009 REVIEW OF CORRESPONDENCE COMPLETE 70231

Feb. 02, 2009 PAPER RECEIVED

Mar. 31, 2005 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15

ACK.

Feb. 08, 2005 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED



Status Search SN 2227971

http://tsdr.uspto.gov/#caseNumber=2227971&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=statusSearch[9/15/2016 10:22:42 AM]

BROWSE BY TOPIC

Patents

Trademarks

Learning & Resources

About the USPTO

Glossary

Careers

Contact Us

ABOUT THIS SITE

Accessibility

Privacy Policy

Terms of Use

Security

Systems Status

Site Map

USPTO BACKGROUND

Federal Activity

Inventory Reform Act

(FAIR)

USPTO Budget and

Performance

Freedom of Information

Act

Information Quality

Guidelines

FEDERAL GOVERNMENT

Regulations.gov

StopFakes.gov

USA.gov

Department of

Commerce

Strategy Targeting

Organized Piracy

Download Adobe Reader

If you are the applicant or the applicant's attorney and have questions a bout this file, please contact the Trademark Assistance Center

Maintenance Filings or Post Registration Information

TM Staff and Location Information

Assignment Abstract Of Title Information - Click to Load

Feb. 08, 2005 PAPER RECEIVED

Mar. 02, 1999 REGISTERED-PRINCIPAL REGISTER

Dec. 08, 1998 PUBLISHED FOR OPPOSITION

Nov. 06, 1998 NOTICE OF PUBLICATION

Sep. 09, 1998 APPROVED FOR PUB - PRINCIPAL REGISTER

Sep. 08, 1998 ASSIGNED TO EXAMINER 74822

Affidavit of Continued Use: Section 8 - Accepted

Affidavit of Incontestability: Section 15 - Accepted

Renewal Date: Mar. 02, 2009

TM Staff Information - None

File Location

Current Location: POST REGISTRATION Date in Location: Mar. 16, 2009

Proceedings - Click to Load
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