Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA777631

Filing date: 10/19/2016

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91230032
Party Defendant
J.G.B. Enterprises, Inc.
Correspondence BERNHARD P MOLLDREM JR
Address LAW OFFICE OF BERNHARD MOLLDREM
224 HARRISON ST STE 200
SYRACUSE, NY 13202
UNITED STATES
molldrem@dreamscape.com, jody.sadler@verizon.net
Submission Motion to Dismiss - Rule 12(b)
Filer's Name Bernhard P Molldrem Jr
Filer's e-mail molldrem@dreamscape.com
Signature /BMolldrem/
Date 10/19/2016
Attachments ReplyMemo.pdf(4941670 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
TRADEMARK TRIAL AND APPEAL BOARD

Exxon Mobil Corporation
Plaintiff- Opposer Opp. No. 91-230,032
Appln Ser. No. 86/861,515

V.

J.G.B. Enterprises, Inc.
Defendant-Applicant Defendant/Applicant’s Reply
in respect to Motion

to Dismiss Opposition

N Nt 0 N S Near” S et e e N

Applicant J.G.B. Enterprises, Inc. hereby replies to the Opposer, Exxon Mobil
Corporation’s response to Applicant J.G.B. Enterprises, Inc.’s motion to dismiss this opposition
proceeding.

Opposer Exxon Mobil claims that its trademark rights in JAYFLEX for plasticizers
preclude Applicant from registering Applicant’s J-Flex mark for Applicant’s product. Applicant
was not aware of Exxon Mobil’s claim until after receipt of Mr. Tyson Smith’s letter of June 8,
2016, and was not in any position to respond to that claim for a reasonable time sufficient to
consider it and confer with counsel. Mr. Philip Davidson admits in his Declaration that he
requested the 90-day extension the very same day as Mr. Smith emailed his letter to Applicant’s
counsel (and without awaiting for a return communication or acknowledgment from Applicant’s
counsel). Opposer argues in its memorandum that its unilateral action of sending its June 8,
2016, cease-and-desist letter to Applicant’s counsel was sufficient justification for a belief
(allegedly in good faith) that the Opposer (then, potential opposer) Exxon Mobil and Applicant
J.G.B. Enterprises were somehow engaged in settlement discussions concerning Exxon Mobil’s

claim.
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The term “settlement discussions” requires that both parties are aware of the first party’s
claim, that there is a recognized dispute as to the first party’s claim, and that one party or the
other has made an offer to compromise the claim. There is no better authority as to what is
meant by “settlement discussions” than Rule 408 of the Federal Rules of Evidence, which
provides that statements made during settlement discussion cannot be admitted into evidence.
Rule 408 lists as settlement activities “furnishing, promising, or offering — or accepting,
promising to accept, or offering to accept — a valuable consideration in compromising or
attempting to compromise the claim.” There can be no offer to compromise any claim, nor any
refusal or acceptance of a compromise, until a claim has been made and rejected. S.4. Healy Co.
v. Milwaukee Metropolitan Sewerage Dist., 42 F.3d 476, 480 (7™ Cir. 1995). No offer to
compromise nor invitation to compromise had occurred between these parties.

When Opposer, Exxon Mobil filed its 90-day extension request, Opposer Exxon Mobil
clearly stated it believed that “good cause” existed in that “the potential opposer is engaged in
settlement discussions with applicant.” Opposer urged this as a “good faith” ground, despite the
fact that the applicant was not at the same time engaged in settlement discussions with the
potential opposer, nor for that matter had even been aware of the potential opposer’s claim or of
potential opposer’s JAYFLEX trademark. Opposer at that time knew, or should have known that
Applicant J.G.B. Enterprises had not yet responded to the cease and desist letter, and had not
offered anything to compromise Opposer’s claim.

As of June 8, 2016, the two parties were not engaged in settlement discussions, or in

anything else. Please see the attached Exhibit, which is the page of the Oxford American Large
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Print Dictionary on which “engage” and “engaged” appear. “Engaged in”” would mean “involved
with -, “busy with — «, or “occupied with” some activity.

The plain and customary meaning of “engaged in”, as that term is used in Opposer’s
request for the longer extension of time, means that the parties have commenced carrying out an
activity, or have both entered into some action, such as in examples: “engaged in battle”, or
“engaged in trade”, or “engaged in competition.” At the time in question, no “settlement
discussions” had been commenced by either side, and on top of that Applicant had not joined
into them. Without activity on both sides, the opposer and applicant were not “engaged in”
anything.

The Declaration of Mr. Phillip M. Davidson, paragraph 4, states that in Mr. Davidson’s
long experience, “settlement discussions are frequently initiated with a letter such as the June 8
letter . . .” This statement admits that such a cease and desist letter does not always initiate
settlement discussions, and does not even infer that it would result in settlement discussion a
majority of the time. The cease and desist letter of June 8" did not result in any settlement
discussions: not prior to Mr. Davidson’s filing a request for a 90-day extension, nor since then.

It is doubtful that any circumstances exist in which mailing or emailing a cease and desist
letter constitutes per se engaging with an applicant in settlement discussions. That certainly did
not happen in this instance.

The usual 30-day extension, which was available to Opposer without show of cause,
would have been enough time for Opposer to at least attempt to engage Applicant in settlement

discussions, and thereafter perhaps to obtain and additional 60-day extension. Instead, Opposer
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chose to take a short-cut by falsely alleging non-existing settlement discussions.
In view of the arguments and facts presented, Applicant JGB respectfully believes it is
entitled to an ORDER from this Board dismissing this opposition with prejudice, and imposing

appropriate sanctions sufficient to discourage further bad-faith conduct.

Respectfully submitted,
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“—TBemhard P. Molldrem, Jr. /Z\
Attorney for Applicant s

Law Office of Bernhard Molldrem
224 Harrison Street, Suite 200
Syracuse NY 13202

(315) 422-4323

Certificate of Service

I certify that a true and complete copy of the foregoing Defendant/Applicant’s Reply in
respect to Motion to Dismiss Opposition, with Exhibit, has been served THIS DATE on Tyson
D. Smith, Pirkey Barber PLLC, 600 Congress Ave., Suite 2120, Austin, TX 78701 via First Class
mail, postage pre-paid.
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