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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name The Container Store, Inc.

Entity Corporation Citizenship Texas

Address 500 Freeport Parkway
Coppell, TX 750193863
UNITED STATES

Attorney informa-
tion

Deborah L. Lively
Thompson & Knight LLP
1722 Routh Street Suite 1500
Dallas, TX 75201
UNITED STATES
usptodallas@tklaw.com, deborah.lively@tklaw.com, craig.carpenter@tklaw.com
Phone:2149691700

Applicant Information

Application No 86738426 Publication date 08/16/2016

Opposition Filing
Date

09/12/2016 Opposition Peri-
od Ends

09/15/2016

Applicants Accardi, Steve
33 Shinnecock Ave.
Massapequa, NY 11758
UNITED STATES

Mockler, Edward William
312 Sabin Ct
Simpsonville, SC 29681
UNITED STATES

Corso, Nick J
171 Biltmore Blvd.
Massapequa, NY 11758
UNITED STATES

Goods/Services Affected by Opposition

Class 007. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Lifting installations for the transportof per-
sons and goods; Packaging machines, namely, liquid container fillers; Vacuum packaging machines

Class 021. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Industrial packaging containers of glass or
porcelain

Class 039. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Car rental; Crane rental and leasing for
loading and unloading purposes; Garagerental; Rental and leasing of passengervans; Rental of mov-

http://estta.uspto.gov


ing vans; Rental of packing machines; Rental of pallet lifts; Rental of pallets; Rental of recyclingcon-
tainers; Rental of storage containers; Rental of traction vehicle and trailers; Rental of trucks; Rental of
vehicle roof racks; Rental of warehouse space; Rental of warehouses

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

Dilution by tarnishment Trademark Act Sections 2 and 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

1257975 Application Date 07/14/1981

Registration Date 11/15/1983 Foreign Priority
Date

NONE

Word Mark CONTAIN YOURSELF!

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1978/07/01 First Use In Commerce: 1978/07/15

Retail Store Services in the Area of Household Accessories, Storage Items,
Storage Systems, and Space Organizers

U.S. Registration
No.

1373123 Application Date 05/14/1985

Registration Date 11/26/1985 Foreign Priority
Date

NONE

Word Mark CONTAIN IT

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1984/10/25 First Use In Commerce: 1985/01/01

RETAIL STORE SERVICES IN THE FIELD OF HOUSEHOLD ACCESSORIES
DESIGNED TO INCREASE STORAGE SPACE THROUGHOUT THE HOME
OR OFFICE

U.S. Registration
No.

1164143 Application Date 04/02/1979

Registration Date 08/04/1981 Foreign Priority
Date

NONE

Word Mark THE CONTAINER STORE

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1978/07/01 First Use In Commerce: 1978/07/01

Retail Store Services in the Area of Household Accessories, Storage Items,
Storage Systems, and Space Organizers

U.S. Registration
No.

1713572 Application Date 08/20/1991

Registration Date 09/08/1992 Foreign Priority NONE



Date

Word Mark THE CONTAINER STORE

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1982/07/00 First Use In Commerce: 1982/07/00

catalogs primarily for household accessories, storage items, storage systems,
space organizers, and related goods

U.S. Registration
No.

1911969 Application Date 04/11/1994

Registration Date 08/15/1995 Foreign Priority
Date

NONE

Word Mark THE CONTAINER STORE

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1985/05/01 First Use In Commerce: 1985/05/01

retail store services in the area of household accessories, storage items, storage
systems, and space organizers

U.S. Registration
No.

2470015 Application Date 04/28/1998

Registration Date 07/17/2001 Foreign Priority
Date

NONE

Word Mark THE CONTAINER STORE

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2000/08/08 First Use In Commerce: 2000/08/08

on-line retail store services featuringhousehold accessories, storage items, stor-
age systems and space organizers

U.S. Registration
No.

1940914 Application Date 11/30/1994

Registration Date 12/12/1995 Foreign Priority
Date

NONE

Word Mark THE CONTAINER STORE



Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1983/10/29 First Use In Commerce: 1983/10/29

retail store services in the area of household accessories, storage items, storage
systems, and space organizers

U.S. Registration
No.

4361948 Application Date 10/07/2011

Registration Date 07/02/2013 Foreign Priority
Date

NONE

Word Mark THE CONTAINER STORE ATHOME

Design Mark

Description of
Mark

The mark consists of an oblong blue design with the words "THE CONTAINER
STORE"written inside in white letters placed above the wording "ATHOME" in
which the letters "AT" are written in black and the letters "HOME" are written in
green; ahouse design in green is on the left end of the mark.

Goods/Services Class 035. First use: First Use: 2012/05/00 First Use In Commerce: 2012/05/00

retail store services in the field of household accessories, storage items, storage
systems, and space organizers

Class 042. First use: First Use: 2012/05/00 First Use In Commerce: 2012/05/00

Interior design services, namely, organization and space planning services

U.S. Registration
No.

4946966 Application Date 07/21/2014

Registration Date 04/26/2016 Foreign Priority
Date

NONE

Word Mark CONTAINED HOME



Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2014/09/24 First Use In Commerce: 2014/09/24

retail store services in the field of household accessories, storage items, storage
systems, and space organizers

Class 042. First use: First Use: 2014/09/24 First Use In Commerce: 2014/09/24

Interior design services, namely, organization and space planning services

U.S. Registration
No.

5018744 Application Date 05/04/2015

Registration Date 08/09/2016 Foreign Priority
Date

NONE

Word Mark CONTAINED HOME OUR IN-HOME ORGANIZATIONSERVICE

Design Mark

Description of
Mark

The mark consists of the word "CONTAINED", followed by an image of a house,
followed by the word "HOME", all above the phrase "OUR IN-HOME ORGANIZ-
ATION SERVICE".

Goods/Services Class 035. First use: First Use: 2015/06/00 First Use In Commerce: 2015/06/00

Retail store services in the field of household accessories, storage items, stor-
age systems, and space organizers

Class 042. First use: First Use: 2015/06/00 First Use In Commerce: 2015/06/00

Interior design services, namely, organization and space planning services
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.



Signature /deborah l. lively/

Name Deborah L. Lively

Date 09/12/2016



NOTICE OF OPPOSITION PAGE 1 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of  

U.S. Application Serial No. 86/738,426 

Published in the Official Gazette August 16, 2016 

Filed August 26, 2015 

 

The Container Store, Inc., 

 

Opposer, 

 

vs. 

 

Steve Accardi, Edward Mockler, and  

Nick Corso  

 

Applicant. 

No.  __________ 

 
NOTICE OF OPPOSITION 

 

The Container Store, Inc. (“Opposer”), a Texas corporation, having its principal place of 

business at 500 Freeport Parkway, Coppell, Texas 75019, believes that it will be damaged by 

registration of the mark shown in Application Serial No. 86/738,426 filed in International 

Classes 7, 21, and 39 (the “Application”), which is owned by Steve Accardi, Edward William 

Mockler, and Nick J. Corso (collectively, “Applicant”), and hereby opposes the same. 

As grounds for opposition, Opposer alleges that: 

1. Applicant is the identified as owner of U.S. Application Serial No. 86/738,426 for 

the mark PLEASE CONTAIN YOURSELF (“Applicant’s Mark”), filed on August 26, 2015, 

under Section 1(b), 15 U.S.C. § 1051(b), covering the following goods and services (collectively, 

“Applicant’s Goods and Services”):  “Lifting installations for the transport of persons and goods; 

Packaging machines, namely, liquid container fillers; Vacuum packaging machines” in 

International Class 7; “Industrial packaging containers of glass or porcelain” in International 

Class 21; “Car rental; Crane rental and leasing for loading and unloading purposes; Garage 
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rental; Rental and leasing of passenger vans; Rental of moving vans; Rental of packing 

machines; Rental of pallet lifts; Rental of pallets; Rental of recycling containers; Rental of 

storage containers; Rental of traction vehicle and trailers; Rental of trucks; Rental of vehicle roof 

racks; Rental of warehouse space; Rental of warehouses” in International Class 39. 

2. Opposer is the leading specialty retailer of storage and organization products in 

the United States, and  for more than 37 years, the name THE CONTAINER STORE has been 

synonymous with storage and organization, as well as retail store services storage and 

organization products.  

3. In addition to providing storage and organization-related products and services, 

Opposer is a leading retailer with respect to customer service and loyalty.  

4. Since at least as early as July 1, 1978, Opposer has used the mark THE 

CONTAINER STORE exclusively and continuously in connection with Opposer’s storage and 

organization-related products and services.    

5. Opposer owns U.S. Trademark Registration No. 1,164,143 for THE 

CONTAINER STORE, which covers “[r]etail store services in the area of household accessories, 

storage items, storage systems, and space organizers,” was filed with the U.S. Patent and 

Trademark Office (“USPTO”) on April 2, 1979, and registered on August 4, 1981. 

6. Since at least as early as July 1, 1978, Opposer has used the mark CONTAIN 

YOURSELF! exclusively and continuously in connection with Opposer’s retail store services for 

storage and organization-related products.  

7. Opposer owns U.S. Trademark Registration No. 1,257,975 for CONTAIN 

YOURSELF!, which covers “retail store services in the area of household accessories, storage 

items, storage systems, and space organizers,” was filed with the USPTO on July 14, 1981, and 

registered on November 15, 1983.    
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8. Opposer is the owner of the following U.S. trademark registrations for various 

CONTAIN-formative marks covering storage and organization-related products and services: 

Mark Reg. No./ 

Ser. No. 

Goods/Services Filing Date/ 

Reg. Date 

CONTAIN 

YOURSELF! 

 

RN: 1257975 

SN: 73318980 

 

(Int'l Class: 42) 

retail store services in the area of household 

accessories, storage items, storage systems, and 

space organizers 
 

 

Jul. 14, 1981  

 

Nov. 15, 1983 

CONTAIN IT 

 

RN: 1373123 

SN: 73537838 

 

(Int'l Class: 42) 

retail store services in the field of household 

accessories designed to increase storage space 

throughout the home or office 
 

 

May 14, 1985  

 

Nov. 26, 1985 
 

THE CONTAINER 

STORE 

 

RN: 1164143 

SN: 73209963 

 

(Int'l Class: 42) 

retail store services in the area of household 

accessories, storage items, storage systems, and 

space organizers 
 

 

Apr. 02, 1979 

 

Aug. 04, 1981 

 

THE CONTAINER 

STORE 

 

RN: 1713572 

SN: 74196476 

 

(Int'l Class: 16) 

catalogs primarily for household accessories, storage 

items, storage systems, space organizers, and related 

goods 
 

 

Aug. 20, 1991  

 

Sep. 08, 1992 

THE CONTAINER 

STORE and Design 

 

RN: 1911969 

SN: 74511018 

 

(Int'l Class: 42) 

retail store services in the area of household 

accessories, storage items, storage systems, and 

space organizers 
 

 

Apr. 11, 1994 

 

Aug. 15, 1995 
 

 

THE CONTAINER 

STORE 

 

RN: 2470015 

SN: 75476151 

 

(Int'l Class: 35) 

on-line retail store services featuring household 

accessories, storage items, storage systems and 

space organizers 
 

 

Apr. 28, 1998 

 

Jul. 17, 2001 

THE CONTAINER 

STORE (Stylized) 

 

RN: 1940914 

SN: 74604750 

 

(Int'l Class: 42) 

retail store services in the area of household 

accessories, storage items, storage systems, and 

space organizers 
 

 

Nov. 30, 1994 

 

Dec. 12, 1995 
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Mark Reg. No./ 

Ser. No. 

Goods/Services Filing Date/ 

Reg. Date 

THE CONTAINER 

STORE ATHOME 

and Design 

 

RN: 4361948 

SN: 85442515 

 

(Int'l Class: 35) 

retail store services in the field of household 

accessories, storage items, storage systems, and 

space organizers 

(Int'l Class: 42) 

interior design services, namely, organization and 

space planning services 
 

 

Oct. 07, 2011 

 

Jul. 02, 2013 

CONTAINED 

HOME 

RN: 4946966 

SN: 86343164 

(Int'l Class: 35) 

retail store services in the field of household 

accessories, storage items, storage systems, and 

space organizers 

(Int'l Class: 42) 

interior design services, namely, organization and 

space planning services 

Jul. 21, 2014 

 

Apr. 26, 2016 

CONTAINED 

HOME OUR IN-

HOME 

ORGANIZATION 

SERVICE & Design 

RN: 5018744 

SN: 86619197 

(Int'l Class: 35) 

retail store services in the field of household 

accessories, storage items, storage systems, and 

space organizers 

(Int'l Class: 42) 

interior design services, namely, organization and 

space planning services 

May 04, 2015 

 

Aug. 09, 2016 

 

The marks identified in paragraphs 4 through 8, together with Opposer’s common law therefor, 

are collectively defined as “Opposer’s Marks” and the goods and services covered under 

Opposer’s Marks are collectively defined herein as “Opposer’s Goods and Services.”  Attached 

as Exhibit A are copies of TSDR page printouts showing the current status for each of the above-

noted registrations.  

9. The registrations for Opposer’s Marks are valid and subsisting and constitute 

prima facie evidence of the validity of the marks and registrations and of Opposer’s ownership of 

and exclusive right to use these marks in commerce, and Opposer’s Marks provide constructive 

notice of ownership of Opposer.  

10. Commencing prior to the filing date of the Application and continuing to the 

present, Opposer has provided retail store services and online retail store services in interstate 

commerce under Opposer’s Marks.   
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11. As evidenced in the foregoing paragraphs, Opposer owns a family of CONTAIN-

formative marks, which are used in connection with Opposer’s retail store services.  

12. Opposer has expended significant time and money using Opposer’s Marks to 

advertise and promote Opposer’s Goods and Services  in national media among other advertising 

channels, including without limitation print, Internet, and social media marketing. Through 

extensive advertising and use, Opposer has earned hundreds of millions of dollars in revenue in 

connection with the use of Opposer’s Marks.  

13. In addition, Opposer has received extensive unsolicited media attention in The 

Wall Street Journal, The Washington Post, The New York Times, Forbes, The Dallas Morning 

News, Los Angeles Times, and Bloomberg, as well as others, for its goods and services.  

14. By virtue of Opposer’s extensive and continuous use, coupled with substantial 

sales in commerce and significant promotional and advertising activities since at least as early as 

July 1978, Opposer has achieved widespread recognition of its CONTAIN YOURSELF! mark 

with the relevant trade and public for retail store services and for organization and storage 

products and services, creating a substantial and valuable goodwill among the relevant trade and 

public with respect to such mark.  

15. Since Opposer began using its CONTAIN YOURSELF! mark approximately 38 

years ago, such use clearly predates the  Application filing date, August 26, 2015.  

16. Opposer promotes and offers a wide variety of goods and services under 

Opposer’s Marks, including but not limited to retail store services and on-line retail store 

services in the field of storage items, storage systems,  installation services, packaging containers 

and supplies, and space organizers.  

17. Under Opposer’s Marks, Opposer provides shipping containers and packaging 

materials. 
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18. Opposer also owns and operates at least 79 retail stores within 28 states and owns 

the domain name and website located at <www.containerstore.com>. 

19. Commencing prior to the filing date of the Application and continuing to the 

present, Opposer has provided under Opposer’s Marks storage and organization products and 

services, including without limitation, shipping containers, shelving, packaging, and installation 

services.  

20. Opposer has priority over Applicant based on Opposer’s valid and subsisting 

registrations for Opposer’s Marks, which were filed prior to both the Application filing date and 

Applicant’s use of Applicant’s Mark.   

21. Opposer has priority over Applicant based on Opposer’s use in commerce of 

Opposer’s Marks prior to the Application filing date and prior to Applicant’s use of Applicant’s 

Mark.  

22. Applicant’s  Mark, when used on or in connection with any of Applicant’s Goods 

and Services, so resembles Opposer’s Marks as to be likely to create confusion, mistake, or 

deception under § 2(d) of the Trademark Act, 15 U.S. C. § 1052(d). 

23. Applicant’s Mark is similar in appearance, sound, connotation, and overall 

commercial impression to Opposer’s Marks because Applicant’s Mark and Opposer’s Marks 

each include the term “CONTAIN.”  

24. Applicant’s Mark, when used on or in connection with any of Applicant’s Goods 

and Services, so resembles the mark in Opposer’s CONTAIN YOURSELF! registration as to be 

likely to create confusion, mistake, or deception under § 2(d) of the Trademark Act, 15 U.S. C. § 

1052(d). 

25. Applicant’s Mark is similar in appearance, sound, connotation, and overall 

commercial impression to the mark in Opposer’s CONTAIN YOURSELF! registration because 
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Applicant’s Mark and Opposer’s CONTAIN YOURSELF! mark both include the phrase 

“CONTAIN YOURSELF.”  

26. Applicant’s Mark and Opposer’s CONTAIN YOURSELF! marks are comprised 

of the phrase “CONTAIN YOURSELF,” which is the dominant portion of each mark, and thus, 

are nearly identical in appearance, sound, connotation, and overall impression.  

27. Applicant’s Mark and Opposer’s Marks are comprised of the term “CONTAIN,” 

which is the dominant portion of the marks, and thus, are nearly identical in appearance, sound, 

connotation, and overall impression. 

28. Applicant’s Mark, by reason of its similarity to Opposer’s Marks, including 

without limitation Opposer’s CONTAIN YOURSELF! mark, will be able to gain a subliminal or 

subconscious association to Opposer’s Marks and thereby trade on the reputation and fame of 

Opposer and Opposer’s Marks. 

29. Applicant’s Goods and Services are overlapping with, substantially similar or 

identical to the goods and services provided under Opposer’s Marks, including without limitation 

Opposer’s CONTAIN YOURSELF! mark. 

30. The general public and others familiar with Opposer’s Marks, upon seeing 

Applicant’s Goods and Services offered under Applicant’s Mark, will be likely to believe that 

such goods and services originated from Opposer or were offered in association or affiliation 

with, or under authorization of Opposer.  Thus, the use of Applicant’s Mark will lead persons 

familiar with Opposer’s Marks to believe that Applicant’s Goods and Services are offered by, in 

association or affiliation with, or under license from Opposer. 

31. Applicant’s Mark is confusingly similar to and likely to cause confusion with 

Opposer’s Marks, including without limitation Opposer’s CONTAIN YOURSELF! mark, 

because consumers encountering Applicant’s Mark used in connection with Applicant’s Goods 
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and Services will be likely to believe that such goods and services are offered, sponsored or 

endorsed by or otherwise affiliated with Opposer. 

32. As the Application herein opposed has no limitation on trade channels, 

Applicant’s Goods and Services are presumed to be offered and provided in all of the ordinary 

and usual channels of trade for such goods and services. 

33. As the Application herein opposed has no limitation on trade channels, it is likely 

that Applicant’s use of Applicant’s Mark in retail stores and on the Internet will overlap with 

Opposer’s use of Opposer’s Marks in retail stores and on the Internet, thereby further 

exacerbating the likelihood of confusion between the marks, including without limitation 

Opposer’s CONTAIN YOURSELF! mark. 

34. Applicant’s Goods and Services advertised and provided under Applicant’s Mark 

are or will likely be offered to and purchased by the same class of purchasers and through the 

same channels of trade as those offered by Opposer under Opposer’s Marks since the goods and 

services are both complementary, overlapping and, in some case, identical. 

35. At the time Applicant filed its trademark application to register the PLEASE 

CONTAIN YOURSELF mark, Applicant had constructive notice of Opposer’s Marks by virtue 

of Opposer’s U.S. trademark registrations. 

36. From its extensive use and registration of Opposer’s Marks, Opposer has 

established considerable goodwill in connection with Opposer’s Marks. Having established such 

goodwill, Opposer is entitled to protection against the use and registration of the confusingly 

similar Applicant’s Mark. 

37. If the Applicant’s Mark is allowed to register, purchasers are likely to believe that 

Applicant’s Mark and the goods and services offered thereunder originated with or are connected 

or associated with, or sponsored, licensed, endorsed or approved by Opposer, all to Opposer’s 
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detriment. Registration of the Application would allow Applicant to exploit Opposer’s valuable 

goodwill and reputation associated that is with Opposer’s Marks and thereby trade on the 

reputation of Opposer and Opposer’s Marks. 

38. If Applicant is permitted to register Applicant’s Mark for the goods and services 

specified in the Application, such use and registration will result in confusion in the trade due to 

the similarity between Applicant’s Mark and Opposer’s Marks, thereby damaging and injuring 

Opposer.  Any defect or fault found with Applicant’s Goods and Services, or any other goods 

and services marketed under Applicant’s Mark, may reflect upon and injure the reputation that 

Opposer has established for the goods and services provided in association with Opposer’s 

Marks, including Opposer’s Goods and Services. 

39. Opposer will be injured by the granting of a Certificate of Registration to 

Applicant for the PLEASE CONTAIN YOURSELF mark because Applicant would obtain 

thereby at least a prima facie exclusive right to use such mark.  Such registration would be a 

source of damage and injury to Opposer and the public and would impair Opposer’s right to 

expand its use of its marks and to seek additional federal registrations therefor. 

40. Opposer’s THE CONTAINER STORE, CONTAIN YOURSELF!, and 

CONTAIN IT marks have been used for three decades in connection with retail store services 

storage and organization products and have become famous under 15 U.S.C. § 1125(c) among 

consumers in the U.S. and among the relevant consuming public.  

41. As a result of Opposer’s extensive marketing efforts, Opposer’s federally 

registered THE CONTAINER STORE, CONTAIN YOURSELF!, and CONTAIN IT marks are 

now famous within the meaning of 15 U.S.C. § 1125(c) and were famous prior to and as of the 

Application filing date, August 26, 2015.  
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42. Applicant’s intent-to-use application to register PLEASE CONTAIN 

YOURSELF was filed on August 26, 2015, well after Opposer’s registered marks for THE 

CONTAINER STORE, CONTAIN YOURSELF!, and CONTAIN IT  became famous. 

43. The registration of Applicant’s Mark would be likely to cause dilution by blurring 

or dilution by tarnishment of the distinctive quality of Opposer’s famous THE CONTAINER 

STORE, CONTAIN YOURSELF!, and CONTAIN IT marks. The registration of Applicant’s 

Mark would lessen the capacity of Opposer’s THE CONTAINER STORE, CONTAIN 

YOURSELF!, and CONTAIN IT marks to identify and distinguish goods and services 

exclusively as originating from Opposer.  

44. Applicant’s Mark, so closely resembles Opposer’s famous and registered THE 

CONTAINER STORE, CONTAIN YOURSELF!, and CONTAIN IT marks as to be likely to 

cause dilution of the distinctive quality of the famous THE CONTAINER STORE, CONTAIN 

YOURSELF!, and CONTAIN IT marks in violation of Section 43(c), 15 U.S.C. § 1125(c). 

45. By reason of the foregoing, Opposer is likely to be harmed by the registration of 

Application Serial No. 86/738,426 for the mark PLEASE CONTAIN YOURSELF. 

 

 

WHEREFORE, Opposer believes that it is being damaged, and will be damaged, by the 

registration of Applicant’s Mark, as shown in U.S. Trademark Application No. 86/738,426. 

Accordingly, Opposer respectfully requests that the Notice of Opposition be sustained, and that 

registration to Applicant be refused on all grounds.  
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EXHIBIT A 

TSDR Pages for Opposer’s Registrations 



 

Mark Information

Mark Literal
Elements:

CONTAIN YOURSELF!

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Retail Store Services in the Area of Household Accessories, Storage Items, Storage Systems, and Space Organizers

International
Class(es):

042 - Primary Class U.S Class(es): 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Jul. 01, 1978 Use in Commerce: Jul. 15, 1978

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Generated on: This page was generated by TSDR on 2016-09-12 10:11:19 EDT

Mark: CONTAIN YOURSELF!

US Serial Number: 73318980 Application Filing
Date:

Jul. 14, 1981

US Registration
Number:

1257975 Registration Date: Nov. 15, 1983

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Jun. 22, 2013

Publication Date: Aug. 23, 1983

Date Cancelled: Jan. 03, 1989



Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: CONTAINER STORE, INC., THE

Owner Address: 500 Freeport Parkway
Coppell, TEXAS UNITED STATES 75019

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Deborah L. Lively Docket Number: 017345.00001

Attorney Primary
Email Address:

usptodallas@tklaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Deborah L. Lively
THOMPSON & KNIGHT LLP
SUITE 1500
1722 ROUTH STREET
DALLAS, TEXAS UNITED STATES 75201-2533

Phone: (214) 969-1700 Fax: (214) 969-1751

Correspondent e-
mail:

usptodallas@tklaw.com Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jun. 22, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Jun. 22, 2013 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 70132

Jun. 22, 2013 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 70132

Jun. 22, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 70132

Jun. 05, 2013 TEAS SECTION 8 & 9 RECEIVED

Apr. 25, 2012 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Apr. 18, 2012 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Sep. 05, 2008 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Apr. 30, 2008 CASE FILE IN TICRS

Aug. 29, 2007 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Jun. 13, 2003 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Jun. 13, 2003 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Mar. 24, 2003 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Mar. 24, 2003 PAPER RECEIVED

Apr. 04, 1989 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Jan. 03, 1989 POST REGISTRATION ACTION CORRECTION

Dec. 09, 1988 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Nov. 15, 1983 REGISTERED-PRINCIPAL REGISTER

Aug. 23, 1983 PUBLISHED FOR OPPOSITION

Nov. 15, 1983 REGISTERED-PRINCIPAL REGISTER

Aug. 23, 1983 PUBLISHED FOR OPPOSITION

Aug. 04, 1983 NOTICE OF PUBLICATION

Aug. 03, 1983 NOTICE OF PUBLICATION

Aug. 02, 1983 NOTICE OF PUBLICATION

Aug. 01, 1983 NOTICE OF PUBLICATION

Aug. 01, 1983 NOTICE OF PUBLICATION

May 26, 1983 APPROVED FOR PUB - PRINCIPAL REGISTER



May 04, 1983 CORRESPONDENCE RECEIVED IN LAW OFFICE

Feb. 23, 1982 NON-FINAL ACTION MAILED

Feb. 04, 1982 ASSIGNED TO EXAMINER

Feb. 03, 1982 ASSIGNED TO EXAMINER

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Nov. 15, 2013

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Jun. 22, 2013

Assignment Abstract Of Title Information

Summary

Total Assignments: 11 Registrant: CONTAINER STORE, INC., THE

Assignment 1 of 11

Conveyance: SECURITY AGREEMENT

Reel/Frame: 2270/0555 Pages: 15

Date Recorded: Apr. 02, 2001

Supporting
Documents:

assignment-tm-2270-0555.pdf 

Assignor

Name: CONTAINER STORE, THE Execution Date: Sep. 11, 2000

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: BANK ONE TEXAS, N.A. 

Legal Entity Type: A NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1717 MAIN STREET, THIRD FLOOR
DALLAS, TEXAS 75201

Correspondent

Correspondent
Name:

WINSTEAD SECHREST & MINICK

Correspondent
Address:

S. ROXANNE EDWARD
5400 RENAISSANECE TOWER
1201 ELM
DALLAS, TEXAS 75270

Domestic Representative - Not Found

Assignment 2 of 11

Conveyance: SECURITY INTEREST

Reel/Frame: 3102/0803 Pages: 71

Date Recorded: Dec. 23, 2004

Supporting
Documents:

assignment-tm-3102-0803.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Jun. 30, 2004

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

 



Name: BANK ONE, NA 

Legal Entity Type: NATIONAL BANKING State or Country
Where Organized:

No Place Where Organized Found

Address: 1717 MAIN STREET
3RD FLOOR
DALLAS, TEXAS 75201

Correspondent

Correspondent
Name:

SANFORD E. WARREN, JR.

Correspondent
Address:

WINSTED SECHREST & MINICK P.C.
P.O. BOX 50784
DALLAS, TEXAS 75201

Domestic Representative - Not Found

Assignment 3 of 11

Conveyance: RELEASE BY SECURED PARTY

Reel/Frame: 3318/0713 Pages: 9

Date Recorded: Mar. 21, 2006

Supporting
Documents:

assignment-tm-3318-0713.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. Execution Date: Feb. 08, 2006

Legal Entity Type: ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: CONTAINER STORE, INC., THE 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

RAVI D. STEWART

Correspondent
Address:

VINSON & ELKINS, LLP
2001 ROSS AVE, SUITE 3700
DALLAS, TX 75201

Domestic Representative - Not Found

Assignment 4 of 11

Conveyance: INTELLECTUAL PROPERTY SECURITY AGREEMENT

Reel/Frame: 3605/0804 Pages: 30

Date Recorded: Aug. 21, 2007

Supporting
Documents:

assignment-tm-3605-0804.pdf 

Assignor

Name: THE CONTAINER STORE, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS HOLDINGS, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: JPMORGAN CHASE BANK, N.A. AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1111 FANNIN STREET
10TH FLOOR
HOUSTON, TEXAS 77002

Correspondent



Correspondent
Name:

CORPORATION SERVICE COMPANY

Correspondent
Address:

1133 AVENUE OF THE AMERICAS
SUITE 3100
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 5 of 11

Conveyance: INTELLECTUAL PROPERTY SECURITY AGREEMENT

Reel/Frame: 3606/0458 Pages: 30

Date Recorded: Aug. 22, 2007

Supporting
Documents:

assignment-tm-3606-0458.pdf 

Assignor

Name: THE CONTAINER STORE, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS MERGER CORP. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS HOLDINGS, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: JPMORGAN CHASE BANK, N.A. AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1111 FANNIN STREET
10TH FLOOR
HOUSTON, TEXAS 77002

Correspondent

Correspondent
Name:

CORPORATION SERVICE COMPANY

Correspondent
Address:

1133 AVENUE OF THE AMERICAS
SUITE 3100
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 6 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME 2270/0555

Reel/Frame: 4757/0675 Pages: 11

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0675.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP



Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 7 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3102/0803

Reel/Frame: 4757/0702 Pages: 11

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0702.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 8 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3605/0804

Reel/Frame: 4757/0713 Pages: 12

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0713.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 9 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3606/0458

Reel/Frame: 4757/0733 Pages: 12

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0733.pdf 



Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 10 of 11

Conveyance: SECURITY AGREEMENT

Reel/Frame: 4762/0534 Pages: 24

Date Recorded: Apr. 19, 2012

Supporting
Documents:

assignment-tm-4762-0534.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 1111 FANNIN STREET, 10TH FLOOR
LOAN AND AGENCY SERVICES
HOUSTON, TEXAS USA 77002

Correspondent

Correspondent
Name:

MICHAEL VIOLET

Correspondent
Address:

CT LIEN SOLUTIONS
4400 EASTON COMMONS WAY, SUITE 125
COLUMBUS, OH 43219

Domestic Representative - Not Found

Assignment 11 of 11

Conveyance: SECURITY INTEREST

Reel/Frame: 4778/0693 Pages: 27

Date Recorded: May 02, 2012

Supporting
Documents:

assignment-tm-4778-0693.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING State or Country
Where Organized:

UNITED STATES

Address: 10 SOUTH DEARBORN STREET, 22ND FLOOR



MAIL CODE IL1-1190
CHICAGO, ILLINOIS 60603

Correspondent

Correspondent
Name:

JULIE H. COOPER

Correspondent
Address:

C/O VINSON & ELKINS LLP
2001 ROSS AVENUE, SUITE 3700
DALLAS, TEXAS 75201

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

4

Type of Proceeding: Opposition

Proceeding
Number:

91225414 Filing Date: Dec 17, 2015

Status: Pending Status Date: Dec 17, 2015

Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Container Club LLC

Correspondent
Address:

JAY SCHLOFF
AIDENBAUM SCHLOFF AND BLOOM PLLC
6960 ORCHARD LAKE RD STE 250
WEST BLOOMFIELD MI UNITED STATES , 48322-4584

Correspondent e-
mail:

jschloff@aidenbaum.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER CLUB Opposition Pending 86451903

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Craig C. Carpenter; Deborah L. Lively
THOMPSON & KNIGHT LLP
1722 Routh StreetSuite 1500
Dallas TX UNITED STATES , 75201

Correspondent e-
mail:

deborah.lively@tklaw.com , usptodallas@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 75476151 2470015

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE ATHOME Registered 85442515 4361948

CONTAIN YOURSELF! Renewed 73318980 1257975

CONTAIN IT Renewed 73537838 1373123

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 17, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 17, 2015 Jan 26, 2016

3 PENDING, INSTITUTED Dec 17, 2015

4 ANSWER Jan 18, 2016

 



5 STIP FOR EXT Aug 20, 2016

6 EXTENSION OF TIME GRANTED Aug 20, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91191577 Filing Date: Aug 19, 2009

Status: Terminated Status Date: Sep 22, 2009

Interlocutory
Attorney:

FRANCES S WOLFSON

Defendant

Name: Container-It, LLC

Correspondent
Address:

CARL M. DAVIS II
BAKER DONELSON
3414 PEACHTREE ROAD NE MONARCH PLAZA, SUITE 1600
ATLANTA GA UNITED STATES , 30326

Correspondent e-
mail:

cdavis@bakerdonelson.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER-IT Section 8 and 15 - Accepted and Acknowledged 77640219 3701074

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Remy M. Davis
Thompson & Knight LLP
1722 Routh Street, Suite 1500
Dallas TX UNITED STATES , 75201

Correspondent e-
mail:

remy.davis@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

CONTAIN IT Renewed 73537838 1373123

CONTAIN YOURSELF! Renewed 73318980 1257975

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 19, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 19, 2009 Sep 28, 2009

3 PENDING, INSTITUTED Aug 19, 2009

4 WITHDRAWAL OF OPPOSITION Sep 22, 2009

5 BD'S DECISION: DISMISSED W/O PREJUDICE Sep 22, 2009

6 TERMINATED Sep 22, 2009

Type of Proceeding: Opposition

Proceeding
Number:

91191531 Filing Date: Aug 17, 2009

Status: Terminated Status Date: Sep 22, 2009

Interlocutory
Attorney:

FRANCES S WOLFSON

Defendant

Name: Container-It, LLC

Correspondent
Address:

Carl M. Davis II
Baker Donelson
Monarch Tower, 3414 Peachtree Road NE Suite 1600
Atlanta GA UNITED STATES , 30326



Correspondent e-
mail:

cdavis@bakerdonelson.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER-IT Section 8 and 15 - Accepted and Acknowledged 77213645 3700688

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Remy M. Davis
Thompson & Knight LLP
1722 Routh Street, Suite 1500
Dallas TX UNITED STATES , 75201

Correspondent e-
mail:

remy.davis@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

CONTAIN IT Renewed 73537838 1373123

CONTAIN YOURSELF! Renewed 73318980 1257975

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 17, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 17, 2009 Sep 26, 2009

3 PENDING, INSTITUTED Aug 17, 2009

4 WITHDRAWAL OF OPPOSITION Sep 22, 2009

5 BD'S DECISION: DISMISSED W/O PREJUDICE Sep 22, 2009

6 TERMINATED Sep 22, 2009

Type of Proceeding: Cancellation

Proceeding
Number:

92020157 Filing Date: Sep 25, 1991

Status: Terminated Status Date: Jun 16, 1992

Interlocutory
Attorney:

GERARD F ROGERS

Defendant

Name: CONTAINERS AND MORE, INC.

Correspondent
Address:

CONTAINERS AND MORE, INC.
9050 METCALF AVENUE
OVERLAND PARK KS UNITED STATES , 66212

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINERS AND MORE Cancelled - Section 18 73562783 1411776

Plaintiff(s)

Name: THE CONTAINER STORE, INC.

Correspondent
Address:

JOHN L. SIGALOS
SIGALOS & LEVINE
PARK CENTRAL VII 12750 MERIT DRIVE, SUITE 1000
DALLAS TX UNITED STATES , 75251

Associated marks

Mark Application Status Serial Number
Registration
Number

CONTAIN YOURSELF! Renewed 73318980 1257975



Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Sep 25, 1991

2 NOTICE SENT; ANSWER DUE (DUE DATE) Dec 02, 1991 Jan 13, 1992

3 PENDING, INSTITUTED Dec 02, 1991

4 NOTICE OF DEFAULT Feb 28, 1992

5 VOLUNTARY SURRENDER OF REGISTRATION Apr 12, 1992

6 BOARD'S DECISION: GRANTED May 14, 1992

7 TERMINATED Jun 16, 1992



 

Mark Information

Mark Literal
Elements:

CONTAIN IT

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: RETAIL STORE SERVICES IN THE FIELD OF HOUSEHOLD ACCESSORIES DESIGNED TO INCREASE STORAGE SPACE
THROUGHOUT THE HOME OR OFFICE

International
Class(es):

042 - Primary Class U.S Class(es): 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Oct. 25, 1984 Use in Commerce: Jan. 01, 1985

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Generated on: This page was generated by TSDR on 2016-09-12 10:12:07 EDT

Mark: CONTAIN IT

US Serial Number: 73537838 Application Filing
Date:

May 14, 1985

US Registration
Number:

1373123 Registration Date: Nov. 26, 1985

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: Feb. 04, 2016

Publication Date: Sep. 17, 1985



Owner Name: CONTAINER STORE, INC., THE

Owner Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 750193863
UNITED STATES

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Deborah L. Lively Docket Number: 017345.00002

Correspondent

Correspondent
Name/Address:

Deborah L. Lively
Thompson & Knight LLP
1722 Routh Street
Suite 1500
Dallas, TEXAS 75201-2533
UNITED STATES

Phone: (214) 969-1700 Fax: (214) 969-1751

Correspondent e-
mail:

usptodallas@tklaw.com

deborah.lively@tklaw.com craig.carpenter@tklaw.

com

Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Feb. 04, 2016 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Feb. 04, 2016 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 64591

Feb. 04, 2016 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 64591

Feb. 04, 2016 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 64591

Nov. 18, 2015 TEAS SECTION 8 & 9 RECEIVED

Apr. 25, 2012 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Apr. 18, 2012 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Sep. 05, 2008 TEAS CHANGE OF CORRESPONDENCE RECEIVED

May 29, 2008 CASE FILE IN TICRS

Aug. 29, 2007 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Jan. 09, 2006 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 61619

Jan. 09, 2006 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Jan. 09, 2006 ASSIGNED TO PARALEGAL 61619

Oct. 24, 2005 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Oct. 24, 2005 PAPER RECEIVED

Sep. 27, 2005 ATTORNEY REVOKED AND/OR APPOINTED

Sep. 27, 2005 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Feb. 26, 1992 CANCELLATION TERMINATED NO. 999999 19442

Jan. 22, 1992 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Sep. 06, 1991 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Aug. 01, 1991 CANCELLATION DISMISSED NO. 999999 19442

Aug. 01, 1991 CANCELLATION GRANTED NO. 999999 19442

Jan. 28, 1991 CANCELLATION INSTITUTED NO. 999999 19442

Nov. 26, 1985 REGISTERED-PRINCIPAL REGISTER

Sep. 17, 1985 PUBLISHED FOR OPPOSITION

Aug. 18, 1985 NOTICE OF PUBLICATION

Jul. 19, 1985 APPROVED FOR PUB - PRINCIPAL REGISTER

Jul. 17, 1985 EXAMINER'S AMENDMENT MAILED

Jul. 09, 1985 ASSIGNED TO EXAMINER 62036

Maintenance Filings or Post Registration Information



Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Nov. 26, 2015

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Feb. 04, 2016

Assignment Abstract Of Title Information

Summary

Total Assignments: 12 Registrant: CONTAIN IT, INC.

Assignment 1 of 12

Conveyance: CONDITIONAL ASSIGNMENT

Reel/Frame: 0799/0220 Pages: 4

Date Recorded: Jul. 05, 1991

Supporting
Documents:

No Supporting Documents Available

Assignor

Name: CONTAIN IT, INC. Execution Date: Jun. 26, 1991

Legal Entity Type: CORPORATION State or Country
Where Organized:

PENNSYLVANIA

Assignee

Name: CONTAINER STORE, INC., THE 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: No Assignee Address Found

Correspondent

Correspondent
Name:

JOHN L. SIGALOS

Correspondent
Address:

SIGALOS & LEVINE, P.C.
PARK CENTRAL VII
12750 MERIT DRIVE, SUITE 1000
DALLAS, TX 75251

Domestic Representative - Not Found

Assignment 2 of 12

Conveyance: SECURITY AGREEMENT

Reel/Frame: 2270/0555 Pages: 15

Date Recorded: Apr. 02, 2001

Supporting
Documents:

assignment-tm-2270-0555.pdf 

Assignor

Name: CONTAINER STORE, THE Execution Date: Sep. 11, 2000

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: BANK ONE TEXAS, N.A. 

Legal Entity Type: A NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1717 MAIN STREET, THIRD FLOOR
DALLAS, TEXAS 75201

Correspondent

 



Correspondent
Name:

WINSTEAD SECHREST & MINICK

Correspondent
Address:

S. ROXANNE EDWARD
5400 RENAISSANECE TOWER
1201 ELM
DALLAS, TEXAS 75270

Domestic Representative - Not Found

Assignment 3 of 12

Conveyance: SECURITY INTEREST

Reel/Frame: 3102/0803 Pages: 71

Date Recorded: Dec. 23, 2004

Supporting
Documents:

assignment-tm-3102-0803.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Jun. 30, 2004

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: BANK ONE, NA 

Legal Entity Type: NATIONAL BANKING State or Country
Where Organized:

No Place Where Organized Found

Address: 1717 MAIN STREET
3RD FLOOR
DALLAS, TEXAS 75201

Correspondent

Correspondent
Name:

SANFORD E. WARREN, JR.

Correspondent
Address:

WINSTED SECHREST & MINICK P.C.
P.O. BOX 50784
DALLAS, TEXAS 75201

Domestic Representative - Not Found

Assignment 4 of 12

Conveyance: RELEASE BY SECURED PARTY

Reel/Frame: 3318/0713 Pages: 9

Date Recorded: Mar. 21, 2006

Supporting
Documents:

assignment-tm-3318-0713.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. Execution Date: Feb. 08, 2006

Legal Entity Type: ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: CONTAINER STORE, INC., THE 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

RAVI D. STEWART

Correspondent
Address:

VINSON & ELKINS, LLP
2001 ROSS AVE, SUITE 3700
DALLAS, TX 75201

Domestic Representative - Not Found

Assignment 5 of 12

Conveyance: INTELLECTUAL PROPERTY SECURITY AGREEMENT

Reel/Frame: 3605/0804 Pages: 30



Date Recorded: Aug. 21, 2007

Supporting
Documents:

assignment-tm-3605-0804.pdf 

Assignor

Name: THE CONTAINER STORE, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS HOLDINGS, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: JPMORGAN CHASE BANK, N.A. AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1111 FANNIN STREET
10TH FLOOR
HOUSTON, TEXAS 77002

Correspondent

Correspondent
Name:

CORPORATION SERVICE COMPANY

Correspondent
Address:

1133 AVENUE OF THE AMERICAS
SUITE 3100
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 6 of 12

Conveyance: INTELLECTUAL PROPERTY SECURITY AGREEMENT

Reel/Frame: 3606/0458 Pages: 30

Date Recorded: Aug. 22, 2007

Supporting
Documents:

assignment-tm-3606-0458.pdf 

Assignor

Name: THE CONTAINER STORE, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS MERGER CORP. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS HOLDINGS, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: JPMORGAN CHASE BANK, N.A. AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1111 FANNIN STREET
10TH FLOOR
HOUSTON, TEXAS 77002

Correspondent

Correspondent
Name:

CORPORATION SERVICE COMPANY

Correspondent
Address:

1133 AVENUE OF THE AMERICAS
SUITE 3100
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 7 of 12

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME 2270/0555



Reel/Frame: 4757/0675 Pages: 11

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0675.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 8 of 12

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3102/0803

Reel/Frame: 4757/0702 Pages: 11

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0702.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 9 of 12

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3605/0804

Reel/Frame: 4757/0713 Pages: 12

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0713.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country UNITED STATES



Where Organized:

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 10 of 12

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3606/0458

Reel/Frame: 4757/0733 Pages: 12

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0733.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 11 of 12

Conveyance: SECURITY AGREEMENT

Reel/Frame: 4762/0534 Pages: 24

Date Recorded: Apr. 19, 2012

Supporting
Documents:

assignment-tm-4762-0534.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 1111 FANNIN STREET, 10TH FLOOR
LOAN AND AGENCY SERVICES
HOUSTON, TEXAS USA 77002

Correspondent

Correspondent
Name:

MICHAEL VIOLET



Correspondent
Address:

CT LIEN SOLUTIONS
4400 EASTON COMMONS WAY, SUITE 125
COLUMBUS, OH 43219

Domestic Representative - Not Found

Assignment 12 of 12

Conveyance: SECURITY INTEREST

Reel/Frame: 4778/0693 Pages: 27

Date Recorded: May 02, 2012

Supporting
Documents:

assignment-tm-4778-0693.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING State or Country
Where Organized:

UNITED STATES

Address: 10 SOUTH DEARBORN STREET, 22ND FLOOR
MAIL CODE IL1-1190
CHICAGO, ILLINOIS 60603

Correspondent

Correspondent
Name:

JULIE H. COOPER

Correspondent
Address:

C/O VINSON & ELKINS LLP
2001 ROSS AVENUE, SUITE 3700
DALLAS, TEXAS 75201

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

4

Type of Proceeding: Opposition

Proceeding
Number:

91225414 Filing Date: Dec 17, 2015

Status: Pending Status Date: Dec 17, 2015

Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Container Club LLC

Correspondent
Address:

JAY SCHLOFF
AIDENBAUM SCHLOFF AND BLOOM PLLC
6960 ORCHARD LAKE RD STE 250
WEST BLOOMFIELD MI , 48322-4584
UNITED STATES

Correspondent e-
mail:

jschloff@aidenbaum.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER CLUB Opposition Pending 86451903

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Craig C. Carpenter; Deborah L. Lively
THOMPSON & KNIGHT LLP
1722 Routh StreetSuite 1500
Dallas TX , 75201
UNITED STATES

 



Correspondent e-
mail:

deborah.lively@tklaw.com , usptodallas@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 75476151 2470015

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE ATHOME Registered 85442515 4361948

CONTAIN YOURSELF! Renewed 73318980 1257975

CONTAIN IT Renewed 73537838 1373123

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 17, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 17, 2015 Jan 26, 2016

3 PENDING, INSTITUTED Dec 17, 2015

4 ANSWER Jan 18, 2016

5 STIP FOR EXT Aug 20, 2016

6 EXTENSION OF TIME GRANTED Aug 20, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91191577 Filing Date: Aug 19, 2009

Status: Terminated Status Date: Sep 22, 2009

Interlocutory
Attorney:

FRANCES S WOLFSON

Defendant

Name: Container-It, LLC

Correspondent
Address:

CARL M. DAVIS II
BAKER DONELSON
3414 PEACHTREE ROAD NE MONARCH PLAZA, SUITE 1600
ATLANTA GA , 30326
UNITED STATES

Correspondent e-
mail:

cdavis@bakerdonelson.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER-IT Section 8 and 15 - Accepted and Acknowledged 77640219 3701074

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Remy M. Davis
Thompson & Knight LLP
1722 Routh Street, Suite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

remy.davis@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

CONTAIN IT Renewed 73537838 1373123

CONTAIN YOURSELF! Renewed 73318980 1257975

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969



THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 19, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 19, 2009 Sep 28, 2009

3 PENDING, INSTITUTED Aug 19, 2009

4 WITHDRAWAL OF OPPOSITION Sep 22, 2009

5 BD'S DECISION: DISMISSED W/O PREJUDICE Sep 22, 2009

6 TERMINATED Sep 22, 2009

Type of Proceeding: Opposition

Proceeding
Number:

91191531 Filing Date: Aug 17, 2009

Status: Terminated Status Date: Sep 22, 2009

Interlocutory
Attorney:

FRANCES S WOLFSON

Defendant

Name: Container-It, LLC

Correspondent
Address:

Carl M. Davis II
Baker Donelson
Monarch Tower, 3414 Peachtree Road NE Suite 1600
Atlanta GA , 30326
UNITED STATES

Correspondent e-
mail:

cdavis@bakerdonelson.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER-IT Section 8 and 15 - Accepted and Acknowledged 77213645 3700688

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Remy M. Davis
Thompson & Knight LLP
1722 Routh Street, Suite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

remy.davis@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

CONTAIN IT Renewed 73537838 1373123

CONTAIN YOURSELF! Renewed 73318980 1257975

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 17, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 17, 2009 Sep 26, 2009

3 PENDING, INSTITUTED Aug 17, 2009

4 WITHDRAWAL OF OPPOSITION Sep 22, 2009

5 BD'S DECISION: DISMISSED W/O PREJUDICE Sep 22, 2009

6 TERMINATED Sep 22, 2009

Type of Proceeding: Cancellation



Proceeding
Number:

92019442 Filing Date: Nov 21, 1990

Status: Terminated Status Date: Feb 26, 1992

Interlocutory
Attorney:

Defendant

Name: CONTAIN IT, INC.

Correspondent
Address:

MIRACLE MILE SHOPPING CENTER #16
WILLIAM PENN HIGHWAY
MONROEVILLE PA , 15146
UNITED STATES

Associated marks

Mark Application Status Serial Number
Registration
Number

CONTAIN IT Renewed 73537838 1373123

Plaintiff(s)

Name: THE CONTAINER STORE, INC.

Correspondent
Address:

JOHN W. MONTGOMERY
SIGALOS, LEVINE & MONTGOMERY, P.C.
2700 NCNB CENTER, TOWER II
DALLAS TX , 75201-3938
UNITED STATES

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Nov 21, 1990

2 NOTICE SENT; ANSWER DUE (DUE DATE) Jan 28, 1991 Mar 11, 1991

3 PENDING, INSTITUTED Jan 28, 1991

4 D'S MOTION FOR AN EXTENSION OF TIME Feb 26, 1991

5 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Apr 30, 1991

6 PL'S REQUEST TO RENDER MOOT W/EXHIBIT Jul 05, 1991

7 BOARD'S DECISION: DISMISSED AS MOOT Aug 01, 1991

8 DELETE ENTRY Feb 25, 1992

9 TERMINATED Feb 26, 1992



 

Mark Information

Mark Literal
Elements:

THE CONTAINER STORE

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Disclaimer: Applicant disclaims the word "Store" apart from the mark as shown.

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Retail Store Services in the Area of Household Accessories, Storage Items, Storage Systems, and Space Organizers

International
Class(es):

042 - Primary Class U.S Class(es): 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Jul. 01, 1978 Use in Commerce: Jul. 01, 1978

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Generated on: This page was generated by TSDR on 2016-09-12 10:12:46 EDT

Mark: THE CONTAINER STORE

US Serial Number: 73209963 Application Filing
Date:

Apr. 02, 1979

US Registration
Number:

1164143 Registration Date: Aug. 04, 1981

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: Jan. 23, 2011

Publication Date: May 12, 1981



Owner Name: Container Store, Inc., The

Owner Address: 500 Freeport Parkway
Coppell, TEXAS 750193863
UNITED STATES

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Deborah L. Lively Docket Number: 017345.00001

Correspondent

Correspondent
Name/Address:

Deborah L. Lively
THOMPSON & KNIGHT LLP
1722 Routh Street
Suite 1500
DALLAS, TEXAS 75201-2533
UNITED STATES

Phone: (214) 969-1700 Fax: (214) 969-1751

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Apr. 25, 2012 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Apr. 18, 2012 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Jan. 23, 2011 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 67723

Jan. 23, 2011 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Jan. 20, 2011 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 67723

Dec. 06, 2010 TEAS SECTION 8 & 9 RECEIVED

Mar. 16, 2009 CASE FILE IN TICRS

Sep. 05, 2008 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Aug. 29, 2007 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Sep. 27, 2005 ATTORNEY REVOKED AND/OR APPOINTED

Sep. 27, 2005 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jul. 25, 2001 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Jul. 25, 2001 REGISTERED - SEC. 9 GRANTED/CHECK RECORD FOR SEC. 8

Jul. 30, 2001 RESPONSE RECEIVED TO POST REG. ACTION - SEC. 8

Jul. 24, 2001 POST REGISTRATION ACTION MAILED - SEC. 8

May 03, 2001 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Jun. 12, 1993 COUNTERCLAIM CANC. NO. 999999 20217

Mar. 17, 1993 COUNTERCLAIM CANC. NO. 999999 20217

Dec. 12, 1987 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

May 14, 1987 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Aug. 04, 1981 REGISTERED-PRINCIPAL REGISTER

May 12, 1981 PUBLISHED FOR OPPOSITION

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Aug. 04, 2011

TM Staff and Location Information

TM Staff Information - None

File Location



Current Location: GENERIC WEB UPDATE Date in Location: Jan. 23, 2011

Assignment Abstract Of Title Information

Summary

Total Assignments: 12 Registrant: Container Store, Inc., The

Assignment 1 of 12

Conveyance: SECURITY AGREEMENT

Reel/Frame: 2270/0555 Pages: 15

Date Recorded: Apr. 02, 2001

Supporting
Documents:

assignment-tm-2270-0555.pdf 

Assignor

Name: CONTAINER STORE, THE Execution Date: Sep. 11, 2000

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: BANK ONE TEXAS, N.A. 

Legal Entity Type: A NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1717 MAIN STREET, THIRD FLOOR
DALLAS, TEXAS 75201

Correspondent

Correspondent
Name:

WINSTEAD SECHREST & MINICK

Correspondent
Address:

S. ROXANNE EDWARD
5400 RENAISSANECE TOWER
1201 ELM
DALLAS, TEXAS 75270

Domestic Representative - Not Found

Assignment 2 of 12

Conveyance: SECURITY INTEREST

Reel/Frame: 3102/0803 Pages: 71

Date Recorded: Dec. 23, 2004

Supporting
Documents:

assignment-tm-3102-0803.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Jun. 30, 2004

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: BANK ONE, NA 

Legal Entity Type: NATIONAL BANKING State or Country
Where Organized:

No Place Where Organized Found

Address: 1717 MAIN STREET
3RD FLOOR
DALLAS, TEXAS 75201

Correspondent

Correspondent
Name:

SANFORD E. WARREN, JR.

Correspondent
Address:

WINSTED SECHREST & MINICK P.C.
P.O. BOX 50784
DALLAS, TEXAS 75201

Domestic Representative - Not Found

Assignment 3 of 12

Conveyance: RELEASE BY SECURED PARTY

Reel/Frame: 3318/0713 Pages: 9

 



Date Recorded: Mar. 21, 2006

Supporting
Documents:

assignment-tm-3318-0713.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. Execution Date: Feb. 08, 2006

Legal Entity Type: ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: CONTAINER STORE, INC., THE 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

RAVI D. STEWART

Correspondent
Address:

VINSON & ELKINS, LLP
2001 ROSS AVE, SUITE 3700
DALLAS, TX 75201

Domestic Representative - Not Found

Assignment 4 of 12

Conveyance: INTELLECTUAL PROPERTY SECURITY AGREEMENT

Reel/Frame: 3605/0804 Pages: 30

Date Recorded: Aug. 21, 2007

Supporting
Documents:

assignment-tm-3605-0804.pdf 

Assignor

Name: THE CONTAINER STORE, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS HOLDINGS, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: JPMORGAN CHASE BANK, N.A. AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1111 FANNIN STREET
10TH FLOOR
HOUSTON, TEXAS 77002

Correspondent

Correspondent
Name:

CORPORATION SERVICE COMPANY

Correspondent
Address:

1133 AVENUE OF THE AMERICAS
SUITE 3100
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 5 of 12

Conveyance: INTELLECTUAL PROPERTY SECURITY AGREEMENT

Reel/Frame: 3606/0458 Pages: 30

Date Recorded: Aug. 22, 2007

Supporting
Documents:

assignment-tm-3606-0458.pdf 

Assignor

Name: THE CONTAINER STORE, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS



Name: TCS MERGER CORP. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS HOLDINGS, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: JPMORGAN CHASE BANK, N.A. AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1111 FANNIN STREET
10TH FLOOR
HOUSTON, TEXAS 77002

Correspondent

Correspondent
Name:

CORPORATION SERVICE COMPANY

Correspondent
Address:

1133 AVENUE OF THE AMERICAS
SUITE 3100
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 6 of 12

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME 2270/0555

Reel/Frame: 4757/0675 Pages: 11

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0675.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 7 of 12

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3102/0803

Reel/Frame: 4757/0702 Pages: 11

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0702.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee



Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 8 of 12

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3605/0804

Reel/Frame: 4757/0713 Pages: 12

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0713.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 9 of 12

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3606/0458

Reel/Frame: 4757/0733 Pages: 12

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0733.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent 650 TOWN CENTER DRIVE, 20TH FLOOR



Address: COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 10 of 12

Conveyance: SECURITY AGREEMENT

Reel/Frame: 4762/0534 Pages: 24

Date Recorded: Apr. 19, 2012

Supporting
Documents:

assignment-tm-4762-0534.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 1111 FANNIN STREET, 10TH FLOOR
LOAN AND AGENCY SERVICES
HOUSTON, TEXAS USA 77002

Correspondent

Correspondent
Name:

MICHAEL VIOLET

Correspondent
Address:

CT LIEN SOLUTIONS
4400 EASTON COMMONS WAY, SUITE 125
COLUMBUS, OH 43219

Domestic Representative - Not Found

Assignment 11 of 12

Conveyance: SECURITY INTEREST

Reel/Frame: 4778/0693 Pages: 27

Date Recorded: May 02, 2012

Supporting
Documents:

assignment-tm-4778-0693.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING State or Country
Where Organized:

UNITED STATES

Address: 10 SOUTH DEARBORN STREET, 22ND FLOOR
MAIL CODE IL1-1190
CHICAGO, ILLINOIS 60603

Correspondent

Correspondent
Name:

JULIE H. COOPER

Correspondent
Address:

C/O VINSON & ELKINS LLP
2001 ROSS AVENUE, SUITE 3700
DALLAS, TEXAS 75201

Domestic Representative - Not Found

Assignment 12 of 12

Conveyance: SECURITY INTEREST

Reel/Frame: 4778/0693 Pages: 27

Date Recorded: May 02, 2012

Supporting
Documents:

assignment-tm-4778-0693.pdf 

Assignor



Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING State or Country
Where Organized:

UNITED STATES

Address: 10 SOUTH DEARBORN STREET, 22ND FLOOR
MAIL CODE IL1-1190
CHICAGO, ILLINOIS 60603

Correspondent

Correspondent
Name:

JULIE H. COOPER

Correspondent
Address:

C/O VINSON & ELKINS LLP
2001 ROSS AVENUE, SUITE 3700
DALLAS, TEXAS 75201

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

14

Type of Proceeding: Opposition

Proceeding
Number:

91225414 Filing Date: Dec 17, 2015

Status: Pending Status Date: Dec 17, 2015

Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Container Club LLC

Correspondent
Address:

JAY SCHLOFF
AIDENBAUM SCHLOFF AND BLOOM PLLC
6960 ORCHARD LAKE RD STE 250
WEST BLOOMFIELD MI , 48322-4584
UNITED STATES

Correspondent e-
mail:

jschloff@aidenbaum.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER CLUB Opposition Pending 86451903

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Craig C. Carpenter; Deborah L. Lively
THOMPSON & KNIGHT LLP
1722 Routh StreetSuite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

deborah.lively@tklaw.com , usptodallas@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 75476151 2470015

THE CONTAINER STORE Renewed 74604750 1940914

 



THE CONTAINER STORE ATHOME Registered 85442515 4361948

CONTAIN YOURSELF! Renewed 73318980 1257975

CONTAIN IT Renewed 73537838 1373123

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 17, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 17, 2015 Jan 26, 2016

3 PENDING, INSTITUTED Dec 17, 2015

4 ANSWER Jan 18, 2016

5 STIP FOR EXT Aug 20, 2016

6 EXTENSION OF TIME GRANTED Aug 20, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91191577 Filing Date: Aug 19, 2009

Status: Terminated Status Date: Sep 22, 2009

Interlocutory
Attorney:

FRANCES S WOLFSON

Defendant

Name: Container-It, LLC

Correspondent
Address:

CARL M. DAVIS II
BAKER DONELSON
3414 PEACHTREE ROAD NE MONARCH PLAZA, SUITE 1600
ATLANTA GA , 30326
UNITED STATES

Correspondent e-
mail:

cdavis@bakerdonelson.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER-IT Section 8 and 15 - Accepted and Acknowledged 77640219 3701074

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Remy M. Davis
Thompson & Knight LLP
1722 Routh Street, Suite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

remy.davis@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

CONTAIN IT Renewed 73537838 1373123

CONTAIN YOURSELF! Renewed 73318980 1257975

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 19, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 19, 2009 Sep 28, 2009

3 PENDING, INSTITUTED Aug 19, 2009

4 WITHDRAWAL OF OPPOSITION Sep 22, 2009

5 BD'S DECISION: DISMISSED W/O PREJUDICE Sep 22, 2009

6 TERMINATED Sep 22, 2009



Type of Proceeding: Opposition

Proceeding
Number:

91191531 Filing Date: Aug 17, 2009

Status: Terminated Status Date: Sep 22, 2009

Interlocutory
Attorney:

FRANCES S WOLFSON

Defendant

Name: Container-It, LLC

Correspondent
Address:

Carl M. Davis II
Baker Donelson
Monarch Tower, 3414 Peachtree Road NE Suite 1600
Atlanta GA , 30326
UNITED STATES

Correspondent e-
mail:

cdavis@bakerdonelson.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER-IT Section 8 and 15 - Accepted and Acknowledged 77213645 3700688

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Remy M. Davis
Thompson & Knight LLP
1722 Routh Street, Suite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

remy.davis@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

CONTAIN IT Renewed 73537838 1373123

CONTAIN YOURSELF! Renewed 73318980 1257975

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 17, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 17, 2009 Sep 26, 2009

3 PENDING, INSTITUTED Aug 17, 2009

4 WITHDRAWAL OF OPPOSITION Sep 22, 2009

5 BD'S DECISION: DISMISSED W/O PREJUDICE Sep 22, 2009

6 TERMINATED Sep 22, 2009

Type of Proceeding: Opposition

Proceeding
Number:

91186413 Filing Date: Sep 15, 2008

Status: Terminated Status Date: Oct 24, 2008

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Chordus, Inc.

Correspondent
Address:

William F. Harrison
Chordus, Inc.
273 Cahaba Valley Parkway
Pelham AL , 35124
UNITED STATES



Correspondent e-
mail:

bharrison@chordus.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINERSHARE Cancelled - Section 8 77286757 3693219

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Murali K. Pasupulati
Thompson & Knight LLP
1722 Routh StreetSuite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

deborah.lively@tklaw.com , murali.pasupulati@tklaw.com , max.ciccarelli@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Sep 15, 2008

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Sep 15, 2008 Oct 25, 2008

3 PENDING, INSTITUTED Sep 15, 2008

4 AMENDMENT TO APPLICATION Sep 09, 2008

5 D'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Oct 14, 2008

6 SUSPENDED Oct 17, 2008

7 WITHDRAWAL OF OPPOSITION Oct 22, 2008

8 BD'S DECISION: DISMISSED W/O PREJUDICE Oct 24, 2008

9 TERMINATED Oct 24, 2008

Type of Proceeding: Cancellation

Proceeding
Number:

92020591 Filing Date: Mar 09, 1992

Status: Terminated Status Date: Jan 11, 1992

Interlocutory
Attorney:

TERRY E HOLTZMAN

Defendant

Name: CONTAINWARES, INC.

Correspondent
Address:

CONTAINWARES, INC.
SUITE 127
1835 B NEWPORT BOULEVARD
COSTA MESA CA , 92627
UNITED STATES

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINWARES Cancelled - Section 18 73771478 1573967

Plaintiff(s)

Name: THE CONTAINER STORE, INC.

Correspondent
Address:

JOHN L. SIGALOS
C/O SIGALOS & LEVINE, P.C.
PARK CENTRAL VII 12750 MERIT DRIVE, STE. 1000
DALLAS TX , 75251
UNITED STATES



Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Mar 09, 1992

2 NOTICE SENT; ANSWER DUE (DUE DATE) May 05, 1992 Jun 15, 1992

3 PENDING, INSTITUTED May 05, 1992

4 DEF'S RETURNED UNDELIVERABLE May 21, 1992

5 DELETE ENTRY Jul 06, 1992

6 PROC SUSP PENDING PUBLICATION Jul 10, 1992

7 SERVICE BY PUBLICATION Sep 29, 1992

8 BOARD'S DECISION: GRANTED Nov 18, 1992

9 COMMISSIONER'S ORDER CANCELLING REGISTRATION Jan 11, 1992

10 TERMINATED Jan 11, 1992

Type of Proceeding: Cancellation

Proceeding
Number:

92020217 Filing Date: Oct 30, 1991

Status: Terminated Status Date: Jun 17, 1993

Interlocutory
Attorney:

MARC BERGSMAN

Defendant

Name: CONTAINER WORLD, INC.

Correspondent
Address:

EDWARD M. PRINCE
CUSHMAN, DARBY & CUSHMAN
1615 L STREET. N.W.
WASHINGTON DC , 20036
UNITED STATES

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER WORLD Cancelled - Section 8 73588705 1417887

Plaintiff(s)

Name: THE CONTAINER STORE, INC.

Correspondent
Address:

JOHN SIGALOS
SIGALOS & LEVINE
12750 MERIT DRIVE, SUITE 1000 PARK CENTRAL VII
DALLAS TX , 75251
UNITED STATES

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 30, 1991

2 NOTICE SENT; ANSWER DUE (DUE DATE) Jan 22, 1992 Mar 02, 1992

3 PENDING, INSTITUTED Jan 22, 1992

4 SURRENDER FOR CANCELLATION & W/D OF REG. 1,164,143 Oct 26, 1992

5 SURRENDER FOR CANCELLATION OF REG. 1,417,817 Oct 26, 1992

6
CANC GRANTED; CC DISMISSED WITHOUT PREJ REG. CANCELLED UNDER SEC.
8 Dec 15, 1992

7 TERMINATED Jun 17, 1993

Type of Proceeding: Cancellation

Proceeding
Number:

92019808 Filing Date: Sep 20, 1991

Status: Terminated Status Date: Apr 15, 1992



Interlocutory
Attorney:

GERARD F ROGERS

Defendant

Name: CONTAINWARES, INC.

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINWARES Cancelled - Section 18 73574429 1413774

Plaintiff(s)

Name: THE CONTAINER STORE, INC.

Correspondent
Address:

JOHN L. SIGALOS
SIGALAS & LEVINE, P.C.
PARK CENTRAL VII 12750 MERIT DRIVE - SUITE 1000
DALLAS TX , 75251
UNITED STATES

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

Prosecution History

Entry Number History Text Date Due Date

1 FILED & FEE Sep 20, 1991

2 NOTICE SENT; ANSWER DUE (DUE DATE) Nov 06, 1991 Dec 16, 1991

3 PENDING, INSTITUTED Nov 06, 1991

4 NOTICE OF DEFAULT; PARTY ALLOWED 20 DAYS TO SHOW CAUSE Feb 07, 1992

5 BOARD'S DECISION: GRANTED Apr 03, 1992

6 TERMINATED Apr 15, 1992

Type of Proceeding: Cancellation

Proceeding
Number:

92019880 Filing Date: Jun 13, 1991

Status: Terminated Status Date: Mar 31, 1992

Interlocutory
Attorney:

Defendant

Name: CONTAINERS UNLIMITED, INC.

Correspondent
Address:

CONTAINERS UNLIMITED, INC.
12310 N. MAY AVENUE
OKLAHOMA CITY OK , 73120
UNITED STATES

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINERS UNLIMITED Cancelled - Section 18 73531168 1401656

Plaintiff(s)

Name: THE CONTAINER STORE, INC.

Correspondent
Address:

JOHN L. SIGALOS
SIGALOS & LEVINE, P.C.
PARK CENTRAL VII 12750 MERIT DRIVE, SUITE 1000
DALLAS TX , 75251
UNITED STATES

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jun 13, 1991

2 NOTICE SENT; ANSWER DUE (DUE DATE) Nov 26, 1991 Jan 06, 1992



3 PENDING, INSTITUTED Nov 26, 1991

4 NOTICE OF DEFAULT Feb 04, 1992

5 DEF'S #4 RETURNED UNDELIVERABLE Feb 28, 1992

6 CANCELLATION GRANTED Mar 13, 1992

7 COMM ORDER CANC REG Mar 31, 1992

8 TERMINATED Mar 31, 1992

9 DEF`S #5 RETURNED AS UNDELIVERABLE Apr 22, 1993

Type of Proceeding: Cancellation

Proceeding
Number:

92019442 Filing Date: Nov 21, 1990

Status: Terminated Status Date: Feb 26, 1992

Interlocutory
Attorney:

Defendant

Name: CONTAIN IT, INC.

Correspondent
Address:

MIRACLE MILE SHOPPING CENTER #16
WILLIAM PENN HIGHWAY
MONROEVILLE PA , 15146
UNITED STATES

Associated marks

Mark Application Status Serial Number
Registration
Number

CONTAIN IT Renewed 73537838 1373123

Plaintiff(s)

Name: THE CONTAINER STORE, INC.

Correspondent
Address:

JOHN W. MONTGOMERY
SIGALOS, LEVINE & MONTGOMERY, P.C.
2700 NCNB CENTER, TOWER II
DALLAS TX , 75201-3938
UNITED STATES

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Nov 21, 1990

2 NOTICE SENT; ANSWER DUE (DUE DATE) Jan 28, 1991 Mar 11, 1991

3 PENDING, INSTITUTED Jan 28, 1991

4 D'S MOTION FOR AN EXTENSION OF TIME Feb 26, 1991

5 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Apr 30, 1991

6 PL'S REQUEST TO RENDER MOOT W/EXHIBIT Jul 05, 1991

7 BOARD'S DECISION: DISMISSED AS MOOT Aug 01, 1991

8 DELETE ENTRY Feb 25, 1992

9 TERMINATED Feb 26, 1992

Type of Proceeding: Cancellation

Proceeding
Number:

92019443 Filing Date: Nov 21, 1990

Status: Terminated Status Date: Feb 10, 1992

Interlocutory
Attorney:

Defendant

Name: CONTAIN IT, INC.

Correspondent
Address:

MIRACLE MILE SHOPPING CENTER #16
WILLLIAM PENN HIGHWAY
MONROEVILLE PA , 15146
UNITED STATES

Associated marks



Mark Application Status
Serial
Number

Registration
Number

CONTAIN IT Cancelled - Section 8 73537839 1373124

Plaintiff(s)

Name: THE CONTAINER STORE, INC.

Correspondent
Address:

JOHN W. MONTGOMERY
SIGALOS, LEVINE & MONTGOMERY, P.C.
2700 NCNB CENTER, TOWER II
DALLAS TX , 75201-3989
UNITED STATES

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Nov 21, 1990

2 NOTICE SENT; ANSWER DUE (DUE DATE) Jan 28, 1991 Mar 11, 1991

3 PENDING, INSTITUTED Jan 28, 1991

4 NOTICE OF DEFAULT Mar 28, 1991

5
DEFENDANTS MOTION TO SETASIDE DEFAULT JUDGEMENT, MOTION TO
EXTEND TIME Apr 08, 1991

6 NOTICE OF DEFAULT SET ASIDE; ANSWER DUE 5-7-91 May 02, 1991

7 D'S MOT FOR EXTEN. OF TIME W/ CONSENT Apr 30, 1991

8 NOTICE OF DEFAULT Aug 09, 1991

9 BOARD'S DECISION: DISMISSED W/O PREJ Sep 03, 1991

10 DEFS REPONSE TO NOT OF DEFAULT Aug 29, 1991

11 TERMINATED Feb 10, 1992

Type of Proceeding: Cancellation

Proceeding
Number:

92018382 Filing Date: Oct 30, 1989

Status: Terminated Status Date: Jun 26, 1990

Interlocutory
Attorney:

MARC BERGSMAN

Defendant

Name: HALLFORD INVESTMENTS, INC.

Correspondent
Address:

7301 ROGERS AVENUE, # 8
STONEWOOD VILLAGE
FT. SMITH AR , 72903
UNITED STATES

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINERS PLUS Cancelled - Section 18 73451491 1343502

Plaintiff(s)

Name: THE CONTAINER STORE, INC.

Correspondent
Address:

JOHN L. SIGALOS, HAROLD LEVINE, JOHN W.
MONTGOMERY, ANDREW M. HASSELL
C/O SIGALOS, LEVINE & MONTGOMERY, P.C. 2700 NCNB CENTER, TOWER II
DALLAS TX , 75201-3989
UNITED STATES

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Oct 30, 1989

2 NOTICE SENT; ANSWER DUE (DUE DATE) Jan 02, 1990 Feb 12, 1990



3 PENDING, INSTITUTED Jan 02, 1990

4 #2 SENT TO DEF. RETURNED BY POSTAL SVC. AS UNDELIVERABLE Jan 19, 1990

5 PROCEEDINGS SUSPENDED PENDING PUB Feb 08, 1990

6 SERVICE BY PUBLICATION Mar 13, 1990

7 BOARD'S DECISION: GRANTED May 24, 1990

8 COMMR'S ORDER CANCELLING REGISTRATION Jun 19, 1990

9 TERMINATED Jun 26, 1990

Type of Proceeding: Cancellation

Proceeding
Number:

92018274 Filing Date: Sep 07, 1989

Status: Terminated Status Date: Nov 13, 1990

Interlocutory
Attorney:

GEORGE D HOHEIN

Defendant

Name: CONTAINERS ETC. SYSTEMS INC.

Correspondent
Address:

P.O. BOX 7594
TYLER, TX. 75711

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINERS ETC. Cancelled - Section 18 73489141 1339689

Plaintiff(s)

Name: THE CONTAINER STORE, INC.

Correspondent
Address:

SIGALOS, LEVINE & MONTGOMERY
2700 NCNB CENTER TOWER II
DALLAS TX , 75201-3989
UNITED STATES

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Sep 07, 1989

2 NOTICE SENT; ANSWER DUE (DUE DATE) Nov 13, 1989 Dec 26, 1989

3 PENDING, INSTITUTED Nov 13, 1989

4 UNDELIVERABLE MAIL - DEFENDANT Dec 21, 1989

5 PROCEEDINGS SUSPENDED PENDING PUB Feb 08, 1990

6 SERVICE BY PUBLICATION Mar 13, 1990

7 BOARD'S DECISION: GRANTED May 25, 1990

8 TERMINATED Nov 13, 1990

Type of Proceeding: Opposition

Proceeding
Number:

91078577 Filing Date: Jul 07, 1988

Status: Terminated Status Date: Sep 19, 1989

Interlocutory
Attorney:

PAULA T HAIRSTON

Defendant

Name: CONTAINER SOLUTIONS, INC.

Correspondent
Address:

ARNOLD, WHITE & DURKEE
ATT: LOUIS T. PIRKEY
P. O. BOX 4433
HOUSTON TX , 77210
UNITED STATES

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER SOLUTIONS



Abandoned - After Inter-Partes Decision 73698813

Plaintiff(s)

Name: THE CONTAINER STORE, INC.

Correspondent
Address:

SIGALOS, LEVINE & MONTGOMERY
ATT: JOHN W. MONTGOMERY
FIRST REPUBLICBANK CENTER 2700 TOWER II
DALLAS TX , 75201-3989
UNITED STATES

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 07, 1988

2 NOTICE SENT; ANSWER DUE (DUE DATE) Aug 02, 1988 Sep 12, 1988

3 PENDING, INSTITUTED Aug 02, 1988

4 D'S MOT TO SUSP PEND DISP CIV ACTION Oct 11, 1988

5 ANSWER Nov 07, 1988

6
NOTICE OF DEFAULT SET ASIDE; ANSWER ACCEPTED; MOTION TO SUSPEND
GRTD Jan 11, 1989

7 SUSPENDED PENDING DISP OF CIVIL ACTION Jan 11, 1989

8 WITHDRAWAL OF APPLICATION WITH CONSENT Aug 03, 1989

9 DEFS MOT TO DISMISS W/O PREJUDICE AS MOOT Aug 03, 1989

10 STIP ABANDONMENT OF S/N 698,813 Sep 05, 1989

11 APPLICATION ABANDONED Sep 19, 1989

12 BD'S DECISION: DISMISSED W/O PREJUDICE Sep 19, 1989

13 TERMINATED Sep 19, 1989

Type of Proceeding: Opposition

Proceeding
Number:

91078578 Filing Date: Jul 07, 1988

Status: Terminated Status Date: Sep 19, 1989

Interlocutory
Attorney:

PAULA T HAIRSTON

Defendant

Name: CONTAINER SOLUTIONS, INC.

Correspondent
Address:

ARNOLD, WHITE & DURKEE
ATT: LOUIS T. PIRKEY
P. O. BOX 4433
HOUSTON TX , 77210
UNITED STATES

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER SOLUTIONS Abandoned - After Inter-Partes Decision 73698815

Plaintiff(s)

Name: THE CONTAINER STORE, INC.

Correspondent
Address:

SIGALOS, LEVINE & MONTGOMERY
ATT: JOHN W. MONTGOMERY
FIRST REPUBLICBANK CENTER 2700 TOWER II
DALLAS TX , 75201-3989
UNITED STATES

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jul 07, 1988



2 NOTICE SENT; ANSWER DUE (DUE DATE) Aug 02, 1988 Sep 12, 1988

3 PENDING, INSTITUTED Aug 02, 1988

4 ANSWER Sep 14, 1988

5 TRIAL DATES SET Oct 04, 1988

6 D'S MOT TO SUSP PEND DISP CIV ACTION Oct 11, 1988

7 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 16, 1988

8 WITHDRAWAL OF APPLICATION WITH CONSENT Aug 03, 1989

9 DEFS MOT TO DISMISS W/O PREJUDICE AS MOOT Aug 03, 1989

10 STIP ABANDONMENT OF S/N 698,815 Sep 05, 1989

11 APPLICATION ABANDONED Sep 19, 1989

12 APPLICATION ABANDONED Sep 19, 1989

13 BD'S DECISION: DISMISSED W/O PREJUDICE Sep 19, 1989

14 TERMINATED Sep 19, 1989



 

Mark Information

Mark Literal
Elements:

THE CONTAINER STORE

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership
of US

Registrations:

1164143

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: catalogs primarily for household accessories, storage items, storage systems, space organizers, and related goods

International
Class(es):

016 - Primary Class U.S Class(es): 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Jul. 1982 Use in Commerce: Jul. 1982

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Generated on: This page was generated by TSDR on 2016-09-12 10:13:18 EDT

Mark: THE CONTAINER STORE

US Serial Number: 74196476 Application Filing
Date:

Aug. 20, 1991

US Registration
Number:

1713572 Registration Date: Sep. 08, 1992

Register: Principal

Mark Type: Trademark

Status: The registration has been renewed.

Status Date: Sep. 17, 2012

Publication Date: Jun. 16, 1992



Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: CONTAINER STORE, INC., THE

Owner Address: 500 Freeport Parkway
Coppell, TEXAS 75019
UNITED STATES

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Deborah L. Lively Docket Number: 017345.00000

Correspondent

Correspondent
Name/Address:

Deborah L. Lively
THOMPSON & KNIGHT LLP
1722 Routh Street, Suite 1500
DALLAS, TEXAS 75201
UNITED STATES

Phone: (214) 969-1700 Fax: (214) 969-1751

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Sep. 17, 2012 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - MAILED

Sep. 17, 2012 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 66607

Sep. 17, 2012 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 66607

Sep. 17, 2012 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 66607

Sep. 04, 2012 TEAS SECTION 8 & 9 RECEIVED

Apr. 25, 2012 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Apr. 18, 2012 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Sep. 05, 2008 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Feb. 27, 2008 CASE FILE IN TICRS

Aug. 29, 2007 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Sep. 27, 2005 ATTORNEY REVOKED AND/OR APPOINTED

Sep. 27, 2005 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Sep. 30, 2002 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Sep. 30, 2002 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Jul. 12, 2002 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Jul. 01, 2002 PAPER RECEIVED

Oct. 08, 1997 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Sep. 15, 1997 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Sep. 08, 1992 REGISTERED-PRINCIPAL REGISTER

Jun. 16, 1992 PUBLISHED FOR OPPOSITION

May 15, 1992 NOTICE OF PUBLICATION

Feb. 24, 1992 APPROVED FOR PUB - PRINCIPAL REGISTER

Jan. 21, 1992 CORRESPONDENCE RECEIVED IN LAW OFFICE

Dec. 27, 1991 NON-FINAL ACTION MAILED

Nov. 04, 1991 ASSIGNED TO EXAMINER 69225

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted



Renewal Date: Sep. 08, 2012

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Sep. 17, 2012

Assignment Abstract Of Title Information

Summary

Total Assignments: 11 Registrant: CONTAINER STORE, INC., THE

Assignment 1 of 11

Conveyance: SECURITY AGREEMENT

Reel/Frame: 2270/0555 Pages: 15

Date Recorded: Apr. 02, 2001

Supporting
Documents:

assignment-tm-2270-0555.pdf 

Assignor

Name: CONTAINER STORE, THE Execution Date: Sep. 11, 2000

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: BANK ONE TEXAS, N.A. 

Legal Entity Type: A NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1717 MAIN STREET, THIRD FLOOR
DALLAS, TEXAS 75201

Correspondent

Correspondent
Name:

WINSTEAD SECHREST & MINICK

Correspondent
Address:

S. ROXANNE EDWARD
5400 RENAISSANECE TOWER
1201 ELM
DALLAS, TEXAS 75270

Domestic Representative - Not Found

Assignment 2 of 11

Conveyance: SECURITY INTEREST

Reel/Frame: 3102/0803 Pages: 71

Date Recorded: Dec. 23, 2004

Supporting
Documents:

assignment-tm-3102-0803.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Jun. 30, 2004

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: BANK ONE, NA 

Legal Entity Type: NATIONAL BANKING State or Country
Where Organized:

No Place Where Organized Found

Address: 1717 MAIN STREET
3RD FLOOR
DALLAS, TEXAS 75201

Correspondent

Correspondent
Name:

SANFORD E. WARREN, JR.

Correspondent WINSTED SECHREST & MINICK P.C.

 



Address: P.O. BOX 50784
DALLAS, TEXAS 75201

Domestic Representative - Not Found

Assignment 3 of 11

Conveyance: RELEASE BY SECURED PARTY

Reel/Frame: 3318/0713 Pages: 9

Date Recorded: Mar. 21, 2006

Supporting
Documents:

assignment-tm-3318-0713.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. Execution Date: Feb. 08, 2006

Legal Entity Type: ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: CONTAINER STORE, INC., THE 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

RAVI D. STEWART

Correspondent
Address:

VINSON & ELKINS, LLP
2001 ROSS AVE, SUITE 3700
DALLAS, TX 75201

Domestic Representative - Not Found

Assignment 4 of 11

Conveyance: INTELLECTUAL PROPERTY SECURITY AGREEMENT

Reel/Frame: 3605/0804 Pages: 30

Date Recorded: Aug. 21, 2007

Supporting
Documents:

assignment-tm-3605-0804.pdf 

Assignor

Name: THE CONTAINER STORE, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS HOLDINGS, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: JPMORGAN CHASE BANK, N.A. AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1111 FANNIN STREET
10TH FLOOR
HOUSTON, TEXAS 77002

Correspondent

Correspondent
Name:

CORPORATION SERVICE COMPANY

Correspondent
Address:

1133 AVENUE OF THE AMERICAS
SUITE 3100
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 5 of 11

Conveyance: INTELLECTUAL PROPERTY SECURITY AGREEMENT

Reel/Frame: 3606/0458 Pages: 30



Date Recorded: Aug. 22, 2007

Supporting
Documents:

assignment-tm-3606-0458.pdf 

Assignor

Name: THE CONTAINER STORE, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS MERGER CORP. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS HOLDINGS, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: JPMORGAN CHASE BANK, N.A. AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1111 FANNIN STREET
10TH FLOOR
HOUSTON, TEXAS 77002

Correspondent

Correspondent
Name:

CORPORATION SERVICE COMPANY

Correspondent
Address:

1133 AVENUE OF THE AMERICAS
SUITE 3100
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 6 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME 2270/0555

Reel/Frame: 4757/0675 Pages: 11

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0675.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 7 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3102/0803

Reel/Frame: 4757/0702 Pages: 11

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0702.pdf 



Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 8 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3605/0804

Reel/Frame: 4757/0713 Pages: 12

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0713.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 9 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3606/0458

Reel/Frame: 4757/0733 Pages: 12

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0733.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country TEXAS



Where Organized:

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 10 of 11

Conveyance: SECURITY AGREEMENT

Reel/Frame: 4762/0534 Pages: 24

Date Recorded: Apr. 19, 2012

Supporting
Documents:

assignment-tm-4762-0534.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 1111 FANNIN STREET, 10TH FLOOR
LOAN AND AGENCY SERVICES
HOUSTON, TEXAS USA 77002

Correspondent

Correspondent
Name:

MICHAEL VIOLET

Correspondent
Address:

CT LIEN SOLUTIONS
4400 EASTON COMMONS WAY, SUITE 125
COLUMBUS, OH 43219

Domestic Representative - Not Found

Assignment 11 of 11

Conveyance: SECURITY INTEREST

Reel/Frame: 4778/0693 Pages: 27

Date Recorded: May 02, 2012

Supporting
Documents:

assignment-tm-4778-0693.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING State or Country
Where Organized:

UNITED STATES

Address: 10 SOUTH DEARBORN STREET, 22ND FLOOR
MAIL CODE IL1-1190
CHICAGO, ILLINOIS 60603

Correspondent

Correspondent
Name:

JULIE H. COOPER

Correspondent
Address:

C/O VINSON & ELKINS LLP
2001 ROSS AVENUE, SUITE 3700
DALLAS, TEXAS 75201

Domestic Representative - Not Found



Proceedings

Summary

Number of
Proceedings:

4

Type of Proceeding: Opposition

Proceeding
Number:

91225414 Filing Date: Dec 17, 2015

Status: Pending Status Date: Dec 17, 2015

Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Container Club LLC

Correspondent
Address:

JAY SCHLOFF
AIDENBAUM SCHLOFF AND BLOOM PLLC
6960 ORCHARD LAKE RD STE 250
WEST BLOOMFIELD MI , 48322-4584
UNITED STATES

Correspondent e-
mail:

jschloff@aidenbaum.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER CLUB Opposition Pending 86451903

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Craig C. Carpenter; Deborah L. Lively
THOMPSON & KNIGHT LLP
1722 Routh StreetSuite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

deborah.lively@tklaw.com , usptodallas@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 75476151 2470015

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE ATHOME Registered 85442515 4361948

CONTAIN YOURSELF! Renewed 73318980 1257975

CONTAIN IT Renewed 73537838 1373123

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 17, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 17, 2015 Jan 26, 2016

3 PENDING, INSTITUTED Dec 17, 2015

4 ANSWER Jan 18, 2016

5 STIP FOR EXT Aug 20, 2016

6 EXTENSION OF TIME GRANTED Aug 20, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91191577 Filing Date: Aug 19, 2009

Status: Terminated Status Date: Sep 22, 2009

Interlocutory FRANCES S WOLFSON

 



Attorney:

Defendant

Name: Container-It, LLC

Correspondent
Address:

CARL M. DAVIS II
BAKER DONELSON
3414 PEACHTREE ROAD NE MONARCH PLAZA, SUITE 1600
ATLANTA GA , 30326
UNITED STATES

Correspondent e-
mail:

cdavis@bakerdonelson.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER-IT Section 8 and 15 - Accepted and Acknowledged 77640219 3701074

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Remy M. Davis
Thompson & Knight LLP
1722 Routh Street, Suite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

remy.davis@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

CONTAIN IT Renewed 73537838 1373123

CONTAIN YOURSELF! Renewed 73318980 1257975

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 19, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 19, 2009 Sep 28, 2009

3 PENDING, INSTITUTED Aug 19, 2009

4 WITHDRAWAL OF OPPOSITION Sep 22, 2009

5 BD'S DECISION: DISMISSED W/O PREJUDICE Sep 22, 2009

6 TERMINATED Sep 22, 2009

Type of Proceeding: Opposition

Proceeding
Number:

91191531 Filing Date: Aug 17, 2009

Status: Terminated Status Date: Sep 22, 2009

Interlocutory
Attorney:

FRANCES S WOLFSON

Defendant

Name: Container-It, LLC

Correspondent
Address:

Carl M. Davis II
Baker Donelson
Monarch Tower, 3414 Peachtree Road NE Suite 1600
Atlanta GA , 30326
UNITED STATES

Correspondent e-
mail:

cdavis@bakerdonelson.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number



CONTAINER-IT Section 8 and 15 - Accepted and Acknowledged 77213645 3700688

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Remy M. Davis
Thompson & Knight LLP
1722 Routh Street, Suite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

remy.davis@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

CONTAIN IT Renewed 73537838 1373123

CONTAIN YOURSELF! Renewed 73318980 1257975

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 17, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 17, 2009 Sep 26, 2009

3 PENDING, INSTITUTED Aug 17, 2009

4 WITHDRAWAL OF OPPOSITION Sep 22, 2009

5 BD'S DECISION: DISMISSED W/O PREJUDICE Sep 22, 2009

6 TERMINATED Sep 22, 2009

Type of Proceeding: Opposition

Proceeding
Number:

91186413 Filing Date: Sep 15, 2008

Status: Terminated Status Date: Oct 24, 2008

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Chordus, Inc.

Correspondent
Address:

William F. Harrison
Chordus, Inc.
273 Cahaba Valley Parkway
Pelham AL , 35124
UNITED STATES

Correspondent e-
mail:

bharrison@chordus.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINERSHARE Cancelled - Section 8 77286757 3693219

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Murali K. Pasupulati
Thompson & Knight LLP
1722 Routh StreetSuite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

deborah.lively@tklaw.com , murali.pasupulati@tklaw.com , max.ciccarelli@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration



Number

THE CONTAINER STORE Renewed 73209963 1164143

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Sep 15, 2008

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Sep 15, 2008 Oct 25, 2008

3 PENDING, INSTITUTED Sep 15, 2008

4 AMENDMENT TO APPLICATION Sep 09, 2008

5 D'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Oct 14, 2008

6 SUSPENDED Oct 17, 2008

7 WITHDRAWAL OF OPPOSITION Oct 22, 2008

8 BD'S DECISION: DISMISSED W/O PREJUDICE Oct 24, 2008

9 TERMINATED Oct 24, 2008



 

Mark Information

Mark Literal
Elements:

THE CONTAINER STORE

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Disclaimer: "STORE"

Design Search
Code(s):

26.11.26 - Oblongs as carriers for words, letters or designs

Related Properties Information

Claimed Ownership
of US

Registrations:

1164143, 1713572

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: retail store services in the area of household accessories, storage items, storage systems, and space organizers

International
Class(es):

042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: May 01, 1985 Use in Commerce: May 01, 1985

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Generated on: This page was generated by TSDR on 2016-09-12 10:13:48 EDT

Mark: THE CONTAINER STORE

US Serial Number: 74511018 Application Filing
Date:

Apr. 11, 1994

US Registration
Number:

1911969 Registration Date: Aug. 15, 1995

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: The registration has been renewed.

Status Date: Aug. 19, 2015

Publication Date: May 23, 1995



Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: CONTAINER STORE INC., THE

Owner Address: 500 FREEPORT PKWY
COPPELL, TEXAS UNITED STATES 750193863

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Deborah L. Lively Docket Number: 017345.00002

Attorney Primary
Email Address:

usptodallas@tklaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Deborah L. Lively
Thompson & Knight LLP
1722 Routh Street
Suite 1500
Dallas, TEXAS UNITED STATES 75201-2533

Phone: (214) 969-1700 Fax: (214) 969-1751

Correspondent e-
mail:

usptodallas@tklaw.com

deborah.lively@tklaw.com craig.carpenter@tklaw.

com

Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Aug. 19, 2015 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Aug. 19, 2015 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 75461

Aug. 19, 2015 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 75461

Aug. 19, 2015 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 75461

Jul. 24, 2015 TEAS SECTION 8 & 9 RECEIVED

Apr. 25, 2012 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Apr. 18, 2012 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Sep. 05, 2008 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Aug. 29, 2007 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

May 26, 2005 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

May 26, 2005 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

May 26, 2005 ASSIGNED TO PARALEGAL 75461

Apr. 01, 2005 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Apr. 01, 2005 PAPER RECEIVED

Jan. 27, 2001 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Sep. 28, 2000 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Aug. 15, 1995 REGISTERED-PRINCIPAL REGISTER

May 23, 1995 PUBLISHED FOR OPPOSITION

Apr. 21, 1995 NOTICE OF PUBLICATION

Nov. 28, 1994 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 28, 1994 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Nov. 26, 1994 APPROVED FOR PUB - PRINCIPAL REGISTER

Oct. 28, 1994 CORRESPONDENCE RECEIVED IN LAW OFFICE

Oct. 17, 1994 NON-FINAL ACTION MAILED

Sep. 09, 1994 ASSIGNED TO EXAMINER 68174



Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Aug. 15, 2015

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Aug. 19, 2015

Assignment Abstract Of Title Information

Summary

Total Assignments: 11 Registrant: CONTAINER STORE INC., THE

Assignment 1 of 11

Conveyance: SECURITY AGREEMENT

Reel/Frame: 2270/0555 Pages: 15

Date Recorded: Apr. 02, 2001

Supporting
Documents:

assignment-tm-2270-0555.pdf 

Assignor

Name: CONTAINER STORE, THE Execution Date: Sep. 11, 2000

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: BANK ONE TEXAS, N.A. 

Legal Entity Type: A NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1717 MAIN STREET, THIRD FLOOR
DALLAS, TEXAS 75201

Correspondent

Correspondent
Name:

WINSTEAD SECHREST & MINICK

Correspondent
Address:

S. ROXANNE EDWARD
5400 RENAISSANECE TOWER
1201 ELM
DALLAS, TEXAS 75270

Domestic Representative - Not Found

Assignment 2 of 11

Conveyance: SECURITY INTEREST

Reel/Frame: 3102/0803 Pages: 71

Date Recorded: Dec. 23, 2004

Supporting
Documents:

assignment-tm-3102-0803.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Jun. 30, 2004

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: BANK ONE, NA 

Legal Entity Type: NATIONAL BANKING State or Country
Where Organized:

No Place Where Organized Found

 



Address: 1717 MAIN STREET
3RD FLOOR
DALLAS, TEXAS 75201

Correspondent

Correspondent
Name:

SANFORD E. WARREN, JR.

Correspondent
Address:

WINSTED SECHREST & MINICK P.C.
P.O. BOX 50784
DALLAS, TEXAS 75201

Domestic Representative - Not Found

Assignment 3 of 11

Conveyance: RELEASE BY SECURED PARTY

Reel/Frame: 3318/0713 Pages: 9

Date Recorded: Mar. 21, 2006

Supporting
Documents:

assignment-tm-3318-0713.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. Execution Date: Feb. 08, 2006

Legal Entity Type: ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: CONTAINER STORE, INC., THE 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

RAVI D. STEWART

Correspondent
Address:

VINSON & ELKINS, LLP
2001 ROSS AVE, SUITE 3700
DALLAS, TX 75201

Domestic Representative - Not Found

Assignment 4 of 11

Conveyance: INTELLECTUAL PROPERTY SECURITY AGREEMENT

Reel/Frame: 3605/0804 Pages: 30

Date Recorded: Aug. 21, 2007

Supporting
Documents:

assignment-tm-3605-0804.pdf 

Assignor

Name: THE CONTAINER STORE, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS HOLDINGS, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: JPMORGAN CHASE BANK, N.A. AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1111 FANNIN STREET
10TH FLOOR
HOUSTON, TEXAS 77002

Correspondent

Correspondent
Name:

CORPORATION SERVICE COMPANY

Correspondent 1133 AVENUE OF THE AMERICAS



Address: SUITE 3100
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 5 of 11

Conveyance: INTELLECTUAL PROPERTY SECURITY AGREEMENT

Reel/Frame: 3606/0458 Pages: 30

Date Recorded: Aug. 22, 2007

Supporting
Documents:

assignment-tm-3606-0458.pdf 

Assignor

Name: THE CONTAINER STORE, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS MERGER CORP. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS HOLDINGS, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: JPMORGAN CHASE BANK, N.A. AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1111 FANNIN STREET
10TH FLOOR
HOUSTON, TEXAS 77002

Correspondent

Correspondent
Name:

CORPORATION SERVICE COMPANY

Correspondent
Address:

1133 AVENUE OF THE AMERICAS
SUITE 3100
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 6 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME 2270/0555

Reel/Frame: 4757/0675 Pages: 11

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0675.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found



Assignment 7 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3102/0803

Reel/Frame: 4757/0702 Pages: 11

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0702.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 8 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3605/0804

Reel/Frame: 4757/0713 Pages: 12

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0713.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 9 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3606/0458

Reel/Frame: 4757/0733 Pages: 12

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0733.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

Execution Date: Apr. 06, 2012



BANK ONE, N.A.) 

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 10 of 11

Conveyance: SECURITY AGREEMENT

Reel/Frame: 4762/0534 Pages: 24

Date Recorded: Apr. 19, 2012

Supporting
Documents:

assignment-tm-4762-0534.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 1111 FANNIN STREET, 10TH FLOOR
LOAN AND AGENCY SERVICES
HOUSTON, TEXAS USA 77002

Correspondent

Correspondent
Name:

MICHAEL VIOLET

Correspondent
Address:

CT LIEN SOLUTIONS
4400 EASTON COMMONS WAY, SUITE 125
COLUMBUS, OH 43219

Domestic Representative - Not Found

Assignment 11 of 11

Conveyance: SECURITY INTEREST

Reel/Frame: 4778/0693 Pages: 27

Date Recorded: May 02, 2012

Supporting
Documents:

assignment-tm-4778-0693.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING State or Country
Where Organized:

UNITED STATES

Address: 10 SOUTH DEARBORN STREET, 22ND FLOOR
MAIL CODE IL1-1190
CHICAGO, ILLINOIS 60603

Correspondent



Correspondent
Name:

JULIE H. COOPER

Correspondent
Address:

C/O VINSON & ELKINS LLP
2001 ROSS AVENUE, SUITE 3700
DALLAS, TEXAS 75201

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

4

Type of Proceeding: Opposition

Proceeding
Number:

91225414 Filing Date: Dec 17, 2015

Status: Pending Status Date: Dec 17, 2015

Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Container Club LLC

Correspondent
Address:

JAY SCHLOFF
AIDENBAUM SCHLOFF AND BLOOM PLLC
6960 ORCHARD LAKE RD STE 250
WEST BLOOMFIELD MI UNITED STATES , 48322-4584

Correspondent e-
mail:

jschloff@aidenbaum.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER CLUB Opposition Pending 86451903

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Craig C. Carpenter; Deborah L. Lively
THOMPSON & KNIGHT LLP
1722 Routh StreetSuite 1500
Dallas TX UNITED STATES , 75201

Correspondent e-
mail:

deborah.lively@tklaw.com , usptodallas@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 75476151 2470015

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE ATHOME Registered 85442515 4361948

CONTAIN YOURSELF! Renewed 73318980 1257975

CONTAIN IT Renewed 73537838 1373123

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 17, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 17, 2015 Jan 26, 2016

3 PENDING, INSTITUTED Dec 17, 2015

4 ANSWER Jan 18, 2016

5 STIP FOR EXT Aug 20, 2016

6 EXTENSION OF TIME GRANTED Aug 20, 2016

Type of Proceeding: Opposition

 



Proceeding
Number:

91191577 Filing Date: Aug 19, 2009

Status: Terminated Status Date: Sep 22, 2009

Interlocutory
Attorney:

FRANCES S WOLFSON

Defendant

Name: Container-It, LLC

Correspondent
Address:

CARL M. DAVIS II
BAKER DONELSON
3414 PEACHTREE ROAD NE MONARCH PLAZA, SUITE 1600
ATLANTA GA UNITED STATES , 30326

Correspondent e-
mail:

cdavis@bakerdonelson.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER-IT Section 8 and 15 - Accepted and Acknowledged 77640219 3701074

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Remy M. Davis
Thompson & Knight LLP
1722 Routh Street, Suite 1500
Dallas TX UNITED STATES , 75201

Correspondent e-
mail:

remy.davis@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

CONTAIN IT Renewed 73537838 1373123

CONTAIN YOURSELF! Renewed 73318980 1257975

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 19, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 19, 2009 Sep 28, 2009

3 PENDING, INSTITUTED Aug 19, 2009

4 WITHDRAWAL OF OPPOSITION Sep 22, 2009

5 BD'S DECISION: DISMISSED W/O PREJUDICE Sep 22, 2009

6 TERMINATED Sep 22, 2009

Type of Proceeding: Opposition

Proceeding
Number:

91191531 Filing Date: Aug 17, 2009

Status: Terminated Status Date: Sep 22, 2009

Interlocutory
Attorney:

FRANCES S WOLFSON

Defendant

Name: Container-It, LLC

Correspondent
Address:

Carl M. Davis II
Baker Donelson
Monarch Tower, 3414 Peachtree Road NE Suite 1600
Atlanta GA UNITED STATES , 30326

Correspondent e-
mail:

cdavis@bakerdonelson.com

Associated marks



Mark Application Status
Serial
Number

Registration
Number

CONTAINER-IT Section 8 and 15 - Accepted and Acknowledged 77213645 3700688

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Remy M. Davis
Thompson & Knight LLP
1722 Routh Street, Suite 1500
Dallas TX UNITED STATES , 75201

Correspondent e-
mail:

remy.davis@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

CONTAIN IT Renewed 73537838 1373123

CONTAIN YOURSELF! Renewed 73318980 1257975

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 17, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 17, 2009 Sep 26, 2009

3 PENDING, INSTITUTED Aug 17, 2009

4 WITHDRAWAL OF OPPOSITION Sep 22, 2009

5 BD'S DECISION: DISMISSED W/O PREJUDICE Sep 22, 2009

6 TERMINATED Sep 22, 2009

Type of Proceeding: Opposition

Proceeding
Number:

91186413 Filing Date: Sep 15, 2008

Status: Terminated Status Date: Oct 24, 2008

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Chordus, Inc.

Correspondent
Address:

William F. Harrison
Chordus, Inc.
273 Cahaba Valley Parkway
Pelham AL UNITED STATES , 35124

Correspondent e-
mail:

bharrison@chordus.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINERSHARE Cancelled - Section 8 77286757 3693219

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Murali K. Pasupulati
Thompson & Knight LLP
1722 Routh StreetSuite 1500
Dallas TX UNITED STATES , 75201

Correspondent e-
mail:

deborah.lively@tklaw.com , murali.pasupulati@tklaw.com , max.ciccarelli@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number



THE CONTAINER STORE Renewed 73209963 1164143

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Sep 15, 2008

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Sep 15, 2008 Oct 25, 2008

3 PENDING, INSTITUTED Sep 15, 2008

4 AMENDMENT TO APPLICATION Sep 09, 2008

5 D'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Oct 14, 2008

6 SUSPENDED Oct 17, 2008

7 WITHDRAWAL OF OPPOSITION Oct 22, 2008

8 BD'S DECISION: DISMISSED W/O PREJUDICE Oct 24, 2008

9 TERMINATED Oct 24, 2008



 

Mark Information

Mark Literal
Elements:

THE CONTAINER STORE

Standard Character
Claim:

No

Mark Drawing
Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Disclaimer: "STORE"

Related Properties Information

Claimed Ownership
of US

Registrations:

1164143, 1713572, 1911969, 1940914 and others

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: on-line retail store services featuring household accessories, storage items, storage systems and space organizers

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Aug. 08, 2000 Use in Commerce: Aug. 08, 2000

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: CONTAINER STORE, INC., THE

Generated on: This page was generated by TSDR on 2016-09-12 10:14:19 EDT

Mark: THE CONTAINER STORE

US Serial Number: 75476151 Application Filing
Date:

Apr. 28, 1998

US Registration
Number:

2470015 Registration Date: Jul. 17, 2001

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: Dec. 28, 2010

Publication Date: Oct. 12, 1999 Notice of
Allowance Date:

Jan. 04, 2000



Owner Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 750193863
UNITED STATES

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Attorney/Correspondence Information

Attorney of Record

Attorney Name: DEBORAH L. LIVELY Docket Number: 017345.00003

Correspondent

Correspondent
Name/Address:

DEBORAH L. LIVELY
THOMPSON & KNIGHT LLP
1722 Routh Street
Suite 1500
DALLAS, TEXAS 75201-2533
UNITED STATES

Phone: (214) 969-1700 Fax: (214) 969-1751

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Apr. 25, 2012 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Apr. 18, 2012 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Dec. 28, 2010 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 73376

Dec. 28, 2010 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Dec. 06, 2010 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED 73376

Dec. 28, 2010 REVIEW OF CORRESPONDENCE COMPLETE 73376

Dec. 06, 2010 TEAS SECTION 8 & 9 RECEIVED

Sep. 05, 2008 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Aug. 29, 2007 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Jul. 02, 2007 UNDELIVERABLE MAIL - NO ACTION TAKEN 99888

Jun. 20, 2007 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 73376

Apr. 16, 2007 ASSIGNED TO PARALEGAL 73376

Mar. 09, 2007 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Mar. 19, 2007 PAPER RECEIVED

Feb. 27, 2007 CASE FILE IN TICRS

Sep. 27, 2005 ATTORNEY REVOKED AND/OR APPOINTED

Sep. 27, 2005 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jul. 14, 2003 PAPER RECEIVED

Jul. 08, 2003 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Jul. 17, 2001 REGISTERED-PRINCIPAL REGISTER

Feb. 03, 2001 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jan. 08, 2001 ASSIGNED TO EXAMINER 74307

Dec. 29, 2000 STATEMENT OF USE PROCESSING COMPLETE

Oct. 11, 2000 USE AMENDMENT FILED

Aug. 24, 2000 EXTENSION 1 GRANTED

Jun. 28, 2000 EXTENSION 1 FILED

Jan. 04, 2000 NOA MAILED - SOU REQUIRED FROM APPLICANT

Oct. 12, 1999 PUBLISHED FOR OPPOSITION

Sep. 10, 1999 NOTICE OF PUBLICATION

Feb. 23, 1999 PUBLISHED FOR OPPOSITION

Jan. 22, 1999 NOTICE OF PUBLICATION

Nov. 30, 1998 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 20, 1998 EXAMINER'S AMENDMENT MAILED

Nov. 12, 1998 ASSIGNED TO EXAMINER 74228



Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Jul. 17, 2011

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Dec. 28, 2010

Assignment Abstract Of Title Information

Summary

Total Assignments: 11 Registrant: CONTAINER STORE, INC., THE

Assignment 1 of 11

Conveyance: SECURITY AGREEMENT

Reel/Frame: 2270/0555 Pages: 15

Date Recorded: Apr. 02, 2001

Supporting
Documents:

assignment-tm-2270-0555.pdf 

Assignor

Name: CONTAINER STORE, THE Execution Date: Sep. 11, 2000

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: BANK ONE TEXAS, N.A. 

Legal Entity Type: A NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1717 MAIN STREET, THIRD FLOOR
DALLAS, TEXAS 75201

Correspondent

Correspondent
Name:

WINSTEAD SECHREST & MINICK

Correspondent
Address:

S. ROXANNE EDWARD
5400 RENAISSANECE TOWER
1201 ELM
DALLAS, TEXAS 75270

Domestic Representative - Not Found

Assignment 2 of 11

Conveyance: SECURITY INTEREST

Reel/Frame: 3102/0803 Pages: 71

Date Recorded: Dec. 23, 2004

Supporting
Documents:

assignment-tm-3102-0803.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Jun. 30, 2004

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: BANK ONE, NA 

Legal Entity Type: NATIONAL BANKING State or Country
Where Organized:

No Place Where Organized Found

 



Address: 1717 MAIN STREET
3RD FLOOR
DALLAS, TEXAS 75201

Correspondent

Correspondent
Name:

SANFORD E. WARREN, JR.

Correspondent
Address:

WINSTED SECHREST & MINICK P.C.
P.O. BOX 50784
DALLAS, TEXAS 75201

Domestic Representative - Not Found

Assignment 3 of 11

Conveyance: RELEASE BY SECURED PARTY

Reel/Frame: 3318/0713 Pages: 9

Date Recorded: Mar. 21, 2006

Supporting
Documents:

assignment-tm-3318-0713.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. Execution Date: Feb. 08, 2006

Legal Entity Type: ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: CONTAINER STORE, INC., THE 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

RAVI D. STEWART

Correspondent
Address:

VINSON & ELKINS, LLP
2001 ROSS AVE, SUITE 3700
DALLAS, TX 75201

Domestic Representative - Not Found

Assignment 4 of 11

Conveyance: INTELLECTUAL PROPERTY SECURITY AGREEMENT

Reel/Frame: 3605/0804 Pages: 30

Date Recorded: Aug. 21, 2007

Supporting
Documents:

assignment-tm-3605-0804.pdf 

Assignor

Name: THE CONTAINER STORE, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS HOLDINGS, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: JPMORGAN CHASE BANK, N.A. AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1111 FANNIN STREET
10TH FLOOR
HOUSTON, TEXAS 77002

Correspondent

Correspondent
Name:

CORPORATION SERVICE COMPANY

Correspondent 1133 AVENUE OF THE AMERICAS



Address: SUITE 3100
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 5 of 11

Conveyance: INTELLECTUAL PROPERTY SECURITY AGREEMENT

Reel/Frame: 3606/0458 Pages: 30

Date Recorded: Aug. 22, 2007

Supporting
Documents:

assignment-tm-3606-0458.pdf 

Assignor

Name: THE CONTAINER STORE, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS MERGER CORP. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS HOLDINGS, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: JPMORGAN CHASE BANK, N.A. AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1111 FANNIN STREET
10TH FLOOR
HOUSTON, TEXAS 77002

Correspondent

Correspondent
Name:

CORPORATION SERVICE COMPANY

Correspondent
Address:

1133 AVENUE OF THE AMERICAS
SUITE 3100
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 6 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME 2270/0555

Reel/Frame: 4757/0675 Pages: 11

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0675.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found



Assignment 7 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3102/0803

Reel/Frame: 4757/0702 Pages: 11

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0702.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 8 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3605/0804

Reel/Frame: 4757/0713 Pages: 12

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0713.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 9 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3606/0458

Reel/Frame: 4757/0733 Pages: 12

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0733.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

Execution Date: Apr. 06, 2012



BANK ONE, N.A.) 

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 10 of 11

Conveyance: SECURITY AGREEMENT

Reel/Frame: 4762/0534 Pages: 24

Date Recorded: Apr. 19, 2012

Supporting
Documents:

assignment-tm-4762-0534.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 1111 FANNIN STREET, 10TH FLOOR
LOAN AND AGENCY SERVICES
HOUSTON, TEXAS USA 77002

Correspondent

Correspondent
Name:

MICHAEL VIOLET

Correspondent
Address:

CT LIEN SOLUTIONS
4400 EASTON COMMONS WAY, SUITE 125
COLUMBUS, OH 43219

Domestic Representative - Not Found

Assignment 11 of 11

Conveyance: SECURITY INTEREST

Reel/Frame: 4778/0693 Pages: 27

Date Recorded: May 02, 2012

Supporting
Documents:

assignment-tm-4778-0693.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING State or Country
Where Organized:

UNITED STATES

Address: 10 SOUTH DEARBORN STREET, 22ND FLOOR
MAIL CODE IL1-1190
CHICAGO, ILLINOIS 60603

Correspondent



Correspondent
Name:

JULIE H. COOPER

Correspondent
Address:

C/O VINSON & ELKINS LLP
2001 ROSS AVENUE, SUITE 3700
DALLAS, TEXAS 75201

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

4

Type of Proceeding: Opposition

Proceeding
Number:

91225414 Filing Date: Dec 17, 2015

Status: Pending Status Date: Dec 17, 2015

Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Container Club LLC

Correspondent
Address:

JAY SCHLOFF
AIDENBAUM SCHLOFF AND BLOOM PLLC
6960 ORCHARD LAKE RD STE 250
WEST BLOOMFIELD MI , 48322-4584
UNITED STATES

Correspondent e-
mail:

jschloff@aidenbaum.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER CLUB Opposition Pending 86451903

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Craig C. Carpenter; Deborah L. Lively
THOMPSON & KNIGHT LLP
1722 Routh StreetSuite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

deborah.lively@tklaw.com , usptodallas@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 75476151 2470015

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE ATHOME Registered 85442515 4361948

CONTAIN YOURSELF! Renewed 73318980 1257975

CONTAIN IT Renewed 73537838 1373123

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 17, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 17, 2015 Jan 26, 2016

3 PENDING, INSTITUTED Dec 17, 2015

4 ANSWER Jan 18, 2016

5 STIP FOR EXT Aug 20, 2016

6 EXTENSION OF TIME GRANTED Aug 20, 2016

 



Type of Proceeding: Opposition

Proceeding
Number:

91191577 Filing Date: Aug 19, 2009

Status: Terminated Status Date: Sep 22, 2009

Interlocutory
Attorney:

FRANCES S WOLFSON

Defendant

Name: Container-It, LLC

Correspondent
Address:

CARL M. DAVIS II
BAKER DONELSON
3414 PEACHTREE ROAD NE MONARCH PLAZA, SUITE 1600
ATLANTA GA , 30326
UNITED STATES

Correspondent e-
mail:

cdavis@bakerdonelson.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER-IT Section 8 and 15 - Accepted and Acknowledged 77640219 3701074

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Remy M. Davis
Thompson & Knight LLP
1722 Routh Street, Suite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

remy.davis@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

CONTAIN IT Renewed 73537838 1373123

CONTAIN YOURSELF! Renewed 73318980 1257975

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 19, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 19, 2009 Sep 28, 2009

3 PENDING, INSTITUTED Aug 19, 2009

4 WITHDRAWAL OF OPPOSITION Sep 22, 2009

5 BD'S DECISION: DISMISSED W/O PREJUDICE Sep 22, 2009

6 TERMINATED Sep 22, 2009

Type of Proceeding: Opposition

Proceeding
Number:

91191531 Filing Date: Aug 17, 2009

Status: Terminated Status Date: Sep 22, 2009

Interlocutory
Attorney:

FRANCES S WOLFSON

Defendant

Name: Container-It, LLC

Correspondent
Address:

Carl M. Davis II
Baker Donelson
Monarch Tower, 3414 Peachtree Road NE Suite 1600
Atlanta GA , 30326



UNITED STATES

Correspondent e-
mail:

cdavis@bakerdonelson.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER-IT Section 8 and 15 - Accepted and Acknowledged 77213645 3700688

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Remy M. Davis
Thompson & Knight LLP
1722 Routh Street, Suite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

remy.davis@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

CONTAIN IT Renewed 73537838 1373123

CONTAIN YOURSELF! Renewed 73318980 1257975

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 17, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 17, 2009 Sep 26, 2009

3 PENDING, INSTITUTED Aug 17, 2009

4 WITHDRAWAL OF OPPOSITION Sep 22, 2009

5 BD'S DECISION: DISMISSED W/O PREJUDICE Sep 22, 2009

6 TERMINATED Sep 22, 2009

Type of Proceeding: Opposition

Proceeding
Number:

91186413 Filing Date: Sep 15, 2008

Status: Terminated Status Date: Oct 24, 2008

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Chordus, Inc.

Correspondent
Address:

William F. Harrison
Chordus, Inc.
273 Cahaba Valley Parkway
Pelham AL , 35124
UNITED STATES

Correspondent e-
mail:

bharrison@chordus.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINERSHARE Cancelled - Section 8 77286757 3693219

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Murali K. Pasupulati
Thompson & Knight LLP
1722 Routh StreetSuite 1500



Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

deborah.lively@tklaw.com , murali.pasupulati@tklaw.com , max.ciccarelli@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Sep 15, 2008

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Sep 15, 2008 Oct 25, 2008

3 PENDING, INSTITUTED Sep 15, 2008

4 AMENDMENT TO APPLICATION Sep 09, 2008

5 D'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Oct 14, 2008

6 SUSPENDED Oct 17, 2008

7 WITHDRAWAL OF OPPOSITION Oct 22, 2008

8 BD'S DECISION: DISMISSED W/O PREJUDICE Oct 24, 2008

9 TERMINATED Oct 24, 2008



 

Mark Information

Mark Literal
Elements:

THE CONTAINER STORE

Standard Character
Claim:

No

Mark Drawing
Type:

5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

Disclaimer: "STORE"

Related Properties Information

Claimed Ownership
of US

Registrations:

1164143, 1713572

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: retail store services in the area of household accessories, storage items, storage systems, and space organizers

International
Class(es):

042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Oct. 29, 1983 Use in Commerce: Oct. 29, 1983

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Generated on: This page was generated by TSDR on 2016-09-12 10:14:47 EDT

Mark: THE CONTAINER STORE

US Serial Number: 74604750 Application Filing
Date:

Nov. 30, 1994

US Registration
Number:

1940914 Registration Date: Dec. 12, 1995

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: Feb. 04, 2016

Publication Date: Sep. 19, 1995



Owner Name: Container Store, Inc., The

Owner Address: 500 FREEORT PARKWY
COPPELL, TEXAS 750193863
UNITED STATES

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Deborah L. Lively Docket Number: 017345.00002

Attorney Primary
Email Address:

usptodallas@tklaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Deborah L. Lively
Thompson & Knight LLP
1722 Routh Street
Suite 1500
Dallas, TEXAS 75201
UNITED STATES

Phone: 2149691700 Fax: (214) 969-1751

Correspondent e-
mail:

usptodallas@tklaw.com

craig.carpenter@tklaw.com deborah.lively@tklaw.

com

Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Feb. 04, 2016 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Feb. 04, 2016 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 76533

Feb. 04, 2016 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 76533

Feb. 04, 2016 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76533

Nov. 18, 2015 TEAS SECTION 8 & 9 RECEIVED

Apr. 25, 2012 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Apr. 18, 2012 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Sep. 05, 2008 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Aug. 29, 2007 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Jul. 26, 2005 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Jul. 26, 2005 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Jun. 20, 2005 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Jul. 26, 2005 ASSIGNED TO PARALEGAL 67826

Jun. 20, 2005 PAPER RECEIVED

May 05, 2001 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Feb. 07, 2001 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Dec. 12, 1995 REGISTERED-PRINCIPAL REGISTER

Sep. 19, 1995 PUBLISHED FOR OPPOSITION

Aug. 19, 1995 NOTICE OF PUBLICATION

Jun. 08, 1995 APPROVED FOR PUB - PRINCIPAL REGISTER

May 22, 1995 CORRESPONDENCE RECEIVED IN LAW OFFICE

May 09, 1995 NON-FINAL ACTION MAILED

Maintenance Filings or Post Registration Information

Affidavit of
Continued Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted



Renewal Date: Dec. 12, 2015

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Feb. 04, 2016

Assignment Abstract Of Title Information

Summary

Total Assignments: 11 Registrant: Container Store, Inc., The

Assignment 1 of 11

Conveyance: SECURITY AGREEMENT

Reel/Frame: 2270/0555 Pages: 15

Date Recorded: Apr. 02, 2001

Supporting
Documents:

assignment-tm-2270-0555.pdf 

Assignor

Name: CONTAINER STORE, THE Execution Date: Sep. 11, 2000

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: BANK ONE TEXAS, N.A. 

Legal Entity Type: A NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1717 MAIN STREET, THIRD FLOOR
DALLAS, TEXAS 75201

Correspondent

Correspondent
Name:

WINSTEAD SECHREST & MINICK

Correspondent
Address:

S. ROXANNE EDWARD
5400 RENAISSANECE TOWER
1201 ELM
DALLAS, TEXAS 75270

Domestic Representative - Not Found

Assignment 2 of 11

Conveyance: SECURITY INTEREST

Reel/Frame: 3102/0803 Pages: 71

Date Recorded: Dec. 23, 2004

Supporting
Documents:

assignment-tm-3102-0803.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Jun. 30, 2004

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: BANK ONE, NA 

Legal Entity Type: NATIONAL BANKING State or Country
Where Organized:

No Place Where Organized Found

Address: 1717 MAIN STREET
3RD FLOOR
DALLAS, TEXAS 75201

Correspondent

Correspondent
Name:

SANFORD E. WARREN, JR.

Correspondent
Address:

WINSTED SECHREST & MINICK P.C.
P.O. BOX 50784

 



DALLAS, TEXAS 75201

Domestic Representative - Not Found

Assignment 3 of 11

Conveyance: RELEASE BY SECURED PARTY

Reel/Frame: 3318/0713 Pages: 9

Date Recorded: Mar. 21, 2006

Supporting
Documents:

assignment-tm-3318-0713.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. Execution Date: Feb. 08, 2006

Legal Entity Type: ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Assignee

Name: CONTAINER STORE, INC., THE 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

RAVI D. STEWART

Correspondent
Address:

VINSON & ELKINS, LLP
2001 ROSS AVE, SUITE 3700
DALLAS, TX 75201

Domestic Representative - Not Found

Assignment 4 of 11

Conveyance: INTELLECTUAL PROPERTY SECURITY AGREEMENT

Reel/Frame: 3605/0804 Pages: 30

Date Recorded: Aug. 21, 2007

Supporting
Documents:

assignment-tm-3605-0804.pdf 

Assignor

Name: THE CONTAINER STORE, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS HOLDINGS, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: JPMORGAN CHASE BANK, N.A. AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1111 FANNIN STREET
10TH FLOOR
HOUSTON, TEXAS 77002

Correspondent

Correspondent
Name:

CORPORATION SERVICE COMPANY

Correspondent
Address:

1133 AVENUE OF THE AMERICAS
SUITE 3100
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 5 of 11

Conveyance: INTELLECTUAL PROPERTY SECURITY AGREEMENT

Reel/Frame: 3606/0458 Pages: 30

Date Recorded: Aug. 22, 2007



Supporting
Documents:

assignment-tm-3606-0458.pdf 

Assignor

Name: THE CONTAINER STORE, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS MERGER CORP. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Name: TCS HOLDINGS, INC. Execution Date: Aug. 16, 2007

Legal Entity Type: CORPORATION State or Country
Where Organized:

DELAWARE

Assignee

Name: JPMORGAN CHASE BANK, N.A. AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING ASSOCIATION State or Country
Where Organized:

No Place Where Organized Found

Address: 1111 FANNIN STREET
10TH FLOOR
HOUSTON, TEXAS 77002

Correspondent

Correspondent
Name:

CORPORATION SERVICE COMPANY

Correspondent
Address:

1133 AVENUE OF THE AMERICAS
SUITE 3100
NEW YORK, NY 10036

Domestic Representative - Not Found

Assignment 6 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME 2270/0555

Reel/Frame: 4757/0675 Pages: 11

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0675.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 7 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3102/0803

Reel/Frame: 4757/0702 Pages: 11

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0702.pdf 

Assignor



Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 8 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3605/0804

Reel/Frame: 4757/0713 Pages: 12

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0713.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 9 of 11

Conveyance: RELEASE OF SECURITY INTEREST IN TRADEMARKS AT REEL/FRAME NO. 3606/0458

Reel/Frame: 4757/0733 Pages: 12

Date Recorded: Apr. 16, 2012

Supporting
Documents:

assignment-tm-4757-0733.pdf 

Assignor

Name: JPMORGAN CHASE BANK, N.A. (FORMERLY

KNOWN AS BANK ONE TEXAS, N.A. AND

BANK ONE, N.A.) 

Execution Date: Apr. 06, 2012

Legal Entity Type: NATIONAL ASSOCIATION State or Country
Where Organized:

UNITED STATES

Assignee

Name: THE CONTAINER STORE, INC. 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS



Address: 500 FREEPORT PARKWAY
COPPELL, TEXAS 75019

Correspondent

Correspondent
Name:

LATHAM & WATKINS LLP

Correspondent
Address:

650 TOWN CENTER DRIVE, 20TH FLOOR
COSTA MESA, CA 92626

Domestic Representative - Not Found

Assignment 10 of 11

Conveyance: SECURITY AGREEMENT

Reel/Frame: 4762/0534 Pages: 24

Date Recorded: Apr. 19, 2012

Supporting
Documents:

assignment-tm-4762-0534.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 1111 FANNIN STREET, 10TH FLOOR
LOAN AND AGENCY SERVICES
HOUSTON, TEXAS USA 77002

Correspondent

Correspondent
Name:

MICHAEL VIOLET

Correspondent
Address:

CT LIEN SOLUTIONS
4400 EASTON COMMONS WAY, SUITE 125
COLUMBUS, OH 43219

Domestic Representative - Not Found

Assignment 11 of 11

Conveyance: SECURITY INTEREST

Reel/Frame: 4778/0693 Pages: 27

Date Recorded: May 02, 2012

Supporting
Documents:

assignment-tm-4778-0693.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING State or Country
Where Organized:

UNITED STATES

Address: 10 SOUTH DEARBORN STREET, 22ND FLOOR
MAIL CODE IL1-1190
CHICAGO, ILLINOIS 60603

Correspondent

Correspondent
Name:

JULIE H. COOPER

Correspondent
Address:

C/O VINSON & ELKINS LLP
2001 ROSS AVENUE, SUITE 3700
DALLAS, TEXAS 75201

Domestic Representative - Not Found

Proceedings



Summary

Number of
Proceedings:

4

Type of Proceeding: Opposition

Proceeding
Number:

91225414 Filing Date: Dec 17, 2015

Status: Pending Status Date: Dec 17, 2015

Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Container Club LLC

Correspondent
Address:

JAY SCHLOFF
AIDENBAUM SCHLOFF AND BLOOM PLLC
6960 ORCHARD LAKE RD STE 250
WEST BLOOMFIELD MI , 48322-4584
UNITED STATES

Correspondent e-
mail:

jschloff@aidenbaum.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER CLUB Opposition Pending 86451903

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Craig C. Carpenter; Deborah L. Lively
THOMPSON & KNIGHT LLP
1722 Routh StreetSuite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

deborah.lively@tklaw.com , usptodallas@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 75476151 2470015

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE ATHOME Registered 85442515 4361948

CONTAIN YOURSELF! Renewed 73318980 1257975

CONTAIN IT Renewed 73537838 1373123

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 17, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 17, 2015 Jan 26, 2016

3 PENDING, INSTITUTED Dec 17, 2015

4 ANSWER Jan 18, 2016

5 STIP FOR EXT Aug 20, 2016

6 EXTENSION OF TIME GRANTED Aug 20, 2016

Type of Proceeding: Opposition

Proceeding
Number:

91191577 Filing Date: Aug 19, 2009

Status: Terminated Status Date: Sep 22, 2009

Interlocutory
Attorney:

FRANCES S WOLFSON

Defendant

 



Name: Container-It, LLC

Correspondent
Address:

CARL M. DAVIS II
BAKER DONELSON
3414 PEACHTREE ROAD NE MONARCH PLAZA, SUITE 1600
ATLANTA GA , 30326
UNITED STATES

Correspondent e-
mail:

cdavis@bakerdonelson.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER-IT Section 8 and 15 - Accepted and Acknowledged 77640219 3701074

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Remy M. Davis
Thompson & Knight LLP
1722 Routh Street, Suite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

remy.davis@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

CONTAIN IT Renewed 73537838 1373123

CONTAIN YOURSELF! Renewed 73318980 1257975

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 19, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 19, 2009 Sep 28, 2009

3 PENDING, INSTITUTED Aug 19, 2009

4 WITHDRAWAL OF OPPOSITION Sep 22, 2009

5 BD'S DECISION: DISMISSED W/O PREJUDICE Sep 22, 2009

6 TERMINATED Sep 22, 2009

Type of Proceeding: Opposition

Proceeding
Number:

91191531 Filing Date: Aug 17, 2009

Status: Terminated Status Date: Sep 22, 2009

Interlocutory
Attorney:

FRANCES S WOLFSON

Defendant

Name: Container-It, LLC

Correspondent
Address:

Carl M. Davis II
Baker Donelson
Monarch Tower, 3414 Peachtree Road NE Suite 1600
Atlanta GA , 30326
UNITED STATES

Correspondent e-
mail:

cdavis@bakerdonelson.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER-IT Section 8 and 15 - Accepted and Acknowledged 77213645 3700688

Plaintiff(s)



Name: The Container Store, Inc.

Correspondent
Address:

Remy M. Davis
Thompson & Knight LLP
1722 Routh Street, Suite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

remy.davis@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

CONTAIN IT Renewed 73537838 1373123

CONTAIN YOURSELF! Renewed 73318980 1257975

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Aug 17, 2009

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Aug 17, 2009 Sep 26, 2009

3 PENDING, INSTITUTED Aug 17, 2009

4 WITHDRAWAL OF OPPOSITION Sep 22, 2009

5 BD'S DECISION: DISMISSED W/O PREJUDICE Sep 22, 2009

6 TERMINATED Sep 22, 2009

Type of Proceeding: Opposition

Proceeding
Number:

91186413 Filing Date: Sep 15, 2008

Status: Terminated Status Date: Oct 24, 2008

Interlocutory
Attorney:

ANDREW P BAXLEY

Defendant

Name: Chordus, Inc.

Correspondent
Address:

William F. Harrison
Chordus, Inc.
273 Cahaba Valley Parkway
Pelham AL , 35124
UNITED STATES

Correspondent e-
mail:

bharrison@chordus.net

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINERSHARE Cancelled - Section 8 77286757 3693219

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Murali K. Pasupulati
Thompson & Knight LLP
1722 Routh StreetSuite 1500
Dallas TX , 75201
UNITED STATES

Correspondent e-
mail:

deborah.lively@tklaw.com , murali.pasupulati@tklaw.com , max.ciccarelli@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

THE CONTAINER STORE Renewed 74196476 1713572



THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE Renewed 75476151 2470015

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Sep 15, 2008

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Sep 15, 2008 Oct 25, 2008

3 PENDING, INSTITUTED Sep 15, 2008

4 AMENDMENT TO APPLICATION Sep 09, 2008

5 D'S MOT TO SUSP PEND SETLMT NEGOTIATIONS Oct 14, 2008

6 SUSPENDED Oct 17, 2008

7 WITHDRAWAL OF OPPOSITION Oct 22, 2008

8 BD'S DECISION: DISMISSED W/O PREJUDICE Oct 24, 2008

9 TERMINATED Oct 24, 2008



 

Mark Information

Mark Literal
Elements:

THE CONTAINER STORE ATHOME

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of an oblong blue design with the words "THE CONTAINER STORE" written inside in white letters placed above the
wording "ATHOME" in which the letters "AT" are written in black and the letters "HOME" are written in green; a house design in green
is on the left end of the mark.

Color Drawing: Yes

Color(s) Claimed: The color(s) green, white, black, and blue is/are claimed as a feature of the mark.

Disclaimer: "STORE" AND "AT HOME"

Design Search
Code(s):

07.01.04 - Detached house
24.09.07 - Banners; Advertising, banners

Related Properties Information

Claimed Ownership
of US

Registrations:

1164143, 1713572, 1911969 and others

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: retail store services in the field of household accessories, storage items, storage systems, and space organizers

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: May 2012 Use in Commerce: May 2012

Generated on: This page was generated by TSDR on 2016-09-12 10:15:11 EDT

Mark: THE CONTAINER STORE ATHOME

US Serial Number: 85442515 Application Filing
Date:

Oct. 07, 2011

US Registration
Number:

4361948 Registration Date: Jul. 02, 2013

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Jul. 02, 2013

Publication Date: Aug. 28, 2012 Notice of
Allowance Date:

Oct. 23, 2012



For: Interior design services, namely, organization and space planning services

International
Class(es):

042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: May 2012 Use in Commerce: May 2012

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: The Container Store, Inc.

Owner Address: 500 Freeport Parkway
Coppell, TEXAS UNITED STATES 75019

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Deborah L. Lively Docket Number: 017345.00012

Correspondent

Correspondent
Name/Address:

DEBORAH L. LIVELY
THOMPSON & KNIGHT LLP
1722 ROUTH ST STE 1500
DALLAS, TEXAS UNITED STATES 75201-2532

Phone: 214-969-1700 Fax: 214-969-1751

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jul. 02, 2013 REGISTERED-PRINCIPAL REGISTER

May 31, 2013 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

May 30, 2013 LAW OFFICE REGISTRATION REVIEW COMPLETED 68171

May 30, 2013 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

May 10, 2013 STATEMENT OF USE PROCESSING COMPLETE 69302

Apr. 22, 2013 USE AMENDMENT FILED 69302

May 10, 2013 CASE ASSIGNED TO INTENT TO USE PARALEGAL 69302

Apr. 22, 2013 TEAS STATEMENT OF USE RECEIVED

Oct. 23, 2012 NOA MAILED - SOU REQUIRED FROM APPLICANT

Aug. 28, 2012 PUBLISHED FOR OPPOSITION

Aug. 08, 2012 NOTICE OF PUBLICATION

Jul. 24, 2012 LAW OFFICE PUBLICATION REVIEW COMPLETED 68171

Jul. 24, 2012 ASSIGNED TO LIE 68171

Jul. 06, 2012 APPROVED FOR PUB - PRINCIPAL REGISTER

Jul. 04, 2012 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jun. 30, 2012 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jun. 30, 2012 TEAS RESPONSE TO OFFICE ACTION RECEIVED



Apr. 25, 2012 ASSIGNMENT OF OWNERSHIP NOT UPDATED AUTOMATICALLY

Jan. 31, 2012 NON-FINAL ACTION MAILED

Jan. 30, 2012 NON-FINAL ACTION WRITTEN 73708

Jan. 26, 2012 ASSIGNED TO EXAMINER 73708

Oct. 15, 2011 NOTICE OF DESIGN SEARCH CODE AND PSEUDO MARK MAILED

Oct. 14, 2011 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Oct. 11, 2011 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: May 30, 2013

Assignment Abstract Of Title Information

Summary

Total Assignments: 2 Registrant: The Container Store, Inc.

Assignment 1 of 2

Conveyance: SECURITY AGREEMENT

Reel/Frame: 4762/0534 Pages: 24

Date Recorded: Apr. 19, 2012

Supporting
Documents:

assignment-tm-4762-0534.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Address: 1111 FANNIN STREET, 10TH FLOOR
LOAN AND AGENCY SERVICES
HOUSTON, TEXAS USA 77002

Correspondent

Correspondent
Name:

MICHAEL VIOLET

Correspondent
Address:

CT LIEN SOLUTIONS
4400 EASTON COMMONS WAY, SUITE 125
COLUMBUS, OH 43219

Domestic Representative - Not Found

Assignment 2 of 2

Conveyance: SECURITY INTEREST

Reel/Frame: 4778/0693 Pages: 27

Date Recorded: May 02, 2012

Supporting
Documents:

assignment-tm-4778-0693.pdf 

Assignor

Name: CONTAINER STORE, INC., THE Execution Date: Apr. 06, 2012

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Assignee

Name: JPMORGAN CHASE BANK, N.A., AS COLLATERAL AGENT 

Legal Entity Type: NATIONAL BANKING State or Country
Where Organized:

UNITED STATES

Address: 10 SOUTH DEARBORN STREET, 22ND FLOOR

 



MAIL CODE IL1-1190
CHICAGO, ILLINOIS 60603

Correspondent

Correspondent
Name:

JULIE H. COOPER

Correspondent
Address:

C/O VINSON & ELKINS LLP
2001 ROSS AVENUE, SUITE 3700
DALLAS, TEXAS 75201

Domestic Representative - Not Found

Proceedings

Summary

Number of
Proceedings:

1

Type of Proceeding: Opposition

Proceeding
Number:

91225414 Filing Date: Dec 17, 2015

Status: Pending Status Date: Dec 17, 2015

Interlocutory
Attorney:

MARY CATHERINE FAINT

Defendant

Name: Container Club LLC

Correspondent
Address:

JAY SCHLOFF
AIDENBAUM SCHLOFF AND BLOOM PLLC
6960 ORCHARD LAKE RD STE 250
WEST BLOOMFIELD MI UNITED STATES , 48322-4584

Correspondent e-
mail:

jschloff@aidenbaum.com

Associated marks

Mark Application Status
Serial
Number

Registration
Number

CONTAINER CLUB Opposition Pending 86451903

Plaintiff(s)

Name: The Container Store, Inc.

Correspondent
Address:

Craig C. Carpenter; Deborah L. Lively
THOMPSON & KNIGHT LLP
1722 Routh StreetSuite 1500
Dallas TX UNITED STATES , 75201

Correspondent e-
mail:

deborah.lively@tklaw.com , usptodallas@tklaw.com

Associated marks

Mark Application Status Serial Number
Registration
Number

THE CONTAINER STORE Renewed 73209963 1164143

THE CONTAINER STORE Renewed 74196476 1713572

THE CONTAINER STORE Renewed 74511018 1911969

THE CONTAINER STORE Renewed 75476151 2470015

THE CONTAINER STORE Renewed 74604750 1940914

THE CONTAINER STORE ATHOME Registered 85442515 4361948

CONTAIN YOURSELF! Renewed 73318980 1257975

CONTAIN IT Renewed 73537838 1373123

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 17, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 17, 2015 Jan 26, 2016

3 PENDING, INSTITUTED Dec 17, 2015

4 ANSWER Jan 18, 2016

 



5 STIP FOR EXT Aug 20, 2016

6 EXTENSION OF TIME GRANTED Aug 20, 2016



 

Mark Information

Mark Literal
Elements:

CONTAINED HOME

Standard Character
Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing
Type:

4 - STANDARD CHARACTER MARK

Disclaimer: "HOME"

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: retail store services in the field of household accessories, storage items, storage systems, and space organizers

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 24, 2014 Use in Commerce: Sep. 24, 2014

For: Interior design services, namely, organization and space planning services

International
Class(es):

042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 24, 2014 Use in Commerce: Sep. 24, 2014

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Generated on: This page was generated by TSDR on 2016-09-12 10:15:38 EDT

Mark: CONTAINED HOME

US Serial Number: 86343164 Application Filing
Date:

Jul. 21, 2014

US Registration
Number:

4946966 Registration Date: Apr. 26, 2016

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Apr. 26, 2016

Publication Date: Jul. 07, 2015 Notice of
Allowance Date:

Sep. 01, 2015



Current Owner(s) Information

Owner Name: The Container Store, Inc.

Owner Address: 500 Freeport Parkway
Coppell, TEXAS 75019
UNITED STATES

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Deborah L. Lively Docket Number: 017345.00021

Attorney Primary
Email Address:

usptodallas@tklaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

DEBORAH L. LIVELY
THOMPSON & KNIGHT LLP
1722 ROUTH ST STE 1500
DALLAS, TEXAS 75201-2532
UNITED STATES

Phone: 2149691700

Correspondent e-
mail:

usptodallas@tklaw.com

deborah.lively@tklaw.com craig.carpenter@tklaw.

com

Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Apr. 26, 2016 REGISTERED-PRINCIPAL REGISTER

Mar. 22, 2016 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Mar. 21, 2016 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Mar. 16, 2016 STATEMENT OF USE PROCESSING COMPLETE 66530

Feb. 03, 2016 USE AMENDMENT FILED 66530

Mar. 07, 2016 CASE ASSIGNED TO INTENT TO USE PARALEGAL 66530

Feb. 03, 2016 TEAS STATEMENT OF USE RECEIVED

Sep. 01, 2015 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Jul. 07, 2015 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jul. 07, 2015 PUBLISHED FOR OPPOSITION

Jun. 17, 2015 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

May 29, 2015 LAW OFFICE PUBLICATION REVIEW COMPLETED 73296

May 21, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

May 21, 2015 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

May 20, 2015 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

May 20, 2015 TEAS REQUEST FOR RECONSIDERATION RECEIVED

Dec. 23, 2014 NOTIFICATION OF FINAL REFUSAL EMAILED

Dec. 23, 2014 FINAL REFUSAL E-MAILED

Dec. 23, 2014 FINAL REFUSAL WRITTEN 60219

Dec. 08, 2014 TEAS/EMAIL CORRESPONDENCE ENTERED 73296

Dec. 08, 2014 CORRESPONDENCE RECEIVED IN LAW OFFICE 73296

Dec. 01, 2014 ASSIGNED TO LIE 73296

Nov. 26, 2014 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Nov. 03, 2014 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Nov. 03, 2014 NON-FINAL ACTION E-MAILED 6325

Nov. 03, 2014 NON-FINAL ACTION WRITTEN 60219

Nov. 02, 2014 ASSIGNED TO EXAMINER 60219



Jul. 28, 2014 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jul. 24, 2014 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 21, 2016



 

Mark Information

Mark Literal
Elements:

CONTAINED HOME OUR IN-HOME ORGANIZATION SERVICE

Standard Character
Claim:

No

Mark Drawing
Type:

3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of
Mark:

The mark consists of the word "CONTAINED", followed by an image of a house, followed by the word "HOME", all above the phrase
"OUR IN-HOME ORGANIZATION SERVICE".

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "HOME" AND "IN-HOME ORGANIZATION SERVICE"

Design Search
Code(s):

07.01.04 - Detached house

Goods and Services

Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Retail store services in the field of household accessories, storage items, storage systems, and space organizers

International
Class(es):

035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Jun. 2015 Use in Commerce: Jun. 2015

For: Interior design services, namely, organization and space planning services

International
Class(es):

042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Jun. 2015 Use in Commerce: Jun. 2015

Generated on: This page was generated by TSDR on 2016-09-12 10:16:03 EDT

Mark: CONTAINED HOME OUR IN-HOME ORGANIZATION SERVICE

US Serial Number: 86619197 Application Filing
Date:

May 04, 2015

US Registration
Number:

5018744 Registration Date: Aug. 09, 2016

Filed as TEAS RF: Yes Currently TEAS RF: Yes

Register: Principal

Mark Type: Service Mark

TM5 Common Status
Descriptor:

LIVE/REGISTRATION/Issued and Active

The trademark application has been registered with the Office.

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Aug. 09, 2016

Publication Date: Oct. 20, 2015 Notice of
Allowance Date:

Dec. 15, 2015



Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: The Container Store, Inc.

Owner Address: 500 Freeport Parkway
Coppell, TEXAS UNITED STATES 75019

Legal Entity Type: CORPORATION State or Country
Where Organized:

TEXAS

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Deborah L. Lively Docket Number: 017345.00022

Attorney Primary
Email Address:

usptodallas@tklaw.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

DEBORAH L. LIVELY
Thompson & Knight Llp
1722 Routh St Ste 1500
Dallas, TEXAS UNITED STATES 75201-2532

Phone: 2149691700

Correspondent e-
mail:

usptodallas@tklaw.com

deborah.lively@tklaw.com craig.carpenter@tklaw.

com

Correspondent e-
mail Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Aug. 09, 2016 REGISTERED-PRINCIPAL REGISTER

Jul. 06, 2016 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Jul. 05, 2016 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jun. 27, 2016 STATEMENT OF USE PROCESSING COMPLETE 69712

Jun. 05, 2016 USE AMENDMENT FILED 69712

Jun. 27, 2016 CASE ASSIGNED TO INTENT TO USE PARALEGAL 69712

Jun. 05, 2016 TEAS STATEMENT OF USE RECEIVED

Dec. 15, 2015 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Oct. 20, 2015 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Oct. 20, 2015 PUBLISHED FOR OPPOSITION

Sep. 30, 2015 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Sep. 11, 2015 LAW OFFICE PUBLICATION REVIEW COMPLETED 77312

Sep. 10, 2015 ASSIGNED TO LIE 77312

Sep. 03, 2015 ASSIGNED TO LIE 68171

Aug. 14, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 14, 2015 EXAMINER'S AMENDMENT ENTERED 88888

Aug. 14, 2015 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Aug. 14, 2015 EXAMINERS AMENDMENT E-MAILED 6328

Aug. 14, 2015 EXAMINERS AMENDMENT -WRITTEN 92448



Aug. 13, 2015 ASSIGNED TO EXAMINER 92448

May 15, 2015 NOTICE OF DESIGN SEARCH CODE E-MAILED

May 14, 2015 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

May 07, 2015 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jul. 05, 2016
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