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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition
Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information
Name ICEE of America, Inc.
Granted to Date
of previous ex-
tension

07/23/2016

Address 1205 South Dupont Avenue
Ontario, CA 91761
UNITED STATES

Attorney informa-
tion

J. Rodman Steele, Jr.
DUANE MORRIS LLP
5100 Town Center Circle, Suite 650
Boca Raton, FL 33486-9000
UNITED STATES
kckline@duanemorris.com, ipdocketing@duanemorris.com
Phone:561-962-2100

Applicant Information
Application No 79173064 Publication date 05/24/2016
Opposition Filing
Date

07/23/2016 Opposition Peri-
od Ends

07/23/2016

International Re-
gistration No.

1266164 International Re-
gistration Date

03/02/2015

Applicant ICEE Holdings Pty Ltd as trustee for The ICEE Holdings Unit Trust
PO Box 273

AUSTRALIA

Goods/Services Affected by Opposition
Class 016. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Packaging materials made primarily of pa-
per and cardboard but also containing polystyrene; cartons made primarily of paper and cardboard
but also containing polystyrene for packaging; cardboard packaging; cardboard packaging boxes in
collapsible form; cardboard packaging boxes in made-up form; cardboard boxes; boxes of cardboard;
boxes made of cardboard; boxes of cardboard or paper; boxes of paper or cardboard; collapsible
cardboard boxes; corrugated cardboard boxes; adhesive plastic film for packaging; packaging materi-
als of cardboard or paper for ices; plastic films used as packaging for food; paper packaging and con-
tainers for food and beverages comprised of materialsdesigned to lessen adverse effects on the en-
vironment; packaging materials madefrom mineral-based paper substitutes; plastic materials for
packaging, namely plastic bags for packaging, plastic film for packaging; paper for wrapping and
packaging; humidity control sheets of paper or plastic for foodstuff packaging; humidity control sheets
of paper or plastic for packaging foodstuffs; absorbent pads of paper and cellulose for use in food
packaging; plastic film for packaging;adhesive plastic film for wrapping and packaging; plastic film roll
stock for packaging food; plastic wrap; plastic materials for packaging, namely plastic bags for pack-
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aging, plastic film for packaging
Class 019. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Building materials of expanded polystyrene,
namely non-metal composite panel composed primarily of polystyrene; building materials of expan-
ded polystyrene in block form, namely non-metal composite panels composed primarily of poly-
styrene; building materials of expanded polystyrene in sheet form, namely non-metal composite pan-
els composed primarily of polystyrene; building materials of expanded polystyrene in slab form,
namely non-metalcomposite panels composed primarily of polystyrene; non-metallic building materi-
als in the form of plastic extrusions, namely non-metal composite panel composed primarily of poly-
styrene; building materials having bonding properties, namelyadhesive mortar for building purposes
Class 042. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Engineering research, namely, engineering
services, research related to mechanical engineering; technological research in the field of mechanic-
al engineering; product research; product research and development; research in the field of engin-
eering; research to develop new products; research relating to mechanical engineering; industrial
testing, namely, product testing of industrial machines; materials testing and analysis; product testing,
namely, testing of packaging products; product quality testing; product quality control testing; product
safety testing; industrial machines quality checking and testing; quality control testingfor others; test-
ing of new products forothers; research on building construction; engineering services in the field of-
building technology; planning of buildings and infrastructure systems for buildings; construction plan-
ning

Grounds for Opposition
Priority and likelihood of confusion Trademark Act Section 2(d)

Marks Cited by Opposer as Basis for Opposition
U.S. Registration
No.

845226 Application Date 12/23/1965

Registration Date 03/05/1968 Foreign Priority
Date

NONE

Word Mark ICEE
Design Mark
Description of
Mark

NONE

Goods/Services Class 021. First use: First Use: 1961/08/31 First Use In Commerce: 1961/09/06
DISPOSABLE PLASTIC COATED BEVERAGE CUPS

U.S. Registration
No.

872994 Application Date 12/21/1966

Registration Date 07/15/1969 Foreign Priority
Date

NONE

Word Mark ICEE
Design Mark
Description of
Mark

NONE

Goods/Services Class 011. First use: First Use: 1960/08/25 First Use In Commerce: 1960/10/28
REFRIGERATED DISPENSING MACHINES FOR BEVERAGES

U.S. Registration
No.

1035725 Application Date 01/06/1975

Registration Date 03/16/1976 Foreign Priority
Date

NONE



Word Mark ICEE COLDEST DRINK IN TOWN
Design Mark

Description of
Mark

NONE

Goods/Services Class 011. First use: First Use: 1970/01/05 First Use In Commerce: 1970/01/05
REFRIGERATED DISPENSING MACHINES FOR BEVERAGES

U.S. Registration
No.

1707099 Application Date 11/01/1991

Registration Date 08/11/1992 Foreign Priority
Date

NONE

Word Mark ICEE
Design Mark
Description of
Mark

NONE

Goods/Services Class 032. First use: First Use: 1962/02/16 First Use In Commerce: 1962/02/16
carbonated soft drinks dispensed from drink dispensing machines

U.S. Registration
No.

2037652 Application Date 02/09/1995

Registration Date 02/11/1997 Foreign Priority
Date

NONE

Word Mark ICEE IT'S CHILLIN'
Design Mark
Description of
Mark

NONE

Goods/Services Class 032. First use: First Use: 1994/12/00 First Use In Commerce: 1995/06/05
frozen carbonated beverages and syrups for making such beverages

U.S. Registration
No.

1942417 Application Date 09/28/1994

Registration Date 12/19/1995 Foreign Priority
Date

NONE

Word Mark ICEE
Design Mark
Description of
Mark

NONE

Goods/Services Class 012. First use: First Use: 1967/00/00 First Use In Commerce: 1967/00/00
[ bicycle accessories, namely flags andspoke reflectors ]



Class 014. First use: First Use: 1967/00/00 First Use In Commerce: 1967/00/00
watches and jewelry pins
Class 016. First use: First Use: 1967/00/00 First Use In Commerce: 1967/00/00
pens and pencils
Class 018. First use: First Use: 1967/00/00 First Use In Commerce: 1967/00/00
beach bags
Class 021. First use: First Use: 1967/00/00 First Use In Commerce: 1967/00/00
portable coolers and cooler bags
Class 024. First use: First Use: 1967/00/00 First Use In Commerce: 1967/00/00
towels
Class 025. First use: First Use: 1967/00/00 First Use In Commerce: 1967/00/00
T-shirts, hats, sweatshirts and jackets
Class 028. First use: First Use: 1967/00/00 First Use In Commerce: 1967/00/00
toys, namely - banks, stuffed animals, trucks, throwing discs, tops, rings,
puzzles, yo-yo's; and Christmas ornaments and Christmas stockings
Class 041. First use: First Use: 1967/00/00 First Use In Commerce: 1967/00/00
entertainment services, namely performances by a costumed character

U.S. Registration
No.

2774301 Application Date 06/24/1999

Registration Date 10/21/2003 Foreign Priority
Date

NONE

Word Mark SMOOTHEE BY ICEE
Design Mark

Description of
Mark

NONE

Goods/Services Class 032. First use: First Use: 1999/05/00 First Use In Commerce: 1999/05/00
Fruit based drinks, fruit juices, fruitbased smoothies

U.S. Registration
No.

2426368 Application Date 07/26/1999

Registration Date 02/06/2001 Foreign Priority
Date

NONE

Word Mark ICEE



Design Mark

Description of
Mark

NONE

Goods/Services Class 030. First use: First Use: 1999/02/08 First Use In Commerce: 1999/02/08
frozen flavored ice

U.S. Registration
No.

2587267 Application Date 03/31/2000

Registration Date 07/02/2002 Foreign Priority
Date

NONE

Word Mark SMOOTHEE BY ICEE
Design Mark

Description of
Mark

NONE

Goods/Services Class 032. First use: First Use: 1999/05/00 First Use In Commerce: 1999/05/00
fruit based drinks; fruit juices; and fruit based smoothies

U.S. Registration
No.

2755598 Application Date 07/10/2002

Registration Date 08/26/2003 Foreign Priority
Date

NONE

Word Mark ICEE



Design Mark

Description of
Mark

NONE

Goods/Services Class 032. First use: First Use: 1994/12/00 First Use In Commerce: 1994/12/00
frozen soft drink beverages

U.S. Registration
No.

3240713 Application Date 10/13/2005

Registration Date 05/08/2007 Foreign Priority
Date

NONE

Word Mark I ICEE COLDEST DRINK IN TOWN
Design Mark

Description of
Mark

The mark consists of A bear holding a cup in each hand.

Goods/Services Class 025. First use: First Use: 2005/10/00 First Use In Commerce: 2005/10/00
T-shirts

U.S. Registration
No.

4471452 Application Date 02/29/2012

Registration Date 01/21/2014 Foreign Priority NONE



Date
Word Mark I SEE ICEE
Design Mark

Description of
Mark

NONE

Goods/Services Class 032. First use: First Use: 2013/05/15 First Use In Commerce: 2013/05/15
Frozen carbonated beverages
Class 042. First use: First Use: 2013/01/14 First Use In Commerce: 2013/01/14
Providing an interactive website featuring technology that allows users to upload
and share information relating to frozen carbonated beverages

U.S. Registration
No.

4874744 Application Date 01/25/2013

Registration Date 12/22/2015 Foreign Priority
Date

NONE

Word Mark I NEVER COOL OFF EXCEPT WITH AN ICEE
Design Mark

Description of
Mark

NONE

Goods/Services Class 032. First use: First Use: 2012/10/08 First Use In Commerce: 2012/10/08
Frozen carbonated beverages

U.S. Application
No.

86277594 Application Date 05/09/2014

Registration Date NONE Foreign Priority
Date

NONE

Word Mark ICEE WATER. COOLER.



Design Mark

Description of
Mark

NONE

Goods/Services Class 030. First use: First Use: 0 First Use In Commerce: 0
prepackaged water flavor enhancers usedin beverage products
Class 032. First use: First Use: 0 First Use In Commerce: 0
pre-packaged preparations for making non-alcoholic beverages in the nature of
fruit-flavored drinks; liquid concentrates for making beverages, namely, fruit-
flavored drinks

U.S. Application
No.

86478811 Application Date 12/12/2014

Registration Date NONE Foreign Priority
Date

NONE

Word Mark ICEE ZERO
Design Mark

Description of
Mark

NONE

Goods/Services Class 030. First use: First Use: 2013/04/01 First Use In Commerce: 2013/04/01
flavor enhancers used in beverage products, namely, water
Class 032. First use: First Use: 2013/04/01 First Use In Commerce: 2013/04/01
pre-packaged preparations for making non-alcoholic beverages, namely, fruit
flavored beverages; liquid concentrates formaking fruit flavored beverages

U.S. Application/ Registra-
tion No.

NONE Application Date NONE

Registration Date NONE
Word Mark ICEE
Goods/Services design, technical consultation, installation, repair and maintenance of

machinery; machine quality checking and testing; design, develop-
ment and distribution of product containers and packaging in the form
of cups; candy; mobile applications
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Certificate of Service
The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Karen C. Kline/
Name Karen C. Kline
Date 07/23/2016
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 IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
ICEE OF AMERICA, INC. 
 

Opposer, 
 

v. 
 
ICEE HOLDINGS PTY LTD, as trustee for  
THE ICEE HOLDINGS UNIT TRUST  
 

Applicant. 
 

)
)
)
)
)
)
)
)
)
)
)

    
   Opposition No. _____________ 

 

Mark:  
  
Serial No.: 79/173,064 
 

 

 
Trademark Trial and Appeal Board  
U.S. Patent and Trademark Office  
P.O. Box 1451  
Alexandria, VA 22313-1451 

NOTICE OF OPPOSITION  
 

ICEE of America, Inc. (hereinafter “Opposer”) asserts that it is, and will be damaged, by 

the registration of the above-referenced mark in Application Serial No. 79/173,064 by ICEE 

Holdings Pty Ltd as trustee for the ICEE Holdings Unit Trust (hereinafter “Applicant”), and 

hereby opposes the same.  As grounds for opposition, Opposer alleges as follows: 

Opposer and the Famous ICEE Mark 

1. Opposer is a Texas corporation having a business address at 1205 South Dupont 

Avenue, Ontario, California 91761.  Opposer, by and through its licensees, is a manufacturer and 

seller of a popular semi-frozen beverage product.  In connection therewith, Opposer, by and 

through its licensees, also designs, sells, leases, and provides technical services for related 

machines; designs and manufactures product containers or packaging in the form of paper and 

plastic cups; and sells, licenses and/or otherwise distributes a wide variety of goods ranging from 
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pens to cork boards, clothing to towels, toys to cosmetics, freeze pops to candy, and USB drives 

to mobile apps and games. 

2. Opposer’s predecessor commenced use of the ICEE mark in commerce at least as 

early as 1960; and Opposer, its predecessors and/or their licensees have used, and continue to 

use, the trademark and trade name ICEE for almost fifty-five (55) years. 

3. Opposer is the owner of the following U.S. Trademark Registrations:  

 Reg. No. 845226 for ICEE in connection with “disposable plastic coated 

beverage cups” in International Class 21, registered on March 5, 1968; 

 Reg. No. 872994 for ICEE in connection with “refrigerated dispensing 

machines for beverages” in International Class 11, registered on July 15, 

1969; 

 Reg. No. 1035725 for ICEE COLDEST DRINK IN TOWN & Design (shown 

below) in connection with “refrigerated dispensing machines for beverages” 

in International Class 11, registered on March 16, 1976; 

 

 Reg. No. 1707099 for ICEE in connection with “carbonated soft drinks 

dispensed from drink dispensing machines” in International Class 32, 

registered on August 11, 1992; 
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 Reg. No. 2037652 for ICEE IT’S CHILLIN’ in connection with “frozen 

carbonated beverages and syrups for making such beverages” in International 

Class 32, registered on February 11, 1997; 

 Reg. No. 1942417 for ICEE in connection with “watches and jewelry pins” in 

International Class 14, “pens and pencils” in International Class 16, “beach 

bags” in International Class 18, “portable coolers and cooler bags” in 

International Class 21, “towels” in International Class 24, “T-shirts, hats, 

sweatshirts and jackets” in International Class 25, “toys, namely - banks, 

stuffed animals, trucks, throwing discs, tops, rings, puzzles, yo-yo's; and 

Christmas ornaments and Christmas stockings” in International Class 28, and 

“entertainment services, namely performances by a costumed character” in 

International Class 41, registered on December 19, 1995; 

 Reg. No. 2774301 for SMOOTHEE BY ICEE in connection with “fruit based 

drinks, fruit juices, fruit based smoothies” in International Class 32, registered 

on October 21, 2003; 

 Reg. No. 2426368 for ICEE in connection with “frozen flavored ice” in 

International Class 30, registered on February 6, 2001; 

 Reg. No. 2587267 for SMOOTHEE BY ICEE & Design (shown below) in 

connection with “fruit based drinks; fruit juices; and fruit based smoothies” in 

International Class 32, registered on July 2, 2002; 
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 Reg. No. 2755598 for ICEE & Design (shown below) in connection with 

“frozen soft drink beverages” in International Class 32, registered on August 

26, 2003; 

 

 Reg. No. 3240713 for I ICEE COLDEST DRINK IN TOWN & Design 

(shown below) in connection with “T-shirts ” in International Class 52, 

registered on May 8, 2007; 

 

 Reg. No. 4471452 for I SEE ICEE in connection with “frozen carbonated 

beverages” in International Class 32 and “providing an interactive website 

featuring technology that allows users to upload and share information 

relating to frozen carbonated beverages” in International Class 42, registered 

on January 21, 2014; and 

 Reg. No. 4874744 for I NEVER COOL OFF EXCEPT WITH AN ICEE in 

connection with “frozen carbonated beverages” in International Class 32, 

registered on December 22, 2015 
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(collectively, the “Registrations”).  All of the Registrations are valid and subsisting, in full force 

and effect, and constitute prima facie evidence of the validity of the registered marks and of 

Opposer’s exclusive right to use the marks in commerce in connection with the goods and 

services specified in the Registrations.  All of the Registrations except Nos. 4471452 and 

4874744 are also incontestable pursuant to Section 15 of the Lanham Act, 15 U.S.C. § 1065, and 

accordingly constitute conclusive evidence of the validity of the registered marks and the 

registrations therefor, of Opposer’s ownership of the registered marks, and of Opposer’s 

exclusive right to use the marks covered by the Registrations.  Copies of the TESS records for 

each of the Registrations are attached as Exhibit A. 

4. Opposer is also the owner of the following U.S. Trademark Applications: 

 Ser. No. 86277594 for ICEE WATER. COOLER. in connection with 

“prepackaged water flavor enhancers used in beverage products” in 

International Class 30 and “pre-packaged preparations for making non-

alcoholic beverages in the nature of fruit-flavored drinks; liquid concentrates 

for making beverages, namely, fruit-flavored drinks” in International Class 32, 

filed on May 9, 2014; and 

 Ser. No. 86478811 for ICEE ZERO in connection with “flavor enhancers used 

in beverage products, namely, water” in International Class 30 and “pre-

packaged preparations for making non-alcoholic beverages, namely, fruit 

flavored beverages; liquid concentrates for making fruit flavored beverages” 

in International Class 32, filed on December 12, 2014 

(collectively, the “Applications”).  Copies of the TESS records for each of the Applications are 

attached as Exhibit B. 
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5. Opposer, its predecessors and/or their licensees have also provided technical 

services since 1999 and used the ICEE mark in commerce at least as early as 2009 in connection 

with design, technical consultation, installation, repair and maintenance of related machinery.    

Opposer’s technical services are directed to a wide range of food and beverage industry 

machinery including, without limitation, frozen beverage machines, hot beverage equipment, 

water treatment and filtration systems, and food service equipment such as ovens and display 

cases.  Specimens showing use of the ICEE mark in connection with such services in 2009 (as 

“Service by ICEE”) and 2015 (renamed “ICEE Managed Service” in January 2015) are attached 

as Exhibit C. 

6. Since at least 1970, Opposer, its predecessors and/or their licensees have used the 

ICEE mark, including in a stylized form showing “ICEE” in all capital block style letters with a 

snow design on top of the letters “I”, “C”, “E” and “E” and on the lower branches of the letters 

“C”, “E” and “E”, such as shown below: 

 

The ICEE stylized design has been and continues to be used in connection with Opposer’s 

various goods and services. 

7. Opposer’s ICEE mark is highly distinctive and arbitrary or fanciful mark.   

8. The ICEE trademark has been displayed prominently on all product packaging 

and containers, in extensive point of sale displays and, in some cases, on the products 

themselves.  Opposer prints approximately 140 million plastic and paper cups per year for 

distribution; and its products are shipped in boxes, cases or cartons bearing the ICEE mark.  
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Point of sale displays include counter easels, mobiles, posters, banners, pennants, building signs, 

standees, and digital menu boards.  The ICEE mark has also been prominently displayed on the 

customer-facing dispensing machines for Opposer’s beverages, including approximately 55,000 

dispensing machines throughout North America.   

9. Opposer’s products have been sold in thousands of locations throughout the 

United States, including many national chains.  For example, Opposer’s outlets include mass 

merchandisers such as Target, Walmart, and Kmart; warehouse clubs such as Sam’s Club; movie 

theaters such as AMC, Cinemark, Cineoplis, and Cinemex; restaurants and food stands such as 

Burger King, Krystal, Auntie Anne’s, and Mrs. Field’s; convenience stores and gas stations such 

as am/pm, Circle K, Wawa, SuperAmerica and Valero; amusement parks such as Knott’s Berry 

Farm and Cedar Fair.  Additionally, Opposer’s technical services have been rendered throughout 

the United States, including through more than a hundred service and distribution centers and 

over 600 technicians/employees, providing services to regional and national customers. 

10. Annual retail sales of the ICEE product are hundreds of millions of dollars in the 

U.S. alone, with over $500 million annual sales worldwide.  Total sales since the inception of the 

ICEE trademark would be estimated in the billions. 

11. In addition, the ICEE mark has been promoted and featured extensively in all 

forms of media with national circulation, including printed signage, on television, in magazines 

and newspapers, and online – including websites at ICEE.COM and ICEESTORE.COM, and 

active social media accounts on Facebook (over 2.2 million likes), Twitter and Instagram. 

12. In addition to Opposer’s own promotion and advertising efforts, the ICEE mark 

has received significant unsolicited media coverage in the United States, further extending the 

exposure of the ICEE mark to consumers.  For example, featured segments about the ICEE mark 
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have appeared on Unwrapped, Top 5 Movie Treats, and Orange County Choppers.  The ICEE 

mark, ICEE products and ICEE containers have appeared in numerous feature films, television 

programs and commercials over the past two decades, including Encino Man, The Proposal, The 

Chase, Loaded Weapon, Weird Science, From Dusk till Dawn, Kingdom Come, Jack Frost, 

Dude, Where’s my car?, Showtime, Norbit, Charlotte's Web, Because of Winn Dixie, The Hot 

Chick, Skateland, Norbit, Step Up 3D, The Big Bang Theory, Men of a Certain Age, Dexter, 

MTV Real World/Road Rules Challenge, and commercials for Honda and Chase Bank  

13. In 2013, the ICEE mark was estimated to have the highest brand awareness in the 

United States of any frozen beverage brand.  In 2015, the iconic ICEE Bear mascot was inducted 

into Advertising Week’s 2015 Madison Avenue Advertising Walk of Fame.  

14. As a result of the long-time, regular, extensive and well-publicized use of the 

ICEE mark, including widespread unsolicited media coverage, and the wide array of goods and 

services offered in connection with the ICEE mark, the public has come to exclusively associate 

the ICEE mark with Opposer and Opposer has established enormous and valuable goodwill in 

the mark.   

15. Opposer’s ICEE mark is famous  in the United States, and became famous prior 

to Applicant’s filing date. 

Applicant and Its ICEE Application 

16. Upon information and belief, Applicant is an Australian limited company with an 

address at P.O. Box 273, Collins Street West Victoria 8007, Australia. 

17. Upon information and belief, Applicant owns International Registration No. 

1266164, registered on March 2, 2015, and has requested an extension of protection in the 
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United States under Section 66(a).  The request was assigned Application Ser. No. 79/173,064 

and accorded an effective application filing date of March 2, 2015. 

18. The Application is for “ICEE” in a stylized font in all capital block style letters, 

with a fold design on top of the letter “I” and on the lower branches of the letters “C”, “E” and 

“E” as shown below: 

 

19. The Application initially included goods and services in International Classes 16, 

19, 35 and 42, but Applicant deleted the applied-for services in Class 35 in response to a refusal 

to register the mark in Class 35 based on a likelihood of confusion with Opposer’s ICEE mark.   

20. The Application was published for opposition on May 24, 2016.1  At publication, 

the Application included the following goods and services: 

 “Packaging materials made primarily of paper and cardboard but also containing 

polystyrene; cartons made primarily of paper and cardboard but also containing 

polystyrene for packaging; cardboard packaging; cardboard packaging boxes in 

collapsible form; cardboard packaging boxes in made-up form; cardboard boxes; 

boxes of cardboard; boxes made of cardboard; boxes of cardboard or paper; boxes 

of paper or cardboard; collapsible cardboard boxes; corrugated cardboard boxes; 

adhesive plastic film for packaging; packaging materials of cardboard or paper for 

ices; plastic films used as packaging for food; paper packaging and containers for 

food and beverages comprised of materials designed to lessen adverse effects on 

                                                 
1 On June 23, 2016 the Board granted Opposer an extension of time to oppose the Application 
until July 23, 2016.  Accordingly, this opposition is timely filed. 
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the environment; packaging materials made from mineral-based paper substitutes; 

plastic materials for packaging, namely plastic bags for packaging, plastic film for 

packaging; paper for wrapping and packaging; humidity control sheets of paper or 

plastic for foodstuff packaging; humidity control sheets of paper or plastic for 

packaging foodstuffs; absorbent pads of paper and cellulose for use in food 

packaging; plastic film for packaging; adhesive plastic film for wrapping and 

packaging; plastic film roll stock for packaging food; plastic wrap; plastic 

materials for packaging, namely plastic bags for packaging, plastic film for 

packaging” in International Class 16; 

 “Building materials of expanded polystyrene, namely non-metal composite panel 

composed primarily of polystyrene; building materials of expanded polystyrene in 

block form, namely non-metal composite panels composed primarily of 

polystyrene; building materials of expanded polystyrene in sheet form, namely 

non-metal composite panels composed primarily of polystyrene; building 

materials of expanded polystyrene in slab form, namely non-metal composite 

panels composed primarily of polystyrene; non-metallic building materials in the 

form of plastic extrusions, namely non-metal composite panel composed 

primarily of polystyrene; building materials having bonding properties, namely 

adhesive mortar for building purposes” in International Class 19; and 

 “Engineering research, namely, engineering services, research related to 

mechanical engineering; technological research in the field of mechanical 

engineering; product research; product research and development; research in the 

field of engineering; research to develop new products; research relating to 



 11 
DM2\7018180.1 

mechanical engineering; industrial testing, namely, product testing of industrial 

machines; materials testing and analysis; product testing, namely, testing of 

packaging products; product quality testing; product quality control testing; 

product safety testing; industrial machines quality checking and testing; quality 

control testing for others; testing of new products for others; research on building 

construction; engineering services in the field of building technology; planning of 

buildings and infrastructure systems for buildings; construction planning” in 

International Class 42.     

21. The Application does not include any alleged date of first use in U.S. commerce.  

Accordingly, the filing date of the Application is the only date upon which Applicant can rely. 

22. Applicant’s filing date is long after Opposer began using the ICEE mark, and 

forty seven (47) years after Opposer’s first registration date for the ICEE mark.  Applicant’s 

filing date is also long after Opposer’s ICEE mark had achieved widespread recognition and had 

become famous. 

23. Applicant’s mark ICEE (stylized) is identical to Opposer’s ICEE mark, as 

Opposer’s Registrations include ICEE in standard character format.  Additionally, Applicant’s 

stylized design is highly similar to Opposer’s long-standing stylized design for the ICEE mark, 

including similar all capital block letter fonts with designs accenting the top of the letter “I” and 

the lower branches of the letters “C”, “E” and “E”. 

24. If Applicant is permitted to register its mark, and thereby the prima facie 

exclusive right to use in commerce the ICEE mark, confusion in the trade and amongst 

consumers is likely to result, including the dilution of Opposer's famous mark, to the detriment 

of Opposer, who has expended considerable sums and effort in promoting its mark. 
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Count I: Likelihood of Confusion 
Lanham Act §2(d), 15 U.S.C. §1052(d) 

 
25. Opposer repeats and realleges each and every allegation set forth in paragraphs 

1 through 24. 

26. Opposer first used its ICEE mark in commerce in connection with beverage 

dispensing machines at least as early as 1960, containers or packaging for beverages in the form 

of cups at least as early as 1961, drinks at least as early as 1962, and technical services at least as 

early as 2009.  Opposer also first used its ICEE mark in commerce in connection with a wide 

variety of related goods and services prior to 2015.  Opposer’s first U.S. registration for the 

ICEE mark registered on March 5, 1968.  Opposer’s use and registration of the ICEE mark pre-

date Applicant’s March 2, 2015 filing date of its application. 

27. On information and belief, Applicant has not yet used the applied-for ICEE 

(stylized) mark and/or Opposer first used its ICEE mark in commerce well-prior to any use by 

Applicant of “ICEE.” 

28. Opposer has priority based on its prior use and registration of the ICEE mark. 

29. Applicant’s applied-for mark is identical and confusingly similar to Opposer’s 

registered ICEE mark.  

30. Applicant’s goods and services identified in its application are similar or related 

to Opposer’s goods and services.   

31. As a result of the nearly identical marks and services, Applicant’s ICEE (stylized) 

mark is likely to cause confusion, mistake or deception in the trade and among purchasers as to 

the source, origin or sponsorship of the parties’ respective services, in violation of 15 U.S.C. 

§1052(d). 
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32. Registration of Applicant’s mark opposed herein will result in damage to Opposer 

under 15 U.S.C. §1052(d). 

33. If the Application is allowed to register, the registration would presumptively 

entitle Applicant to prima facie exclusive ownership of and rights to the ICEE mark. 

34. Registration of Applicant’s mark would cause confusion among consumers as to 

the separate and distinct sources of Applicant’s and Opposer’s goods and services, thereby 

damaging Opposer’s goodwill in the ICEE mark and resulting in irreparable harm to Opposer’s 

business and reputation, all to the detriment of Opposer, who has expended considerable sums 

and effort in promoting its mark. 

Count II: Likelihood of Dilution 
Lanham Act §2, 15 U.S.C. §1052 

 
35. Opposer repeats and realleges each and every allegation set forth in paragraphs 

1 through 24. 

36. Section 2 of the Lanham Act, 15 U.S.C. § 1052, as amended on August 5, 1999 

provides that trademark applications may be opposed if the applied-for mark is likely to cause 

dilution as set forth in Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c). 

37. Opposer’s ICEE mark is highly distinctive; and consumer recognition of the ICEE 

mark is associated exclusively with Opposer.   

38. Opposer’s ICEE mark is famous and well-known throughout the United States, 

having been extensively used, advertised and publicized – including extensive media coverage – 

throughout the U.S. for over half a century.  Accordingly, when consumers encounter the ICEE 

mark, including on unrelated goods, such use would immediately call to mind Opposer and 

Opposer’s mark. 
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39. Applicant’s filing date for the ICEE mark is long after Opposer’s ICEE mark 

became famous. 

40. Registration and use of Applicant’s mark is likely to dilute the distinctiveness of 

Opposer’s ICEE mark. 

 
WHEREFORE, registration by Applicant of “ICEE” for the goods and services set forth 

in the opposed Application would be damaging to Opposer, and Opposer respectfully requests 

that this opposition be sustained and that the registration sought by Applicant be denied.  

Deposit Account Information 

 The USPTO is hereby authorized to charge any underpayment or credit any overpayment 

associated with this Notice of Opposition to Deposit Account No. 04-1679. 

Correspondent Information 

 Please direct all correspondence regarding this matter to: 

J. Rodman Steele, Jr. 
Karen C. Kline 
DUANE MORRIS LLP 
5100 Town Center Circle, Suite 650 
Boca Raton, FL  33486-9000 
Telephone: (561) 962-2100 
Facsimile: (561) 962-2101 
Emails: jrsteele@duanemorris.com; kckline@duanemorris.com 

 
 
Respectfully submitted, 

 
      DUANE MORRIS LLP 
 
Date:  July 23, 2016    By:  /Karen C. Kline/    

J. Rodman Steele, Jr. 
(jrsteele@duanemorris.com) 
Karen C. Kline  
(kckline@duanemorris.com) 
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Duane Morris LLP 
5100 Town Center Circle, Suite 650 
Boca Raton, FL  33486-9000 
Telephone: (561) 962-2100 
Facsimile: (561) 962-2101 
 
Attorneys for Opposer 
ICEE OF AMERICA, INC. 

 
Ref. F6026-09900  
 

 
CERTIFICATE OF SERVICE 

 
  I hereby certify that a true and complete copy of the foregoing NOTICE OF 

OPPOSITION has been served on the Applicant by mailing the true and complete copy on July 

23, 2016, via First Class Mail, postage prepaid to the Applicant’s attorney of record:  

Timothy J. Kelly 
FITZPATRICK, CELLA, HARPER & SCINTO 

1290 Avenue of the Americas 
New York, NY 10104-3800  

 
 /Karen C. Kline/   
Karen C. Kline 

 



  

 
 
 

EXHIBIT A 
  



United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Jun 22 03:21:41 EDT 2016 

Logout  Please logout when you are done to release system resources allocated for you. 

Start List At: OR Jump to record: Record 1 out of 13

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark I NEVER COOL OFF EXCEPT WITH AN ICEE
Goods and Services IC 032. US 045 046 048. G & S: Frozen carbonated beverages. FIRST USE: 20121008. 

FIRST USE IN COMMERCE: 20121008
Standard Characters 
Claimed
Mark Drawing Code (4) STANDARD CHARACTER MARK
Serial Number 85832155
Filing Date January 25, 2013
Current Basis 1A
Original Filing Basis 1B
Published for 
Opposition June 18, 2013

Registration Number 4874744
Registration Date December 22, 2015
Owner (REGISTRANT) Icee of America, Inc. CORPORATION TEXAS 1205 South Dupont 

Avenue Ontario CALIFORNIA 91761
Attorney of Record J. Rodman Steele, Jr.
Prior Registrations 0845226;0872994;1707099;AND OTHERS
Type of Mark TRADEMARK
Register PRINCIPAL
Live/Dead Indicator LIVE

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.1



|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.1



United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Jun 22 03:21:41 EDT 2016 

Logout  Please logout when you are done to release system resources allocated for you. 

Start List At: OR Jump to record: Record 2 out of 13

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark I SEE ICEE
Goods and 
Services

IC 032. US 045 046 048. G & S: Frozen carbonated beverages. FIRST USE: 20130515. FIRST 
USE IN COMMERCE: 20130515

IC 042. US 100 101. G & S: Providing an interactive website featuring technology that allows 
users to upload and share information relating to frozen carbonated beverages. FIRST USE: 
20130114. FIRST USE IN COMMERCE: 20130114

Standard 
Characters 
Claimed

Mark Drawing 
Code

(4) STANDARD CHARACTER MARK

Serial Number 85556175
Filing Date February 29, 2012
Current Basis 1A
Original Filing 
Basis

1B

Published for 

Opposition
July 17, 2012

Registration 
Number

4471452

Registration Date January 21, 2014
Owner (REGISTRANT) Icee of America, Inc. CORPORATION TEXAS 1205 South Dupont Avenue 

Ontario CALIFORNIA 91761

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.2



Attorney of 
Record

J. Rodman Steele, Jr.

Prior 

Registrations
0845226;0872994;1707099;AND OTHERS

Type of Mark TRADEMARK. SERVICE MARK
Register PRINCIPAL
Live/Dead 
Indicator

LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.2



United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Jun 22 03:21:41 EDT 2016 

Logout  Please logout when you are done to release system resources allocated for you. 

Start List At: OR Jump to record: Record 3 out of 13

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark I ICEE COLDEST DRINK IN TOWN

Goods and Services IC 025. US 022 039. G & S: T-shirts. FIRST USE: 20051000. FIRST USE IN COMMERCE: 
20051000

Mark Drawing Code (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Design Search Code 03.01.14 - Bears other than Panda bears; Bears, koala; Bears, polar; Black bears; Grizzly 
bears; Koala bears; Polar bears
03.01.26 - Costumed cats, dogs, wolves, foxes, bears and those with human attributes

11.03.02 - Beer steins or mugs; Cups, beer mugs; Mugs, beer; Tankards

Serial Number 78732372

Filing Date October 13, 2005

Current Basis 1A

Original Filing Basis 1B

Published for 

Opposition
August 8, 2006

Registration Number 3240713

Registration Date May 8, 2007

Owner (REGISTRANT) Icee of America, Inc. CORPORATION TEXAS 1205 South Dupont Avenue 
Ontario CALIFORNIA 91761

Attorney of Record J. Rodman Steele, Jr.

Prior Registrations 1035725;1942417;1977715

Description of Mark Color is not claimed as a feature of the mark. The mark consists of A bear holding a cup in 

each hand.

Type of Mark TRADEMARK

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.3



Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR).

Live/Dead Indicator LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.3



United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Jun 22 03:21:41 EDT 2016 

Logout  Please logout when you are done to release system resources allocated for you. 

Start List At: OR Jump to record: Record 4 out of 13

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark ICEE
Goods and Services IC 032. US 045 046 048. G & S: frozen soft drink beverages. FIRST USE: 19941200. FIRST 

USE IN COMMERCE: 19941200
Mark Drawing Code (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS
Design Search Code 01.15.14 - Snow on top of letters

26.11.02 - Plain single line rectangles; Rectangles (single line)
Serial Number 76429075
Filing Date July 10, 2002
Current Basis 1A
Original Filing Basis 1A
Published for 
Opposition June 3, 2003

Registration Number 2755598
Registration Date August 26, 2003
Owner (REGISTRANT) Icee of America, Inc. CORPORATION TEXAS 1205 S Dupont Ave Ontario 

CALIFORNIA 91761
Attorney of Record J. Rodman Steele, Jr.
Description of Mark The drawing is lined for the colors red and blue, and color is claimed as a feature of the 

mark.
Type of Mark TRADEMARK
Register PRINCIPAL-2(F)
Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20130903.

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.4



Renewal 1ST RENEWAL 20130903
Live/Dead Indicator LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.4



United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Jun 22 03:21:41 EDT 2016 

Logout  Please logout when you are done to release system resources allocated for you. 

Start List At: OR Jump to record: Record 5 out of 13

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark SMOOTHEE BY ICEE
Goods and 
Services

IC 032. US 045 046 048. G & S: fruit based drinks; fruit juices; and fruit based smoothies. 
FIRST USE: 19990500. FIRST USE IN COMMERCE: 19990500

Mark Drawing 
Code (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Design Search 
Code

01.15.14 - Snow on top of letters
05.09.01 - Berries; Raspberries; Strawberries
05.09.02 - Grapes
05.09.03 - Oranges, tangerines and the like; grapefruit
05.09.04 - Lemons; Limes
05.09.05 - Apples
05.09.06 - Avocados; Fruits with pits (apricots, peaches, plums, olives and the like)
05.09.07 - Pears
05.09.08 - Cherries
05.09.09 - Pineapples
05.09.11 - Bananas
05.09.25 - Coconuts; Other fruits
26.03.01 - Ovals as carriers and single line borders
26.11.11 - Rectangles divided twice into three sections

Serial Number 76015098
Filing Date March 31, 2000
Current Basis 1A
Original Filing 
Basis 1A

April 9, 2002

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.5



Published for 
Opposition
Registration 
Number 2587267

Registration Date July 2, 2002
Owner (REGISTRANT) ICEE OF AMERICA CORPORATION TEXAS 1205 S. Dupont Avenue 

ONTARIO CALIFORNIA 91761
Assignment 
Recorded ASSIGNMENT RECORDED

Attorney of Record J. Rodman Steele, Jr.
Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "SMOOTHIE" APART FROM 

THE MARK AS SHOWN
Description of 
Mark Color is not claimed as a feature of the mark.

Type of Mark TRADEMARK
Register PRINCIPAL
Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20120620.
Renewal 1ST RENEWAL 20120620
Live/Dead Indicator LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.5



United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Jun 22 03:21:41 EDT 2016 

Logout  Please logout when you are done to release system resources allocated for you. 

Start List At: OR Jump to record: Record 6 out of 13

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark ICEE
Goods and Services IC 030. US 046. G & S: frozen flavored ice. FIRST USE: 19990208. FIRST USE IN 

COMMERCE: 19990208
Mark Drawing Code (1) TYPED DRAWING
Serial Number 75759839
Filing Date July 26, 1999
Current Basis 1A
Original Filing Basis 1A
Published for 
Opposition November 14, 2000

Registration Number 2426368
Registration Date February 6, 2001
Owner (REGISTRANT) ICEE OF AMERICA CORPORATION TEXAS 1205 S. Dupont Avenue 

ONTARIO CALIFORNIA 91761
Assignment 
Recorded ASSIGNMENT RECORDED

Attorney of Record J. Rodman Steele, Jr.
Type of Mark TRADEMARK
Register PRINCIPAL
Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20110221.
Renewal 1ST RENEWAL 20110221
Live/Dead Indicator LIVE

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.6



|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.6



United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Jun 22 03:21:41 EDT 2016 

Logout  Please logout when you are done to release system resources allocated for you. 

Start List At: OR Jump to record: Record 7 out of 13

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark SMOOTHEE BY ICEE
Goods and 
Services

IC 032. US 045 046 048. G & S: Fruit based drinks, fruit juices, fruit based smoothies. FIRST 
USE: 19990500. FIRST USE IN COMMERCE: 19990500

Mark Drawing Code (1) TYPED DRAWING
Serial Number 75737967
Filing Date June 24, 1999
Current Basis 1A
Original Filing 
Basis

1B

Published for 

Opposition
July 29, 2003

Registration 
Number

2774301

Registration Date October 21, 2003
Owner (REGISTRANT) ICEE OF AMERICA CORPORATION TEXAS 1205 South Dupont Avenue 

ONTARIO CALIFORNIA 91761
Assignment 
Recorded

ASSIGNMENT RECORDED

Attorney of Record J. Rodman Steele, Jr.
Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "SMOOTHIE" APART FROM 

THE MARK AS SHOWN
Type of Mark TRADEMARK
Register PRINCIPAL

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.7



Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20131024.
Renewal 1ST RENEWAL 20131024
Live/Dead Indicator LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.7



United States Patent and Trademark Office

Home|Site Index|Search|FAQ|Glossary|Guides|Contacts|eBusiness|eBiz alerts|News|Help

Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Jun 22 03:21:41 EDT 2016 

Logout  Please logout when you are done to release system resources allocated for you. 

Start List At: OR Jump to record: Record 8 out of 13

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark ICEE

Goods and 
Services

(CANCELLED) IC 012. US 019 021 023 031 035 044. G & S: [ bicycle accessories, namely flags 
and spoke reflectors ]. FIRST USE: 19670000. FIRST USE IN COMMERCE: 19670000

IC 014. US 002 027 028 050. G & S: watches and jewelry pins. FIRST USE: 19670000. FIRST 
USE IN COMMERCE: 19670000

IC 016. US 037. G & S: pens and pencils. FIRST USE: 19670000. FIRST USE IN COMMERCE: 

19670000

IC 018. US 001 002 003 022 041. G & S: beach bags. FIRST USE: 19670000. FIRST USE IN 

COMMERCE: 19670000

IC 021. US 002 013 023 029 030 033 040 050. G & S: portable coolers and cooler bags. FIRST 

USE: 19670000. FIRST USE IN COMMERCE: 19670000

IC 024. US 042. G & S: towels. FIRST USE: 19670000. FIRST USE IN COMMERCE: 19670000

IC 025. US 039. G & S: T-shirts, hats, sweatshirts and jackets. FIRST USE: 19670000. FIRST 

USE IN COMMERCE: 19670000

IC 028. US 022 023 038 050. G & S: toys, namely - banks, stuffed animals, trucks, throwing 

discs, tops, rings, puzzles, yo-yo's; and Christmas ornaments and Christmas stockings. FIRST 
USE: 19670000. FIRST USE IN COMMERCE: 19670000

IC 041. US 107. G & S: entertainment services, namely performances by a costumed character. 
FIRST USE: 19670000. FIRST USE IN COMMERCE: 19670000

Mark Drawing 
Code

(1) TYPED DRAWING

Serial Number 74579748

Filing Date September 28, 1994

Current Basis 1A

1A

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.8



Original Filing 
Basis

Published for 

Opposition
September 26, 1995

Change In 
Registration

CHANGE IN REGISTRATION HAS OCCURRED

Registration 
Number

1942417

Registration 

Date
December 19, 1995

Owner (REGISTRANT) Icee of America, Inc. CORPORATION TEXAS 1205 S. Dupont Avenue 
ONTARIO CALIFORNIA 91761

Attorney of 
Record

J. RODMAN STEELE, JR.

Prior 

Registrations
0845226;1707099;AND OTHERS

Type of Mark TRADEMARK. SERVICE MARK

Register PRINCIPAL

Affidavit Text SECT 15. PARTIAL SECT 8 (6-YR). SECTION 8(10-YR) 20160302.

Renewal 2ND RENEWAL 20160302

Live/Dead 
Indicator

LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.8
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Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Jun 22 03:21:41 EDT 2016 

Logout  Please logout when you are done to release system resources allocated for you. 

Start List At: OR Jump to record: Record 9 out of 13

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark ICEE IT'S CHILLIN'
Goods and 
Services

IC 032. US 045 046 048. G & S: frozen carbonated beverages and syrups for making such 
beverages. FIRST USE: 19941200. FIRST USE IN COMMERCE: 19950605

Mark Drawing 
Code (1) TYPED DRAWING

Serial Number 74632242
Filing Date February 9, 1995
Current Basis 1A
Original Filing 
Basis 1B

Published for 
Opposition November 7, 1995

Registration 
Number 2037652

Registration Date February 11, 1997
Owner (REGISTRANT) ICEE of America, Inc. CORPORATION TEXAS 4701 AIRPORT DRIVE 

ONTARIO CALIFORNIA 91761
Attorney of 
Record J RODMAN STEELE JR

Prior 
Registrations 0845226;0872994;1707099;AND OTHERS

Type of Mark TRADEMARK
Register PRINCIPAL
Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20070303.
Renewal 1ST RENEWAL 20070303
Live/Dead 
Indicator LIVE

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.9



|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.9
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Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Jun 22 03:21:41 EDT 2016 

Logout  Please logout when you are done to release system resources allocated for you. 

Start List At: OR Jump to record: Record 10 out of 13

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark ICEE
Goods and 
Services

IC 032. US 045. G & S: carbonated soft drinks dispensed from drink dispensing machines. 
FIRST USE: 19620216. FIRST USE IN COMMERCE: 19620216

Mark Drawing 
Code (1) TYPED DRAWING

Serial Number 74217704
Filing Date November 1, 1991
Current Basis 1A
Original Filing 
Basis 1A

Published for 
Opposition May 19, 1992

Registration 
Number 1707099

Registration Date August 11, 1992
Owner (REGISTRANT) Icee of America, Inc. CORPORATION TEXAS 1205 S. Dupont Avenue 

Ontario CALIFORNIA 91761
Attorney of Record J. RODMAN STEELE, JR.
Prior Registrations 0845226;0872994;1035725
Type of Mark TRADEMARK
Register PRINCIPAL
Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20120904.
Renewal 2ND RENEWAL 20120904
Live/Dead Indicator LIVE

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.10



|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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Trademarks > Trademark Electronic Search System (TESS)

TESS was last updated on Wed Jun 22 03:21:41 EDT 2016 

Logout  Please logout when you are done to release system resources allocated for you. 

Start List At: OR Jump to record: Record 11 out of 13

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark ICEE COLDEST DRINK IN TOWN

Goods and 
Services

IC 011. US 031. G & S: REFRIGERATED DISPENSING MACHINES FOR BEVERAGES. 
FIRST USE: 19700105. FIRST USE IN COMMERCE: 19700105

Mark Drawing 
Code (3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Design Search 
Code

01.15.14 - Snow on top of letters
03.01.14 - Bears other than Panda bears; Bears, koala; Bears, polar; Black bears; Grizzly 

bears; Koala bears; Polar bears
03.01.26 - Costumed cats, dogs, wolves, foxes, bears and those with human attributes
26.13.12 - Quadrilaterals with bars, bands and lines

26.13.21 - Quadrilaterals that are completely or partially shaded

Serial Number 73040951

Filing Date January 6, 1975

Current Basis 1A

Original Filing 
Basis 1A

Registration 
Number 1035725

Registration Date March 16, 1976

Owner (REGISTRANT) JOHN E. MITCHELL COMPANY CORPORATION MISSOURI 3800 
COMMERCE ST. DALLAS TEXAS

(LAST LISTED OWNER) ICEE OF AMERICA, INC. CORPORATION ASSIGNEE OF TEXAS 
4701 AIRPORT DRIVE ONTARIO CALIFORNIA 91761

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.11



Assignment 
Recorded

ASSIGNMENT RECORDED

Attorney of 
Record J. RODMAN STEELE, JR.

Prior 
Registrations 0724170;0872994;AND OTHERS

Disclaimer APPLICANT DISCLAIMS THE REPRESENTATION OF A DRINKING CUP APART FROM THE 
MARK AS SHOWN.

Description of 
Mark THE DRAWING IS LINED FOR RED AND BLUE.

Type of Mark TRADEMARK

Register PRINCIPAL

Affidavit Text SECT 15. SECT 8 (6-YR). SECTION 8(10-YR) 20060414.

Renewal 2ND RENEWAL 20060414

Live/Dead 
Indicator LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.11
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Start List At: OR Jump to record: Record 12 out of 13

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark ICEE
Goods and 
Services

IC 011. US 031. G & S: REFRIGERATED DISPENSING MACHINES FOR BEVERAGES. 
FIRST USE: 19600825. FIRST USE IN COMMERCE: 19601028

Mark Drawing 
Code (1) TYPED DRAWING

Serial Number 72261226
Filing Date December 21, 1966
Current Basis 1A
Original Filing 
Basis 1A

Registration 
Number 0872994

Registration Date July 15, 1969
Owner (REGISTRANT) JOHN E. MITCHELL COMPANY CORPORATION MISSOURI 3800 

COMMERCE ST. DALLAS TEXAS

(LAST LISTED OWNER) ICEE OF AMERICA, INC. CORPORATION ASSIGNEE OF TEXAS 
4701 Airport Drive Ontario CALIFORNIA 91761

Assignment 
Recorded ASSIGNMENT RECORDED

Attorney of 
Record J. Rodman Steele, Jr.

Prior 
Registrations 0724170

Type of Mark TRADEMARK
Register PRINCIPAL
Affidavit Text SECT 15. SECTION 8(10-YR) 20090728.
Renewal 2ND RENEWAL 20090728

LIVE

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.4.12
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Logout  Please logout when you are done to release system resources allocated for you. 

Start List At: OR Jump to record: Record 13 out of 13

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark ICEE
Goods and 
Services

IC 021. US 002. G & S: DISPOSABLE PLASTIC COATED BEVERAGE CUPS. FIRST USE: 
19610831. FIRST USE IN COMMERCE: 19610906

Mark Drawing 
Code

(1) TYPED DRAWING

Serial Number 72235208
Filing Date December 23, 1965
Current Basis 1A
Original Filing 

Basis
1A

Change In 

Registration
CHANGE IN REGISTRATION HAS OCCURRED

Registration 
Number

0845226

Registration Date March 5, 1968
Owner (REGISTRANT) JOHN E. MITCHELL COMPANY CORPORATION MISSOURI 3800 

COMMERCE ST. DALLAS TEXAS

(LAST LISTED OWNER) ICEE OF AMERICA, INC. CORPORATION ASSIGNEE OF TEXAS 
4701 AIRPORT DRIVE ONTARIO CALIFORNIA 91761

Assignment 
Recorded

ASSIGNMENT RECORDED

Attorney of Record J. Rodman Steele, Jr.
Prior Registrations 0724170
Type of Mark TRADEMARK
Register PRINCIPAL
Affidavit Text SECT 15. SECTION 8(10-YR) 20071101.
Renewal 2ND RENEWAL 20071101

LIVE
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Start List At: OR Jump to record: Record 2 out of 2

 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark ICEE WATER. COOLER.
Goods and 
Services

IC 030. US 046. G & S: prepackaged water flavor enhancers used in beverage products

IC 032. US 045 046 048. G & S: pre-packaged preparations for making non-alcoholic 
beverages in the nature of fruit-flavored drinks; liquid concentrates for making beverages, 
namely, fruit-flavored drinks

Standard 
Characters 
Claimed
Mark Drawing 
Code (4) STANDARD CHARACTER MARK

Serial Number 86277594
Filing Date May 9, 2014
Current Basis 1B
Original Filing 
Basis 1B

Published for 
Opposition May 10, 2016

Owner (APPLICANT) Icee of America, Inc. CORPORATION TEXAS 1205 South Dupont Avenue 
Ontario CALIFORNIA 91761

Attorney of Record J. Rodman Steele, Jr.
Prior Registrations 0845226;0872994;1707099;AND OTHERS
Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "WATER" APART FROM THE 

MARK AS SHOWN

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.5.2



Type of Mark TRADEMARK
Register PRINCIPAL
Live/Dead 
Indicator LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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 ( Use the "Back" button of the Internet Browser to 
return to TESS)

Word Mark ICEE ZERO
Goods and 
Services

IC 030. US 046. G & S: flavor enhancers used in beverage products, namely, water. FIRST 
USE: 20130401. FIRST USE IN COMMERCE: 20130401

IC 032. US 045 046 048. G & S: pre-packaged preparations for making non-alcoholic 
beverages, namely, fruit flavored beverages; liquid concentrates for making fruit flavored 
beverages. FIRST USE: 20130401. FIRST USE IN COMMERCE: 20130401

Standard 
Characters 
Claimed

Mark Drawing 
Code

(4) STANDARD CHARACTER MARK

Serial Number 86478811
Filing Date December 12, 2014
Current Basis 1A
Original Filing 
Basis

1A

Published for 

Opposition
December 1, 2015

Owner (APPLICANT) Icee of America, Inc. CORPORATION TEXAS 1205 S. Dupont Avenue Ontario 
CALIFORNIA 91761

Attorney of 
Record

J. Rodman Steele, Jr.

0845226;0872994;1707099

6/23/2016http://tess2.uspto.gov/bin/showfield?f=doc&state=4806:zgiuq1.5.1



Prior 
Registrations

Disclaimer NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "ZERO" APART FROM THE 
MARK AS SHOWN

Type of Mark TRADEMARK
Register PRINCIPAL
Live/Dead 
Indicator

LIVE

|.HOME | SITE INDEX| SEARCH | eBUSINESS | HELP | PRIVACY POLICY
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