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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 

Intuitive Surgical, Inc..   § 
      § Opposition No. 91229064 
  Opposer,   §  
      § Serial No. 79133618     
      § 
Abbott Medical Optics Inc.   § Mark: COMPACT INTUITIV (and Design) 
      § 
  Applicant   §  
 
 
Commissioner for Trademarks 
P.O. Box 1451 
Alexandria, VA  22313-1451 
 

APPLICANT ABBOTT MEDICAL OPTICS INC. �¶�6���$�1�6�:�(�5���7�2���1�2�7�,�&�(���2�)��
OPPOSITION AND COUNTERCLAIM 

 

Applicant Abbott Medical Optics �,�Q�F�������³�$�S�S�O�L�F�D�Q�W�´���R�U���³�$�0�2�´�����E�\���D�Q�G���W�K�U�R�X�J�K���L�W�V��

attorney of record, hereby Answers Opposer Intuitive Surgical, Inc.�¶�V�����³�2�S�S�R�V�H�U�´���R�U���³�,�Q�W�X�L�W�L�Y�H��

�6�X�U�J�L�F�D�O�´�����1�R�W�L�F�H���R�I���2�S�S�R�V�L�W�L�R�Q���D�Q�G���V�W�D�W�H�V���D�V���I�R�O�O�R�Zs:  

For its answer to the introductory, unnumbered paragraph in the Notice of Opposition, 

Applicant answers as follows:  Applicant lacks knowledge or information sufficient to form a 

belief as to the truth of the allegations �U�H�J�D�U�G�L�Q�J���2�S�S�R�V�H�U�¶�V���L�G�H�Q�W�L�W�L�H�V��and beliefs, and denies 

same; Applicant admits that it is the owner of U.S. Trademark Application Serial No. 79133618 

in International Class 10, and Applicant denies that Opposer will be damaged by registration of 

the trademark COMPACT INTUITIV (and Design) as shown in U.S. Trademark Application 

Serial No. 79133618 (�³Applicant�¶s Mark� )́. 

For its answer to the numbered paragraphs in the Notice of Opposition, Applicant 

answers as follows, with the following paragraph numbers corresponding to the numbered 

paragraphs in the Notice of Opposition: 

1. Admit. 
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2. Applicant is without knowledge or information sufficient to admit or deny the 

allegations in Paragraph 2 and on that basis denies the allegations. 

3. Applicant is without knowledge or information sufficient to admit or deny the 

allegations in Paragraph 3 and on that basis denies the allegations. 

4. Applicant denies the allegations in Paragraph as to at least its alleged mark 

INTUITIVE (U.S. Reg. No. 2,381,704). Applicant is without knowledge or information 

sufficient to admit or deny the remainder of the allegations in Paragraph 4 and on that basis 

denies the allegations.  

5. Applicant admits that the attachment in Exhibit A purports to be a trademark 

registration (U.S. Reg. No. 2,381,704) for which Opposer is the owner of record. Applicant 

denies the remainder of the allegations in Paragraph 5. 

6. Applicant admits that the attachment in Exhibit B purports to be a trademark 

registration (U.S. Reg. No. 2,364,862) for which Opposer is the owner of record. Applicant is 

without knowledge or information sufficient to admit or deny the remainder of the allegations in 

Paragraph 6 and on that basis denies the allegations 

7. Applicant admits that the attachments in Exhibit C purport to be foreign 

trademark registrations. Applicant denies the implication that any of the alleged trademarks are 

valid or subsisting. Applicant further denies that all of the purported foreign registrations 

contain, in whole or in part, the term �³INTUITIVE. �  ́For instance, the foreign registration from 

the Republic of Indonesia purports to be for a DA VINCI mark. Applicant is without knowledge 

or information sufficient to admit or deny the remainder of the allegations in Paragraph 7 and on 

that basis denies the allegations. 

8. �$�S�S�O�L�F�D�Q�W���G�H�Q�L�H�V���W�K�D�W���2�S�S�R�V�H�U�¶�V��marks are or have become famous or well 

known. Applicant is without knowledge or information sufficient to admit or deny the remainder 

of the allegations in Paragraph 8 and on that basis denies the allegations.  

9. Admit. 
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10. Applicant admits that the USPTO issued a preliminary office action, the content 

of which is self-evident, and that the USPTO ultimately approved and published Applicant�¶s 

mark. 

11. Applicant admits that it filed a response to the office action, the content of which 

is self-evident, and that the USPTO ultimately approved and published Applicant�¶s Mark. 

12. Applicant admits that the USPTO issued a Suspension Notice, the content of 

which is self-evident, and that the USPTO ultimately approved and published Applicant�¶s Mark. 

13. Applicant admits that the USPTO issued a Suspension Notice, the content of 

which is self-evident, and that the USPTO ultimately approved and published Applicant�¶s Mark. 

14. Applicant admits that there were communications between then counsel for 

Applicant and the Examining Attorney, that Notations to File were entered, the contents of which 

are self-evident, and that the USPTO ultimately approved and published Applicant�¶s Mark.  

15. Applicant admits that the USPTO approved and published Applicant�¶s Mark. 

Applicant admits the publication date.  

16. To the extent a response is necessary, Applicant re-alleges and incorporates the 

responses to Paragraphs 1-15 as set forth above. 

17. Applicant denies all allegations in Paragraph 17 of the Notice of Opposition.  

18. To the extent a response is necessary, Applicant re-alleges and incorporates the 

responses to Paragraphs 1-17 as set forth above. 

19. Applicant denies all allegations in Paragraph 19 of the Notice of Opposition. 

20. Applicant denies all allegations in Paragraph 20 of the Notice of Opposition. 

21. To the extent a response is necessary, Applicant re-alleges and incorporates the 

responses to Paragraphs 1-20 as set forth above. 

22. Applicant denies all allegations in Paragraph 22 of the Notice of Opposition. 

23. Applicant denies all allegations in Paragraph 23 of the Notice of Opposition. 

24. Applicant is without knowledge or information sufficient to admit or deny the 

allegations in Paragraph 24 and on that basis denies the allegations. 



 

4 
4821-8224-5175.v1 

25. Applicant admits it is not connected in any way with Opposer. Applicant denies 

all other allegations in Paragraph 25 of the Notice of Opposition.  

26. Applicant denies all allegations in Paragraph 26 of the Notice of Opposition. 

27. Applicant denies all allegations in Paragraph 27 of the Notice of Opposition.  

28. To the extent a response is necessary, Applicant re-alleges and incorporates the 

responses to Paragraphs 1-27 as set forth above.  

29. Applicant denies all allegations in Paragraph 29 of the Notice of Opposition. 

30. Applicant denies all allegations in Paragraph 30 of the Notice of Opposition. 

31. Applicant denies all allegations in Paragraph 31 of the Notice of Opposition. 

32. Applicant denies all allegations in Paragraph 32 of the Notice of Opposition. 

 
AFFIRMATIVE DEFENSES 

 

Applicant alleges the following affirmative defenses, and reserves its rights to allege 

additional affirmative defenses: 

1. �2�S�S�R�V�H�U�¶�V���F�O�D�L�P�V���D�U�H���E�D�U�U�H�G���E�\���O�D�F�K�H�V.  

2. Opposer�¶s claims are barred by estoppel.  

3. Opposer�¶s claims are barred by acquiescence.  

4. Opposer�¶s claims are barred by unclean hands.  

5. �7�K�H�U�H���L�V���Q�R���O�L�N�H�O�L�K�R�R�G���R�I���F�R�Q�I�X�V�L�R�Q���E�H�W�Z�H�H�Q���2�S�S�R�V�H�U�¶�V���P�D�U�N�V���U�H�O�L�H�G���X�S�R�Q���L�Q���W�K�H��

Notice of Opposition (U.S. Reg. Nos. 2,381,704 and  2,364,862) and �$�S�S�O�L�F�D�Q�W�¶�V��Mark for use 

on the goods identified in U.S. Serial No. 79133618.  

6. Opposer fails to state a claim for trademark dilution as to the marks relied up in 

the Notice of Opposition (U.S. Reg. Nos. 2,381,704 and 2,364,862) because they are not famous 

marks.  

7. Opposer does not own valid, subsisting trademark rights in the term 

�³�,�1�7�8�,�7�,�9�(�´���E�\���L�W�V�H�O�I���� 
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8. �2�Q�H���R�U���P�R�U�H���R�I���2�S�S�R�V�H�U�¶�V���U�H�J�L�V�W�U�D�W�L�R�Q�V�����L�Q�F�O�X�G�L�Q�J���E�X�W���Q�R�W���O�L�P�L�W�H�G���W�R���8���6�����5�H�J�����1�R����

2,381,704 are invalid, void ab initio�����D�Q�G���R�U���D�E�D�Q�G�R�Q�H�G���I�R�U���2�S�S�R�V�H�U�¶�V���I�D�L�O�X�U�H���W�R���X�V�H���W�K�H���P�D�U�N���D�V���D��

trademark in commerce.    

 
COUNTERCLAIM FOR CANCELLATION OF  

U.S. TRADEMARK REGISTRATION NO. 2,381,704   
 

1. Abbott Medical Optics Inc. is a corporation organized under the laws of Delaware 

with a principal place of business at 1700 E. St. Andrew Place, Santa Ana, California 92705.  

2. �2�S�S�R�V�H�U���L�V���W�K�H���R�Z�Q�H�U���R�I���W�U�D�G�H�P�D�U�N���8���6�����5�H�J�����1�R���������������������������³�W�K�H���µ��������

Registration) for the mark INTUITIVE for a number of goods in International Class 10.  

3. Applicant has standing to challenge the continued registration of �W�K�H���µ��������

�5�H�J�L�V�W�U�D�W�L�R�Q���E�H�F�D�X�V�H���2�S�S�R�V�H�U���K�D�V���D�O�O�H�J�H�G���W�K�D�W���U�H�J�L�V�W�U�D�W�L�R�Q���D�J�D�L�Q�V�W���$�S�S�O�L�F�D�Q�W���L�Q���2�S�S�R�V�H�U�¶�V���1�R�W�L�F�H��

of Opposition.  

4. Opposer applied to register the mark INTUITIVE on April 4, 1997 on an intent-

to-use basis and eventually filed a Statement of Use on December 20, 1999, alleging a date of 

first use of the mark in commerce at least as early as April 30, 1998.  

5. On January 24, 2006, Opposer filed a specimen with its combined declaration of 

use and incontestability that included two images showing the term �³�,�1�7�8�,�7�,�9�(�´���D�E�R�Y�H���W�K�H��

�W�H�U�P���³�6�8�5�*�,�&�$�/�´���R�Q��each item displayed in every image. Attached as Exhibit A  is a true and 

correct copy of the specimen filed by Opposer on January 24, 2006. 

6. Opposer filed the identical specimen to show use in commerce for its INTUITIVE 

SURGICAL mark (U.S. Reg. No, 2,364,862) on February 23, 2006. Attached as Exhibit B  is a 

true and correct copy of the specimen filed by Opposer on February 23, 2006.  

7. On July 29, 2010, Opposer filed a specimen with its combined declaration of use 

and application for renewal under Sections 8 and 9 that included an image showing the term 

�³�,�1�7�8�,�7�,�9�(�´���D�E�R�Y�H���W�K�H���W�H�U�P���³�6�8�5�*�,�&�$�/�´���R�Q���W�K�H���R�X�W�V�L�G�H���R�I���D���E�R�[���S�X�U�S�R�U�W�H�G�O�\���X�V�H�G���L�Q��
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commerce to ship goods liste�G���L�Q���W�K�H���µ���������5�H�J�L�V�W�U�D�W�L�R�Q����Attached as Exhibit C  is a true and 

correct copy of the specimen filed by Opposer on July 29, 2010.  

8. Opposer filed the identical specimen to show use in commerce for its INTUITIVE 

SURGICAL mark (U.S. Reg. No, 2,364,862) on June 18, 2010. Attached as Exhibit D  is a true 

and correct copy of the specimen filed by Opposer on June 18, 2010. 

9. �8�S�R�Q���L�Q�I�R�U�P�D�W�L�R�Q���D�Q�G���E�H�O�L�H�I�����2�S�S�R�V�H�U���K�D�V���Q�H�Y�H�U���X�V�H�G���³�,�1�7�8�,�7�,�9�(�´���Z�L�W�K�R�X�W���W�K�H��

�W�H�U�P���³�6�8�5�*�,�&�$�/���´���,�Q���I�D�F�W�����2�S�S�R�V�H�U���I�L�O�H�G���W�K�H���L�G�H�Q�W�L�F�D�O���V�S�H�F�L�P�H�Q�V���W�K�D�W���Z�H�U�H���X�V�H�G���I�R�U���L�W�V��

INTUITIVE SURGICAL mark to show use for the INTUITIVE mark. Accordingly, 

�³�,�1�7�8�,�7�,�9�(�´���G�R�H�V���Q�R�W���D�Q�G���F�D�Q�Q�R�W���F�U�H�D�W�H���D���V�H�S�D�U�D�W�H���D�Q�G���G�L�V�W�L�Q�F�W���F�R�P�P�H�U�F�L�D�O��impression as 

purportedly used by Opposer.  

10. Upon information and belief, Opposer had no bona fide intent to use the 

�,�1�7�8�,�7�,�9�(���P�D�U�N���L�Q���F�R�Q�Q�H�F�W�L�R�Q���Z�L�W�K���H�D�F�K���D�Q�G���H�Y�H�U�\���R�Q�H���R�I���W�K�H���J�R�R�G�V���O�L�V�W�H�G���L�Q���W�K�H���µ��������

Registration at the time it applied to register the INTUITIVE mark, and has not used the mark on 

each and every one of those goods and services to this day. 

11. �$�F�F�R�U�G�L�Q�J�O�\�����W�K�H���µ���������5�H�J�L�V�W�U�D�W�L�R�Q���V�K�R�X�O�G���E�H���F�D�Q�F�H�O�O�H�G���D�V���Y�R�L�G��ab initio for 

�2�S�S�R�V�H�U�¶�V���Q�R�Q-use of the mark in connection with the goods listed in the registration, as well as 

its lack of bona fide intent to use that mark in connection with each and every one of the goods 

�O�L�V�W�H�G���L�Q���L�W�V���D�S�S�O�L�F�D�W�L�R�Q���W�R���U�H�J�L�V�W�H�U���W�K�H���µ���������5�H�J�L�V�W�U�D�W�L�R�Q���� 

12.  Alternatively, Opposer abandoned the INTUITIVE mark in connection with the 

�J�R�R�G�V���O�L�V�W�H�G���L�Q���W�K�H���µ���������5�H�J�L�V�W�U�D�W�L�Rn.  
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13. Upon and information and belief, to the extent Opposer ever used the INTUITIVE 

�P�D�U�N���L�Q���F�R�Q�Q�H�F�W�L�R�Q���Z�L�W�K���J�R�R�G�V���O�L�V�W�H�G���L�Q���W�K�H���µ���������5�H�J�L�V�W�U�D�W�L�R�Q�����2�S�S�R�V�H�U���K�D�V���F�H�D�V�H�G���X�V�L�Q�J���W�K�H��

mark in connection with those goods and has no evidence of an intent to resume use of the mark 

in connection with those goods in commerce.  

 

      Respectfully Submitted, 

 
 
DATED: August 29, 2016    By: /s/ Sarkis Khachatryan    
       Sarkis Khachatryan 

Richard Zaitlen 
       Pillsbury Winthrop Shaw Pittman LLP 
       725 S. Figueroa Street, Suite 2800 
       Los Angeles, CA 90017-5406 
       (213) 488-7100 
 
       Attorneys for Applicant 
       Abbott Medical Optics Inc. 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
 



 

8 
4821-8224-5175.v1 

 

 

  

CERTIFICATE OF ELECTRONIC TRANSMISSION 

DATE OF DEPOSIT    
 
 : 

I hereby certify that this correspondence is being transmitted to the United States Patent and Trademark Office Trademark Trial 
and Appeal Board using the Electronic System for Trademark Trials and Appeals (ESTTA) on the date indicated above. 
 
 
 
/s/ Sarkis Khachatryan 
 _____________________________________________________________________________________________________________________________________ 

Sarkis Khachatryan 
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CERTIFICATE OF SERVICE VIA FIRST CLASS MA IL  
 

I, Sarkis Khachatryan, Esq., of Pillsbury Winthrop Shaw Pittman LLP, attorneys for 
Applicant Abbott Medical Optics Inc., certify that a copy of the foregoing APPLICANT 
ABBOTT MEDICAL OPTICS INC.�¶�6���$�1�6�:�(�5���7�2���1�2�7�,�&�(���2�)��OPPOSITION AND 
COUNTERCLAIM was served on counsel for Opposer, Michelle D. Kahn, SHEPPARD, 
MULLIN, RICHTER  & HAMPTON LLP, Four Embarcadero Center, 17th Floor, San Francisco, 
CA 94111, on this 29th day of August, 2016. 

 
 

      /s/ Sarkis Khachatryan____________________ 
   
      Sarkis Khachatryan 
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