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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Intuitive Surgical, Inc.

Granted to Date
of previous ex-
tension

07/23/2016

Address 1266 Kifer Road
Sunnyvale, CA 94086
UNITED STATES

Attorney informa-
tion

MICHELLE D KAHN
SHEPPARD MULLIN RICHTER & HAMPTON LLP
FOUR EMBARCADERO CENTER 17TH FLOOR
SAN FRANCISCO, CA 94111
UNITED STATES
mkahn@sheppardmullin.com, pmarquez@sheppardmullin.com Phone:415 774
2953

Applicant Information

Application No 79133618 Publication date 05/24/2016

Opposition Filing
Date

07/18/2016 Opposition Peri-
od Ends

07/23/2016

International Re-
gistration No.

1169365 International Re-
gistration Date

06/10/2013

Applicant Abbott Medical Optics Inc
1700 E St Andrew's Place
SANTA ANA, CA 927995162
UNITED STATES

Goods/Services Affected by Opposition

Class 010. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Ophthalmic surgical machines for use dur-
ing cataract surgery and vitrectomy, and parts, fittings and cases therefor

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

False suggestion of a connection with persons,
living or dead, institutions, beliefs, or national
symbols, or brings them into contempt, or disrep-
ute

Trademark Act Section 2(a)

Deceptiveness Trademark Act Section 2(a)

http://estta.uspto.gov


Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

2381704 Application Date 04/04/1997

Registration Date 08/29/2000 Foreign Priority
Date

NONE

Word Mark INTUITIVE

Design Mark

Description of
Mark

NONE

Goods/Services Class 010. First use: First Use: 1998/04/30 First Use In Commerce: 1998/04/30
computerized surgical manipulation system comprised of surgeon's console,
master control, immersive video display, surgical manipulation system software
and instructional manuals provided as a unit, patient-side cart with set-up arms
and manipulator slave arms, sterile adaptors to connect arms to instruments,
and a full line of resposable (limited re-use) tools namely, laparoscopes, endo-
scopes, trocars, cannulas, cutters, clamps, elevators, gouges, knives, scope
preheaters, light sources, cables and component parts, electrosurgical instru-
ments, electrocautery instruments, laser instruments, ultrasound instruments,
lens cleaning, scrub and biopsy brushes, clip appliers and clips, tack appliers
and tacks, applicators, ligature carriers/needle hold-
ers,clamps/hemostats/graspers, curettes, instrument guides, ligature passing
and knotting instruments, needles, retractors,snares, stylets, forceps, dissectors,
calipers, scissors, suction/irrigation probes, sterile drapes, hemostats, amputa-
tion hooks, osteotomes, saws, retainers, suturing apparatus, measuring tapes,
chisels and contractors, files, skin graft expanders, lancets, mallets, pliers, ham-
mers, rasps, spatulas, and strippers; a full line of FDA Classes I and II ex-
emptsurgical instruments, namely, scalpels,scalpel blades and handles,
staplers, tackers, clip appliers, electrocautery tools, forceps, needle holders,
guides anddrivers, graspers, and kiteners

U.S. Registration
No.

2364862 Application Date 04/04/1997

Registration Date 07/04/2000 Foreign Priority
Date

NONE

Word Mark INTUITIVE SURGICAL

Design Mark

Description of
Mark

NONE

Goods/Services Class 010. First use: First Use: 1997/02/26 First Use In Commerce: 1997/02/26
computerized surgical manipulation system comprised of surgeon's console,
master control, immersive video display, surgical manipulation system software



and instructional manuals provided as a unit, patient-side cart with set-up arms
and manipulator slave arms, sterile adaptors to connect arms to instruments,
and a full line of resposable (limited re-use) tools, namely, laparoscopes, endo-
scopes, trocars, cannulas, cutters, clamps, elevators, gouges, knives, scope
preheaters,light sources, cables and component parts, electrosurgical instru-
ments, electrocautery instruments, laser instruments, ultrasound instruments,
lens cleaning, scrub and biopsy brushes, clip appliers and clips, tack appliers
and tacks, applicators, ligature carriers/needle holders, clamps/hemo-
stats/graspers, curettes, instrument guides, ligature passing and knotting instru-
ments, needles, retractors, snares, stylets, forceps, dissectors, calipers, scis-
sors, suction/irrigation probes, sterile drapes, hemostats, amputation hooks, os-
teotomes, saws, retainers,suturing apparatus, measuring tapes, chisels and
contractors, files, skin graftexpanders, lancets, mallets, pliers, hammers, rasps,
spatulas, and strippers; afull line of FDA Classes I and II exempt surgical instru-
ments, namely, scalpels, scalpel blades and handles, staplers, tackers, clip ap-
pliers, electrocautery tools, forceps, needle holders, guides and drivers,
graspers, and kiteners
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /MDK/

Name MICHELLE D KAHN

Date 07/18/2016


































































































































































































































































































































































































































































































































































































































































































































































































































































