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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Diesel S.p.A.

Entity Corporation Citizenship Italy

Address Via dell'Industria, 4/6
Breganze (VI), 36042
ITALY

Attorney informa-
tion

John C. Holman, Robert S. Pierce
Jacobson Holman PLLC
400 7th St., NW, Ste. 700
Washington, DC 20004
UNITED STATES
trademark@jhip.com,rpierce@jhip.com,jholman@jhip.com Phone:202-638-6666

Applicant Information

Application No 86792724 Publication date 04/19/2016

Opposition Filing
Date

05/19/2016 Opposition Peri-
od Ends

05/19/2016

Applicant Victor Russo
161 West 54th Street, Apt. 1404
New York, NY 10019
UNITED STATES

Goods/Services Affected by Opposition

Class 041. First Use: 2014/11/10 First Use In Commerce: 2014/11/30
All goods and services in the class are opposed, namely: Entertainment in the nature of a live music-
al performers, musical band or musical group; entertainment in the nature oflive performances by a
musical artist, musical group or musical band; entertainment in the nature of visual and audio per-
formances by a musical artist, musicalgroup and musical band; entertainment, namely, live music
concerts; entertainment, namely, personal appearances by a musician, musical group or musical
band; entertainment services, namely, providinga web site featuring musical performances, musical
videos, related film clips, photographs, and other multimedia materials; entertainment services,
namely, providing prerecorded music and informationin the field of music, all online via aglobal com-
puter network; entertainment in the nature of traveling tours featuring music; entertainment services,
namely, providing pre recorded music via computer

Applicant Information

Application No 86792729 Publication date 04/19/2016

Opposition Filing
Date

05/19/2016 Opposition Peri-
od Ends

05/19/2016

Applicant Victor Russo
161 West 54th Street, Apt. 1404
New York, NY 10019

http://estta.uspto.gov


UNITED STATES

Goods/Services Affected by Opposition

Class 009. First Use: 2014/11/10 First Use In Commerce: 2014/11/30
All goods and services in the class are opposed, namely: Musical sound recordings; musical videore-
cordings; pre-recorded CDs, DVDs, audio discs, video discs, featuring music, downloadable audio re-
cordings, downloadable video recordings, and downloadable MP3 files featuring music; download-
able multimedia files featuring music

Grounds for Opposition

Priority and likelihood of confusion Trademark Act Section 2(d)

Dilution by blurring Trademark Act Sections 2 and 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

1498698 Application Date 03/02/1984

Registration Date 08/02/1988 Foreign Priority
Date

NONE

Word Mark DIESEL

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1984/02/29 First Use In Commerce: 1984/02/29
MEN'S, & WOMEN'S APPAREL NAMELY JEANS, SHIRTS, JACKETS AND
SWEATSHIRTS

U.S. Registration
No.

1564710 Application Date 03/23/1989

Registration Date 11/07/1989 Foreign Priority
Date

NONE

Word Mark DIESEL

Design Mark

Description of
Mark

NONE

Goods/Services Class 025. First use: First Use: 1978/10/24 First Use In Commerce: 1979/04/05
TROUSERS, PANTS, JEANS, SHORTS, SKIRTS,OVERCOATS, RAINCOATS,
JACKETS, WINDRESISTANT JACKETS, CABANS, BLAZERS, SWEATERS,
JERSEYS, VESTS, CARDIGANS, SHIRTS, T-SHIRTS, BLOUSES, DRESSES,
SUITS, TRACKSUITS, SWEATSHIRTS, PULLOVER, OVERALLS

U.S. Registration
No.

1989390 Application Date 09/07/1993

Registration Date 07/30/1996 Foreign Priority
Date

06/11/1993

Word Mark DIESEL

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use: First Use: 0 First Use In Commerce: 0
perfumes, toilet soaps; cosmetics, namely, deodorants for personal use;



creams,lotions and oils for the face and the body; cleansing milks, creams and
oils; make-up creams; beauty masks; make-up removers; eye shadows; lip-
sticks; mascara; rouge; crayons for the eyes and the lips; powders, creams, oils
and lotions for suntanning and after sun exposure; pre- and after shave creams
and lotions; talcum powders, salts, foam and oil bath; creams and lotions after-
bath; shampoos; depilatory preparations; nail polishes; hair lotions, and denti-
frices
Class 009. First use: First Use: 0 First Use In Commerce: 0
spectacles, spectacle frames, spectaclecases, lenses
Class 014. First use: First Use: 0 First Use In Commerce: 0
clocks and parts therefor, clocks incorporating radio, watches and parts therefor,
watch chains, watches containing a gaming function, chronographs, chronomet-
ers; rings, bracelets, necklaces, hair-clips of precious metal, tie-clips, scarf rings
of precious metal, pendants, ear clips, precious metal money clips, cufflinks,
earrings, key-holders of precious metal, brooches, ornamental jewelry pins;all in
metal precious or not
Class 016. First use: First Use: 0 First Use In Commerce: 0
stationery items, namely calendars and almanacs, diaries, address books, per-
sonal organizers, note pad holders, paper holders, paper weights, paper stands,
pencil holders, pencil stands, pencil cases, paper clip boxes, and adhesive tape
dispensers; paper patterns for fabrics; newspapers, magazines, books and cata-
logues for fashion, furnishing and arts; photographs, pens, pencils
Class 018. First use: First Use: 0 First Use In Commerce: 0
handbags, suitcases, trunks for travel,knapsacks, travelling bags, vanity cases
sold empty; purses, billfolds, attachecases, wallets, briefcases, key-cases, pass-
port cases, business and credit cardcases; umbrellas
Class 024. First use: First Use: 0 First Use In Commerce: 0
textile fabrics for use in the manufacture of clothing and furnishings; curtains, pil-
low cases, bedsheets, bedspreads, blankets, comforters for beds, table clothes,
textile napkins, towels, placematsof fabric, oven gloves
Class 025. First use: First Use: 0 First Use In Commerce: 0
footwear, namely, shoes, boots, slippers and belts

U.S. Registration
No.

3933720 Application Date 11/13/2007

Registration Date 03/22/2011 Foreign Priority
Date

NONE

Word Mark DIESEL

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0
Protective helmets excluding helmets used in baseball, softball, lacrosse, and
football; electronic goods, namely, telephones, mobile phones, MP3 players, CD
and DVD players, cases for MP3 players, cases for CD and DVD players, televi-
sions, screens and monitors, namely, flat panel display screens, projection
screens, video screens, baby monitors, and computer monitors, radio apparatus,
namely, radios, radio sets, radio transmitters andreceivers, stereo systems,
namely, personal stereos and stereo systems comprising amplifiers, receivers,



and tuners, amusement apparatus adapted for use with television receivers
only, electronic games, namely, portable gaming systems for use with televi-
sions and stand alone portable video game machines for use with televisions;
video cameras, photographic cameras, electronic personal organizers;all afore-
mentioned goods other than forthe regulation, supervision and controlof ma-
chines and machine tools, motors and engines except for land vehicles, ma-
chine couplings and transmission components except for land vehicles, and ap-
paratus for lighting, heating, steam generating, cooking, refrigerating, drying,
ventilating, water supply, and sanitary purposes
Class 041. First use: First Use: 0 First Use In Commerce: 0
Educational services, namely, providingcourses, seminars, and workshops in
thefield of fashion, sports, music, and art; providing training courses, sem-
inars,and workshops in the field of fashion, sports, music, and art; dissemination
ofinformation and news relating to fashion, art, lifestyle, travels, home style,
sport and entertainment, provided through a global computer network; entertain-
ment in the nature of musical groups, television news shows and television com-
edy series, ethnic festivals and wine festivals, live music concerts, dance events,
fashion shows, sport competitions, live musical performances, wine and food
tastings, art exhibitions, discotheques, fanclubs, cultural events in the nature
oflive ethnic musical performances, and organizing community cultural events;
organizing exhibitions for fashion, sports,music, and art; organization of sport
competitions; sporting and cultural activities, namely, production of sporting and
cultural television shows, cable television shows and programs, radio program-
sand production of continuing televisionprograms in the field of sports and cul-
ture distributed online over the internet
Class 043. First use: First Use: 0 First Use In Commerce: 0
Services for providing food and drink; providing temporary accommodation

U.S. Registration
No.

3956724 Application Date 02/11/2008

Registration Date 05/10/2011 Foreign Priority
Date

10/18/2007

Word Mark DIESEL BLACK GOLD

Design Mark

Description of
Mark

NONE

Goods/Services Class 003. First use: First Use: 0 First Use In Commerce: 0
Perfumes; toilet soaps; cosmetics; deodorants for personal use; creams, lotion-
sand oils for the face and the body; skin cleansing milks, creams and oils; make-
up creams for the face and body; beautymasks; make-up removers; eye shad-
ows; lipsticks; mascara; rouge; crayons for the eyes and the lips; powders,
creams, oils and lotions for sun tanning and aftersun exposure; pre and after
shave creams and lotions; talcum; bath salts; bath foams and oils; after-bath
skin creams and lotions; hair shampoos; depilatory preparations; nail polishes;
hair lotions;dentifrices; scented home sprays in thenature of scented room
sprays; scented oils used to produce aroma when heated; incense sticks; scen-
ted sachets; scentedlinen water
Class 009. First use: First Use: 0 First Use In Commerce: 0
Spectacles; sunglasses; cases and chains for spectacles and sunglasses;
frames for spectacles; eyeglass lenses; protective helmets; electronic goods,
namely, telephones, mobile phones, MP3 players, CD and DVD players, cases
for MP3 players, cases for CD and DVD players, and televisions; projection,
computer and television screens and monitors; radio apparatus in the nature of
radios, radio sets, mobile radios, radio transmitters and receivers; personal ste-



reos and stereo systems comprising amplifiers, receivers and tuners; amuse-
ment apparatus adapted for use with television receivers only; electronic games,
namely, hand-held units for playing electronic games and electronic game con-
soles for use with televisions and stand alone portable video game machines for
use with televisions; computer software for processing images, graphics and
texts; computer software for mobile phones; computer game software and elec-
tronic game software; computer software featuring musical sound recordings,
musical video recordings, and music players in the field of fashion; computer
software for use in database management, for use as a spreadsheet, and for
word processing, in the field of entertainment, TV, and cinema; computer e-
commerce software to allow users to perform electronic business transactions
via a global computer network; video cameras, photographic cameras, electronic
personal organizers
Class 014. First use: First Use: 0 First Use In Commerce: 0
Jewelry and costume jewelry, rings being jewelry, bracelets, necklaces, tie-bars,
scarf rings, pendants, ear clips, tieclips, cufflinks of precious metal, earrings, key
holders made of precious metals, brooches, pins being jewelry; clocks, watches,
chronographs for use as watches, chronometers
Class 018. First use: First Use: 0 First Use In Commerce: 0
Trunks, travelling bags, umbrellas, handbags, suitcases, clutch bags, vanity
cases sold empty, purses, billfolds, attachÃ© cases, wallets, briefcases, key
cases, wallet for passports and business cards, credit card cases, business card
cases and bank note cases made of leather orimitation leather
Class 025. First use: First Use: 0 First Use In Commerce: 0
Clothing, namely, coats, mantles, raincoats, dresses, suits, skirts, jackets,
trousers, jeans, waistcoats, shirts, T-shirts, blouses, jerseys, sweaters,
pullovers, blazers, cardigans, stockings, socks, tights, underwear, corsets, night-
gowns, wedding gowns, women's suits, pajamas, Bermuda shorts, bathrobes,
bathing suits, swimming suits, sun suits, sport jackets, wind-resistant jackets,
anoraks for exercises, anoraks not for exercises, sweatsuits, ties, neckties,
scarves, shawls, foulards, hosiery, gloves, sashes, belts, footwear, boots,
shoes, slippers;clothing for children, namely, coats, mantles, raincoats, dresses,
suits, skirts, jackets, trousers, jeans, waistcoats,shirts, T-shirts, blouses, jerseys,
sweaters, pullovers, blazers, cardigans, stockings, socks, tights, underwear, pa-
jamas, Bermuda shorts, bathrobes, bathing suits, swimming suits, sun suits,
scarves, hosiery, gloves, belts; clothing for neonates, namely, one-piece play
suits, cloth bibs, baby bottoms, baby sleepers, baby diaper covers, baby body-
suits, babytops, baby trousers, creepers, nightgowns, pajamas, sweatsuits;
leather clothing, namely, leather jackets, leather pants, leather overcoats, leath-
er coats, leather suits, leather skirts

U.S. Registration
No.

4268431 Application Date 12/04/2006

Registration Date 01/01/2013 Foreign Priority
Date

NONE

Word Mark DIESEL



Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1996/03/01 First Use In Commerce: 1996/11/18
Retail department store services and on-line retail store services featuring cloth-
ing, textile fabrics, footwear, headgear, perfumery and cosmetics, spectacles,
carpets and floor coverings, tiles, glassware, porcelain, housewares, crockery,
linen, wall paper, furniture, lightingfixtures, helmets with the exception ofhelmets
for baseball, lacrosse, softball and American football, musical instruments, sta-
tionery and printed matter, leather articles, jewelry and watches, and books and
journals
Class 045. First use: First Use: 1996/03/01 First Use In Commerce: 1996/11/18
Providing online information in the fields of fashion and lifestyles, excludings-
ports

Attachments 79050271#TMSN.png( bytes )
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Robert S. Pierce/

Name John C. Holman, Robert S. Pierce

Date 05/19/2016
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re the applications of:

Mr. Victor Russo
Serial No. 86792729
Filed: October 19, 2015
Mark: DIESEL AMERICA and Design
Published: April 19, 2016

Serial No. 86792724
Filed: October 19, 2015
Mark: DIESEL AMERICA and Design
Published: April 19, 2016

DIESEL S.P.A., )
)

Opposer, )
) Opposition No.:                         

v. )
)

RUSSO, VICTOR, )
)

Applicant. )

NOTICE OF OPPOSITION

Diesel S.p.A. believes that it will be damaged by registration of the marks shown

in the above-identified applications and hereby opposes them. 

As grounds for opposition, Diesel alleges:

1. Diesel is an Italian corporation, located and doing business at Via

dell'Industria, 4/6, 36042 Breganze (VI), Italy.

2. Before the filing date of the application opposed herein, Diesel has, and is

now, engaged in the distribution and sale of an array of men’s and women’s fashions,
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clothing and accessories, retail services, and an entertainment services among other

goods and services in commerce in the United States, under and in connection with the

service mark and trademark DIESEL alone and in combination with other words or

designs (these marks hereafter collectively referred to as Opposer’s “DIESEL” Marks).

Diesel continuously has used these DIESEL Marks in commerce in connection with

Diesel’s products and services, advertised, offered for sale, and sold by Diesel, and to

identify and designate same, and to distinguish those goods, services and business

from those of others.

3. Diesel is the owner of, and will rely on herein, the following U.S. trademark

registrations for its family of DIESEL Marks:

Mark Registration No. Issue Date

DIESEL 1,498,698 August 2, 1988

DIESEL 1,564,710 November 7, 1989

DIESEL 1,989,390 July 30, 1996

DIESEL 3,933,720 March 22, 2011

DIESEL BLACK GOLD 3,956,724 May 10, 2011

DIESEL 4,268,431 January 1, 2013

These registrations are valid and subsisting, and constitute prima facie or conclusive

evidence of Diesel’s ownership of the family of DIESEL Marks, and exclusive right to

use the marks in commerce in connection with the goods set forth in these

registrations. Enclosed as Exhibit A are printouts of the registration certificates 

accompanied by proof of status of the registrations as shown in TSDR.
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4. Since Diesel’s initial use of its DIESEL Marks, it has used, and advertised,

produced and offered its goods, services, and business under and in connection with

these marks to the public, through various channels of trade, and in commerce, with the

result that Diesel's customers and the public in general have come to know and

recognize these marks of Diesel and associate same with Diesel or the goods and

services produced, advertised, marketed, distributed, and sold directly or indirectly by

Diesel and its business. Diesel thus has built up goodwill in connection with the sale of

its products and services under its DIESEL Marks.

5. On October 19, 2015, Mr. Victor Russo (hereinafter “Mr. Russo”) filed an

application to register DIESEL AMERICA and Design. This application was accorded

Serial No. 86792724 and was published for opposition in the Official Gazette of April

19, 2016, based on actual use the mark in commerce on or in connection with services

identified as “entertainment in the nature of a live musical performers, musical band or

musical group; entertainment in the nature of live performances by a musical artist,

musical group or musical band; entertainment in the nature of visual and audio

performances by a musical artist, musical group and musical band; entertainment,

namely, live music concerts; entertainment, namely, personal appearances by a

musician, musical group or musical band; entertainment services, namely, providing a

web site featuring musical performances, musical videos, related film clips,

photographs, and other multimedia materials; entertainment services, namely, providing

prerecorded music and information in the field of music, all online via a global computer

network; entertainment in the nature of traveling tours featuring music; entertainment
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services, namely, providing pre recorded music via computer ” in International Class 41.

6. Also on October 19, 2015, Mr. Russo filed an application to register

DIESEL AMERICA and Design. This application was accorded Serial No. 86792729

and was published for opposition in the Official Gazette of April 19, 2016, alleging

actual use of the mark in commerce on or in connection with goods identified as

“musical sound recordings; musical video recordings; pre-recorded CDs, DVDs, audio

discs, video discs, featuring music, downloadable audio recordings, downloadable

video recordings, and downloadable MP3 files featuring music; downloadable

multimedia files featuring music ” in International Class 9.

7. Upon information and belief, a Consolidated Notice of Opposition is

appropriate because Diesel’s claims against each opposed application involve common

and/or similar questions of law and/or fact.

COUNT I - LIKELIHOOD OF CONFUSION

8. On information and belief, the DIESEL AMERICA and Design mark

sought to be registered by Mr. Russo is confusingly similar to Diesel’s prior DIESEL

Marks.

9. On information and belief, the goods and services set forth in the opposed

applications are or will be sold through the same or similar channels of trade, or to the

same general class of purchasers, in and to which Diesel’s products, goods, services,

and business are or will be marketed or sold.

10. On information and belief, the registration or use of the DIESEL

AMERICA and Design mark, as set forth in the opposed applications, is likely to cause
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confusion, mistake, or to deceive as to origin, sponsorship, or association of Mr.

Russo’s goods and services to be sold under the DIESEL AMERICA and Design mark

sought to be registered by Mr. Russo vis-a-vis Diesel or its DIESEL Marks or to mislead

purchasers of Mr. Russo’s goods and services or Diesel’s goods and services, or the

public in general, into believing that Mr. Russo’s goods and services are sold by,

emanate from, are endorsed by, or are in some way, directly or indirectly, are

associated or affiliated with Diesel, or its DIESEL Marks, products, services, or

business, or vice versa, to the damage and detriment of Diesel

11. Therefore, Diesel believes it will be damaged by the use and registration

of Mr. Russo’s mark, as set forth in the applications therefor, Serial Nos. 86792729 and

86792724.

COUNT II - DILUTION

12. Diesel restates and realleges ¶¶1-13, inclusive, above, of this notice of

opposition, and hereby incorporates same as if fully set forth herein.

13. Since before the filing date of the opposed application, Diesel’s DIESEL

Marks have been and are distinctive, well-known, and famous.

14. On information and belief, the registration or commercial use of the

opposed DIESEL AMERICA and Design mark by Mr. Russo will cause or is likely to

cause dilution of the distinctive quality of Diesel’s famous, well-known, and distinctive

DIESEL Marks.

15. If Mr. Russo is granted the registration opposed herein, and Mr. Russo

obtains such rights as conferred under the Principal Register of the Trademark Act of
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1946, Mr. Russo will obtain unlawful gain and advantage to which he is not entitled

under the Trademark Act of 1946, to the detriment and harm of Diesel.

WHEREFORE, Diesel, Opposer, believes and alleges that it will be damaged by

the registration of the DIESEL AMERICA and Design mark of applications Serial Nos.

86792729 and 86792724 and therefore Diesel prays that:

(a) judgment in the present opposition be entered in favor of Diesel on this

Notice of Opposition;

(b) the present opposition be sustained; and 

(c) registration of applications Serial Nos. 86792729 and 86792724 be

rejected and refused.

Respectfully submitted,

Diesel S.p.A.

By: /Robert S. Pierce/                             
John C. Holman
Robert S. Pierce
Attorneys for the Opposer
JACOBSON HOLMAN PLLC
400 Seventh Street, Northwest, Suite 700
Washington, District of Columbia 20004
(202) 638-6666

CERTIFICATE OF SERVICE

I hereby certify that a copy of the foregoing Notice of Opposition was served on
this 19th day of May 20146 by first class mail, postage prepaid, addressed to Joshua D.
Blechner, Vandenberg & Feliu LLP, 60 East Forty-second Street, Floor 51, New York,
New York 10165 , Attorney for Applicant.

  /Robert S. Pierce/                                             



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In re the applications of:

Mr. Victor Russo
Serial No. 86792729
Filed: October 19, 2015
Mark: DIESEL AMERICA and Design
Published: April 19, 2016

Serial No. 86792724
Filed: October 19, 2015
Mark: DIESEL AMERICA and Design
Published: April 19, 2016

DIESEL S.P.A., )
)

Opposer, )
) Opposition No.:                         

v. )
)

RUSSO, VICTOR, )
)

Applicant. )

NOTICE OF OPPOSITION

EXHIBIT A
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