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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Application Serial No.: 86730334
Filed: August 19, 2015
Mark: THE SNEAKERDON (Stylized) and Design
Published in the Official Gazette: January 12, 2016

Paramount Pictures Corporation,

Opposer,

v. Opposition No: __91227799______

Sneaker Don LLC,

Applicant.

AMENDED NOTICE OF OPPOSITION

In the matter of United States Trademark Application Serial No. 86730334 (the 

“Application”), filed on August 19, 2015, by Sneaker Don LLC (“Applicant”), for registration of 

the mark “THE SNEAKERDON (Stylized) and Design” (“Applicant’s Mark”) for “Athletic

footwear; Athletic shoes” in International Class 25, and published for opposition in the United 

States Patent and Trademark Office (“USPTO”) Official Gazette on January 12, 2016, Opposer 

Paramount Pictures Corporation (“Paramount”) believes it will be damaged by such registration,

and hereby opposes the registration of the Application. 

The grounds for the opposition are as follows:
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A. Opposer Paramount Pictures Corporation

1.  Paramount is a corporation organized and existing under the laws of the state of 

Delaware, with a principal place of business located at 5555 Melrose Avenue, Hollywood, 

California 90038.

2.   Paramount owns all rights to the world renowned motion pictures entitled “The 

Godfather,” “The Godfather Part II,” and “The Godfather Part III” (“The Godfather Movie 

Series”), released in 1972, 1974, and 1990, respectively, and all subsidiary rights including, but 

not limited to, the exploitation of The Godfather Movie Series and any sequels thereto through 

its licensing program.

3. The Godfather, which starred Marlon Brando and Al Pacino, is widely regarded 

as one of the greatest and most influential films in world cinema.  It is now ranked as the second 

greatest film in American cinema by the American Film Institute, and it was selected for 

preservation in the United States National Film Registry in 1990.

4. For a time, The Godfatherwas the highest grossing picture ever made.  The film 

generated $81 million in box office revenue following its initial release in 1972 (equivalent to 

$461 million in 2016 dollars).

5. The Godfatherwon three Oscars for Best Picture, for Best Actor (Brando), and in 

the category of Best Adapted Screenplay.  The film was nominated for eight other Academy 

Awards, won five Golden Globes out of seven nominations, and Nino Rota won a Grammy 

Award for Best Original Score for a Motion Picture.

6. The success of The Godfather spawned two sequels: The Godfather Part II in 

1974; and The Godfather Part III in 1990.  The Godfather Part II grossed $193 million 
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(equivalent to $932 million in 2016 dollars), making it Paramount’s highest-grossing film and 

the fifth-highest-grossing film in the United States in 1974.  It won six Academy Awards out of 

eleven nominations.  The Godfather Part III grossed over $136 million (equivalent to $247 

million in 2016 dollars) and was nominated for seven Academy Awards.

7.  Paramount owns a family of trademarks in connection with The Godfather Movie 

Series, and associated merchandise and services, including the marks THE GODFATHER and

THE GODFATHER (Stylized) and Design, the latter of which is the famous “Godfather Logo

Mark,” comprised of the term “THE GODFATHER” in a stylized typeface in combination with 

the well-known design of a hand holding puppeteer strings (“Puppeteer Hand”), as shown below: 

  

8.  Paramount owns both common law and federally-registered trademark rights to its 

well-known Godfather Logo Mark in connection with a variety of goods and services including, 

but not limited to, entertainment motion picture films, pre-recorded entertainment video 

cassettes, interactive video game programs, apparel, action figures, art prints, digital media, and 

other related merchandise and services (“Paramount’s Goods and Services”).  Paramount began 

using one or more of the Godfather Logo Marks at least as early as March 15, 1972, in interstate 

commerce.

9.  Paramount owns United States Trademark Registration No. 1674068 for the 

Godfather Logo Mark, filed on November 1, 1990, and registered on February 4, 1992, covering 

“entertainment motion picture films, pre-recorded entertainment video cassettes and pre-recorded
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disc phonograph records and compact discs featuring music from motion picture films” in Class 

9, and with a first use date in commerce of March 15, 1972.  See attached Exhibit A, showing a 

true and correct copy of a printout from the USPTO’s Trademark Status and Document Retrieval 

(“TSDR”) database. 

10.   Paramount owns United States Trademark Registration No. 1707295 for the

Godfather Logo Mark, filed on October 31, 1990, and registered on August 11, 1992, covering 

“entertainment services in the nature of a series of motion picture films” in Class 41, and with a 

first use date in commerce of March 15, 1972.Seeattached Exhibit B, showing a true and 

correct copy of a printout from the USPTO’s TSDR database. 

11.   Paramount owns United States Trademark Registration No. 3159762 for the 

Godfather Logo Mark, filed on July 28, 2003, and registered on October 17, 2006, covering 

“Interactive video game programs and software recorded on CD-ROMS and DVD-ROMS and 

for disc-based, cartridge-based and hand-held console platforms” in Class 9, and with a first use 

date in commerce of March 21, 2006.  See attached Exhibit C, showing a true and correct copy 

of a printout from the USPTO’s TSDR database. 

12.   Paramount owns United States Trademark Registration No. 3432881 for the 

Godfather Logo Mark, filed on October 18, 2005, and registered on May 20, 2008, covering “Art 

prints” in Class 16, and with a first use date in commerce of February 9, 2007.  Seeattached 

Exhibit D, showing a true and correct copy of a printout from the USPTO’s TSDR database.

13.   Paramount owns United States Trademark Registration No. 3432882 for the 

Godfather Logo Mark, filed on October 18, 2005, and registered on May 20, 2008, covering 

“Action Figures” in Class 28, and with a first use date in commerce of November 16, 2007.See
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attached Exhibit E, showing a true and correct copy of a printout from the USPTO’s TSDR

database.

14.   Paramount owns United States Trademark Registration No. 3437926 for the 

Godfather Logo Mark, filed on November 18, 2005, and registered on May 27, 2008, covering 

“Apparel, namely, T-shirts” in Class 25, and with a first use date in commerce of July 1, 2007.  

See attached Exhibit F, showing a true and correct copy of a printout from the USPTO’s TSDR 

database.   

15.   Paramount owns United States Trademark Registration No. 4093926 for the 

Godfather Logo Mark, filed on August 2, 2011, and registered on January 31, 2012, covering 

“Digital media, namely, pre-recorded digital video discs, digital versatile discs, downloadable 

audio and video recordings, DVDs, and high definition digital discs featuring motion pictures in 

the field of drama” in Class 9, and with a first use date in commerce of October 9, 2001.See 

attached Exhibit G, showing a true and correct copy of a printout from the USPTO’s TSDR 

database. 

16.   Paramount owns United States Trademark Registration No. 4346885 for the 

Godfather Logo Mark, filed on November 14, 2012, and registered on June 4, 2013, covering 

“Gaming software that generates or displays wager outcomes of gaming machines” in Class 9, 

“Gaming machines, namely, devices which accept a wager” in Class 28, and with a first use date 

in commerce of November 16, 2010.See attached Exhibit H, showing a true and correct copy of 

a printout from the USPTO’s TSDR database.  

17.   Paramount owns United States Trademark Registration No. 4358151 for the 

Godfather Logo Mark, filed on January 7, 2013, and registered on June 25, 2013, covering 

“Board games; Trivia game played with cards and game components” in Class 28, and with a 
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first use date in commerce of December 31, 2007.See attached Exhibit I, showing a true and 

correct copy of a printout from the USPTO’s TSDR database. 

18.   Paramount owns United States Trademark Registration No. 4529669 for the 

Godfather Logo Mark, filed on November 15, 2013, and registered on May 13, 2014, covering 

“Protective covers and cases for cell phones, laptops and portable media players; Protective 

covers and cases for tablet computers” in Class 9, and with a first use date in commerce of 

September 1, 2011.See attached Exhibit J, showing a true and correct copy of a printout from 

the USPTO’s TSDR database.

19. Paramount owns United States Trademark Registration No. 4874441 for the 

Godfather Logo Mark, filed on June 3, 2015, and registered on December 22, 2015, covering 

“Coasters, not of paper and other than table linen; Drinking cups sold with lids therefor; 

Drinking glasses; Drinking steins; Flasks; Mugs; Shot glasses; Water bottles sold empty” in 

Class 21, and with a first use date in commerce of September 30, 2012.  See attached Exhibit K, 

showing a true and correct copy of a printout from the USPTO’s TSDR database. 

20. Paramount owns United States Trademark Registration No. 4913711 for the 

Godfather Logo Mark, filed on August 7, 2015, and registered on March 8, 2016, covering 

“Christmas tree ornaments” in Class 28, and with a first use date in commerce of July 15, 2015.  

See attached Exhibit L, showing a true and correct copy of a printout from the USPTO’s TSDR 

database.

21.   Paramount’s Godfather Logo Marks are prominently featured in Paramount’s 

packaging, advertising, marketing, and promotional materials for Paramount’s Goods and 

Services. These Goods and Services are offered for purchase throughout the United States and on 

Paramount’s website. Please see http://paramountstore.com/the-godfather.html.
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22. As a result of Paramount’s substantially exclusive and continuous use of the 

Godfather Logo Marks in connection with Paramount’s Goods and Services, and the substantial 

effort and expense it has expended in promoting those Goods and Services, the Godfather Logo 

Marks and the goods and services bearing the Godfather Logo Marks have come to be 

recognized as associated with Paramount and the Godfather Logo Marks have developed 

substantial goodwill and a positive reputation among the industry, the trade, the media, and 

consumers.  The Godfather Logo Marks have become one of Paramount’s most valuable assets.    

23.   The Godfather Logo Marks distinguish Paramount’s Goods and Services from

those of its competitors.  As a result, relevant consumers readily recognize, associate, identify, 

and distinguish the Godfather Logo Marks and Paramount’s Goods and Services from those of 

others. 

24. Consumers recognize Paramount, the Godfather Logo Marks, and Paramount’s 

Goods and Services throughout the United States.  For example, Paramount’s official Facebook 

page for The GodfatherMovie Series, accessible at https://www.facebook.com/thegodfather, has 

attracted over 9.3 million “likes.”  Seeattached Exhibit M, showing Paramount’s Facebook page 

for The GodfatherMovie Series.

25. Further, Paramount, the Godfather Logo Marks, and Paramount’s Goods and 

Services have been the subject of widespread attention from the media and the public.  For 

example, The Godfatheris ranked at the top of Metacritic’s Top 100 List, and is ranked third on 

Rotten Tomatoes’ All-Time Best List.  In 2002, The Godfather and The Godfather Part II

reached No. 2 on Film4’s list of The 100 Greatest Films of All Time. Entertainment Weekly 

named The Godfatheras the greatest film ever made, and the film was voted No. 1 on Empire 

magazine’s list of the 500 Greatest Movies of All Time in November 2008.  The Godfatheris 
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currently second on IMDB’s Top 250 Movies List, with its sequel occupying the third position.  

As a result, the Godfather Logo Marks are famous within the industry, the trade, the media, and 

consumers, and within the meaning of 15 U.S.C. section 1125(c). 

B. Applicant Sneaker Don LLC

26.  On information and belief, Applicant is a Limited Liability Company with an

address of 20901 NE 30th Court, Miami, Florida 33180. 

27.   Applicant has no relationship with Paramount. 

28.  On or about August 19, 2015, Applicant filed the Application (No. 86730334).  

As currently pending, the Application covers “Athletic footwear; Athletic shoes” in Class 25.

29. The Application was filed on an intent-to-use basis under Section 1(b) of the 

Lanham Act, 15 U.S.C. section 1051(b). 

30.   The Application was filed without Paramount’s authorization, consent, or prior 

knowledge. 

31.  The Godfather Logo Marks, including Paramount’s common law rights, predate 

the filing of the Application, and Applicant’s claimed date of first use.  Paramount therefore has 

rights that are senior to any rights that may be claimed by Applicant. 

C. Paramount’s Claims Against the Application 

COUNT I
LIKELIHOOD OF CONFUSION

32.  Paramount incorporates paragraphs 1 – 31 by reference and realleges the same as 

if originally set forth herein.
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33. There is a likelihood of consumer confusion between the Godfather Logo Marks 

and the goods and services Paramount offers under the Godfather Logo Marks, and Applicant’s 

Mark and the goods and services Applicant offers under Applicant’s Mark. 

34. In particular, Applicant’s Mark is confusingly similar to the Godfather Logo 

Marks.  The dominant design components of Applicant’s Mark are substantially similar to the 

well-known, distinctive, and dominant components of the Godfather Logo Marks – namely, the 

hand/marionette design (which, in Applicant’s Mark, is nearly identical to the famed Puppeteer 

Hand design of the Godfather Logo Marks); placement of the word “The” above the remaining 

textual matter in each mark; and the extended letterform of the first capital letter following “The” 

(namely, the “G” in “Godfather” and the “S” in “SneakerDon,” respectively), as shown as 

follows (Paramount’s mark first, Applicant’s mark second): 

   

35.   Further, Applicant is using Applicant’s Mark in connection with goods and 

services that are similar and related to Paramount’s Goods and Services, targeted to the same 

class of consumers as Paramount’s Goods and Services, and/or likely to be associated by 

consumers with Paramount.

36. As a result, any minor differences between the marks do not avoid a likelihood of 

confusion between the marks. 

37.  Given the filing date of the Application, Applicant was clearly exposed to and 

aware of Paramount and the Godfather Logo Marks before filing the Application with the 

USPTO.  Due to the fame and renown of the Godfather Logo Marks, Applicant’s selection of a 
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mark that is not only confusingly similar to the Godfather Logo Marks but also contains a 

hand/marionette design that is nearly identical to the famed Puppeteer Hand design of the 

Godfather Logo Marks was no coincidence, and was intended to trade off of the substantial 

reputation and goodwill of the Godfather Logo Marks. 

38. As a result of the similarity between Applicant’s Mark and the Godfather Logo 

Marks and the respective goods and services, registration of Applicant’s Mark would be likely to 

cause confusion, mistake, and/or deception of purchasers as to the source of the parties’ 

respective goods and services, and, therefore, Applicant’s Mark should be refused. 

39. As a result of the similarity between Applicant’s Mark and the Godfather Logo 

Marks, registration of Applicant’s Mark would be likely to cause confusion, mistake, and/or 

deception as to (a) the affiliation, connection, or association between Paramount and Applicant, 

and/or (b) the origin, sponsorship, or approval of Applicant’s goods and services by Paramount, 

and, therefore, registration of Applicant’s Mark should be refused.  

COUNT II
DILUTION

40.  Paramount incorporates paragraphs 1 – 39 by reference and realleges the same as 

if originally set forth herein.

41.  Applicant applied for Applicant’s Mark after the Godfather Logo Marks became 

famous and distinctive. 

42.  Applicant’s use and registration of Applicant’s Mark is likely to dilute and blur 

the distinctive quality of the Godfather Logo Marks through blurring and/or tarnishment. 

43. Registration of Applicant’s Mark should be refused, as a result of a likelihood of 

dilution of the Godfather Logo Marks. 



- 11 -

WHEREFORE, Opposer Paramount Pictures Corporation respectfully requests that the 

Trademark Trial and Appeal Board sustain this opposition and refuse registration for United 

States Trademark Application Serial No. 86730334.

Respectfully submitted,

Dated: May 24, 2016   By: /s/ Jarin R. Jackson   
Jarin R. Jackson, Esq. 
Viacom Inc.  
2600 Colorado Ave. 
Santa Monica, CA 90404  
Phone: 310-752-8677 
Jarin.Jackson@viacom.com

Attorney for Paramount Pictures Corporation 
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CERTIFICATE OF SERVICE

I, Jarin R. Jackson, counsel to Paramount Pictures Corporation in the above-captioned 
proceedings, hereby certify that, on the 24th day of May, 2016, I served a copy of the foregoing 
Amended Notice of Opposition, by first class mail, postage prepaid, upon the following 
individual, identified in the Application, as the correspondent: 

Alexander Karasik  
Karasik Law Group PC 
1810 Voorhies Ave., Ste. 9  
Brooklyn, NY 11235-3313       

/s/ Jarin R. Jackson   
Jarin R. Jackson, Esq. 






































































































































