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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the Matter of Applications: 

 

CA CALATLANTIC FINANCIAL SERVICES and Design, Ser. No. 86/772,034, published 

January 5, 2016; CA CALATLANTIC HOMES and Design, Ser. No. 86/770,748, published 

January 5, 2016; CA CALATLANTIC HOMES and Design, Ser. No. 86/770,724, published 

January 5, 2016; CA CALATLANTIC INSURANCE and Design, Ser. No. 86/770,766, 

published January 5, 2016; CA CALATLANTIC INSURANCE and Design, Ser. No. 

86/770,759, published January 5, 2016; CA CALATLANTIC MORTGAGE and Design, Ser. 

No. 86/770,784, published January 5, 2016; CA CALATLANTIC MORTGAGE and Design, 

Ser. No. 86/770,774, published January 5, 2016; CA CALATLANTIC DESIGN CENTER and 

Design, Ser. No. 86/772,171, published January 12, 2016; CA CALATLANTIC DESIGN 

CENTER and Design, Ser. No. 86/772,187, published January 12, 2016; CA CALATLANTIC 

DESIGN STUDIO and Design, Ser. No. 86/772,110, published January 12, 2016; CA 

CALATLANTIC DESIGN STUDIO and Design, Ser. No. 86/772,097, published January 12, 

2016; CA CALATLANTIC FINANCIAL SERVICES and Design, Ser. No. 86/772,044, 

published January 12, 2016; CA CALATLANTIC GROUP, INC. and Design, Ser. No. 

86/772,077, published January 12, 2016; CA CALATLANTIC GROUP, INC. and Design, Ser. 

No. 86/772,062, published January 12, 2016; CA CALATLANTIC MYSTYLE DESIGN 

CENTER and Design, Ser. No. 86/772,146, published January 12, 2016; CA CALATLANTIC 

TITLE and Design, Ser. No. 86/770,812, published January 19, 2016; CA CALATLANTIC 

TITLE and Design, Ser. No. 86/770,798, published January 19, 2016; CA CALATLANTIC 

MYSTYLE DESIGN CENTER and Design, Ser. No. 86/772,132, published January 26, 2016; 

and CA and Design, Ser. No. 86/770,702, published March 1, 2016 

___________________________________ 

 ) 

COWBOY ARTISTS OF AMERICA, ) 

 ) 

           Opposer/Counterclaim Respondent, ) 

 )  Opposition No. 91227715 

v. ) 

 ) 

CALATLANTIC GROUP, INC.,   ) 

 ) 

           Applicant/Counterclaim Petitioner. ) 

___________________________________ ) 

 

 

CONSOLIDATED ANSWER, AFFIRMATIVE DEFENSES, AND  

COUNTERCLAIM OF APPLICANT/PETITIONER CALATLANTIC GROUP, INC. 

For its Answer to the First Amended Notice of Opposition (“Notice”) filed by Cowboy 

Artists of America (“Opposer”), CalAtlantic Group, Inc. (“Applicant”) responds as follows:  
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In response to the first, unnumbered paragraph of the Notice, Applicant denies that  

Opposer will be damaged by registration of any of the marks set forth in any of Applicant’s 

nineteen applications at issue in this proceeding (collectively, the “CalAtlantic Applications”), 

and admits that Opposer purports to oppose those applications.  Except as so denied and 

admitted, Applicant is without knowledge or information sufficient to form a belief as to the 

truth of the allegations in that paragraph and therefore denies them. 

Applicant responds to the numbered paragraphs of Opposer’s Notice as set forth below.  

Applicant denies each and every allegation by Opposer not expressly admitted herein. 

1. Applicant is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 1 and therefore denies them. 

2. Applicant admits the truth of the allegations set forth in paragraph 2. 

3. Applicant admits the truth of the allegations set forth in paragraph 3. 

4. Applicant is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 4 and therefore denies them. 

5. Applicant is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 5 and therefore denies them. 

6. Applicant is without knowledge or information sufficient to form a belief as to the 

truth of the factual allegations set forth in paragraph 6 and therefore denies them.  To the extent 

paragraph 6 contains Opposer’s legal conclusions, no response is required. 

7. Applicant is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 7 and therefore denies them.   
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8. Applicant is without knowledge or information sufficient to form a belief as to the 

truth of the factual allegations set forth in paragraph 8 and therefore denies them.  To the extent 

paragraph 8 contains Opposer’s legal conclusions, no response is required. 

9. Applicant is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 9 and therefore denies them. 

10. Applicant is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 10 and therefore denies them. 

11. Applicant is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 11 and therefore denies them. 

12. Applicant is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 12 and therefore denies them. 

13. Applicant admits that it filed its Application Serial Nos. 86/770,748; 86/770,724; 

86/770,766; 86/770,759; 86/770,784; and 86/770,774 on September 28, 2015; and 86/772,034; 

and 86/772,171 on September 29, 2015, and the remainder of the CalAtlantic Applications 

thereafter, and respectfully refers the Board to those applications for their content and details. 

Applicant denies the remainder of the allegations set forth in paragraph 13. 

14. Applicant admits that it filed the applications that are the subject of this 

opposition on an intent-to-use basis, and that it did not allege use of any of those marks in those 

applications.  Applicant denies the remainder of the allegations set forth in paragraph 14. 

15. Applicant denies the factual allegations set forth in paragraph 15.  To the extent 

paragraph 15 contains Opposer’s legal conclusions, no response is required. 

16. Applicant denies the allegations set forth in paragraph 16. 
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17. Applicant denies the allegations set forth in paragraph 17, and respectfully refers 

the Board to the marks at issue for the details of their respective appearances. 

18. Applicant denies the allegations set forth in paragraph 18, and respectfully refers 

the Board to the marks at issue for the details of their respective appearances. 

19. Applicant denies the allegations set forth in paragraph 19, and respectfully refers 

the Board to the marks at issue for the details of their respective appearances. 

20. Applicant denies the allegations set forth in paragraph 20, and respectfully refers 

the Board to the marks at issue for the details of their respective appearances. 

21. Applicant denies the factual allegations set forth in paragraph 21.  To the extent 

paragraph 21 contains Opposer’s legal conclusions, no response is required. 

22. Applicant denies the allegations set forth in paragraph 22. 

23. Applicant denies the allegations set forth in paragraph 23. 

24. Applicant denies the allegations set forth in paragraph 24. 

25. Applicant denies the allegations set forth in paragraph 25. 

26. Applicant is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 26 and therefore denies them. 

27. Applicant denies the allegations set forth in paragraph 27. 

28. Applicant denies the factual allegations set forth in paragraph 28.  To the extent 

paragraph 28 contains Opposer’s legal conclusions, no response is required. 

29. Applicant denies the allegations set forth in paragraph 29. 

30. Applicant is without knowledge or information sufficient to form a belief as to the 

truth of the allegations set forth in paragraph 30 and therefore denies them. 

31. Applicant denies the allegations set forth in paragraph 31.  
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32. Applicant denies the allegations set forth in paragraph 32. 

33. Applicant denies the factual allegations set forth in paragraph 33.  To the extent 

paragraph 33 contains Opposer’s legal conclusions, no response is required. 

In response to the unnumbered WHEREFORE paragraph of the Notice, Applicant  

denies that the CalAtlantic Applications should be denied registration, that the opposition should  

be sustained, or that Opposer is entitled to any of the relief it seeks in its Notice, or any relief 

whatsoever. 

AFFIRMATIVE DEFENSES 

Subject to the responses above, and without assuming any burden other than that imposed 

by operation of law, Applicant alleges and asserts the following affirmative defenses in response 

to the allegations of Opposer’s Notice.  In addition to the defenses described below, and subject 

to its responses above, Applicant reserves the right to modify, amend and/or expand upon these 

defenses as discovery proceeds, and to allege additional defenses that become known through the 

course of discovery. 

1. Opposer’s Notice fails to state a claim upon which relief may be granted. 

2. Opposer is barred by the doctrine of laches, estoppel, and/or acquiescence. 

3. Opposer has abandoned the mark that is the subject of U.S. Reg. No. 926,589. 

Applicant reserves the right to amend its Answer to add additional or other defenses that 

cannot now be articulated due to Opposer’s failure to particularize its claims, and/or the need for 

further discovery concerning Opposer’s claims. 

COUNTERCLAIM FOR CANCELLATION OF REG. NO. 926,589 

Applicant believes that it will be damaged by the continued registration of U.S. Reg. No. 

926,589, and hereby, as its counterclaim, petitions to cancel the same pursuant to Section 14 of 

the Lanham Act, 15 U.S.C. § 1064. 
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As grounds therefor, Applicant alleges as follows: 

1. Upon information and belief, on July 16, 1970, Cowboy Artists of America,  

an Oklahoma unincorporated association with an address of Cowboy Hall of Fame, 1700 N.E. 

63
rd

 Street, Oklahoma City, Oklahoma 73111 (the “Oklahoma CAA”), filed U.S. Application 

Serial No. 72/365,423 (the “‘423 Application”) for the mark CA (stylized) (the “Old CA Design 

Mark”) for “indicating membership in applicant,” claiming first use and first use in commerce in 

September 1964. 

2. Upon information and belief, the ‘423 Application matured into U.S. Registration 

No. 926,589 (the “‘589 Registration”) for the Old CA Design Mark for “indicating membership 

in applicant” on January 4, 1972. 

3. Upon information and belief, the ‘589 Registration was assigned from the 

Oklahoma ACC to Opposer on or about June 23, 2005. 

4. Upon information and belief, Opposer filed a Declaration of Use for the ‘589 

Registration on January 3, 2012 (the “2012 Declaration of Use”), a copy of which is attached 

hereto as Exhibit A. 

5. Upon information and belief, despite Opposer’s sworn statement in the 2012 

Declaration of Use that “[t]he owner is submitting one(or more) specimen(s) showing the mark 

as used in commerce on or in connection with any item in this class, consisting of a(n) web 

page,” none of the specimens provided with the 2012 Declaration of Use showed or provided  

any evidence of any use of the Old CA Design Mark in commerce in 2012, or at any time in the 

several years before the filing of the 2012 Declaration of Use. 

6. Rather, upon information and belief, the specimens Opposer provided in the 2012 

Declaration of Use appear to depict: 
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 a CA design that is not the subject of either of the registrations asserted by Opposer in 

this action, from the December 1969 issue of The Western Horseman (Exhibit A at 7-8); 

 a CA design that is not the subject of either of the registrations asserted by Opposer in 

this action, from a promotional flier for a May-September 1967 art exhibition, bearing a 

U.S. Patent & Trademark Office (“PTO”) stamp dated July 29, 1971 (id. at 9-10); 

 specimens of the Old CA Design Mark from 1970, given (i) their use on letterhead 

bearing the address of the Oklahoma ACC rather than Opposer, (ii) the listing of the 

“1970-71 Officers” of the Oklahoma ACC on one page of that letterhead, and (iii) the 

PTO stamp dated July 16, 1970 on the reverse of that page (id. at 11-13); and  

 a CA design that is not the Old CA Design Mark, but arguably somewhat resembles  

(but is not identical to) the mark that is the subject of Opposer’s U.S. Reg. No. 3,186,188, 

on webpages bearing a 2011 copyright notice (id. at 14-15). 

7.  Upon information and belief, the specimens provided with Opposer’s 2012 

Declaration of Use for the ‘589 Registration are unacceptable.   

8.  Upon information and belief, Opposer’s 2012 Declaration of Use for the ‘589 

Registration is deficient. 

9.  Upon information and belief, the ‘589 Registration is void for failure to file a 

proper Declaration of Use in 2012.  

10. Upon information and belief, Opposer no longer uses the Old CA Design Mark. 

11. Upon information and belief, Opposer has abandoned the Old CA Design Mark. 

12.  Because Opposer has based the notice of opposition herein on the ‘589 

Registration, Applicant is being harmed by Opposer’s continued registration of the Old CA 

Design Mark. 
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WHEREFORE, Reg. No. 926,589 should be cancelled, and Applicant therefore respectfully 

requests that that registration be cancelled pursuant to 15 U.S.C. § 1064. 

CONCLUSION 

 WHEREFORE, Applicant respectfully requests that this opposition be dismissed, that  

the registrations sought by each of Applicant’s applications at issue be granted, and that Reg. No. 

926,589 be cancelled. 

 

Respectfully submitted by, 

 

Dated: June 3, 2016                                      ROPES & GRAY LLP 

 

                                                                     
 ________________________________ 

Evan Gourvitz 

1211 Avenue of the Americas 

New York, NY 10036-8704 

Tel.: (212) 596-9000 

Emilia F. Cannella 

Prudential Tower, 800 Boylston Street 

Boston, MA 02199-3600 

Tel: (617) 951-7170 

 

Attorneys for Applicant CalAtlantic Group, Inc. 



 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the Matter of Applications: 

 

CA CALATLANTIC FINANCIAL SERVICES and Design, Ser. No. 86/772,034, published 

January 5, 2016; CA CALATLANTIC HOMES and Design, Ser. No. 86/770,748, published 

January 5, 2016; CA CALATLANTIC HOMES and Design, Ser. No. 86/770,724, published 

January 5, 2016; CA CALATLANTIC INSURANCE and Design, Ser. No. 86/770,766, 

published January 5, 2016; CA CALATLANTIC INSURANCE and Design, Ser. No. 

86/770,759, published January 5, 2016; CA CALATLANTIC MORTGAGE and Design, Ser. 

No. 86/770,784, published January 5, 2016; CA CALATLANTIC MORTGAGE and Design, 

Ser. No. 86/770,774, published January 5, 2016; CA CALATLANTIC DESIGN CENTER and 

Design, Ser. No. 86/772,171, published January 12, 2016; CA CALATLANTIC DESIGN 

CENTER and Design, Ser. No. 86/772,187, published January 12, 2016; CA CALATLANTIC 

DESIGN STUDIO and Design, Ser. No. 86/772,110, published January 12, 2016; CA 

CALATLANTIC DESIGN STUDIO and Design, Ser. No. 86/772,097, published January 12, 

2016; CA CALATLANTIC FINANCIAL SERVICES and Design, Ser. No. 86/772,044, 

published January 12, 2016; CA CALATLANTIC GROUP, INC. and Design, Ser. No. 

86/772,077, published January 12, 2016; CA CALATLANTIC GROUP, INC. and Design, Ser. 

No. 86/772,062, published January 12, 2016; CA CALATLANTIC MYSTYLE DESIGN 

CENTER and Design, Ser. No. 86/772,146, published January 12, 2016; CA CALATLANTIC 

TITLE and Design, Ser. No. 86/770,812, published January 19, 2016; CA CALATLANTIC 

TITLE and Design, Ser. No. 86/770,798, published January 19, 2016; CA CALATLANTIC 

MYSTYLE DESIGN CENTER and Design, Ser. No. 86/772,132, published January 26, 2016; 

and CA and Design, Ser. No. 86/770,702, published March 1, 2016 

___________________________________ 

 ) 

COWBOY ARTISTS OF AMERICA, ) 

 ) 

                       Opposer/Respondent, ) 

 )  Opposition No. 91227715 

v. ) 

 ) 

CALATLANTIC GROUP, INC.,   ) 

 ) 

                       Applicant/Petitioner. ) 

___________________________________ ) 

 

 

CERTIFICATE OF SERVICE 

I hereby certify that on this 3
rd

 day of June, 2016, a true and correct copy of the  

foregoing Consolidated Answer, Affirmative Defenses, and Counterclaim of Applicant/Petitioner 



 

 

Calatlantic Group, Inc. was served on Opposer’s counsel by first class mail, postage prepaid, 

addressed as follows: 

Emily A. Bayton, Esq. 

Lewis Roca Rothgerber Christie LLP 

201 East Washington Street, Suite 1200  

Phoenix, Arizona 85004 

 

 

 

 
  

Nicole Mollica 
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