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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Application Serial No. 86728087 (PRO-FORM 2) 

Filed: August 19, 2015 

Published for Opposition: December 8, 2015 

 

ICON HEALTH & FITNESS, INC.,   ) 

       ) Opposition No. 91226201 

   Opposer,   )  

       ) MOTION TO AMEND 

 v.      ) NOTICE OF OPPOSITION 

)  

       )  

MYCONE DENTAL SUPPLY CO., INC.,  ) 

       ) 

   Applicant.   ) 

 

  

 Pursuant to TMBP § 507.01 and Federal Rule of Civil Procedure 15(a)(2), Opposer ICON 

Health and Fitness, Inc. hereby moves the Board for leave to file an Amended Notice of Opposition 

in the form attached hereto as Exhibit 1. A redline showing the changes from the original Notice 

of Opposition is attached hereto as Exhibit 2. As grounds for the motion, Opposer submits as 

follows: Opposer attempted to file an amended notice of opposition as a matter of course to correct 

an error in the original notice and made several additional changes, within twenty-one (21) days 

after service of the original Notice of Opposition as permitted by TMBP § 507.01 and Rule 

15(a)(1)(A) of the Federal Rules of Civil Procedure, but Opposer did not make the deadline due to 

technical and other difficulties. Opposer could wait to file its Amended Notice of Opposition until 

after receiving Applicant’s response to the original Notice of Opposition, as permitted by TMBP 

§ 507.01 and Rule 15(a)(1)(B), but it would be more efficient for Opposer and for Applicant for 

the Amended Notice of Opposition to be filed before Applicant answers. In addition, the rules 
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applicable to this proceeding provide that leave to amend should be freely granted when justice so 

requires, as in these circumstances. TMBP § 507.01; F. R. Civ. P. 15(a)(1)(2). 

 WHEREFORE, Opposer hereby requests leave to file the Amended Notice of Opposition 

submitted herewith. 

Dated: February 27, 2016 

 

      Respectfully submitted, 

      PARR BROWN GEE & LOVELESS 

 

 

        /s/ Gregory M. Hess    

       

Gregory M. Hess 

LaShel Shaw 

PARR BROWN GEE & LOVELESS, P.C. 

      101 South 200 East, Suite 700 

      Salt Lake City, Utah 84111 

      801-532-7840 

      ghess@parrbrown.com 

      lshaw@parrbrown.com 

      Attorneys for ICON Health and Fitness, Inc. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

In the Matter of Application Serial No. 86728087 (PRO-FORM 2) 

Filed: August 19, 2015 

Published for Opposition: December 8, 2015 

 

ICON HEALTH & FITNESS, INC.,   ) 

       ) Opposition No. 91226201 

   Opposer,   )  

       ) AMENDED 

 v.      ) NOTICE OF  

) OPPOSITION 

       )  

MYCONE DENTAL SUPPLY CO., INC.,  ) 

       ) 

   Applicant.   ) 

 

  

 ICON Health and Fitness, Inc. (“ICON”), a corporation organized and existing under the 

laws of Delaware with a place of business at 1500 South 1000 West, Logan, Utah 84321, believes 

that it will be damaged by the issuance of a registration for the alleged mark shown in Application 

Serial No. 86728087 for the mark PRO-FORM 2 in international classes 010 and 028.  ICON 

hereby opposes the same pursuant to Section 13(a) of the Lanham Trademark Act of 1946 

(“Lanham Act”), 15 U.S.C. § 1046(1). 

 As grounds for opposition, ICON alleges as follows: 

1. ICON is one of the world’s largest manufacturers of exercise and fitness equipment 

and sells exercise and fitness products and services throughout Asia, Europe, and North and South 

America, including throughout the United States. 

2. Since at least as early as 1982, ICON’s predecessor in interest began using the 

trademark PROFORM in connection with clothing. Since at least as early as 1988, ICON’s 

predecessor in interest began using the trademark PROFORM in connection with exercise 
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equipment, including stepping machines, treadmills, striding machines, stationary cycles, rowing 

machines, and other exercise-related equipment.   

3. ICON owns the following five relevant valid and subsisting U.S. Trademark 

Registrations on the Principal Register in the U.S. Patent and Trademark Office (“PTO”): 

Mark No. Date Issued Goods & Services 

PRO FORM 1,346,441 7/2/1985 Exercising Apparatus-Namely, Rowing Machines and 

Multiple Purpose Exercising Machines. 

PRO FORM 1,525,754 2/21/1989 Clothing, namely shorts, pants, shirts, tops, sweat pants 

and jackets. 

PRO FORM 1,718,385 9/22/1992 Exercising apparatus; namely, stepping machines, 

striding machines, and stationary cycles. 

PRO FORM 2,944,885 4/26/2005 Clothing, namely, t-shirts, long sleeve t-shirts, tank tops, 

jackets, shorts, sport tops. 

PRO-FORM 4,665,905 1/6/2015 Elliptical exercise machines; Exercise balls; Exercise 

doorway gym bars; Exercise machines; Exercise weights; 

Manually-operated exercise equipment; Physical fitness 

equipment, namely, treadmills, ellipticals, stationary 

exercise bicycles, stepping machines; Vibrating apparatus 

used in fitness and exercise programs to stimulate 

muscles and increase strength and physical performance; 

Wrist and ankle weights for exercise; Yoga mats. 

 

Collectively these five marks shall be referred to herein as the “PRO-FORM Marks” and the 

associated registrations shall be referred to herein as the “PRO-FORM Registrations.” 

4. ICON and its predecessors in interest first used the mark protected by U.S. 

Trademark Registration No. 1,346,441 in the United States at least as early as December 22, 1982 

and first used the mark in interstate commerce in the United States at least as early as January 10, 

1983 in connection with the manufacture, distribution, provision, offering for sale, sale, marketing, 

advertising, and promotion of exercising equipment, namely, rowing machines and multiple 

purpose exercise machines. Attached as Exhibit A is a true and correct printout of the PTO’s 

information about U.S. Trademark Registration No. 1,346,441, which was issued by the PTO on 
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July 2, 1985.  ICON and its predecessors in interest have used the mark continually in interstate 

commerce in the United States since that time. 

5. ICON and its predecessors in interest have used the mark protected by U.S. 

Trademark Registration No. 1,525,754 in interstate commerce in the United States continuously 

since at least November 26, 1984 in connection with the manufacture, distribution, provision, 

offering for sale, sale, marketing, advertising, and promotion of clothing. Attached as Exhibit B is 

a true and correct printout of the PTO’s information about U.S. Trademark Registration No. 

1,525,754, which was issued by the PTO on February 21, 1989. 

6. ICON and its predecessors in interest have used the mark protected by U.S. 

Trademark Registration No. 1,718,385 in interstate commerce in the United States continuously 

since at least February, 1988 in connection with the manufacture, distribution, provision, offering 

for sale, sale, marketing, advertising, and promotion of exercising apparatus.  Attached as Exhibit 

C is a true and correct printout of the PTO’s information about U.S. Trademark Registration No. 

1,718,385, which was issued by the PTO on September 22, 1992. 

7. ICON has used the mark protected by U.S. Trademark Registration No. 2,944,885 

in interstate commerce in the United States continuously since at least January 2, 2003 in 

connection with the manufacture, distribution, provision, offering for sale, sale, marketing, 

advertising, and promotion of clothing.  Attached as Exhibit D is a true and correct printout of the 

PTO’s information about U.S. Trademark Registration No. 2,944,885, which was issued by the 

PTO on April 26, 2005. 

8. ICON has used the mark protected by U.S. Trademark Registration No. 4,665,905 in 

interstate commerce in the United States continuously since at least February 7, 2004 in connection 

with the provision, sale, marketing, advertising, and promotion of exercise equipment, machines, 
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balls, bars, apparatus, weights, and mats.  Attached as Exhibit E is a true and correct printout of the 

PTO’s information about U.S. Trademark Registration No. 4,665,905, which was issued by the PTO 

on January 6, 2015. 

9. As a result of its widespread, continuous, and exclusive use of the PRO-FORM 

Marks to identify its goods and services with ICON as their source, ICON owns valid and 

subsisting federal statutory and common law rights to the PRO-FORM Marks. 

10. The PRO-FORM Marks are distinctive to both the consuming public and within the 

exercise and fitness industry. 

11. ICON has expended substantial time, money, and resources in marketing, 

advertising, and promoting the goods and services offered under the PRO-FORM Marks, including, 

among other things, television, radio, newspaper, magazine, internet, social media, and other media. 

12. ICON’s promotional efforts have led to ICON’s patrons, potential patrons, and the 

general public coming to know and recognize the PRO-FORM Marks and associate them with 

ICON and its goods and services. ICON has therefore built up extensive, valuable goodwill in the 

PRO-FORM Marks.  As a result of their distinctiveness and widespread use and promotion 

throughout the United States, the PRO-FORM Marks are famous trademarks within the meaning 

of 15 U.S.C. 1125(c). 

13. Applicant Mycone Dental Supply Co., Inc. (“Mycone”), with an address at 480 South 

Democrat Road, Gibbstown, New Jersey, 08027, on August 19, 2015 filed trademark Application 

Serial No. 86728087 to register the proposed mark PRO-FORM 2 for the following goods and 

services: 

International Class 001 Plastic molding compounds for use in the manufacture of 

molded plastic articles. 
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International Class 010 Dental instruments for use in protection of mouth and teeth.

International Class 028 Athletic equipment, namely, mouth guards; Mouth guards 

for athletic use. 

 

 

14. The PRO-FORM Registrations have priority over Applicant’s application because 

Petitioner’s first-use and registration dates for the PRO-FORM Marks predate the filing date of 

Applicant’s application and any other date on which Mycone may rely for purposes of priority for 

use of its mark in international classes 010 and 028. 

15. Applicant’s mark PRO-FORM 2 is confusingly similar to the PRO-FORM Marks, as 

it wholly incorporates the text of all four of the PRO-FORM MARKS, distinguished only by the 

Applicant’s addition of the character “2” at the end of the mark. As a result, Applicant’s mark is 

strikingly similar to the PRO-FORM Marks in appearance, sound, and connotation, and creates a 

similar commercial impression. 

16. The likelihood of confusion is heightened because the goods covered by 

Applicant’s Application Serial No. 86728087 are sports and fitness-related products, including 

without limitation mouth guards and athletic mouth guards, while the goods and services promoted 

by ICON under the PRO-FORM Marks include, in addition to the items previously listed above, 

wearable fitness-related accessories, such as wrist and ankle weights, heart-rate monitor watches 

and chest straps, and waist wraps, as well as protective gear for use in athletic activities, such as 

training gloves and weightlifting belts. 

17. Also, on information and belief, Applicant’s PRO-FORM 2 branded goods will be 

sold in some of the same channels of trade that ICON sells its PRO-FORM goods. For example, 

Applicant’s PRO-FORM athletic mouth guards are sold online. See Exhibit F attached hereto, 

which is a printout from a website offering Applicant’s PRO-FORM branded goods for sale. ICON 
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also markets and sells its PRO-FORM branded goods directly to consumers through major online 

retailers such as www.walmart.com, www.shopko.com, www.overstock.com, and 

www.khols.com.  See Exhibit G, which are sample printouts showing various PRO-FORM 

branded goods being sold on such websites. 

FIRST GROUND FOR OPPOSITION – LIKELIHOOD OF CONFUSION 

18. The proposed mark is barred from registration in international classes 010 and 028 

because it consists of or compromises a mark which so resembles ICON’s previously used and 

registered PRO-FORM Marks as to be likely, when used in connection with the alleged goods of 

Applicant, to cause confusion, mistake, or deception within the meaning of 15 U.S.C. § 1052(d). 

SECOND GROUND FOR OPPOSITION - DILUTION 

19. Petitioner’s PRO-FORM Marks are distinctive and a “famous mark” within the 

meaning of Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c). 

20. The PRO-FORM Marks became distinctive and famous prior to the filing date of 

Applicant’s application or any other date on which the Respondent may rely for purposes priority. 

21. Applicant’s Application Serial No. 86728087 impairs the distinctiveness and 

causes dilution by blurring of, and thereby damages, Petitioner’s famous PRO-FORM Marks in 

violation of 15 U.S.C. § 1125(c).  Accordingly, pursuant to 15 U.S.C. § 1063, the proposed PRO-

FORM 2 mark is not entitled to registration. 

22. Furthermore, if and to the extent that Mycone sells substandard products using the 

PRO-FORM 2 mark, Applicant’s Application Serial No. 86728087 will also likely harm the 

reputation and cause dilution by tarnishment of, and thereby damage, Petitioner’s PRO-FORM 

Marks in violation of 15 U.S.C. § 1125(c).  Accordingly, pursuant to 15 U.S.C. § 1063, the 

proposed PRO-FORM 2 mark is not entitled to registration. 
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WHEREFORE, Petitioner respectfully prays that its opposition be sustained and that 

registration to the pursuant to Applicant’s Application Serial No. 86728087 be refused in 

international classes 10 and 28. 

Dated: February 27, 2016 

 

      Respectfully submitted, 

      PARR BROWN GEE & LOVELESS 

 

 

        /s/ Gregory M. Hess    

       

Gregory M. Hess 

LaShel Shaw 

PARR BROWN GEE & LOVELESS, P.C. 

      101 South 200 East, Suite 700 

      Salt Lake City, Utah 84111 

      801-532-7840 

      ghess@parrbrown.com 

      lshaw@parrbrown.com 

      Attorneys for ICON Health and Fitness, Inc. 
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Registration
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Word Mark PRO FORM
Goods and
Services

IC 028. US 022 023 038 050. G & S: exercising apparatus; namely, stepping machines, treadmills,
striding machines, [ multigyms ] and stationary cycles. FIRST USE: 19880200. FIRST USE IN
COMMERCE: 19880200

Mark
Drawing
Code

(1) TYPED DRAWING

Serial
Number 74239191

Filing Date January 21, 1992
Current
Basis 1A

Original
Filing Basis 1A

Published
for
Opposition

June 30, 1992

Registration
Number 1718385

Registration
Date September 22, 1992

Owner (REGISTRANT) PROFORM FITNESS PRODUCTS, INC. CORPORATION UTAH 1550 South 1000
West Logan UTAH 84321

(LAST LISTED OWNER) ICON HEALTH & FITNESS, INC. CORPORATION By merger with
DELAWARE 1500 South 1000 West Logan UTAH 84321

Assignment
Recorded ASSIGNMENT RECORDED

Attorney of
Record Richard K.C. Chang II

http://www.uspto.gov/index.html
http://www.uspto.gov/index.html
http://www.uspto.gov/web/navaids/siteindx.htm
http://www.uspto.gov/main/sitesearch.htm
http://www.uspto.gov/main/faq/index.html
http://www.uspto.gov/main/glossary/index.html
http://www.uspto.gov/main/definitions.htm
http://www.uspto.gov/main/contacts.htm
http://www.uspto.gov/ebc/indexebc.html
http://www.uspto.gov/helpdesk/status/status.htm
http://www.uspto.gov/main/newsandnotices.htm
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http://www.uspto.gov/main/trademarks.htm
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http://tmsearch.uspto.gov/bin/gate.exe?f=doc&state=4809%3Auz2o8z.2.4
http://tmsearch.uspto.gov/bin/gate.exe?f=doc&state=4809%3Auz2o8z.2.5
http://tsdr.uspto.gov/#caseNumber=74239191&caseType=SERIAL_NO&searchType=statusSearch
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Type of Mark TRADEMARK
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TESS) 

Word Mark PRO FORM
Goods and
Services

IC 025. US 022 039. G & S: [Shoes and] clothing, namely, t­shirts, long sleeve t­shirts, tank tops,[ sweat shirts,
hooded sweat shirts,] jackets, [hooded jackets,] shorts, [pants, long pants, capri pants, sport bras,] sport tops, [
socks, ] [hats, caps, and gloves]. FIRST USE: 20030102. FIRST USE IN COMMERCE: 20030102

Mark
Drawing
Code

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

Design
Search Code

26.01.21 ­ Circles that are totally or partially shaded.
27.03.01 ­ Geometric figures forming letters, numerals or punctuation

Serial
Number 78199571

Filing Date January 2, 2003
Current
Basis 1A

Original
Filing Basis 1B

Published
for
Opposition

August 26, 2003

Registration
Number 2944885

Registration
Date April 26, 2005

Owner (REGISTRANT) ICON IP, INC. CORPORATION DELAWARE 1500 South 1000 West Logan UTAH 84321

(LAST LISTED OWNER) ICON Health & Fitness, INC. CORPORATION DELAWARE 1500 South 1000 West
Logan UTAH 84321

Assignment
Recorded ASSIGNMENT RECORDED

http://www.uspto.gov/index.html
http://www.uspto.gov/index.html
http://www.uspto.gov/web/navaids/siteindx.htm
http://www.uspto.gov/main/sitesearch.htm
http://www.uspto.gov/main/faq/index.html
http://www.uspto.gov/main/glossary/index.html
http://www.uspto.gov/main/definitions.htm
http://www.uspto.gov/main/contacts.htm
http://www.uspto.gov/ebc/indexebc.html
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http://tmsearch.uspto.gov/bin/gate.exe?f=tess&state=4809:uz2o8z.2.2
http://tmsearch.uspto.gov/bin/gate.exe?f=searchss&state=4809:uz2o8z.2.2
http://tmsearch.uspto.gov/bin/gate.exe?f=searchstr&state=4809:uz2o8z.2.2
http://tmsearch.uspto.gov/bin/gate.exe?f=search&state=4809:uz2o8z.2.2
http://tmsearch.uspto.gov/bin/gate.exe?f=brwsidx&state=4809:uz2o8z.2.2
http://tmsearch.uspto.gov/bin/gate.exe?f=searchst&state=4809:uz2o8z.2.2
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Attorney of
Record

Richard Chang

Prior
Registrations 1346441;1525754;1718385

Description
of Mark Color is not claimed as a feature of the mark.

Type of Mark TRADEMARK
Register PRINCIPAL
Affidavit Text SECT 15. SECT 8 (6­YR). SECTION 8(10­YR) 20150905.
Renewal 1ST RENEWAL 20150905
Live/Dead
Indicator LIVE
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Logout  Please logout when you are done to release system resources allocated for you.

Start List At: OR Jump to record: Record 1 out of 5

     ( Use the "Back" button of the Internet Browser to
return to TESS) 

Word Mark PRO­FORM
Goods and
Services

IC 028. US 022 023 038 050. G & S: Elliptical exercise machines; Exercise balls; Exercise doorway gym
bars; Exercise machines; Exercise weights; Manually­operated exercise equipment; Physical fitness
equipment, namely, treadmills, ellipticals, stationary exercise bicycles, stepping machines; Vibrating
apparatus used in fitness and exercise programs to stimulate muscles and increase strength and physical
performance; Wrist and ankle weights for exercise; Yoga mats. FIRST USE: 20040207. FIRST USE IN
COMMERCE: 20040207

Standard
Characters
Claimed
Mark
Drawing
Code

(4) STANDARD CHARACTER MARK

Serial
Number 86135165

Filing Date December 4, 2013
Current
Basis 1A

Original
Filing Basis 1A

Published
for
Opposition

October 21, 2014

Registration
Number 4665905
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Registration
Date January 6, 2015

Owner (REGISTRANT) ICON Health & Fitness, Inc. CORPORATION DELAWARE Legal Department 1500
South 1000 West Logan UTAH 84321

Assignment
Recorded ASSIGNMENT RECORDED

Attorney of
Record Richard K. C. Chang II

Prior
Registrations 1346441;1718385

Type of Mark TRADEMARK
Register PRINCIPAL
Live/Dead
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EXHIBIT 2 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Application Serial No. 86728087 (PRO-FORM 2) 

Filed: August 19, 2015 

Published for Opposition: December 8, 2015 

 
ICON HEALTH & FITNESS, INC., ) 

) Opposition No. 91226201 

Opposer, ) 

) AMENDED 

v. ) NOTICE OF 

) OPPOSITION 

) 

MYCONE DENTAL SUPPLY CO., INC., ) 

) 

Applicant. ) 

 

 

 
ICON Health and Fitness, Inc. (“ICON”), a corporation organized and existing under the 

laws of Delaware with a place of business at 1500 South 1000 West, Logan, Utah 84321, believes 

that it will be damaged by the issuance of a registration for the alleged mark shown in Application 

Serial No. 8672982786728087 for the mark PRO-FORM 2 in international classes 010 and 

028. ICON hereby opposes the same pursuant to Section 13(a) of the Lanham Trademark 

Act of 1946 (“Lanham Act”), 15 U.S.C. § 1046(1). 

As grounds for opposition, ICON alleges as follows: 

 

1. ICON is one of the world’s largest manufacturers of exercise and fitness equipment 

and sells exercise and fitness products and services throughout Asia, Europe, and North and South 

America, including throughout the United States. 

2. Since at least as early as 1982, ICON’s predecessor in interest began using the 

trademark PROFORM in connection with clothing. Since at least as early as 1988, ICON’s 

predecessor  in  interest  began  using  the  trademark  PROFORM  in  connection  with  exercise 



2
 

equipment, including stepping machines, treadmills, striding machines, stationary cycles, rowing 

machines, and other exercise-related equipment. 

3. ICON owns  the following five relevant valid and subsisting U.S. Trademark 

Registrations on the Principal Register in the U.S. Patent and Trademark Office (“PTO”): 

Mark No. Date Issued Goods & Services 

PRO FORM 1,346,441 7/2/1985 Exercising Apparatus-Namely, Rowing Machines and 

Multiple Purpose Exercising Machines. 

PRO FORM 1,525,754 2/21/1989 Clothing, namely shorts, pants, shirts, tops, sweat pants 

and jackets.

PRO FORM 1,718,385 9/22/1992 Exercising apparatus; namely, stepping machines, 

striding machines, and stationary cycles. 

PRO FORM 2,944,885 4/26/2005 Clothing, namely, t-shirts, long sleeve t-shirts, tank tops, 

jackets, shorts, sport tops.

PRO-FORM 4,665,905 1/6/2015 Elliptical exercise machines; Exercise balls; Exercise 

doorway gym bars; Exercise machines; Exercise weights; 

Manually-operated exercise equipment; Physical fitness 

equipment, namely, treadmills, ellipticals, stationary 

exercise bicycles, stepping machines; Vibrating apparatus 

used in fitness and exercise programs to stimulate 

muscles and increase strength and physical performance; 

Wrist and ankle weights for exercise; Yoga mats. 
 

Collectively these five marks shall be referred to herein as the “PRO-FORM Marks” and the 

associated registrations shall be referred to herein as the “PRO-FORM Registrations.” 

4. ICON and its predecessors in interest havefirst used the mark protected by U.S. 

Trademark Registration No. 1,346,441 in the United States at least as early as December 22, 1982 

and first used the mark in interstate commerce in the United States continuously since at least 

December 22, 1982,as early as January 10, 1983 in connection with the manufacture, distribution, 

provision, offering for sale, sale, marketing, advertising, and promotion of exercising equipment, 

namely, rowing machines and multiple purpose exercise machines. Attached as Exhibit A is a true 

and correct printout of the PTO’s information about U.S. Trademark Registration No. 1,346,441, 

which was issued by the PTO on July 2, 1985.   ICON and its predecessors in interest have used the 

mark continually in interstate commerce in the United States since that time. 
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5. ICON and its predecessors in interest have used the mark protected by U.S. 

Trademark Registration No. 1,525,754 in interstate commerce in the United States continuously 

since at least November 26, 1984 in connection with the manufacture, distribution, provision, 

offering for sale, sale, marketing, advertising, and promotion of clothing. Attached as Exhibit B is 

a true and correct printout of the PTO’s information about U.S. Trademark Registration No. 

1,525,754, which was issued by the PTO on February 21, 1989. 

6. ICON and its predecessors in interest have used the mark protected by U.S. 

Trademark Registration No. 1,718,385 in interstate commerce in the United States continuously 

since at least February, 1988 in connection with the manufacture, distribution, provision, offering 

for sale, sale, marketing, advertising, and promotion of exercising apparatus. Attached as Exhibit 

C is a true and correct printout of the PTO’s information about U.S. Trademark Registration No. 

1,718,385, which was issued by the PTO on September 22, 1992. 

7. ICON has used the mark protected by U.S. Trademark Registration No. 2,944,885 

in interstate commerce in the United States continuously since at least January 2, 2003 in 

connection with the manufacture, distribution, provision, offering for sale, sale, marketing, 

advertising, and promotion of clothing. Attached as Exhibit D is a true and correct printout of the 

PTO’s information about U.S. Trademark Registration No. 2,944,885, which was issued by the 

PTO on April 26, 2005. 

8. ICON has used the mark protected by U.S. Trademark Registration No. 4,665,905 in 

interstate commerce in the United States continuously since at least February 7, 2004 in connection 

with the provision, sale, marketing, advertising, and promotion of exercise equipment, machines, 

balls, bars, apparatus, weights, and mats.  Attached as Exhibit E is a true and correct printout of the 

PTO’s information about U.S. Trademark Registration No. 4,665,905, which was issued by the PTO 

on January 6, 2015. 
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9. As a result of its widespread, continuous, and exclusive use of the PRO-FORM 

Marks to identify its goods and services with ICON as their source, ICON owns valid and 

subsisting federal statutory and common law rights to the PRO-FORM Marks. 

10. The PRO-FORM Marks are distinctive to both the consuming public and within the 

exercise and fitness industry. 

11. ICON has expended substantial time, money, and resources in marketing, 

advertising, and promoting the goods and services offered under the PRO-FORM Marks, including, 

among other things, television, radio, newspaper, magazine, internet, social media, and other media. 

12. ICON’s promotional efforts have led to ICON’s patrons, potential patrons, and the 

general public coming to know and recognize the PRO-FORM Marks and associate them with 

ICON and its goods and services. ICON has therefore built up extensive, valuable goodwill in the 

PRO-FORM Marks. As a result of their distinctiveness and widespread use and promotion 

throughout the United States, the PRO-FORM Marks are famous trademarks within the meaning 

of 15 U.S.C. 1125(c). 

13. Applicant Mycone Dental Supply Co., Inc. (“Mycone”), with an address at 480 South 

Democrat Road, Gibbstown, New Jersey, 08027, on August 19, 2015 filed trademark Application 

Serial No. 86728087 to register the proposed mark PRO-FORM 2 for the following goods and 

services: 

International Class 001 Plastic molding compounds for use in the manufacture of 

molded plastic articles. 

International Class 010 Dental instruments for use in protection of mouth and teeth.

International Class 028 Athletic equipment, namely, mouth guards; Mouth guards for 
athletic use 

 

14. The PRO-FORM Registrations have priority over Applicant’s application because 

Petitioner’s first-use and registration dates for the PRO-FORM Marks predate the filing date of 
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Applicant’s application and any other date on which Mycone may rely for purposes of priority for 

use of its mark in international classes 010 and 028. 

15. Applicant’s mark PRO-FORM 2 is confusingly similar to the PRO-FORM Marks, as 

it wholly incorporates the text of all four of the term PRO-FORM and isMARKS, distinguished 

only by the Applicant’s addition of the character “2.”” at the end of the mark. As a result, Applicant’s 

mark is strikingly similar to the PRO-FORM Marks in appearance, sound, and connotation, and 

creates a similar commercial impression. 

16. The likelihood of confusion is heightened because the goods covered by 

Applicant’s Application Serial No. 86728087 are sports and fitness-related products, including 

without limitation mouth guards and athletic mouth guards, while the goods and services promoted 

by ICON under the PRO-FORM Marks include fitness equipment, exercise clothing, and exercise- 

related accessories such as wearable weights, in addition to the items previously listed above, 

wearable fitness-related accessories, such as wrist and ankle weights, heart-rate monitor watches 

and chest straps, and waist wraps, as well as protective gear for use in athletic activities, such as 

training gloves and weightlifting belts. 

17. Also, on information and belief, Applicant’s PRO-FORM 2 branded goods will be 

sold in some of the same channels of trade that ICON sells its PRO-FORM goods. For example, 

Applicant’s PRO-FORM athletic mouth guards are sold online. See Exhibit F attached hereto, 

which is a printout from a website offering Applicant’s PRO-FORM branded goods for sale. ICON 

also markets and sells its PRO-FORM branded goods directly to consumers through major online 

retailers such as www.walmart.com, www.shopko.com, www.overstock.com, and 

www.khols.com. See Exhibit G, which are sample printouts showing various PRO-FORM 

branded goods being sold on such websites. 
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FIRST GROUND FOR OPPOSITION – LIKELIHOOD OF 

CONFUSION 

 

18. The proposed mark is barred from registration in international classes 010 and 028 

because it consists of or compromises a mark which so resembles ICON’s previously used and 

registered PRO-FORM Marks as to be likely, when used in connection with the alleged goods of 

Applicant, to cause confusion, mistake, or deception within the meaning of 15 U.S.C. § 1052(d). 

SECOND GROUND FOR OPPOSITION - DILUTION 

 

19. Petitioner’s PRO-FORM Marks are distinctive and a “famous mark” within the 

meaning of Section 43(c) of the Lanham Act, 15 U.S.C. § 1125(c). 

20. The PRO-FORM Marks became distinctive and famous prior to the filing date of 

Applicant’s application or any other date on which the Respondent may rely for purposes priority. 

21. Applicant’s Application Serial No. 86728087 impairs the distinctiveness and 

causes dilution by blurring of, and thereby damages, Petitioner’s famous PRO-FORM Marks in 

violation of 15 U.S.C. § 1125(c). Accordingly, pursuant to 15 U.S.C. § 1063, the proposed PRO- 

FORM 2 mark is not entitled to registration. 

22. Furthermore, if and to the extent that Mycone sells substandard products using the 

PRO-FORM 2 mark, Applicant’s Application Serial No. 86728087 will also likely harm the 

reputation and cause dilution by tarnishment of, and thereby damage, Petitioner’s PRO-FORM 

Marks in violation of 15 U.S.C. § 1125(c). Accordingly, pursuant to 15 U.S.C. § 1063, the 

proposed PRO-FORM 2 mark is not entitled to registration. 

WHEREFORE, Petitioner respectfully prays that its opposition be sustained and that 

registration to the pursuant to Applicant’s Application Serial No. 86728087 be refused in 

international classes 10 and 28. 



 

 

 

 

CERTIFICATE OF SERVICE 

 

 I hereby certify that on February 27, 2016, I caused a true and correct copy of the foregoing 

Motion for Leave to File Amended Notice of Opposition to be served by United States First Class 

Mail, postage prepaid, upon the following attorney of record for applicant: 

 

 Lisa A. Lori 

KLEHR HARRISON HARVEY BRANZBURG LLP 

1835 Market Street, Suite 1400 

Philadelphia, PA 19103      

 

 

      /Gregory M. Hess/              * 
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