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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name GoPro, Inc.

Granted to Date
of previous ex-
tension

01/27/2016

Address 3000 Clearview Way
San Mateo, CA 94402
UNITED STATES

Attorney informa-
tion

Connie L. Ellerbach
Fenwick & West LLP
801 California Street
Mountain View, CA 94041
UNITED STATES
trademarks@fenwick.com Phone:650-988-8500

Applicant Information

Application No 86628979 Publication date 09/29/2015

Opposition Filing
Date

01/27/2016 Opposition Peri-
od Ends

01/27/2016

Applicant Disconnected Promotions LLC
Unit 912
Omaha, NE 68114
UNITED STATES

Goods/Services Affected by Opposition

Class 041. First Use: 2015/03/01 First Use In Commerce: 2015/03/01
All goods and services in the class are opposed, namely: Multimedia entertainment services in the
nature of development, production and post-production services in the fields of video and films

Grounds for Opposition

Deceptiveness Trademark Act section 2(a)

False suggestion of a connection Trademark Act section 2(a)

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3308141 Application Date 02/18/2004

Registration Date 10/09/2007 Foreign Priority
Date

NONE

http://estta.uspto.gov


Word Mark HERO

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2004/09/15 First Use In Commerce: 2004/09/15
Photographic equipment, namely, film cameras and digital camera, camera
housings and cases, and camera straps

U.S. Application
No.

86048213 Application Date 08/26/2013

Registration Date NONE Foreign Priority
Date

NONE

Word Mark HERO

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0
Photographic equipment, namely cameras,digital cameras, video cameras; port-
able handheld electronic devices for recording, storage, transmission or repro-
duction of photographic, video and multimediacontent; cases, housings, and ac-
cessories for cameras, namely, batteries, lenses, digital photo viewers, wireless
adapters, power adapters, adapter rings for attaching objects to cameras, re-
mote controls, microphones, SD cards, photographic flash units, mounting
devices for photographic equipment, tripods and camera straps; cases and bags



for photographic apparatus; computer software for use in connection with photo-
graphic and video equipment and cameras, namely, software for taking, captur-
ing, managing, processing, operating, viewing, storing, editing,arranging, com-
bining, sharing, manipulating, modifying, commenting on, transmitting and dis-
playing data, images, videos, multimedia files, and other digital data; desktop
and mobile photo and video editing software; computer software and software
applications for use in uploading, downloading, editing, storing, distributing and
sharing photographic and video content via global and local computer networks
and via mobile devices; downloadable multimedia files containing digital audio
and video files featuring user generated images, videos, multimedia files, and
other digital data
Class 038. First use: First Use: 0 First Use In Commerce: 0
streaming of video material on the internet; broadcasting of audio and video con-
tent and programming over the internet;electronic delivery of images and photo-
graphs via a global computer network andvia mobile electronic devices; elec-
tronic transmission and streaming of digitalmedia content for others via global
andlocal computer networks and via mobile electronic devices; streaming user
generated photographic and video content via a website on the internet and via
mobileelectronic devices
Class 041. First use: First Use: 0 First Use In Commerce: 0
Photographic and video services, namely, photographic and video capture;
rentalof photographic equipment, namely cameras, digital cameras, video cam-
eras, camera cases, housings, and accessories for cameras, namely, batteries,
lenses, digital photo viewers, wireless adapters, power adapters, adapter rings
for attaching objects to cameras, remote controls, microphones, SD cards, pho-
tographic flashunits, mounting devices for photographic equipment, tripods and
camera straps; providing non-downloadable online audio,audiovisual, multime-
dia, picture and video content, for educational purposes inthe field of media,
news, politics, education, entertainment, sports, culture, comedy, business,
healthy living and lifestyle, wellness, fashion, personal beauty, current events,
environmental conservation and sustainability issues, food, finance, technology,
travel, books, finearts, music, art, science, literature, leisure, gaming, religion,
performing arts and philanthropy; providing educational services, namely con-
ducting classes in the fields of photography, videography, computer hardware
and software applications; providing training, instruction, instructional tips and
advice in the field of photography, videography; providing content retrievable via
the internet, namely, online nondownloadable photos and video content for edu-
cational and entertainment purposes in the fields of media, news, politics, edu-
cation, entertainment, sports, culture, comedy, business, healthy living and life-
style, wellness, fashion, personal beauty, current events, environmental conser-
vation and sustainability issues, food, finance, technology, travel, books, fine
arts, music, art,science, literature, leisure, gaming, religion, performing arts and
philanthropy; providing online audio, audiovisual, multimedia, picture and video
content for entertainment and educational purposesin the fields of media, news,
politics,education, entertainment, sports, culture, comedy, business, healthy liv-
ing andlifestyle, wellness, fashion, personal beauty, current events, environ-
mental conservation and sustainability issues, food, finance, technology, travel,
books, fine arts, music, art, science, literature, leisure, gaming, religion, perform-
ing arts and philanthropy, via a wireless network; providing electronic entertain-
ment content, namely, providing online non-downloadable educational audio,
audiovisual, multimedia and video content in the fields of media, news, politics,
education, entertainment, sports, culture, comedy, business, healthy living and
lifestyle, wellness, fashion, personal beauty, current events, environmental con-
servation and sustainability issues, food, finance, technology, travel, books, fine
arts, music, art, science, literature, leisure, gaming, religion, performing arts and
philanthropy, and providing a web site featuring non-downloadable photographs
and videos featuring images, videos,multimedia files, and other digital data for
educational and entertainment purposes in the fields of media, news, politics,
education, entertainment, sports, culture, comedy, business, healthy livingand



lifestyle, wellness, fashion, personal beauty, current events, environmental con-
servation and sustainability issues, food, finance, technology, travel, books, fine
arts, music, art, science, literature, leisure, gaming, religion, performing arts and
philanthropy; organizing community sporting and cultural events, and organizing
regional, state-wide and national sporting events, namely, cycling, motocross,
mountain biking, soccer, skateboard, skating, skiing, ski jumping,snowboarding,
hang gliding, skydiving, surfing, diving, swimming, rafting, kayaking, rock climb-
ing, running, track and field and extreme sports exhibitions andcompetitions; en-
tertainment services, namely, providing a website featuring non-downloadable
photographic, audio, videoand multimedia presentations in the fields of techno-
logy, travel, entertainmentnews, sports, fitness, recreational activities, current
events news, special interest features in the fields of nature,people in entertain-
ment, art, pop culture, adventure sports, music and photography; providing a
website featuring non-downloadable audio and video content for entertainment
and educational purposes in the fields of technology, travel, entertainment,
sports, fitness, recreationalactivities, news, special interest features in the field
of science, nature, entertainment, art, pop culture, adventuresports, music and
photography; providing an online searchable database in the fields of photo-
graphy and videography foreducational and entertainment purposes featuring in-
structional information, images, videos, multimedia files, and otherdigital data in
the fields of photography and videography for subject matter related to techno-
logy, travel, entertainment, sports, fitness, recreation, news, special interest fea-
tures in the fields of science, nature, people, art, pop culture, adventure sports,
music and photography; on-line library services, namely, providing electronic lib-
rary services which feature photographs and videos via an on-line computer net-
work; photography and videography services, namely, providing photographic
and video content for third parties to use in the creation of television programs,
television commercials, motion pictures and films; providingonline journals,
namely blogs, for sharing thoughts, ideas, experiences, comments, tips, tech-
niques, and advice in the field of photography and videography; providing con-
ferences, seminars, workshopsand tutorials in the field of photography and
videography for entertainment andeducational purposes; the foregoing excluding
programs in the field of diabetesprevention and treatment
Class 042. First use: First Use: 0 First Use In Commerce: 0
Providing a web hosting platform for uploading, downloading, storing, man-
aging,distributing, editing and sharing photographic, video and multimedia con-
tent ofthird parties; providing temporary use of online non-downloadable soft-
ware for use in uploading, downloading, storing, distributing, managing, editing
and sharing photographic, video and multimedia content via local and global
computer networks and via mobile devices; Providing temporary use of on-line
non-downloadable cloud computing software for use in uploading, downloading,
storing, distributing, managing, editing and sharing photographic, video and mul-
timedia content via local and global computer networks andvia mobile devices;
Peer-to-browser photo sharing services, namely, providing awebsite featuring
technology enabling users to upload, view, and download digital photos and
videos; Providing a web site featuring temporary use of non-downloadable soft-
ware allowing web site users to upload on-line videos for sharing with others for
entertainment purposes; Providing a web site that gives computer users the abil-
ity to upload, exchange and share photos, videos and video logs; Computer ser-
vices, namely, providing searchplatforms to allow users to locate, access, copy,
transmit, edit, and share photographic, video and multimedia content;file sharing
services, namely, providing a website featuring technology enabling users to
download electronic files containing user generated photos and videosin the
field of general interest; hosting on-line web facilities for others fordatabases and
libraries of third parties in the field of photography and videography

U.S. Application
No.

85973332 Application Date 06/28/2013



Registration Date NONE Foreign Priority
Date

NONE

Word Mark BE A HERO

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0
Photographic equipment, namely, cameras, digital cameras, video cameras;
portable handheld electronic devices for recording, storage, transmission or re-
production of photographic, video and multimedia content; cases, housings, and
accessories for cameras, namely, batteries, lenses, digital photo viewers, wire-
less adapters, power adapters, adapter rings for attaching objects to cameras,
remote controls, microphones, SD cards, photographic flash units, mounting
devices for photographic equipment, tripods and camera straps; cases and bags
for photographic apparatus; computer software for use in connection with photo-
graphic and video equipment and cameras, namely, software for taking, captur-
ing, managing, processing, operating, viewing, storing, editing, arranging, com-
bining, sharing, manipulating, modifying, commenting on, transmitting and dis-
playing data, images, videos, multimedia files, and other digital data; desktop
and mobile photo and video editing software; computer software and software
applications for use in uploading, downloading, editing, storing, distributing and
sharing photographic and video content via global and local computernetworks
and via mobile devices; downloadable multimedia files containing digital audio
and video files featuring user generated images, videos, multimedia files, and
other digital data
Class 038. First use: First Use: 0 First Use In Commerce: 0
Video broadcasting; streaming of video material on the internet; broadcasting of
audio and video content and programming over the internet; electronic deliveryof
images and photographs via a global computer network and via mobile electron-
ic devices; electronic transmission and streaming of digital media content for
others via global and local computer networks and via mobile electronic devices;
streaming user generated photographic and video content via a website on the
internet and via mobile electronic devices
Class 041. First use: First Use: 0 First Use In Commerce: 0
Photographic and video services, namely, photographic and video capture;
rentalof photographic equipment, namely, cameras, digital cameras, video cam-
eras, camera cases, housings, and accessories forcameras, namely, batteries,
lenses, digital photo viewers, wireless adapters, power adapters, adapter rings
for attaching objects to cameras, remote controls, microphones, SD cards, pho-
tographic flash units, mounting devices for photographic equipment, tripods and
camera straps;providing non-downloadable online audio, audiovisual, multime-
dia, picture and video content, for educational purposes in the field of media,
news, politics, education, entertainment, sports, culture,comedy, business,
healthy living and lifestyle, wellness, fashion, personal beauty, current events,
environmental conservation and sustainability issues, food,finance, technology,
travel, books, fine arts, music, art, science, literature,leisure, gaming, religion,



performing arts and philanthropy; providing educational services, namely, con-
ducting classesin the fields of photography, videography, computer hardware
and software applications; providing training, instruction, instructional tips and
advice in the field of photography, videography; providing content retrievable via
the internet, namely, online nondownloadable photos and video content for edu-
cational and entertainment purposes in the fields of media, news, politics, edu-
cation, entertainment, sports, culture, comedy, business, healthy living and life-
style, wellness, fashion, personal beauty, current events, environmental conser-
vation and sustainability issues, food, finance, technology, travel, books, fine
arts, music, art, science, literature, leisure, gaming,religion, performing arts and
philanthropy; providing online audio, audiovisual, multimedia, picture and video
content for entertainment and educational purposes in the fields of media, news,
politics, education, entertainment, sports, culture, comedy, business, healthy liv-
ing and lifestyle, wellness, fashion, personal beauty, current events, environ-
mental conservation and sustainability issues, food, finance, technology, travel,
books, fine arts, music, art, science, literature, leisure, gaming, religion, perform-
ing arts and philanthropy, via a wireless network; providing electronic entertain-
ment content, namely, providing online non-downloadable educational audio,
audiovisual, multimedia and video content inthe fields of media, news, politics,
education, entertainment, sports, culture,comedy, business, healthy living and
lifestyle, wellness, fashion, personal beauty, current events, environmental con-
servation and sustainability issues, food,finance, technology, travel, books, fine
arts, music, art, science, literature,leisure, gaming, religion, performing arts and
philanthropy, and providing a web site featuring non-downloadable photographs
and videos featuring images, videos, multimedia files, and other digital data for
educational and entertainment purposes in the fields of media, news, politics,
education, entertainment, sports,culture, comedy, business, healthy living and
lifestyle, wellness, fashion, personal beauty, current events, environmental con-
servation and sustainability issues, food, finance, technology, travel, books, fine
arts, music, art, science, literature, leisure, gaming, religion, performing arts and
philanthropy; organizing community sporting and cultural events, and organizing
regional, state-wide and national sporting events, namely, cycling, motocross,
mountain biking, motorcycle and car racing, soccer, skateboard, skating, skiing,
ski jumping, snowboarding, hang gliding, skydiving, surfing, diving, swimming,
rafting, kayaking, rock climbing, running, track and field and extreme sports ex-
hibitions and competitions; entertainment services, namely, providing a website
featuring non-downloadable photographic, audio, video and multimedia present-
ations in the fields of technology, travel, entertainment news, sports, fitness, re-
creational activities, current events news, special interest features in the fields of
nature, people in entertainment, art, pop culture, adventure sports, music and
photography; providing a website featuring non-downloadableaudio and video
content for entertainment and educational purposes in the fields of technology,
travel, entertainment, sports, fitness, recreational activities, news, special in-
terest features in thefield of science, nature, entertainment, art, pop culture, ad-
venture sports, music and photography; providing an onlinesearchable database
in the fields of photography and videography for educational and entertainment
purposes featuring instructional information, images, videos, multimedia files,
and other digital data in the fields of photography and videography for subject
matter related to technology, travel, entertainment, sports,fitness, recreation,
news, special interest features in the fields of science, nature, people, art, pop
culture, adventure sports, music and photography; on-line library services,
namely, providing electronic library services which featurephotographs and
videos via an on-line computer network; photography and videography services,
namely, providing photographic and video content for third parties to use in the
creation of television programs, television commercials, motion pictures and
films; providing online journals, namely, blogs, for sharing thoughts, ideas, ex-
periences, comments, tips, techniques, and advice in the field of photography
and videography; providing conferences, seminars, workshops and tutorials in
the field of photography and videography for entertainment and educational pur-
poses



Class 042. First use: First Use: 0 First Use In Commerce: 0
Providing a web hosting platform for uploading, downloading, storing, man-
aging,distributing, editing and sharing photographic, video and multimedia con-
tent ofthird parties; providing temporary use of online non-downloadable soft-
ware for use in uploading, downloading, storing, distributing, managing, editing
and sharing photographic, video and multimedia content via local and global
computer networks and via mobile devices; Providing temporary use of on-line
non-downloadable cloud computing software for use in uploading, downloading,
storing, distributing, managing, editing and sharing photographic, video and mul-
timedia content via local and global computer networks andvia mobile devices;
Peer-to-browser photo sharing services, namely, providing awebsite featuring
technology enabling users to upload, view, and download digital photos and
videos; Providing a web site featuring temporary use of non-downloadable soft-
ware allowing web site users to upload on-line videos for sharing with others for
entertainment purposes; Providing a web site that gives computer users the abil-
ity to upload, exchange and share photos, videos and video logs; Computer ser-
vices, namely, providing searchplatforms to allow users to locate, access, copy,
transmit, edit, and share photographic, video and multimedia content;file sharing
services, namely, providing a website featuring technology enabling users to
download electronic files containing user generated photos and videosin the
field of general interest; hosting on-line web facilities for others fordatabases and
libraries of third parties in the field of photography and videography

U.S. Application
No.

86048215 Application Date 08/26/2013

Registration Date NONE Foreign Priority
Date

NONE

Word Mark GOPRO BE A HERO.

Design Mark

Description of
Mark

The mark consists of the large words "GoPro" positioned above the smaller
terms"Be a HERO." to the left of four small rectangles.

Goods/Services Class 009. First use: First Use: 0 First Use In Commerce: 0
Photographic equipment, namely, cameras, digital cameras, video cameras;
portable handheld electronic devices for recording, storage, transmission or re-
production of photographic, video and multimedia content; cases, housings, and
accessories for cameras, namely, batteries, lenses, digital photo viewers, wire-
less adapters, power adapters, adapter rings for attaching objects to cameras,
remote controls, microphones, SD cards, photographic flash units, mounting
devices for photographic equipment, tripods and camera straps; cases and bags
for photographic apparatus; computer software for use in connection with photo-
graphic and video equipment and cameras, namely, software for taking, captur-
ing, managing, processing, operating, viewing, storing, editing, arranging, com-
bining, sharing, manipulating, modifying, commenting on, transmitting and dis-
playing data, images, videos, multimedia files, and other digital data; desktop
and mobile photo and video editing software; computer software and software
applications for use in uploading, downloading, editing, storing, distributing and
sharing photographic and video content via global and local computernetworks
and via mobile devices; downloadable multimedia files containing digital audio
and video files featuring user generated images, videos, multimedia files, and
other digital data



Class 038. First use: First Use: 0 First Use In Commerce: 0
Video broadcasting; streaming of video material on the internet; broadcasting of
audio and video content and programming over the internet; electronic deliveryof
images and photographs via a global computer network and via mobile electron-
ic devices; electronic transmission and streaming of digital media content for
others via global and local computer networks and via mobile electronic devices;
streaming user generated photographic and video content via a website on the
internet and via mobile electronic devices
Class 041. First use: First Use: 0 First Use In Commerce: 0
Photographic and video services, namely, photographic and video capture;
rentalof photographic equipment, namely, cameras, digital cameras, video cam-
eras, camera cases, housings, and accessories forcameras, namely, batteries,
lenses, digital photo viewers, wireless adapters, power adapters, adapter rings
for attaching objects to cameras, remote controls, microphones, SD cards, pho-
tographic flash units, mounting devices for photographic equipment, tripods and
camera straps;providing non-downloadable online audio, audiovisual, multime-
dia, picture and video content, for educational purposes in the field of media,
news, politics, education, entertainment, sports, culture,comedy, business,
healthy living and lifestyle, wellness, fashion, personal beauty, current events,
environmental conservation and sustainability issues, food,finance, technology,
travel, books, fine arts, music, art, science, literature,leisure, gaming, religion,
performing arts and philanthropy; providing educational services, namely, con-
ducting classesin the fields of photography, videography, computer hardware
and software applications; providing training, instruction, instructional tips and
advice in the field of photography, videography; providing content retrievable via
the internet, namely, online nondownloadable photos and video content for edu-
cational and entertainment purposes in the fields of media, news, politics, edu-
cation, entertainment, sports, culture, comedy, business, healthy living and life-
style, wellness, fashion, personal beauty, current events, environmental conser-
vation and sustainability issues, food, finance, technology, travel, books, fine
arts, music, art, science, literature, leisure, gaming,religion, performing arts and
philanthropy; providing online audio, audiovisual, multimedia, picture and video
content for entertainment and educational purposes in the fields of media, news,
politics, education, entertainment, sports, culture, comedy, business, healthy liv-
ing and lifestyle, wellness, fashion, personal beauty, current events, environ-
mental conservation and sustainability issues, food, finance, technology, travel,
books, fine arts, music, art, science, literature, leisure, gaming, religion, perform-
ing arts and philanthropy, via a wireless network; providing electronic entertain-
ment content, namely, providing online non-downloadable educational audio,
audiovisual, multimedia and video content inthe fields of media, news, politics,
education, entertainment, sports, culture,comedy, business, healthy living and
lifestyle, wellness, fashion, personal beauty, current events, environmental con-
servation and sustainability issues, food,finance, technology, travel, books, fine
arts, music, art, science, literature,leisure, gaming, religion, performing arts and
philanthropy, and providing a web site featuring non-downloadable photographs
and videos featuring images, videos, multimedia files, and other digital data for
educational and entertainment purposes in the fields of media, news, politics,
education, entertainment, sports,culture, comedy, business, healthy living and
lifestyle, wellness, fashion, personal beauty, current events, environmental con-
servation and sustainability issues, food, finance, technology, travel, books, fine
arts, music, art, science, literature, leisure, gaming, religion, performing arts and
philanthropy; organizing community sporting and cultural events, and organizing
regional, state-wide and national sporting events, namely, cycling, motocross,
mountain biking, motorcycle and car racing, soccer, skateboard, skating, skiing,
ski jumping, snowboarding, hang gliding, skydiving, surfing, diving, swimming,
rafting, kayaking, rock climbing, running, track and field and extreme sports ex-
hibitions and competitions; entertainment services, namely, providing a website
featuring non-downloadable photographic, audio, video and multimedia present-
ations in the fields of technology, travel, entertainment news, sports, fitness, re-



creational activities, current events news, special interest features in the fields of
nature, people in entertainment, art, pop culture, adventure sports, music and
photography; providing a website featuring non-downloadableaudio and video
content for entertainment and educational purposes in the fields of technology,
travel, entertainment, sports, fitness, recreational activities, news, special in-
terest features in thefield of science, nature, entertainment, art, pop culture, ad-
venture sports, music and photography; providing an onlinesearchable database
in the fields of photography and videography for educational and entertainment
purposes featuring instructional information, images, videos, multimedia files,
and other digital data in the fields of photography and videography for subject
matter related to technology, travel, entertainment, sports,fitness, recreation,
news, special interest features in the fields of science, nature, people, art, pop
culture, adventure sports, music and photography; on-line library services,
namely, providing electronic library services which featurephotographs and
videos via an on-line computer network; photography and videography services,
namely, providing photographic and video content for third parties to use in the
creation of television programs, television commercials, motion pictures and
films; providing online journals, namely, blogs, for sharing thoughts, ideas, ex-
periences, comments, tips, techniques, and advice in the field of photography
and videography; providing conferences, seminars, workshops and tutorials in
the field of photography and videography for entertainment and educational pur-
poses
Class 042. First use: First Use: 0 First Use In Commerce: 0
Providing a web hosting platform for uploading, downloading, storing, man-
aging,distributing, editing and sharing photographic, video and multimedia con-
tent ofthird parties; providing temporary use of online non-downloadable soft-
ware for use in uploading, downloading, storing, distributing, managing, editing
and sharing photographic, video and multimedia content via local and global
computer networks and via mobile devices; Providing temporary use of on-line
non-downloadable cloud computing software for use in uploading, downloading,
storing, distributing, managing, editing and sharing photographic, video and mul-
timedia content via local and global computer networks andvia mobile devices;
Peer-to-browser photo sharing services, namely, providing awebsite featuring
technology enabling users to upload, view, and download digital photos and
videos; Providing a web site featuring temporary use of non-downloadable soft-
ware allowing web site users to upload on-line videos for sharing with others for
entertainment purposes; Providing a web site that gives computer users the abil-
ity to upload, exchange and share photos, videos and video logs; Computer ser-
vices, namely, providing searchplatforms to allow users to locate, access, copy,
transmit, edit, and share photographic, video and multimedia content;file sharing
services, namely, providing a website featuring technology enabling users to
download electronic files containing user generated photos and videosin the
field of general interest; hosting on-line web facilities for others fordatabases and
libraries of third parties in the field of photography and videography
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.



Signature /cle1087/

Name Connie L. Ellerbach

Date 01/27/2016



IN THE 
UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 

In the matter of 
Trademark Application Serial No.:  86/628,979 
Filed:  May 13, 2015 
Published:  September 29, 2015 
Mark: DH DIGITAL HERO FILMS (and design) 
                                                              
                                                                              ) 
GoPro, Inc.                                                     ) 
                                                                              ) 
                                   Opposer,      ) 

v.  )    Opposition No.      
           ) 
  ) 
Disconnected Promotions LLC,  ) 
          ) 
                                                       Applicant. ) 
  ) 
 
  

NOTICE OF OPPOSITION 

GoPro, Inc., a Delaware Corporation, having its principal place of business at 

3000 Clearview Way, Bldg E, San Mateo, CA 94402, (“Opposer”), believes that it will be 

damaged by the registration of the mark shown in Application Serial Number 86/628,979 and 

hereby opposes that application, alleging as grounds for the opposition that: 

1. As evidenced by the publication of the DH DIGITAL HERO FILMS (and 

design) application in the September 29, 2015 issue of the Official Gazette, Disconnected 

Promotions LLC, (“Applicant”), seeks to register DH DIGITAL HERO FILMS (and design) as a 

trademark for “multimedia entertainment services in the nature of development, production and 

post-production services in the fields of video and films” in International Class 41 (“the 

Application”). The Application was filed on May 13, 2015, based on Applicant’s alleged 

intention to use the mark in commerce in the United States.  

2. Opposer, GoPro, Inc., is the owner of the following U.S. Trademark 

Registration for the HERO mark:  



 
 

 
 
Trademark Reg. No. Full Goods Description Filing Date Registration 

Date 
HERO 3,308,141 (Int’l Class: 9) Photographic 

equipment, namely film cameras and 
digital cameras, cases and housings 
for cameras and camera straps  

Feb. 18, 
2004 

October 9, 
2007 

Opposer’s HERO registration is valid and subsisting and is conclusive evidence 

of Opposer’s exclusive right to use the mark in commerce in connection with the goods specified 

therein.  Registration No. 3,308,141 is incontestable.  Opposer hereby gives notice that it will rely 

on said registration in this proceeding.  Attached to this Notice of Opposition as Exhibit A, is a 

current printout of information from the electronic database records of the U.S. Patent and 

Trademark Office showing the current status and title of the aforementioned trademark registration.  

There is no issue as to priority as Opposer’s HERO mark was filed and registered prior to the 

Application filing date of November 19, 2014. 
 
  3. Opposer is also the owner of the following pending US Trademark 
applications: 
 

Trademark Serial No. Description Filing Date 
HERO  

 
86/048,213 (Int’l Class 9) Photographic equipment, namely 

cameras, digital cameras, video cameras; portable 
handheld electronic devices for recording, storage, 
transmission or reproduction of photographic, video 
and multimedia content; cases, housings, and 
accessories for cameras, namely, batteries, lenses, 
digital photo viewers, wireless adapters, power 
adapters, adapter rings for attaching objects to 
cameras, remote controls, microphones, SD cards, 
photographic flash units, mounting devices for 
photographic equipment, tripods and camera straps; 
cases and bags for photographic apparatus; computer 
software for use in connection with photographic and 
video equipment and cameras; desktop and mobile 
photo and video editing software; computer software 

August 26, 
2013 
 

 
 
Mark: DH DIGITAL HERO FILMS (and design) 
Serial No.:  86/ 628,979 
Opposer:  GoPro, Inc.        
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Trademark Serial No. Description Filing Date 
and software applications for use in uploading, 
downloading, editing, storing, distributing and 
sharing photographic and video content via global 
and local computer networks and via mobile devices; 
downloadable user generated photos and videos in 
the field of general interest. 
 (Int’l Class: 38) Video broadcasting; streaming of 
video material on the internet; broadcasting of audio 
and video content and programming over the 
internet; electronic delivery of images and 
photographs via a global computer network and via 
mobile electronic devices; electronic transmission and 
streaming of digital media content for others via 
global and local computer networks and via mobile 
electronic devices; streaming user generated 
photographic and video content via a website on the 
internet and via mobile electronic devices. 
(Int’l Class: 41) Photographic and video services, 
namely, photographic and video capture; rental of 
photographic equipment, namely cameras, digital 
cameras, video cameras, camera cases, housings, and 
accessories for cameras, namely, batteries, lenses, 
digital photo viewers, wireless adapters, power 
adapters, adapter rings for attaching objects to 
cameras, remote controls, microphones, SD cards, 
photographic flash units, mounting devices for 
photographic equipment, tripods and camera straps; 
education; providing training, education, instruction, 
tips and advice in the field of photography and 
videography; providing photographic and video 
content on a website on the internet and via mobile 
devices for educational and entertainment purposes; 
entertainment; sporting and cultural activities; 
entertainment services, namely, providing a website 
featuring photographic, audio, video and multimedia 
presentations; provision of audio and video in the 
nature of digital images and videos; provision of 
downloadable multimedia files containing audio and 
video content; hosting and providing a 
database/ library in the field of photography and 
videography; providing photographic and video 
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content for the creation of television programs, 
television commercials, motion pictures and films; 
providing online journals, namely blogs, for sharing 
thoughts, ideas, experiences, comments, tips, 
techniques, and advice in the field of photography 
and videography ; providing conferences, trade 
shows, seminars, workshops and tutorials in the field 
of photography and videography. 
 (Int’l Class 42) Providing a web hosting platform for 
uploading, downloading, storing, distributing, 
editing and sharing photographic, video and 
multimedia content; providing temporary use of 
online non-downloadable software for use in 
uploading, downloading, storing, distributing, 
editing and sharing photographic, video and 
multimedia content via local and global computer 
networks and via mobile devices; providing 
temporary use of on-line non-downloadable cloud 
computing software for use in uploading, 
downloading, storing, distributing, editing and 
sharing photographic, video and multimedia content 
via local and global computer networks and via 
mobile devices; peer-to-browser photo sharing 
services, namely, providing a website featuring 
technology enabling users to upload, view, and 
download digital photos and videos; providing a web 
site featuring temporary use of non-downloadable 
software allowing web site users to upload on-line 
videos for sharing with others for entertainment 
purposes; providing a web site that gives computer 
users the ability to upload, exchange and share 
photos, videos and video logs; computer services, 
namely, providing search platforms to allow users to 
locate, access, copy, transmit, edit, and share 
photographic, video and multimedia content. 
 

BE A 
HERO 
  

85/973,332 
 

(Int’l Class 9) Photographic equipment, namely 
cameras, digital cameras, video cameras; portable 
handheld electronic devices for recording, storage, 
transmission or reproduction of photographic, video 
and multimedia content; cases, housings, and 

June 28, 
2013 
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accessories for cameras, namely, batteries, lenses, 
digital photo viewers, wireless adapters, power 
adapters, adapter rings for attaching objects to 
cameras, remote controls, microphones, SD cards, 
photographic flash units, mounting devices for 
photographic equipment, tripods and camera straps; 
cases and bags for photographic apparatus; computer 
software for use in connection with photographic and 
video equipment and cameras; desktop and mobile 
photo and video editing software; computer software 
and software applications for use in uploading, 
downloading, editing, storing, distributing and 
sharing photographic and video content via global 
and local computer networks and via mobile devices; 
downloadable user generated photos and videos in 
the field of general interest. 
 (Int’l Class: 38) Video broadcasting; streaming of 
video material on the internet; broadcasting of audio 
and video content and programming over the 
internet; electronic delivery of images and 
photographs via a global computer network and via 
mobile electronic devices; electronic transmission and 
streaming of digital media content for others via 
global and local computer networks and via mobile 
electronic devices; streaming user generated 
photographic and video content via a website on the 
internet and via mobile electronic devices. 
(Int’l Class: 41) Photographic and video services, 
namely, photographic and video capture; rental of 
photographic equipment, namely cameras, digital 
cameras, video cameras, camera cases, housings, and 
accessories for cameras, namely, batteries, lenses, 
digital photo viewers, wireless adapters, power 
adapters, adapter rings for attaching objects to 
cameras, remote controls, microphones, SD cards, 
photographic flash units, mounting devices for 
photographic equipment, tripods and camera straps; 
education; providing training, education, instruction, 
tips and advice in the field of photography and 
videography; providing photographic and video 
content on a website on the internet and via mobile 
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devices for educational and entertainment purposes; 
entertainment; sporting and cultural activities; 
entertainment services, namely, providing a website 
featuring photographic, audio, video and multimedia 
presentations; provision of audio and video in the 
nature of digital images and videos; provision of 
downloadable multimedia files containing audio and 
video content; hosting and providing a 
database/ library in the field of photography and 
videography; providing photographic and video 
content for the creation of television programs, 
television commercials, motion pictures and films; 
providing online journals, namely blogs, for sharing 
thoughts, ideas, experiences, comments, tips, 
techniques, and advice in the field of photography 
and videography ; providing conferences, trade 
shows, seminars, workshops and tutorials in the field 
of photography and videography. 
 (Int’l Class 42) Providing a web hosting platform for 
uploading, downloading, storing, distributing, 
editing and sharing photographic, video and 
multimedia content; providing temporary use of 
online non-downloadable software for use in 
uploading, downloading, storing, distributing, 
editing and sharing photographic, video and 
multimedia content via local and global computer 
networks and via mobile devices; providing 
temporary use of on-line non-downloadable cloud 
computing software for use in uploading, 
downloading, storing, distributing, editing and 
sharing photographic, video and multimedia content 
via local and global computer networks and via 
mobile devices; peer-to-browser photo sharing 
services, namely, providing a website featuring 
technology enabling users to upload, view, and 
download digital photos and videos; providing a web 
site featuring temporary use of non-downloadable 
software allowing web site users to upload on-line 
videos for sharing with others for entertainment 
purposes; providing a web site that gives computer 
users the ability to upload, exchange and share 
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photos, videos and video logs; computer services, 
namely, providing search platforms to allow users to 
locate, access, copy, transmit, edit, and share 
photographic, video and multimedia content. 
 

 
86/048,215 (Int’l Class 9) Photographic equipment, namely 

cameras, digital cameras, video cameras; portable 
handheld electronic devices for recording, storage, 
transmission or reproduction of photographic, video 
and multimedia content; cases, housings, and 
accessories for cameras, namely, batteries, lenses, 
digital photo viewers, wireless adapters, power 
adapters, adapter rings for attaching objects to 
cameras, remote controls, microphones, SD cards, 
photographic flash units, mounting devices for 
photographic equipment, tripods and camera straps; 
cases and bags for photographic apparatus; computer 
software for use in connection with photographic and 
video equipment and cameras; desktop and mobile 
photo and video editing software; computer software 
and software applications for use in uploading, 
downloading, editing, storing, distributing and 
sharing photographic and video content via global 
and local computer networks and via mobile devices; 
downloadable user generated photos and videos in 
the field of general interest. 
 (Int’l Class: 38) Video broadcasting; streaming of 
video material on the internet; broadcasting of audio 
and video content and programming over the 
internet; electronic delivery of images and 
photographs via a global computer network and via 
mobile electronic devices; electronic transmission and 
streaming of digital media content for others via 
global and local computer networks and via mobile 
electronic devices; streaming user generated 
photographic and video content via a website on the 
internet and via mobile electronic devices. 
(Int’l Class: 41) Photographic and video services, 
namely, photographic and video capture; rental of 
photographic equipment, namely cameras, digital 
cameras, video cameras, camera cases, housings, and 

August 26, 
2013 
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accessories for cameras, namely, batteries, lenses, 
digital photo viewers, wireless adapters, power 
adapters, adapter rings for attaching objects to 
cameras, remote controls, microphones, SD cards, 
photographic flash units, mounting devices for 
photographic equipment, tripods and camera straps; 
education; providing training, education, instruction, 
tips and advice in the field of photography and 
videography; providing photographic and video 
content on a website on the internet and via mobile 
devices for educational and entertainment purposes; 
entertainment; sporting and cultural activities; 
entertainment services, namely, providing a website 
featuring photographic, audio, video and multimedia 
presentations; provision of audio and video in the 
nature of digital images and videos; provision of 
downloadable multimedia files containing audio and 
video content; hosting and providing a 
database/ library in the field of photography and 
videography; providing photographic and video 
content for the creation of television programs, 
television commercials, motion pictures and films; 
providing online journals, namely blogs, for sharing 
thoughts, ideas, experiences, comments, tips, 
techniques, and advice in the field of photography 
and videography ; providing conferences, trade 
shows, seminars, workshops and tutorials in the field 
of photography and videography. 
 (Int’l Class 42) Providing a web hosting platform for 
uploading, downloading, storing, distributing, 
editing and sharing photographic, video and 
multimedia content; providing temporary use of 
online non-downloadable software for use in 
uploading, downloading, storing, distributing, 
editing and sharing photographic, video and 
multimedia content via local and global computer 
networks and via mobile devices; providing 
temporary use of on-line non-downloadable cloud 
computing software for use in uploading, 
downloading, storing, distributing, editing and 
sharing photographic, video and multimedia content 
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via local and global computer networks and via 
mobile devices; peer-to-browser photo sharing 
services, namely, providing a website featuring 
technology enabling users to upload, view, and 
download digital photos and videos; providing a web 
site featuring temporary use of non-downloadable 
software allowing web site users to upload on-line 
videos for sharing with others for entertainment 
purposes; providing a web site that gives computer 
users the ability to upload, exchange and share 
photos, videos and video logs; computer services, 
namely, providing search platforms to allow users to 
locate, access, copy, transmit, edit, and share 
photographic, video and multimedia content. 
 

 

4. Opposer’s pending applications listed in Paragraph 3 above are valid and 

subsisting.  HERO, BE A HERO, and the GOPRO BE A HERO Logo have been in use in 

commerce since prior to the Application filing date.   

5. Opposer is in the business of designing, manufacturing, marketing, and 

selling high resolution wearable cameras and accessories as well as software for use in 

connection with its cameras and video equipment that enables users to capture, manage, edit, 

share and wirelessly transmit photo and video content.  Opposer sells this equipment and also 

provides video broadcasting, sharing and streaming services via its website at gopro.com.  Since 

at least as early as September 2004, Opposer has used its HERO mark in connection with the 

goods listed in Reg. No. 3,308,141.  Additionally, Opposer used its HERO and BE A HERO 

marks and GOPRO BE A HERO Logo, collectively referred to herein as the “HERO Marks”, 

prior to the November 19, 2014 filing date of the Application in connection with the majority of 

the various goods and services listed in Opposer’s application Serial Nos. 86/048,213, 

86/048,215, and 85/973,332.  
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6.  Opposer’s HERO mark has been in valid and continuous use since 2004, 

and the aforementioned nationwide trademark and service mark use of Opposer’s remaining 

HERO Marks has been valid and continuous since at least 2008 and has not been abandoned.  As 

a consequence of Opposer’s extensive marketing, promotion, advertising, and sales activity, 

Opposer’s HERO Marks have come to be identified as designators of Opposer’s goods and 

services and, as a result, have become valuable assets of Opposer and principal symbols of its 

goodwill, and the HERO mark is now famous.   

7. Since Opposer’s launch in 2004, it has become an industry leader in the 

area of wearable high-definition digital cameras.  Opposer’s HERO equipment and related 

software has achieved a very high profile globally and has become the stock in trade for 

adventure and extreme sports enthusiasts, as well as anyone who enjoys chronicling their lives 

and adventures.  For example, a HERO camera was used to capture Felix Baumgartner’s free fall 

from Red Bull’s stratospheric capsule and it was live streamed online to a reported eight million 

viewers in October 2012.  Opposer’s HERO Marks are extensively used and easily recognized 

throughout the United States. 

8. Opposer has received considerable publicity from third-party sources, who 

have written numerous print and web-based articles specifically about GoPro, Opposer’s HERO 

Marks, and Opposer’s goods and services.  Over the last several years , Opposer was featured in 

Business Week, “GoPro’s Incredible Small, Durable Camcorder,” June 30, 2011; The Wall 

Street Journal, “Camcorder Popular With Surfers Looks to Ride Professional Market,”  April 6, 

2011 and “GoPro Sees Opportunity in Its Amateur Daredevils,” January 30, 2014; CNET, 

“Camera start-up GoPro,” May 5, 2011; Yahoo News, “Go Go GoPro: How an upstart camera 

company launched and thrived in the iPhone era,” October 4, 2013 and “How they shot 

Superman With a GoPro,” March 19, 2014; Bloomberg Businessweek, “Can GoPro Take an IPO 

Plunge With Basically One Camera?” February 7, 2014 and “GoPro Goes Big as a Hybrid Media 
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Company/Videocam Maker,” March 13, 2014; engadget.com, “GoPro Hero3 Black Edition 

review:  taking action cam quality to the next level,” January 4, 2013 and “GoPro to launch 

extreme sports channel on Xbox One and 360,” January 9, 2014.  Copies of these articles are 

attached hereto as Exhibit B.  Opposer’s products were honored on January 14, 2014, with a 

Science and Technology Emmy Award for their contribution to film and TV production.  

Opposer’s products have received awards from the following publications, among others:  

Popular Mechanics, Editor’s Choice Award, December 2008; Motorcycle.com, New Product of 

the Year, 2009; Men’s Journal, Best Helmet Camera of Men’s Journal’s Gear of the Year, 

December 2009; Backpacker Magazine, Editor’s Choice Award, April 2009; Stuff Magazine, 5 

Star Winner, July 2010; Car and Driver, Editor’s Choice, May 2010; ML100 Award for Game 

Changing Technology Implementation, 2012; T3 TechLife Product of the Year, 2013; Family 

Choice Award, 2013; TIPA Best ActionCam, 2013; and ISPO Award Gold Winner, 2013.  Such 

publicity serves to further establish the fame, customer recognition, and goodwill in Opposer’s 

HERO Marks nationwide.  Copies of the publications announcing some of these awards are 

attached hereto as Exhibit C.     

9. Notably, goods sold under Opposer’s HERO Marks are sold at some of the 

largest and most recognizable retail shopping chains in the United States, including Costco, 

Amazon.com, Target, Best Buy, and Walmart.   

10. Opposer’s goods and services have been advertised, promoted, marketed, 

offered and or rendered in connection with Opposer’s HERO mark since at least as early as 

September 2004, and continuously since prior to the May 13, 2015 filing date of the Application, 

in connection with the HERO Marks.  Opposer has spent considerable time, money and effort 

promoting Opposer’s HERO Marks on the Internet, including on Opposer’s website at 

gopro.com, and via other media, as well as developing nationwide recognition and goodwill in 

the marks via both printed, web-based, mass media, and television advertisements, publications, 

 
 
Mark: DH DIGITAL HERO FILMS (and design) 
Serial No.:  86/ 628,979 
Opposer:  GoPro, Inc.        
 
 

11 



 
 

and commercials.  Images, videos, and promotions featured on GoPro’s website at gopro.com are 

representative.  A few screenshots of GoPro’s website are attached hereto as Exhibit D.   

11.  Opposer’s HERO Marks are famous, distinctive, and widely recognized as 

the source of high resolution wearable cameras and accessories.  After continuous use for more 

than ten years in connection with Opposer’s highly publicized and successful business, 

Opposer’s HERO mark has come to be immediately identified as the source of Opposer’s goods 

and services, as have Opposer’s HERO Marks generally.  As a result of Opposer’s efforts, the 

HERO Marks have attained widespread public recognition and renown, and become identified in 

the minds of consumers exclusively with Opposer’s goods and services.  Undoubtedly, 

Opposer’s HERO Marks have become an asset of substantial value and a symbol of Opposer’s 

goodwill. 

12.  Opposer’s HERO mark became famous prior to Applicant’s filing of the 

Application, and well before Applicant’s adoption of the DH DIGITAL HERO FILMS (and 

design) mark. 

13.  Opposer believes and therefore alleges Applicant was aware of Opposer 

prior to its adoption of DH DIGITAL HERO FILMS (and design). 

14. Opposer believes and therefore alleges Applicant was aware of Opposer’s 

HERO Marks prior to its adoption of DH DIGITAL HERO FILMS (and design). 

15. Applicant also had constructive knowledge of Opposer’s HERO word 

mark as early as February 18, 2004, due to Opposer’s federal application for the HERO mark 

with the U.S. Patent and Trademark Office (“USPTO”). 

16.  In addition to Applicant’s constructive knowledge as of February 18, 

2004, Opposer believes and therefore alleges Applicant was aware of Opposer and Opposer’s 

Marks prior to its adoption of DH DIGITAL HERO FILMS (and design) because of the 

significant publicity surrounding Opposer after the commercial launch of its HERO products in 
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September 2004, and all the subsequent publicity regarding the HERO Marks generally, and 

Opposer’s widely acclaimed products and services. 

17.  Applicant applied for registration of DH DIGITAL HERO FILMS (and 

design) without the consent or agreement of Opposer. 

18. The dominant portions of the respective parties’ marks are identical, as the 

Application wholly and prominently incorporates Opposer’s widely recognized, famous, and 

distinctive HERO word mark.  Applicant’s inclusion of the words “DIGITAL ” and “FILMS”, in 

addition to minor design elements featuring the letter “D”, which presumably stands for “digital” 

and H which presumably stands for “hero”, does little to distinguish Applicant’s mark from 

Opposer’s HERO mark, since the words “DIGITAL ” and “FILMS” are merely descriptive of 

Applicant’s services in the film and video production space.  Applicant conceded as much when 

it expressly disclaimed rights in “DIGITAL” and “FILMS”, and the Examining Attorney issued 

an Examiner’s Amendment confirming same on August 5, 2015.  Therefore the only distinctive 

element of Applicant’s mark and protectable part of its brand is the HERO portion, which is 

identical to Opposer’s Marks, thereby suggesting that there is a relationship or affiliation 

between Applicant and Opposer, when in fact no such relationship exists.   

19. Opposer’s products and services are widely used by not only sports 

enthusiasts, but anyone wishing to chronicle their lives and adventures.  Opposer’s products can 

be used to capture video and photos, and Opposer provides software for creating professional-

quality videos.  Users can add music and audio tracks, adjust video playback speeds, trim and 

mix clips, among a wide variety of editing features.  Opposer also provides video broadcasting, 

sharing and streaming services via its website at gopro.com, and recently announced a 

partnership with the live-streaming app, Periscope, giving users the option of broadcasting from 

their devices.  Applicant produces films and videos.  Applicant’s films and videos are, no doubt, 

intended to appeal to a wide variety of consumers, certainly including individuals familiar with 
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and who have purchased and used Opposer’s products or services.  In view of the similarities 

between the marks, the nearly identical nature of the parties’ services, and the parties’ 

overlapping commercial markets, it is alleged that Applicant’s DH DIGITAL HERO FILMS 

(and design) mark so resembles Opposer’s HERO Marks as to be likely to cause confusion or 

mistake or to deceive, thereby causing loss, damage, and injury to Opposer and the purchasing 

public. 

20. In view of the similarity of the respective marks and the related nature of 

the services of the respective parties, Applicant’s registration of the DH DIGITAL HERO 

FILMS (and design)  mark is likely to cause confusion or mistake, or to deceive, and to 

disparage, and falsely suggest a connection with, Opposer, thereby causing loss, damage, and 

injury to Opposer and the purchasing public.     

21.  Consumers familiar with Opposer’s HERO Marks are likely to mistakenly 

believe that Applicant’s services are sponsored, authorized, associated with, or otherwise 

approved by Opposer because DH DIGITAL HERO FILMS (and design) is confusingly similar 

to a key element of Opposer’s HERO and BE A HERO marks, as well as the GOPRO BE A 

HERO logo, namely the word “HERO.”  

22. Applicant’s use of DH DIGITAL HERO FILMS (and design) does, and is 

likely to, falsely suggest a relationship between Applicant’s services and Opposer’s goods and 

services.  Such use is thus likely to cause a significant increase in the level of Applicant’s sales 

due to consumers’ mistaken belief that Opposer is the source or sponsor of Applicant’s services.  

Applicant’s use of DH DIGITAL HERO FILMS (and design) is therefore likely to result in 

Applicant’s trading off and benefiting from the goodwill associated with Opposer, resulting in 

ill -gotten gains by Applicant. 
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23. Registration of the Application would be a further source of damage to 

Opposer because it would confer upon Applicant various statutory presumptions to which it is 

not entitled in view of Opposer’s prior use of its famous and distinctive HERO Marks. 

24. In the unlikely event that any consumer might not be confused and believe 

that Applicant’s services originate from or are related to those of Opposer, Applicant’s use of 

DH DIGITAL HERO FILMS (and design) would nonetheless diminish the distinctive quality of 

Opposer’s HERO Marks, thereby causing dilution of Opposer’s famous HERO Marks in 

violation of Lanham Act Section 43(c), 15 U.S.C. § 1125(c), and in violation of Opposer’s rights 

under state dilution and unfair competition law.  As a result, the ability of Opposer’s HERO 

Marks to identify Opposer’s goods and services is weakened, thereby causing loss, damage, and 

injury to Opposer.  Such association will also harm the reputation of Opposer’s HERO Marks.  

For example, poor or inconsistent quality video, offensive content, or other potential issues with 

Applicant’s services are likely to reflect negatively upon, tarnish, and seriously injure the 

reputation which Opposer has established for the goods and services marketed under Opposer’s 

HERO Marks.  This will likely result in a loss of revenues to Opposer and damage to Opposer’s 

reputation and goodwill. 

25. Such use constitutes tarnishment, blurring, and disparagement of the 

HERO Marks and will diminish the value of the marks in violation of 15 U.S.C. §§ 1052, 

1063(a) and 1125(c).   

26. For the foregoing reasons, the registration sought by Applicant is contrary 

to the provisions of the Lanham Act, 15 U.S.C. §§ 1052 and 1125, and Opposer would be 

damaged thereby. 

WHEREFORE, Opposer prays that this Notice of Opposition be sustained and 

that the Application be rejected.     
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Respectfully submitted, 
FENWICK & WEST LLP 

 
Date:  January 27, 2016     /MJANSEN/   

Connie L. Ellerbach, Esq. 
Mark A. Jansen, Esq. 
Attorney for Opposer 
FENWICK & WEST LLP 
Silicon Valley Center 
801 California Street 
Mountain View, CA  94041 
(650) 988-8500 
trademarks@fenwick.com 
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Mark: HERO 

US Serial Number: 78369578 Application Filing Date: Feb. 18, 2

US Registration Number: 3308141 Registration Date: Oct. 09, 20

Register: Principal 

Mark Type: Trademark

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged. 

Status Date: Oct. 24, 2013

Publication Date: Dec. 12, 2006 Notice of Allowance Date: Mar. 06, 2

Mark Information

Goods and Services

Basis Information (Case Level)

Mark Literal Elements: HERO 

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Note:

The following symbols indicate that the registrant/owner has amended the goods/services:

• Brackets [..] indicate deleted goods/services;

• Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and

• Asterisks *..* identify additional (new) wording in the goods/services.

For: Photographic equipment, namely, film cameras and digital camera, camera housings and cases

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 0

Class Status: ACTIVE 

Basis: 1(a) 

First Use: Sep. 15, 2004 Use in Commerce: Sep. 15, 2
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Current Owner(s) Information

Attorney/Correspondence Information

Prosecution History

Filed Use: No Currently Use: Yes 

Filed ITU: Yes Currently ITU: No 

Filed 44D: No Currently 44D: No 

Filed 44E: No Currently 44E: No 

Filed 66A: No Currently 66A: No 

Filed No Basis: No Currently No Basis: No 

Owner Name: GOPRO, INC. 

Owner Address: 3000 CLEARVIEW WAY

BLDG E

SAN MATEO, CALIFORNIA UNITED STATES 94402 

Legal Entity Type: CORPORATION State or Country Where 

Organized:

DELAWAR

Attorney of Record 

Attorney Name: Connie L. Ellerbach Docket Number: 23769-000

Attorney Primary Email 

Address:

trademarks@fenwick.com Attorney Email Authorized: Yes 

Correspondent 

Correspondent 

Name/Address:

Connie L. Ellerbach

Fenwick & West LLP

801 California Street

Silicon Valley Center

Mountain View, CALIFORNIA UNITED STATES 94041 

Phone: 650-988-8500 Fax: 650-938-5

Correspondent e-mail: trademarks@fenwick.com Correspondent e-mail 

Authorized:

Yes 

Domestic Representative - Not Found 

Date Description Proceeding Number

Feb. 19, 2014 AUTOMATIC UPDATE OF ASSIGNMENT OF 

OWNERSHIP 

Oct. 24, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED 

Oct. 24, 2013 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 

ACK. 

78352 

Page 2 of 4Trademark Status & Document Retrieval
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Nov. 15, 2012 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED 78352 

Sep. 12, 2013 TEAS RESPONSE TO OFFICE ACTION-POST REG 

RECEIVED 

Nov. 30, 2012 POST REGISTRATION ACTION MAILED - SEC. 8 & 15 78352 

Nov. 19, 2012 CASE ASSIGNED TO POST REGISTRATION 

PARALEGAL 

78352 

Nov. 15, 2012 TEAS SECTION 8 & 15 RECEIVED 

Nov. 08, 2012 APPLICANT/CORRESPONDENCE CHANGES (NON-

RESPONSIVE) ENTERED 

88888 

Nov. 08, 2012 TEAS CHANGE OF OWNER ADDRESS RECEIVED 

Aug. 08, 2009 APPLICANT/CORRESPONDENCE CHANGES (NON-

RESPONSIVE) ENTERED 

88888 

Aug. 08, 2009 TEAS CHANGE OF OWNER ADDRESS RECEIVED 

Oct. 09, 2007 REGISTERED-PRINCIPAL REGISTER 

Sep. 05, 2007 LAW OFFICE REGISTRATION REVIEW COMPLETED 68171 

Sep. 04, 2007 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED 

Aug. 24, 2007 TEAS/EMAIL CORRESPONDENCE ENTERED 68171 

Aug. 24, 2007 CORRESPONDENCE RECEIVED IN LAW OFFICE 68171 

Aug. 24, 2007 ASSIGNED TO LIE 68171 

Jul. 30, 2007 TEAS RESPONSE TO OFFICE ACTION RECEIVED 

Jul. 30, 2007 TEAS CHANGE OF CORRESPONDENCE RECEIVED 

Jul. 11, 2007 NOTIFICATION OF NON-FINAL ACTION E-MAILED 

Jul. 11, 2007 NON-FINAL ACTION E-MAILED 

Jul. 11, 2007 SU - NON-FINAL ACTION - WRITTEN 76502 

Jul. 05, 2007 STATEMENT OF USE PROCESSING COMPLETE 64657 

Apr. 02, 2007 USE AMENDMENT FILED 64657 

Apr. 02, 2007 TEAS STATEMENT OF USE RECEIVED 

Mar. 06, 2007 NOA MAILED - SOU REQUIRED FROM APPLICANT 

Dec. 12, 2006 PUBLISHED FOR OPPOSITION 

Nov. 22, 2006 NOTICE OF PUBLICATION 

Oct. 24, 2006 LAW OFFICE PUBLICATION REVIEW COMPLETED 68658 

Oct. 20, 2006 ASSIGNED TO LIE 68658 

Oct. 18, 2006 APPROVED FOR PUB - PRINCIPAL REGISTER 

Oct. 21, 2005 LIE CHECKED SUSP - TO ATTY FOR ACTION 77978 

Mar. 30, 2005 REPORT COMPLETED SUSPENSION CHECK CASE 

STILL SUSPENDED 

77976 

Sep. 11, 2004 LETTER OF SUSPENSION E-MAILED 6332 

Sep. 11, 2004 SUSPENSION LETTER WRITTEN 76502 
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Maintenance Filings or Po st Registration Information

TM Staff and Location Information

Assignment Abstract Of Titl e Information - Click to Load

Sep. 08, 2004 ASSIGNED TO EXAMINER 76502 

Mar. 03, 2004 NEW APPLICATION ENTERED IN TRAM 

Affidavit of Continued Use: Section 8 - Accepted 

Affidavit of Incontestability: Section 15 - Accepted 

TM Staff Information - None 

File Location 

Current Location: TMEG LAW OFFICE 103 Date in Location: Oct. 24, 20

Proceedings - Click to Load
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EXHIBIT B  











































































































































    

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

EXHIBIT C  



































    

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

EXHIBIT D  








































