TTAB

BROC.1173M TTAB
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)~ Opposition No.:
PP
)
) Serial No.: 86/590,996
BROADCOM CORPORATION, ) Mark: WE CONNECT THE 'THINGS'
)
Opposer, ) I hereby certify that this correspondence is being
)  deposited with the United States Postal Service as
\Y4 ) first class mail in an envelope addressed to:
) Commissioner for Trademarks, P.O. Box 1451,
) Alexandria, Virginia 22313-1451 on the date
TESSOL, INC. DBA FIDERIS ) shownbelow:
)
Applicant. ; December 23, 2015
; @ oI

£ Subamyt. Natland

NOTICE OF OPPOSITION

12/29/2615 SGNINL  @UBDEBAS 111418  865989%

Trademark Trial and Appeal Board
81 FC:6482 390.08 WA

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

Dear Sir:

Broadcom Corporation, a California corporation, located and doing business at 5300 California
Avenue, Irvine, California 92617 (hereinafter referred to as “Opposer”) believes that it will be damaged
by the registration of U.S. Trademark Application Serial No. 86/590,996 for the mark WE CONNECT
THE "THINGS' in International Class 9 (hereinafter referred to as “Applicant’s Application), owned by
TesSol Inc. dba Fideris, a corporation organized under the laws of Texas, located and doing business at

1315 SE Grace Ave Ste 130, Battle Ground, Washington United States 98604 (hereinafter referred to as
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“Applicant”) and therefore opposes the same.

A description of Applicant’s application is as follows:

Mark: WE CONNECT THE 'THINGS'
Serial No.: 86/590,996
Goods: Electronic communications systems comprised of computer hardware and software for

the transmission of data between two points; Signal conditioning and communication
devices for industrial process control in Class 9

Filed: April 8,2015

Filing Basis: Intent to Use (Section1(b))

As grounds for opposition, it is alleged:

1. Opposer is a global leader in the computer, communications, networking, and electronic
industries and offers consumers a diverse product portfolio, including, but not limited to,
semiconductors, chipsets, firmware, processors, computer hardware and software for communication
systems, data processing equipment, storage and network controllers and devices, adapters, and other
solutions and products for numerous applications, including, but not limited to, networking,
communications, interoperability, computers, and consumer electronics as well as services in connection
with the aforementioned products including the design of computer hardware, computer software,
computer networks and semiconductors, among other services (“Opposer’s Goods and Services”).
Opposer has been offering its products and services in U.S. Commerce since at least as early as 1991and
has become very well-known. Opposer offers virtually its entire portfolio of products and services in
connection with its mark CONNECTING EVERYTHING® which it has been using in U.S. commerce
since at least as early as 2002.

2. Opposer is the owner of and relies on U.S. Trademark Registration No. 2,601,945 for the
mark CONNECTING EVERYTHING for “Computer hardware; integrated circuits; and software for
controlling and using integrated circuits” in International Class 9 and “Design of computer hardware,
integrated circuits, communications hardware and software, and computer networks for other” in
International Class 42 , which registered on the Principal Register on July 30, 2002. Said registration is
based on an application filed in the United States Patent and Trademark Office (“PTO”) on February 4,

2000. The registration date, filing date, and first use date of Opposer’s mark are all long before the filing
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' date of Applicant’s Application.
3. Opposer is also the owner of and relies on U.S. Trademark Registration No. 2,984,436

Connacting

everything
for the mark for “computer hardware, integrated circuits and software for

controlling and using integrated circuits” in International Class 9 and “design for others of computers,
integrated circuits, communications hardware and software, and networks” in International Class 42,
which registered on the Principal Register on August 16, 2005. Said registration is based on an
application filed in the PTO on August 14, 2001. The registration date, filing date, and first use date of
Opposer’s mark are all long before the filing date of Applicant’s Application.

4. Opposer is also the owner of and relies on U.S. Trademark Registration No. 3,787,269
for the mark CONNECTING EVERYTHING for “semiconductors; computer chipsets; semiconductors,
computer chipsets and computer software for communication, wireless communication and connectivity;
firmware for using and controlling wireless broadband communication technology and to enable
communication and wireless communication” in International Class 9, which registered on the Principal
Register on May 11, 2010 (collectively with Registration Numbers 2,984,436 and 2,601,945, the
“CONNECTING EVERYTHING® Marks™). Said registration is based on an application filed in the
PTO on September 28, 2009. The registration date, filing date, and first use date of Opposer’s mark are all
long before the filing date of Applicant’s Application.

5. True and correct copies of printouts from the electronic database records of the PTO
showing the current status and title of the registrations set forth in Paragraphs 2-4 for these trademarks,
as well as true and correct copies of the Certificates of Registration, are attached hereto as Exhibit A.

6. All of the registrations relied upon herein by Opposer are valid, subsisting, unrevoked,
and uncancelled. As such, Opposer’s registrations constitute prima facie evidence of the validity of these
registered marks, the registration thereof, and of Opposer’s ownership of the marks shown therein as

provided in Section 33(a) of the Trademark Act. All of Opposer’s registrations relied on herein



constitute constructive use of the marks shown therein, conferring a right of priority nationwide in effect,
as of the filing dates of the applications therefore as provided in Section 7(c) of the Trademark Act. The
filing dates of Opposer’s registrations and the dates of actual first use of the marks relied on herein are all
prior to the filing date of Applicant’s Application. All of Opposer’s registrations relied on herein also
constitute notice to Applicant of Opposer’s claim of ownership of the marks shown therein as provided in
Section 22 of the Trademark Act.

7. Opposer’s  Registration Nos.: 2,601,945; 2,984,436, 3,787,269 are incontestable.
Opposer’s incontestable registrations constitute conclusive evidence of the validity of the registered
mark, the registration thereof, and of Opposer’s ownership of the mark shown therein, as provided in
Section 33(b) of the Trademark Act.

8. Since long prior to the filing date of Applicant’s Application, Opposer has continuously
used and promoted the CONNECTING EVERY THING® Marks in interstate commerce in connection with
Opposer’s Goods and Services. By virtue of Opposer’s continuous and substantial use, the CONNECTING
EVERYTHING® Marks have become identifiers of Opposer and Opposer’s Goods and Services, and
distinguish Opposer’s goods and services from the goods and services of others. As a result, Opposer has
built up, at great expense and effort, valuable goodwill and consumer recognition in its CONNECTING
EVERYTHING® Marks.

9. In addition to the protection afforded Opposer by its federal trademark registrations,
Opposer has extensive common law rights in the CONNECTING EVERY THING® Marks throughout the
United States in connection with Opposer’s Goods and Services. Such common law rights in the
CONNECTING EVERYTHING® Marks were established long before and predate the filing date of
Applicant’s Application.

10. Upon information and believe, Applicant has not used the WE CONNECT THE
"THINGS' mark in U.S. Commerce.

11. Applicant’s WE CONNECT THE 'THINGS' mark is confusingly similar to Opposer’s



‘ CONNECTING EVERYTHING® Marks for which Opposer is very well-known. Applicant’s Mark shares
similar sound, meanings and commercial impressions as Opposer’s CONNECTING EVERYTHING®
Marks. Moreover, the goods covered under Applicant’s Application are identical to or highly related to the
goods and services offered and registered by Opposer under its CONNECTING EVERY THING® Marks,
and the respective goods and services are marketed or will be marketed to the same consumers and potential
consumers in the same channels of trade.

12. Opposer will be damaged by the registration of Applicant’s WE CONNECT THE
'THINGS'  application in that the WE CONNECT THE 'THINGS' mark so resembles Opposer’s
CONNECTING EVERYTHING® Marks registered in the PTO, and in which Opposer owns common law
trademark and service mark rights, as to be likely, when used on or in connection with the Applicant’s
Goods, as to cause confusion, or to cause mistake or to deceive within the meaning of Section 2(d) of the
Trademark Act, 15 U.S.C. § 1052(d).

13. In view of Opposer’s prior rights in its CONNECTING EVERYTHING® Marks,
Applicant is not entitled to registration of the WE CONNECT THE 'THINGS' mark pursuant to Section
2(d) of the Trademark Act, 15 U.S.C. § 1052(d).

PRAYER FOR RELIEF

WHEREFORE, Opposer prays that U.S. Trademark Application Serial No. 86/590,996 be
rejected and stricken, that no registration be issued thereon to Applicant, and that this Opposition be

sustained in favor of Opposer.



Please charge Deposit Account No. 11-1410 to cover the opposition fee and any additional fees

which may be required, or credit any overpayment to this account.

Respectfully submitted,

KNOBBE, MARTENS, OLSON & BEAR, LLP

Dated: \&‘35‘\)/ B%

SGsan M. and

Charlene Azema

2040 Main Street, 14" Floor
Irvine, CA 92614

(949) 760-0404
efiling@knobbe.com
Attorneys for Opposer,
Broadcom Corporation

22318137



CERTIFICATE OF SERVICE

I hereby certify that I served a copy of the foregoing NOTICE OF OPPOSITION upon
Applicant by depositing one copy thereof in the United States Mail, first-class postage prepaid on
December 23, 2015 addressed as follows:

TESSOL, INC
1315 SE Grace Ave., Ste. 130
Battle Ground, WASHINGTON 98604-3529

%/770& ?@8 Cu,q/@

Pamela Pascual

22318137
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Int. Cls.: 9 and 42

Prior U.S. Cls.: 21, 23, 26, 36, 38, 100, and 101
United States Patent and Trademark Office

Reg. No. 2,601,945
Registered July 30, 2002

TRADEMARK
SERVICE MARK
PRINCIPAL REGISTER

CONNECTING EVERYTHING

BROADCOM CORPORATION (CALIFORNIA
CORPORATION)

16215 AITON PARKWAY

IRVINE, CA 926183616

FOR: COMPUTER HARDWARE; INTEGRATED
CIRCUITS; AND SOFTWARE FOR CONTROLLING
AND USING INTEGRATED CIRCUITS , IN CLASS 9
(U.S. CLS. 21, 23, 26, 36 AND 38).

FIRST USE 3«13—2002; IN COMMERCE 3-13-2002.

FOR:; DESIGN OF COMPUTER HARDWARE,
INTEGRATED CIRCUITS, COMMUNICATIONS
HARDWARE AND SOFTWARE, ANID COMPUTER
NETWORKS FOR OTHERS, IN CLASS 42 (U.S. CLS.
100 AND 101).

FIRST USE 3-14-2002; IN COMMERCE 3-14-2002.
SN 75-909,155, FILED 2-4-2000.
KELLY BOULTON, EXAMINING ATTORNEY




Int. Cls.: 9 and 42

Prior U.S. Cls.: 21, 23, 26, 36, 38, 100 and 101

United States Patent and Trademark Office

Reg. No. 2,984,436
Registered Aug. 16, 2005

TRADEMARK
SERVICE MARK
PRINCIPAL REGISTER

Connecting

everything

BROADCOM CORPORATION (CALIFORNIA
CORPORATION)

16215 ALTON PARKWAY

IRVINE. CA 926183616

FOR: COMPUTER HARDWARE, INTEGRATED
CIRCUITS AND SOFTWARE FOR CONTROLLING
AND USING INTEGRATED CIRCUITS, IN CLASS 9
(U.S. CLS. 21, 23, 26, 36 AND 38).

FIRST USE 3-13-2002; IN COMMERCE 3-13-2002.

FOR: DESIGN FOR OTHERS OF COMPUTERS,
INTEGRATED CIRCUITS, COMMUNICATIONS
HARDWARE AND SOFTWARE, AND NETWORKS,
IN CLASS 42 (US. CLS. 100 AND 101).

FIRST USE 3-14-2002; IN COMMERCE 3-14-2002.

SER. NO. 76-300,157, FILED 8-14-2001.

JIM RINGLE, EXAMINING ATTORNEY



@ﬁi’iﬂl

States of Ampy;,

Hnited States Patent and Trabemark Office ‘?

Reg. No. 3,787,269
Registered May 11, 2010
Int. CL.: 9

TRADEMARK
PRINCIPAL REGISTER

Director of te Ustited Stutes Prientanc Ladeaiak Office

CONNECTING EVERYTHING

BROADCOM CORPORATION (CALIFORNIA CORPORATION)
5300 CALIFORNIA AVENUE
[RVINE, CA 92617

FOR: SEMICONDUCTORS: COMPUTER CHIPSETS; SEMICONDUCTORS, COMPUTER
CIIPSETS AND COMPUTER SOFTWARE FOR COMMUNICATION, WIRELLSS € OMMU-
NICATION AND CONNECTIVITY; FIRMWARE FOR USING AND CONTROLLING WIRE-
LESS BROADBAND COMMIUNICATION TECHNOT.OGY AND TO ENABIL.E COMMI INIC-
ATION AND WIRELESS COMMUNICATION, IN CLASS 8 (U.S. CLS. 21, 23, 26, 36 AND 38).
FTIRST TISF 3-14-2002; IN COMMERCE 3-14-2002

TIT MARK CONSISTS OF STANDARD CIIARACTERS WITHOUT CLAIM TO ANY PAR-
[ICULAR FONT, STYLE, SIZE, OR COLOR.

OWNER OF U.S. REG. NOS. 2,601,945 AND 2,984.436.
SER. NO. 77-836,383, FILED 9-28-2009.

TUDITH HELFMAN, EXAMINING ATTORNEY



Knobbe |Martens

INTELLECTUAL PROPERTY LAW

KNOBBE MARTENS OLSON & BEAR LLP 2040 Main St., 14th F1., Irvine, CA 92614
T (949) 760-0404

Trademark Trial and Appeal Board
Commissioner for Trademarks
P.O. Box 1451

Alexandria, VA 22313-1451

CERTIFICATE OF MAILING BY "EXPRESS MAIL"

Attorney Docket No. BROC.1173M

Applicant TESSOL, INC. DBA FIDERIS
Application No. 86/590996

Attorney Susan Natland

Mark WE CONNECT THE ‘THINGS’
"Express Mail"

Mailing Label No. EV 648172160 US

Date of Deposit : December 23, 2015

| hereby certify that the accompanying Notice of Opposition and Exhibits is addressed to the United
States Patent and Trademark Office, Trademark Trial and Appeal Board, Commissioner for Trademarks, P.O.
Box 1451, Alexandria, VA 22313-1451, and is being deposited with the United States Postal Service “Express

Mail Post Office to Addressee” service on the date indicated above.

Ralph Auble

22343789
122315
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