Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA705068
10/28/2015

ESTTA Tracking number:
Filing date:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

CPC Intellectual Property, Inc.

Granted to Date
of previous ex-
tension

10/28/2015

Address

2 Cumberland Street
Brooklyn, NY 11205
UNITED STATES

Attorney informa-
tion

Amy F. Divino

Cozen O'Connor

277 Park Avenue

New York, NY 10172

UNITED STATES

adivino@cozen.com, cbranka@cozen.com, tmdocketing@cozen.com
Phone:212-883-4909

Applicant Information

Application No

86305765 Publication date 06/30/2015

Opposition Filing
Date

10/28/2015 Opposition Peri- 10/28/2015

od Ends

Applicant

Raw Organics, Inc.
387 8TH AVE

New York, NY 10001
UNITED STATES

Goods/Services Affected by Opposition

getables

Class 032. First Use: 2014/03/21 First Use In Commerce: 2014/03/21

All goods and services in the class are opposed, namely: Prepared entrees consisting of fruit drinks
and fruit juices, fruit-based beverages, non-alcoholic beverages containingfruit juices, non-alcoholic
fruit extracts used in the preparation of beverages, non-alcoholic fruit juice beverages, vegetable
juices, vegetable-fruit juices and smoothies; Smoothies, all containingraw and organic fruits and ve-

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act section 2(d)

Dilution

Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3945984 Application Date 06/11/2009



http://estta.uspto.gov

Registration Date | 04/12/2011 Foreign Priority NONE
Date

Word Mark IN THE RAW

Design Mark

IN THE RAW

Description of
Mark

The mark consists of the wording "IN THE RAW" in stylized form.

Goods/Services

Class 032. First use: First Use: 2009/11/25 First Use In Commerce: 2009/11/25
Soft drinks; non-alcoholic beverages, namely, carbonated beverages

U.S. Registration | 2121724 Application Date 01/10/1997

No.

Registration Date | 12/16/1997 Foreign Priority NONE
Date

Word Mark SUGAR IN THE RAW

Design Mark

SUGAR

IN THE
RAW

Description of
Mark

NONE

Goods/Services

Class 030. First use: First Use: 1970/12/16 First Use In Commerce: 1970/12/16
turbinado sugar

U.S. Registration | 4222991 Application Date 07/26/2011

No.

Registration Date | 10/09/2012 Foreign Priority NONE
Date

Word Mark

STEVIA IN THE RAW




Design Mark

Description of
Mark

The mark consists of the wording "STEVIA IN THE RAW" with a leaf design at
the end of the word "STEVIA".

Goods/Services

Class 030. First use: First Use: 2011/12/00 First Use In Commerce: 2011/12/00
Natural sweeteners and sugar substitutes

U.S. Registration | 4095548 Application Date 01/31/2011

No.

Registration Date | 02/07/2012 Foreign Priority NONE
Date

Word Mark AGAVE IN THE RAW

Design Mark

Description of
Mark

The mark consists of the wording "AGAVEIN THE RAW" in stylized form with
the design of a plant appearing to the right of the word "AGAVE".

Goods/Services

Class 030. First use: First Use: 2011/07/00 First Use In Commerce: 2011/07/00
Natural sweeteners; sugar substitutes

U.S. Registration | 4377661 Application Date 08/09/2012

No.

Registration Date | 07/30/2013 Foreign Priority NONE
Date

Word Mark

MONK FRUIT IN THE RAW




Design Mark

MONK FRUT'TL
IN THE 5

Description of
Mark

The mark consists of the words "MONK FRUIT IN THE RAW" in stylized letters
withtwo pieces of monk fruit appearing below the word "FRUIT".

Goods/Services

Class 030. First use: First Use: 2012/09/24 First Use In Commerce: 2012/09/24
Natural sweeteners; sugar substitutes; all goods incorporating monk fruit

U.S. Registration | 4796669 Application Date 08/19/2014

No.

Registration Date | 08/18/2015 Foreign Priority NONE
Date

Word Mark HONEY IN THE RAW

Design Mark

Description of
Mark

The mark consists of the wording "HONEYIN THE RAW" in stylized capital let-
tersappearing in a stacked formation against a black background. To the right of
the "Y" in "THONEY" is a bee, and below is a honey dipper from which two drops
of honey are hanging.




Goods/Services

Class 030. First use: First Use: 2014/12/00 First Use In Commerce: 2014/12/00
Honey; organic honey

U.S. Registration | 4573578 Application Date 07/11/2013

No.

Registration Date | 07/22/2014 Foreign Priority NONE
Date

Word Mark

ORGANIC WHITE SUGAR IN THE RAW

Design Mark

Description of
Mark

The mark consists of the wording "Organic White" in stylized letters centered
above the wording "SUGAR IN THE RAW" in large stylized capital letters in a
stacked formation. To the right of the word "SUGAR" is a design of a sugar
stalk.

Goods/Services

Class 030. First use: First Use: 2014/03/24 First Use In Commerce: 2014/03/24
Organic sugar

U.S. Registration | 4799285 Application Date 01/14/2015

No.

Registration Date | 08/25/2015 Foreign Priority NONE
Date

Word Mark

SUGAR IN THE RAW ORGANIC WHITE

Design Mark

SUGAR IN THE RAW ORGANIC
WHITE

Description of

NONE




Mark
Goods/Services Class 030. First use: First Use: 2014/03/24 First Use In Commerce: 2014/03/24
Organic sugar
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /AFD/
Name Amy F. Divino
Date 10/28/2015




Ally. Dkt Na. 3733220600

IN THE UNITED STATES PATENT AND TRA DEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPFAL BOARD

In the Matter of Trademark Application Serial No.: 86:105 i
For the Mark: RAW ORGANICS EAT TO LIVE & Design
Puhltshed in the €#icief Gazere on June 30, 2015

CPC Intelicetual Property, Ine.,

Opposer, .
Opposition No.,:
v,
Raw Crgamics, [ne.,
Applicane,
NOTICE OF OPPOSITION

CPC Intellectual Property, Tne. thereinatter “Opposer™), a New Yark corparation, having
its prinvipal place of business at 2 Cumberland Street, Brooklyn, New York, 11205, helieves i
will be damaged by registration of the mark RAW ORGANICS EAT TO LIVE & Design as
shown in Application Serial No. 86/305,763 in the name of Raw Crrganies, Ine., havinp an
address of 387 8™ Avenue. Now York, New York 10001 (hereinafter “Applicant™). and hereby
Gpposes the same,

The grounds for opposition are as follows:

Applicant and the RAW ORGANICS EAT TO LIVE & Dresivn Mark

13 Lipun information and belief, Applicant is the owner ol the following application:

T AL 230N



B6/303,765 June 1002004 Class 32: Prepared entrecs
; consisting of fruit donks and
‘ fruit juices. fruit-hased
beverages, non-afeoholic

beverages containing 1Tuit
juices, non-aleohnlic fruit
extracls used in the preparalion
of beverages. non-alcoholiy
fruir fuice beverages, vepctable
Juiges, vegetable-truil juices and
smoothics; Smoothics, all
comlalning raw and organic
fruits and vegelubles

i [

Application Serial No, 86:305.765 is hereinafter referred to as the © 765 Application.”

Ry L. pon intormation and beliel, Applicant filed the “765 Application in the
LS. Patent and Trademark Oftice (*PTO™) on June 16, 2014, relying on a claim ol actual use of
the RAW ORGANICS AT TO LIVE & Desten mark in commerce since March 21, 2014,
under Seetion 1a) of the Tradermark Act.

3 Applicant is not connected 1w Opposer in any way, and has not been authorized by
Crpposer to use and/or seck o register the RAW ORGANICS EAT TO LIVE & Design mark.

4% The 765 Application was published for oppasition in the (il Crazeite ol the
PTG dated June 30, 2015

3) Opposer has been granted an extension of time hv the Trademark Trial and
Appeal Board to file 4 Notice of Opposition against the * 763 Application, to and including

Oclober 28, 20 5,

[.EGar 2700,



Upposer and its Marks

(4 Long prior to the (iling date of the * 763 Application and prior to the ulleged first
use of the RAW ORGANICS EAT TO TIVE & Des; gn mark, Opposer, and its predecessor in
interest, have continuously used and tederally registered dozens of trademarks incorporating the
lerm "RAW™ for use in connection with the manuiacture, sale and distnibution ol beverapes,
sugars, sweeteners and other food and beverage products ngluding, but not limited to. TN THE
RAW for beverages, SUGAR IN TIIE RAW for sugar. STEVIA [N THE RAW for natural
sweetencrs, AGAVE IN THE RAW for natural sweeteners, MONE FRUITTIN I'HE RAW for
natural sweeteners and HONEY IN TIE RAW for urganic honey,

7 Additionally, Opposer has continuously used and is the owner of federally
registervd marks incorporating the terms “RAW™ and "ORGANIC” namely, ORGANIC
WIHTTE SUGAR TN THE RAW and SUUGAR TN THE RAW ORGANIC WHITE, both for
OTZanic sitgar,

8) Opposer uses and owns federally registered marks incorporating the terms
"RAWT andior SORGANIC for beverage products and lor use in connection with heverage
products. Said use and registration pre-date Applicant’s filing date and Applicant’s alleged first
use of the RAW ORGANICS EAL IO LIVE & Design mark.

N For the Tast 45 vears, Opposer has used and registered s trademarks in a
distinctive stengil font shown in the chart set forth below in Paragraph 10

1) Opposer is the owner of more than 40 active tilings on record 1n the TTOY for its
marks incorporating the terms “RAW™ andior “ORGANIC,™ including, bul not limited to, the

following valid and subsisting trademark registrations:

e

LD AT 2700 | )



IN THE RAW;

3,945 984

-‘
|

THE
RAW

Class 320 Soft drinks; non-
alcoholic boverages, namely,
carbonated beverages

Class 30k Turbinado sugar

4,222,991

Class 3600 Nateral sweeleners and
sugar subsiitules

4043, 548

Class 30: Naturai sweetencrs:
SUgar suibstitutes

R
i * i or
AW

4.377,661

(tass 3k Natural sweetcners:
sugar substitutes; all goods :
incorporating meonk fruit |

4,706,669

Class 30: Honey: organic honey

L .

LA AL 24700 | G




4,573,578 s Class 300 Orpanie susar
SUGAR IN TIIE RAW 4,790 285 Class 3{: Organic supar _
ORGANIC WHITE J

True and correct copies of printouts from the PTO online Trademark Flecironic Search Svatemn
[ 1TE55) database showing the atoresaid registrations are annexed hereto as Fxhibit A

Iy Opposer's LLS. registrations for the marks listed in the chart in Paragraph 10
above are valid and enlorceable. Opposer’s exclusive nights in 1.8 [rudemark Registration No.
2,121,724 arc incontestahle pursuant 1o 15 L.8.€. §81064 and 1115(b). The marks listed in the
chart un Paragraph 10 above are hereinalter collectively referred o as “Opposer’s Marks,”

12} Opposer has extensively used and promaoted Opposer’s Marks both individually
and collectively. Through this extensive pse and promotion, Oppaser’s Marks have all come
be recopnized by the relevant public as wentifying goods uriginating from and beiny associated
exclusively with Opposcr, and Opposer has built up coomtous goodwill in Opposer’s Marks,
Beeause of such use and promotion, Upposer's Marks have acquired a secondary meaning in the
minds of the public in connection with Opposer and the goods of Opposer,

13y Opposer’s nghts in Opposer’s Marks are prior and superior to any rights

Applicant may claim in Applicant’s mark,

VRS AL 24 700 i



14)  Additonally, by virme of the lontg. comtinucus, exclusive and widespread yse by
Upposer. Opposer’s SUGAR IN THE RAW mark has become well-known and tamous and is

entitled 10 a broad scope of protection.

COUNT I: Likelibood of Conlusion

15)  Applicant’™s RAW ORGANICS FAT TO LIVE & Desi gn mark s confusingly
similar to Opposer’s Marks in appearance, sound, meaning and overall commercial impression.

161 The goods identificd in the - 765 Application arc identical. similar and’or are
related to Opposer’s goods, and may be offered 1o the same. substantially the same, or related
classes ol purchasers.

L7y Applicant™s RAW ORGANICS EAT 1O LIVE & Design mark, as appliad o the
zoods Identified in the *763 Application, is cenfusingly similar to Opposer’s Marks, as applicd 1o
Lhe goods of Opposer, and is likely to cause confusion, mistake, or deception amongst the
general and consuming public as to whether Applicant’s goods originate with Opposer, or are
licensed. authorized or sponsored by Oppeser or are promoted with Opposer’s approval in
violation of Scetion 2(dY of the Lanham Acr, 15 180, S1032(d),

COUNT IT: Dilution

18)  Opposer’s SUGAR IN THE RAW mark became famous well pricr to the June 10,
2014 liling date of the *765 Application and the Murch 21, 2014 date of [ir 1se that has hecn
alleged by Applicant.

19}y Registration and vse of the RAW ORCGANICS LAT TO LIVE & Dresign mark iz
likely tor cause dilution of the distinelive quaiity of Opposer’s famous SUGAR IN TIHE RAW

mark in violation of Section 43¢c) of the Lanham Act, 13 U500 511230

_6 -
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20} By reason ol the forcgoing, Opposer will be damaged by Applicant’s repisitalion
of the RAW ORGANICS EAT 10 LIVE & Design mark.
21) Opposer herehy gives notice that at any hearing and on atny appeal of this
upposition procecding it will rely om its registeations sunexed hereto as Exhibit A
WLHILRLI-ORFE, Opposer respectfully requests that the *765 Application be
refused. that no registration be issucd thereon to Applicant, and that this apposition be sustamed
in favor of Opposer.
Opposer hercin appoints Amy F. Divino and David . Sunshine. mermbers of the
Bar ol the State of New York, its attorneys to prosecute the above apposition with full puswvers of
substiution and revocation and to transact all business in the U S. Patent and Trademark Oflice
connected therewith: correspondence address: Cozen O°Connor. 277 Park Avenue. Now York,
New York 10172, tel. (2123 883-4909, fux (8661 830-749%, e-mails wli ino TANTYASIRR IS
Respectfully submitteg,

CPC Intellectual Progerty, Ine.

Dated: Cetober 28, 2015 RBy:

David B. Sunshine, Esg.
Coazen O Connor

277 Park Avenue

Mow York, Mew York 10172
el (2127 883-4904

[ux: (8603 850-7498

E-mall: adivinoiideoren com
Conmsel for Opposer

L2 CrA 24700 00|



CERTIFICATE OF SERVICE

I hereby contily that on Outober 28. 2013, T caused true and correet copies of
the forepoing document to be served by first clays mail upon Applicant, by causing true and
comrect copics thereof to be deposited in the Uniled States mail. postape prepaid. addressed o

hoth Applicant and Appiicant’s correspondent of record as follaws:

Attn: President
Raw Orpanics, lne,
387 81 Avenue
New York, New York [(W0]

Raw Organics. Tne,
¢fo Corporate Scrvice Rureau
283 Washington Avenue
Albany, New York 12206-3012

AR RP R HIE |
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Fublished for
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To27a113

January 10 1557

14

18

Senlermazr 23 1947
o217 24
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