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Filing date: 10/07/2015

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Blake R. Loper
Union Pacific Railroad Company

Granted to Date 10/10/2015
of previous ex-
tension

Address 1400 Douglas St., MS 1580
Omaha, NE 68179
UNITED STATES

Party who filed
Extension of time | Union Pacific Railroad Company

to oppose

Relationship to The individual requesting the extension of time in which to file the opposition
party who filed neglected to include attorney Loper's name in the request.

Extension of time

to oppose

Attorney informa- | Blake R. Loper

tion Union Pacific Railroad Company

1400 Douglas St., MS 1580

Omabha, NE 68179

UNITED STATES

trademark@up.com Phone:4025444903

Applicant Information

Application No 86579067 Publication date 08/11/2015
Opposition Filing 10/07/2015 Opposition Peri- 10/10/2015
Date od Ends

Applicant Old Toledo Brands, Inc.

240 West 37th Street
New York, NY 10018
UNITED STATES

Goods/Services Affected by Opposition

Class 025. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Work clothing, namely, jackets,
shirts,t-shirts, tops, pants and bottoms made of high visibility light reflecting fabric; tops and bottoms
made of cotton and cotton-blend fabric; clothing made from high visibility fabric, namely, overalls,
tops and bottoms

Grounds for Opposition

| False suggestion of a connection Trademark Act section 2(a)



http://estta.uspto.gov

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution

Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration | 3398854 Application Date 12/31/2002

No.

Registration Date | 03/18/2008 Foreign Priority NONE
Date

Word Mark UNION PACIFIC

Design Mark

UNION
PACIFIC

Description of
Mark

NONE

Goods/Services

Class 008. First use: First Use: 1990/00/00 First Use In Commerce: 1990/00/00

Hand tools, namely, wrenches; hand tools, namely, socket sets; hand tools,
namely, socket and screwdriver sets; hand tools, namely, sets of screwdrivers,
pliers, wrenches and tape measures; multi-function hand tools comprised of
screwdrivers, knives, pliers, files and can openers; multi function hand tools
comprised of scissors, files and knives; pocket knives; hunting knives; hand
tools, namely,automotive ice scrapers; travel kits consisting of scissors and
manicure implements, namely, nail files and nail clippers

Class 009. First use: First Use: 1993/00/00 First Use In Commerce: 1993/00/00

Video tapes featuring railroad related topics; personal radios; disposable camer-
as; personal CD players; laser pointers; decorative magnets; computer peripher-
al mouse pads; personal security alarms; modem cables; telephone cables;
thermometers not for medical use; eyeglass security chains; tape measures; tire
pressuregauges; leather and leather-like CD cases

Class 011. First use: First Use: 1990/00/00 First Use In Commerce: 1990/00/00
Electric indoor grills; flashlights; electric lanterns; oil lanterns; and lamps

Class 012. First use: First Use: 1996/00/00 First Use In Commerce: 1996/00/00
[ License plate holders ]

Class 014. First use: First Use: 1980/00/00 First Use In Commerce: 1980/00/00
Desk clocks; wall clocks; and medallions of precious metals




Class 016. First use: First Use: 1930/00/00 First Use In Commerce: 1930/00/00
Paperweights; leather and leather-like photo albums; leather and leather-like
checkbook covers; leather and leather-like stationary-type portfolios; leather and
leather-like travel document holders; cardboard coasters, desktop business card
holders; stickers; and maps

Class 018. First use: First Use: 1990/00/00 First Use In Commerce: 1990/00/00
Luggage; leather and leather-like briefcases; hanging luggage bags; suitcases;
gym bags; backpacks; saddles; umbrellas;leather and leather-like wallets; leath-
er and leather-like clutch purse; travelkits sold empty; leather and leather-like
briefcase-type portfolios; leather and leather-like business card cases; leather
and leather-like key-chains; leatherand leather-like luggage tags; children's
backpacks; Fanny packs

Class 020. First use: First Use: 1993/00/00 First Use In Commerce: 1993/00/00

Picture frames; clip holders for badges; non-electric fans for personal use; hand
held paper fans

Class 021. First use: First Use: 1993/00/00 First Use In Commerce: 1993/00/00
Wind chimes; leather and leather-like coasters; barware of crystal and glass,
namely, drinking glasses; plastic water bottles sold empty; candy dishes of crys-
tal or glass; thermal insulated containers for beverages; thermal insulated
wrapsfor cans and bottles; kitchen utensils,namely, ice cream scoops; cutting
boards of wood and plastic; barbecue tool sets of fork, spatula and tongs; and
insulated lunch bags

Class 022. First use: First Use: 1999/00/00 First Use In Commerce: 1999/00/00
Lanyards for holding badges

Class 024. First use: First Use: 1990/00/00 First Use In Commerce: 1990/00/00
Bed blankets; afghans; cloth flags; beach towels; and plastic place mats

Class 025. First use: First Use: 1975/00/00 First Use In Commerce: 1975/00/00
Leather and leather-like jackets; children's rompers; children's overalls; T-shirts;
sweaters; earmuffs; and visors

Class 026. First use: First Use: 1960/00/00 First Use In Commerce: 1960/00/00
Cloth patches for clothing

Class 028. First use: First Use: 1990/00/00 First Use In Commerce: 1990/00/00
Scale model trains, battery operated toy trains, wind-up toy trains, soft sculpture
plush toys, bean-bag toys, wooden toy trains, yo-yos, dominoes, golf clubs,sport

balls, snow globes, sporting goods, namely, toss discs, children's wire construc-
tion activity toys, bubble makingtoys, musical toys and toy whistles

U.S. Registration | 3105474 Application Date 12/31/2002

No.

Registration Date | 06/20/2006 Foreign Priority NONE
Date

Word Mark UNION PACIFIC

Design Mark

N\

Description of
Mark

NONE

Goods/Services

Class 014. First use: First Use: 1995/00/00 First Use In Commerce: 1995/00/00




Desk clocks; watches; ornamental pins; belt buckles of precious metal for cloth-
ing; medallions of precious metal

Class 016. First use: First Use: 1997/00/00 First Use In Commerce: 1997/00/00
Stickers; posters; calendars; pens
Class 021. First use: First Use: 1997/00/00 First Use In Commerce: 1997/00/00

Mugs; plates; lunch boxes; thermal insulated containers for beverages; coaster-
snot of paper and not being table linen

Class 024. First use: First Use: 1997/00/00 First Use In Commerce: 1997/00/00
[ golf towels ]

Class 025. First use: First Use: 1990/00/00 First Use In Commerce: 1990/00/00
T-shirts; golf shirts; clothing caps; parkas; shirts; jackets; vests

Class 028. First use: First Use: 1999/00/00 First Use In Commerce: 1999/00/00
toy model train sets and golf accessories, namely, divot repair tools

U.S. Registration | 3242545 Application Date 08/31/2006

No.

Registration Date | 05/15/2007 Foreign Priority NONE
Date

Word Mark UP

Design Mark

Description of NONE

Mark

Goods/Services Class 028. First use: First Use: 2006/06/30 First Use In Commerce: 2006/06/30
Toy model train sets

Class 039. First use: First Use: 1979/12/31 First Use In Commerce: 1979/12/31
Freight transportation by train

Attachments 76479579#TMSN.png( bytes )
76479583#TMSN.png( bytes )
78965167#TMSN.png( bytes )
Opposition - UP Safety Wear.pdf(2168852 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Blake R. Loper/
Name Blake R. Loper




Date 10/07/2015




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

IN THE MATTER OF APPLICATION SERIAL NO. 86-579,067
PUBLISHED IN THE OFFICIAL GAZETTE ON AUGUST 11, 2015

Union Pacific Railroad Company,
OPPOSITION NO.
Opposer,

VS,
NOTICE OF OPPOSITION
Old Toledo Brands,

e Mg Mt Nt M N e Nt e

Applicant.

TO THE COMMISSIONER OF PATENTS AND TRADEMARKS:

Union Pacific Railroad Company (“Opposer”), a corporation organized and existing
under the laws of the state of Delaware, with offices located at 1400 Douglas St., Omaha,
Nebraska 68179, believes that it will be damaged by registration of the mark shown in
Application Serial No. 86-579,067 (the “Application”) and hereby opposes the same.

As grounds for opposition, it is alleged that:

1. Old Toledo filed a trademark application assigned Application Serial No. 86-579,067 {the

“Application”) in the United States Patent and Trademark Office (‘USPTO”) on March 27,

2015 to register the mark U.P. Safety Wear (“Applicant's Mark”) for use in connection

with “Safety clothing for work environments, namely, reflective and illuminated jackets,

shirts, t-shirts, tops, pants and bottoms made from high-visibility fabric; safety garments,
namely, coveralls, tops and bottoms” in International Class 9 and “Work clothing,
namely, jackets, shirts, t-shirts, tops, pants and bottoms made of cotton and cotton-blend
fabric; clothing made from high visibility fabric, namely, overalls, tops and bottoms” in

[nternational Class 25 (the “Applicant's Goods”).




. The Application filed by Applicant on March 27, 2015 is based on Applicant's intent to

use the Applicant’s Mark on Applicant's Goods.

. The Application for the Applicant’s Mark was published for opposition in the USPTO’s
Official Gazette on August 11, 2015. On September 11, 2015, the Opposer timely filed a
request for a thirty (30) day extension of time to oppose the Application. The request

was granted, giving Opposer until October 10, 2015 to file this Opposition.

. The Opposer is a well-known Class | railroad established in 1862 operating in 23 states

in the Western two-thirds of the United States.

In addition to providing transportation by railroad, Opposer owns numerous trademark
registrations, including U.S. Trademark Registration Nos. 3,398,854 and 2,666,974 for
UNION PACIFIC AND SHIELD DESIGN; 3,105,474 for UNION PACIFIC AND WINGED
SHIELD DESIGN; and 3,242 545 for UP (the “Opposer's Marks”). Copies of USPTO

records showing the current active status of the Marks are attached hereto as Exhibit A.

. Opposer has used the Marks in association with goods and services and has timely filed

Combined Declarations of Use in Commerce and Applications for Renewal under
Sections 8 and 9 for the Marks. More specifically, Opposer has used and continues to
use the Marks on various types of apparel in Class 25 including t-shirts, tennis shirts,
ties, training suits, vests, wind resistant jackets, jackets, coats, baseball caps, bandanas,
clothing caps, gloves, golf shirts, hats, jackets, neck ties, parkas, scarves, sweat shirts,
leather and leather-like jackets, children's rompers, children's overalls, sweaters,
earmuffs and visors. Specimens of some of these items are attached hereto as Exhibit

B ("Opposer’'s Goods”).

. The Opposer's filing dates and first use dates for the Opposer's Marks are earlier than

the filing date for Applicant’s Mark.




8.

9.

10.

11.

12.

13.

14.

Priority is not an issue in this case, as both the Opposer's filing dates and Opposer's first

use dates precede the filing date of Applicant’s Intent to Use Application.

Applicant’s Mark is confusingly similar in sound, meaning and appearance to the
Opposer’s Marks. The Applicant’s registration and use of U.P. SAFETY WEAR is likely
to create confusion, mistake or deception in the minds of prospective purchasers as to

the origin or source of the Opposer's Goods associated with the Marks.

The Applicant’s Goods are closely related to and are in the natural zone of expansion of
the Opposer’'s Goods. The Opposer’'s Goods are advertised and sold online and in a

retail store located at Opposer’s corporate headquarters in Omaha, Nebraska.

The Opposer's Goods and the Applicant's Goods are sold in the same channels of trade
and are likely to be viewed by the same customers, including those who buy Opposer's

Goods with which Opposer's Marks are used.

Purchasers familiar with the Opposer's Goods are likely to mistakenly believe that
Applicant’'s Goods are sponsored by, authorized, endorsed, affiliated with or otherwise
approved by the Opposer because the Applicant’s Mark sought to be registered and

used by the Applicant is confusingly similar to Opposer's UP marks.

For the foregoing reasons, the registration sought by Applicant is contrary to the
provisions of Section 2 of the Lanham Act in that it is likely that the Applicant's mark,
when used on or in connection with the Applicant's goods, may cause confusion,
mistake, or may deceive consumers, and Opposer believes that it would suffer damage

thereby.

On information and belief, at the time the Applicant filed the Application, Applicant did

not have ‘actual use of Applicant's Mark as a trademark with Applicant’s Goods.




15. Applicant’s Application should not be granted because it was not filed based on
Applicant’s actual use of Applicant's Mark as a trademark with all of the applied-for
Applicant’'s Goods, and on information and belief, Applicant has not satisfied the use
requirements of Trademark Act Section 1(a) and related Trademark Rules and

Regulations.

16. For the foregoing reasons, the Application sought by the Applicant is contrary to the
provisions of Section 2 of the Lanham Act and the Opposer believes that it will be

damaged thereby.

17. WHEREFORE, Opposer prays that Application Serial No. 86-579,067 for the U.P.
SAFETY WEAR mark be rejected, and that the registration sought for the U.P. SAFETY

WEAR mark be denied and refused.

Filing fees in the amount of $300 have been submitted along with the Notice of Opposition on

this 7" day of October, 2015.

Dated: / @/ Z/ / f’ Union Pacific Railroad Company

%ﬁé/

/VBlakeR Loper

Assistant General Attorney

Union Pacific Railroad Company
1400 Douglas St., MS 1580
Omaha, NE 68179




CERTIFICATE OF SERVICE

| hereby certify that a true and complete copy of the foregoing NOTICE OF
OPPOSITION has been served on Elliot T. Schaeffer, Schaeffer and Associates LLP, by mailing

said copy on October 7, 2015, via First Class Mail, postage prepaid to:

Elliot T. Schaeffer

Schaeffer and Associates, LLP
845 3" Avenue, Floor 11

New York, NY 10022-6601

/’éréke R. Lop%‘/




EXHIBIT A
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' Logut | Please logout when you are done to release system resources allocated for you.

.Record 1 out of 1

( Use the "Back" button of the Internet Browser to

return to TESS)

UNION
PACIFIC

Word Mark UNION PACIFIC
Goods and 1C 008. US 023 028 044. G & S: Hand tools, namely, wrenches; hand tools, namely, socket sets;
Services hand tools, namely, socket and screwdriver sets; hand tools, namely, sets of screwdrivers, pliers,

wrenches and tape measures; multi-function hand tools comprised of screwdrivers, knives, pliers, files
and can openers; multi function hand tools comprised of scissors, files and knives; pocket knives;
hunting knives; hand tools, namely, automotive ice scrapers; travel kits consisting of scissors and
manicure implements, namely, nall files and nail clippers. FIRST USE: 19900000. FIRST USE IN
COMMERCE: 19900000

1C 009. US 021 023 026 036 038. G & S: Video tapes featuring railroad related topics; personal
radios; disposable cameras; personal CD players; laser pointers; decorative magnets; computer
peripheral mouse pads; personal security alarms; modem cables; telephone cables; thermometers not
for medical use; eyeglass security chains; tape measures; tire pressure gauges; leather and leather-
like CD cases. FIRST USE: 19930000. FIRST USE IN COMMERCE: 19930000

IC 011, US 013 021 023 031 034. G & S: Electric indoor grills; flashlights; electric lantems; oil
lanterns; and lamps. FIRST USE: 19900000. FIRST USE IN COMMERCE: 19300000

(CANCELLED) IC 012. US 019 021 023 031 035 044. G & S: [ License plate holders ]. FIRST USE:
19960000. FIRST USE IN COMMERCE: 19960000

1C 014. US 002 027 028 050. G & S: Desk clocks; wall clocks; and medallions of precious metals.
FIRST USE: 19800000. FIRST USE [N COMMERCE: 19800000

[C 016. US 002 005 022 023 029 037 038 050. G & S: Paperwsights; leather and leather-like photo
albums; leather and leather-like checkbook covers; leather and leather-like stationary-type portfolios;
leather and leather-like travel document holders; cardboard coasters, desktop business card holders;
stickers; and maps. FIRST USE: 19300000. FIRST USE IN COMMERCE: 19300000

IC 018. US 001 002 003 022 041. G & S: Luggage; leather and leather-like briefcases; hanging
luggage bags; suitcases; gym bags; backpacks; saddles; umbrellas; leather and leather-like wallets;




Mark Drawing
Code

Design Search
Code

Trademark
Search Facility
Classification
Code-

Serial Number
Filing Date

Current Basis
Original Filing
Basis
Published for
Opposition
Change in
Registration

Registration
Number

Registration
Date

Owner

leather and leatherike clutch purse; travel kits sold empty; leather and leather-like briefcase-type
portfolios; leather and leather-like business card cases; leather and leather-like key-chains; leather and
leather-like luggage tags; children's backpacks; Fanny packs. FIRST USE: 19900000. FIRST USE IN
COMMERCE: 19900000

1C 020. US 002 013 022 025 032 050. G & S: Picture frames; clip holders for badges; non-electric
fans for personal use; hand held paper fans. FIRST USE; 19830000, FIRST USE IN COMMERCE:
19930000

[C 021, US 002 013 023 029 030 033 040 050. G & S: Wind chimes; leather and leather-like
coasters; barware of crystal and glass, namely, drinking glasses; plastic water bottles sold empty;
candy dishes of crystal or glass; thermal insulated containers for beverages; thermal insulated wraps
for cans and bottles; kitchen utensils, namely, ice cream scoops; cutting boards of wood and plastic;
barbecue tool sets of fork, spatula and tongs; and insulated lunch bags. FIRST USE: 19930000.
FIRST USE IN COMMERCE: 19930000

IC 022. US 001 002 007 019 022 042 050. G & S: Lanyards for holding badges. FIRST USE:
19980000, FIRST USE IN COMMERCE: 18980000

IC 024. US 042 050. G & S: Bed blankets; afghans; cloth flags; beach towels; and plastic place mats.
FIRST USE: 19900000. FIRST USE IN COMMERCE: 19900000

IC 025. US 022 039. G & S: Leather and leather-like jackets; children's rompers; children's overalls; T-
shirts; sweaters; earmuffs; and visors. FIRST USE: 19750000. FIRST USE IN COMMERCE:
19750000

1C 026. US 037 039 040 042 050. G & S: Cloth patches for clothing. FIRST USE: 19600000. FIRST
USE IN COMMERCE: 19600000

IC 028. US 022 023 038 050. G & S: Scale model trains, battery operated toy trains, wind-up toy
trains, soft sculpture plush toys, bean-bag toys, wooden toy trains, yo-yos, dominoes, golf clubs, sport
halls, snow globes, sporting goods, namely, toss discs, children's wire construction activity toys,
bubble making toys, musical foys and toy whisties. FIRST USE: 19900000. FIRST USE IN
COMMERCE: 19200000

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

24.01.02 - Shields or crests with figurative elements contained therein or superimposed thereon
26.15.12 - Polygons with bars, bands and lines

26.15.21 - Polygons that are completely or partially shaded

26.15.25 - Polygons with one or more curved sides

SHAPES-BAR-BANDS Designs with bar, bands or lines

SHAPES-GEOMETRIC Geometric figures and solids including squares, rectangles, quadrilaterals and
polygons

SHAPES-HERALDRY Marks with shields, crests, emblems, insignias, and crowns

76479579
December 31, 2002

1A
1A

August 31, 2004
CHANGE IN REGISTRATION HAS OCCURRED
3398854

March 18, 2008
(REGISTRANT) Union Pacific Railroad Company CORPORATION DELAWARE 1416 Dodge Street




Omaha NEBRASKA 68179

Attorney of Michelle Austin Parnies

Record

at;srﬁription of Color is not claimed as a feature of the mark.
Type of Mark TRADEMARK

Register PRINCIPAL

Affidavit Text SECT 15. PARTIAL SECT 8 (6-YR).
Live/Dead

Indicator LIVE

{.HOME | SITE INDEX| SEARCH | #BUSINESS | HELP | PRIVACY POLICY
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Record

1 out of 1

( Use the "Back"” button of the Internet Browser to

return to TESS)

K

Word Mark

Goods and
Services

Mark
Drawing
Code

Design
Search Code

Serial

M —

UNION PACIFIC

IC 014, US 002 027 028 050. G & 3: Desk clocks; watches; omamental pins; belt buckles of precious
metal for clothing; medallions of precious metal. FIRST USE: 19950000. FIRST USE IN COMMERCE:
19950000

IC 016. US 002 005 022 023 029 037 038 050. G & S: Stickers; posters; calendars; pens. FIRST USE:
19970000, FIRST USE IN COMMERCE: 18970000

IC 021. US 002 013 023 029 030 033 040 050. G & S: Mugs; plates; lunch boxes; thermat insulated
containers for beverages; coasters not of paper and not being tahle linen. FIRST USE: 19970000. FIRST
USE IN COMMERCE: 19970000

(CANCELLED) IC 024. US 042 050. G & S: [ goif towels ]. FIRST USE: 19970000. FIRST USE IN
COMMERCE: 18970000

IC 025. US 022 039. G & S: T-shirts; golf shirts; clothing caps; parkas; shirts; jackets; vests. FIRST USE:
19900000, FIRST USE IN COMMERCE: 18900000

IC 028. US 022 023 038 050. G & S: toy model train sets and golf accessories, namely, divot repair
tools. FIRST USE: 19990000. FIRST USE IN COMMERCE: 19990000

(3) DESIGN PLUS WORDS, LETTERS, AND/OR NUMBERS

03.17.01 - Wings, birds'

24.01.02 - Shields or crests with figurative elements contained thersin or superimposed thereon
26.15.12 - Polygons with bars, bands and lines

26.15.21 - Polygons that are completely or partialty shaded

26.15.256 - Polygons with one or more curved sides

76479583




Number
Filing Date  December 31, 2002

Cun:ent 1A

Basis

QOriginal

Filing Basis 1A

Published

for March 23, 2004
Opposition

Change In  ~\ NGE IN REGISTRATION HAS OCCURRED
Registration

Registration 3105474

Number

Registration June 20, 2006

Date

Owner (REGISTRANT) Union Pacific Railroad Company CORPORATION DELAWARE 1400 Douglas Street

Omaha NEBRASKA 68179

Attorney of
Record

Prior — 1032036:2501539:2666974
Registrations

Description
of Mark

Type of Mark TRADEMARK
Register PRINCIPAL
Affidavit Text SECT 15. PARTIAL SECT 8 (6-YR).

Livngead LIVE
Indicator

Michelle Austin Pamies

Coloris not claimed as a feature of the mark.
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Record 1 out of 1

m ( Use the "Back" button of the Internet Browser to

return to TESS)

Word Mark upP

Goods and Services IC 028. US 022 023 038 050. G & S: Toy model train sets. FIRST USE: 20060630. FIRST USE
IN COMMERCE: 20060630

IC 038. US 100 105. G & S: Freight transportation by train. FIRST USE: 19791231. FIRST USE
IN COMMERCE: 19791231

Standard
Characters Claimed

Mark Drawing Code {4) STANDARD CHARACTER MARK

Serial Number 78965167

Filing Date August 31, 2008

Current Basis 1A

Original Filing A

Basis

g:zgz;?:nfor February 27, 2007

negisiration 3242545

Registration Date  May 15, 2007

Owner (REGISTRANT) Union Pacific Railroad Company CORPORATION DELAWARE 1400 Douglas

Street MS 1580 Omaha NEBRASKA 68179
Attorney of Record Michelle Austin Pamies
Prior Registrations 2490589;2696471
Type of Mark TRADEMARK. SERVICE MARK
Register PRINCIPAL
Affidavit Text SECT 15. SECT 8 (6-YR).




Live/Dead Indicator LIVE
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