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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of U.S. Trademark Application Serial No. 86/301,552
For the mark INVICTA
Published in the Official Gazette on June 16, 2015

INVICTA WATCH COMPANY OF AMERICA, INC.
Opposition No. 91224325
Opposer,
Vs.
INVICTA S.P.A.
Applicant.

APPLICANT’S MOTION TO AMEND GOODS

Pursuant to 37 C.F.R. § 2.133 and TBMP § 514.03, Applicant Invicta S.p.A.
(“Applicant”), by its attorneys, Norris, McLaughlin & Marcus, P.A., hereby moves the
Trademark Trial and Board (the “Board”) to amend U.S. Trademark Application Serial No.
86/301,552, for the mark INVICTA in connection with goods in Class 18 and Class 25.

Specifically, Applicant moves to restrict the recitation of goods identified in its
application in issue. Applicant seeks to amend the original recitation, with deletions stricken, as

follows:

Class 18: Rucksacks; backpacks; school bags, sheulder—bags—for—earrying—infants; reusable
shopping bags; travelling bags and duffle bags; bags and holdalls for sports; handbags; beach

bags; backpacks for hiking and climbing, satchels, bricfcases, pocket wallets; purses; key cases;

hip bags; suitcases; umbrellas—trunks;—walkingstieks; overnight suitcases; vanity cases sold
empty, wheeled shopping bags and wheeled suitcases.

Class 25: Technical apparel for maintaining physical shape, namely, trousers, sport suits,
shorts; swimwear, bathing suits, bikinis, slips, swimsuit shorts;swimming—eaps; pareos, bras,
ponchos; underwear, namely, body shapers, boxers, T-shirts, tank tops, bras, leotards, shorts,
slips—thongs: leather wear and lounge wear, namely, leather hats and lounge pants; bathrobes;

ntghtdresses—pajamas; pants, trousers, ovelalls jeans, shorts, jackets, coats, waistcoats,
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overcoats, waterproof clothing, namely, jackets and pants; hosiery, knitwear, namely, sweaters,
cardigans, fleece pullover tops, jumpers, woven shirts; dresses, track suits, shirts, polo shirts,
nightshirts for-men; T-shirts, undershirts, dresses, skirts, trousers, skirts, gowns; socks; dressing
gowns; waist bands; balaclavas, scarves, silk scarves, neckwear, neckerchiefs, neck scarves,
bandanas, roll necks, namely, neck gaiters; gloves and mittens, ski gloves; headwear, namely,
hats, caps, bandanas, visors, wrist bands; belts and ties; shoes, sneakers, boots, sandals, slippers,
sport and athletic shoes, studs for golf shoes or sport shoes, mountaineering shoes; ski boots and
trekking boots, gaiters, bands for protecting face and ears from cold.

Should the Board grant Applicant’s motion, the recited goods would read as follows:

Class 18: Rucksacks; backpacks; school bags, reusable shopping bags; travelling bags and
duffle bags; bags and holdalls for sports; handbags; beach bags; backpacks for hiking and
climbing, satchels, briefcases, pocket wallets; purses; key cases; hip bags; suitcases; umbrellas;
overnight suitcases; vanity cases sold empty, wheeled shopping bags and wheeled suitcases.

Class 25: Technical apparel for maintaining physical shape, namely, trousers, sport suits,
shorts; swimwear, bathing suits, bikinis, slips, swimsuit shorts; pareos, bras, ponchos;
underwear, namely, body shapers, boxers, T-shirts, tank tops, bras, leotards, shorts, slips; leather
wear and lounge wear, namely, leather hats and lounge pants; bathrobes; pants, trousers,
overalls, jeans, shorts, jackets, coats, waistcoats, overcoats, waterproof clothing, namely, jackets
and pants; hosiery, knitwear, namely, sweaters, cardigans, fleece pullover tops, jumpers, woven
shirts; dresses, track suits, shirts, polo shirts, T-shirts, undershirts, dresses, skirts, trousers, skirts,
gowns; socks; dressing gowns; waist bands; balaclavas, scarves, silk scarves, neckwear,
neckerchiefs, neck scarves, bandanas, roll necks, namely, neck gaiters; gloves and mittens, ski
gloves; headwear, namely, hats, caps, bandanas, visors, wrist bands; belts and ties; shoes,
sneakers, boots, sandals, slippers, sport and athletic shoes, studs for golf shoes or sport shoes,
mountaineering shoes; ski boots and trekking boots, gaiters, bands for protecting face and ears
from cold.

Although the amendments limit the recited goods, Opposer has refused to consent to
them. An amendment to the goods set forth in opposed applications can be made by the Board,
even in the absence of Opposer’s consent. See 37 C.F.R. § 2.133(a) and Embarcadero Techs.
Inc. v. RStudio, Inc. 105 USPQ2d 1825, 2828 (TTAB 2013). Further, the Board will permit
amendments that seek to limit or restrict the goods recited in the identification. See Grand
Canyon West Ranch LLC v. Hualapai Tribe, 78 USPQ2d 1696, 1698 (I'TAB 2006) (granting
motion to amend recitations in intent-to-use application to delete goods for which mark had not

been used).
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The Board is urged to act favorably on this motion, submitted prior to any significant
activity in this case, which is thus timely made. Johnson & Johnson v. Stryker Corp., 109
USPQ2d 1077, 1080 (TTAB 2013). It is in both parties’ interest to clarify the goods to

conform to use of the mark by Applicant. Therefore, favorable action on this motion is

respectfully requested.

Dated: New York, New York
December # |, 2015

NORRIS, McLAUGHLIN & MARCUS, P.A.

Briice Londa

Jeanne M. Hamburg

Ami Bhatt

875 Third Avenue, 8th Floor

New York, New York 10022
Telephone (212) 808-0700

Facsimile (212) 808-0844

Attorneys for Applicant, Invicta S.p.A.
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CERTIFICATE OF SERVICE

I hereby certify that on Decemberd\, 2015 a copy of the foregoing Applicant’s Motion
to Amend the Goods is being deposited with the United States Postal Service with sufficient
postage as first-class mail in an envelope addressed to the attorneys for Opposer as follows:

Howard Natter
Natter & Natter

501 5th Avenue, Suite 808
New York, New York 10017

Ami Bhatt



