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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name

Nerium International, LLC

Granted to Date
of previous ex-
tension

08/12/2015

Address

4006 Belt Line Road, Suite 100
Addison, TX 75001

UNITED STATES

Attorney informa-
tion

Robert J. Ward

GARDERE WYNNE SEWELL LLP
1601 Elm Street, Suite 3000

Dallas, TX 75201
UNITED STATES

ip@gardere.com, rward@gardere.com, jjones@gardere.com,
Ihemphill@gardere.com Phone:214-999-3000

Applicant Information

Application No

85303510

Publication date 04/14/2015

Opposition Filing
Date

08/12/2015

Opposition Peri- 08/12/2015

od Ends

Applicant

Nerium Biotechnology, Inc.
11467 Huebner Road, Suite 175
San Antonio, TX 78230

UNITED STATES

Goods/Services Affected by Opposition

Class 005. First Use: 0 First Use In Commerce: 0

All goods and services in the class are opposed, namely: Medicated skin care preparations, namely,
topically-applied, non-prescription creams, lotions, gels, toners, cleaners and peels for treating the
skin's appearance and feel, all containing oleander plant extracts

Grounds for Opposition

Priority and likelihood of confusion

Trademark Act section 2(d)

Dilution

Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Application/ Registra- NONE Application Date NONE
tion No.

Registration Date NONE

Word Mark NERIUM



http://estta.uspto.gov

Goods/Services

Cosmetic products, namely, non-medicated skin care preparations,
namely, facial scrubs, body scrubs, hand scrubs, skin creams, facial
creams, cleansing creams, night creams, anti-aging creams, anti-
wrinkle creams, hand lotions; skin moisturizers, skin emollients, eye
creams; masks, namely, beauty masks, facial masks, skin masks;
face and body lotions; body oils; non-medicated lip balms; hard and li-
quid soaps for hands, face and body; and Multilevel marketing ser-
vices, hamely, providing marketing and income opportunities to others
through the sale of personal care products, and through the develop-
ment of marketing organizations; distributorship services in the fields
of personal care products; retail phone order and mail order services,
retail catalog order services, and online retail store services, all in the
fields of health, beauty and skin care; online ordering service via com-
puter networks and global communication networks featuring general
merchandise, namely beauty and skin care products, cosmetics and
toiletries; business management and business consultation services
provided to multilevel marketing distributors and retail customers of
such distributors; and business information services in the nature of
providing information on small businesses and small business oppor-
tunities via online electronic computer networks

U.S. Application/ Registra- NONE Application Date NONE

tion No.

Registration Date NONE

Word Mark NERIUMAD

Goods/Services Goods and Services: Cosmetic products, namely, non-medicated skin

care preparations, namely, facial scrubs, body scrubs, hand scrubs,
skin creams, facial creams, cleansing creams, night creams, anti-
aging creams, anti-wrinkle creams, hand lotions; skin moisturizers,
skin emollients, eye creams; masks, namely, beauty masks, facial
masks, skin masks; face and body lotions; body oils; hon-medicated
lip balms; hard and liquid soaps for hands, face and body; and Multi-
level marketing services, namely, providing marketing and income op-
portunities to others through the sale of personal care products, and
through the development of marketing organizations; distributorship
services in the fields of personal care products; retail phone order and
mail order services, retail catalog order services, and online retail
store services, all in the fields of health, beauty and skin care; online
ordering service via computer networks and global communication
networks featuring general merchandise, namely beauty and skin
care products, cosmetics and toiletries; business management and
business consultation services provided to multilevel marketing dis-
tributors and retail customers of such distributors; and business in-
formation services in the nature of providing information on small
businesses and small business opportunities via online electronic
computer networks

U.S. Application/ Registra- NONE Application Date NONE
tion No.
Registration Date NONE

Word Mark

NERIUM INTERNATIONAL

Goods/Services

Goods and Services:Cosmetic products, namely, non-medicated skin
care preparations, namely, facial scrubs, body scrubs, hand scrubs,
skin creams, facial creams, cleansing creams, night creams, anti-
aging creams, anti-wrinkle creams, hand lotions; skin moisturizers,
skin emollients, eye creams; masks, namely, beauty masks, facial
masks, skin masks; face and body lotions; body oils; nhon-medicated




lip balms; hard and liquid soaps for hands, face and body; and Multi-
level marketing services, namely, providing marketing and income op-
portunities to others through the sale of personal care products, and
through the development of marketing organizations; distributorship
services in the fields of personal care products; retail phone order and
mail order services, retail catalog order services, and online retail
store services, all in the fields of health, beauty and skin care; online
ordering service via computer networks and global communication
networks featuring general merchandise, namely beauty and skin
care products, cosmetics and toiletries; business management and
business consultation services provided to multilevel marketing dis-
tributors and retail customers of such distributors; and business in-
formation services in the nature of providing information on small
businesses and small business opportunities via online electronic
computer networks

Attachments NERIUM Opposition.pdf(2413122 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Lisa R. Hemphill/
Name Lisa R. Hemphill
Date 08/12/2015




Attorney Docket: 138095-9000

INTHE UNITED STATESPATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Application Serial No. 85/303,510
For the mark: NERIUM

Filed: April 25, 2011

Published: April 14, 2015

NERIUM INTERNATIONAL, LLC. 8
8§

Opposer, 8 OPPOSITIONO.
8§
VS. 8§
NERIUM BIOTECHNOLOGY, INC. 8
8
Applicant. 8§

Filed Electronically Through ESTTA
Commissioner of Trademarks
Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria, VA 22313-1451

NOTICE OF OPPOSTION

Sir:

Nerium International, LLC ©pposer”), a Texas limited liability company located and
doing business at 4006 Belt Line Rd., Suite 100, Addison, Texas 75001, believes that it will be
damaged by the issuance of a registration for the mark NERIUM shown in intent-to-use
Application Serial No. 85/303,510 (“Applicant’'s Mark”). Opposer hereby opposes registration
of the mark NERIUM filed by Nerium Biotechnology, Inc. (hereinaf@pplicant”), a
Canadian corporation, pursuant to Section 13(a) of the Lanham Trademark Act of 1946
(“Lanham Act”), 15 U.S.C. § 1063 (a).

Opposer hereby reserves the right to supplement or amend this opposition and to file

pleadings or documents in further support of this opposition.

NOTICE OFOPPOSITION PAGE 1



Attorney Docket: 138095-9000

AS GROUNDS FOR OPPOSITION, Opposer alleges, among others, the following, on
information and belief:
1.

Applicant, on April 25, 2011, filed in-use Trademark Application Serial No. 85/303,510
to attempt to register the mark NERIUM for goods that were amended during prosecution to:
medicated skin care preparations, namely, topically-applied, non-prescription creams, lotions,
gels, toners, cleansers and peels for treating the skin’s appearance and feel, all containing
oleander plant extracts in Class 3, which wasegisntly amended during prosecution to Class
5. Further, Applicant also amended the filing basis of its application, after almost four years of
prosecution, to an intent-to-use application.

2.

Opposer, since at least as early as April 2011, has been and is now using the mark
NERIUM, and other derivative marks containing the term NERIUM, such as the marks:
NERIUMAD, and NERIUM INTERNATIONAL, in interstate commerce in the United States in
connection with skincare products and multilevel marketing services. Said use has been valid
and continuous since April 2011 and before, and has not been abandoned. Attached hereto as
EXHIBIT A are representative samples of use of the marks in connection with skincare products
and multilevel marketing services.

3.

As a result of its widespread, continuous, and exclusive use of the NERIUM marks to
identify Opposer as the source of skincare products and multilevel marketing services, Opposer
owns valid and subsisting common law rights to the NERIUM, and other NERIUM- derived
marks.

4.

Opposer, since October 25, 2010, has operated under the designation “Nerium
International, LLC” in the field of skincare products, as evidenced by the attached Certificate of
Formation for Nerium International, LLC, dated October 25, 2010 and filed with the Texas
Secretary of State, attached hereto as EXHIBIT B. Said company has been valid and has
continuously operated since said date and the public has come to associate Opposer with the
designation “NERIUM” and “NERIUM INTERNATIONAL.”

NOTICE OFOPPOSITION PAGE 2
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5.

The mark NERIUM, as used by Opposer, is symbolic of extensive goodwill and
consumer recognition developed by Opposer through investment of substantial time and millions
of dollars in advertising and marketing. In fact, over the last 30 months, Opposer has expended
in excess of $45 Million on marketing and advertising involving the sale of skincare products
sold under the NERIUM-derived marks, such as NERIUMAD. The attached product packaging
for the mark NERIUMAD, attached hereto as EXHIBIT C, was developed by Opposer.

6.

Opposer’s significant expenditure of time, money, and resources in connection with the
marketing, advertising, and promotion of its skincare products and multilevel marketing business
has resulted in the development of extensive and broad goodwill and consumer recognition of
the NERIUM mark and other NERIUM-derived marks. For example, around 50,000 people
have attended approximately 4 major national sales conferences for Opposer’s direct sales
representatives over the past 4 years.

1.

As a result of its distinctiveness and widespread use and promotion throughout the
United States in connection with Opposer’s high quality goods and services, Opposer’s
NERIUM mark is a famous trademark under both state dilution law and within the meaning of
Section 43(c) of the Lanham Act, 15 U.S1@25(c). The issuance of a registration of
Applicant’s mark will cause dilution of Opposer’s mark.

8.

In addition, Opposer has expended substantial funds, time, and resources to develop, test,
refine, and otherwise enhance Opposer’s superior quality skincare products. Opposer has
carefully ensured the consistent presentation of its NERIUM-derived marks so that consumers
associate the NERIUM marks with it unique skincare products and as emanating from a single

source, which is Opposer.

NOTICE OFOPPOSITION PAGE 3
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9.

Opposer has also expended substantial funds, time, and other resources to develop its
successful and well-known multilevel marketing opportunity for consumers to distribute
Opposer’s unique skincare products. As such, the public strongly associates the NERIUM mark
with Opposer’s skincare products. Applicant, as a partial owner of Opposer, is well acquainted
with Opposer’s business activities. Therefdpplicant’s attempts to register Opposer’s
trademark appear to be in bad faith and likely constitute unfair competition under both state and
federal law.

10.

Applicant is not, and was not, the rightful owner of the NERIUM mark at the time of
filing its application for registration. Opposer has been the sole source of the skincare products
associated with the mark, and Applicant was hired and separately compensated to provide
manufacturing and product packaging of Opposemslucts at the direction of Opposer.
Accordingly, Applicant could not have had a bona fide intent to use the mark in commerce.

11.

The goods covered by Applicant’s Application Serial No. 85/303,510 are similar to, and

related to, the goods Opposer sells under its NERIUM branded products.
12.

In view of the similarity of the respecéwmarks, and the related nature of the goods,
Opposer alleges that Applicant’'s mark so resembles Opposer's NERIUM marks, as to be likely
to cause confusion or mistake or to deceive.

13.

In view of the similarity of Applicant’s mark with Opposer’s use of the designations
NERIUM and NERIUM INTERNATIONAL, and the use of the trade name NERIUM
INTERNATIONAL, and in view of the related nature of the uses thereof, it is alleged that
Applicant’s mark would likely mislead the public as to the source of Opposer’s skincare

products.

NOTICE OFOPPOSITION PAGE 4
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14.

Applicant’s alleged mark is barred from registration because it consists of or comprises a
mark which so resembles Opposer’s previously used trademarks as to be likely, when used in
connection with the alleged goods of Applicant, to cause confusion, mistake, or deception within
the meaning of 15 U.S.C. Section 1052 (d).

15.

In addition, in view of the foregoing allegations, Opposer is likely to be damaged by
registration of the NERIUM mark by Applicant, inat the prima facie effect of such registration
will tend to impair Opposer’s right to use and register said NERIUM marks. Applicant’s
application has been cited against sever@mboser’s applications filed after Applicant’s
application was filed.

16.

Further, registration of the mark to Applicant will cause dilution of Opposer’'s mark in
the marketplace.

WHEREFORE, Opposer prays that apgima Serial No. 85/303,510 be rejected, that no
registration be issued thereon to Applicant, and that judgment be entered in this opposition in

favor of Opposer.

Respectfully submitted,

Date: Auqustl12,2015 /Roberd. Ward/
ROBERT J. WARD
PAUL V. STORM
LISA R. HEMPHILL
Garder&VynneSewell,LLP
3000rhanksgivingTower
1601EIm Street
Dallas,Texas75201
Tel: 214-999-3000
Fax: 214-999-3623

ATTORNEYSFOR OPPOSER
NERIUM INTERNATIONAL, LLC

NOTICE OFOPPOSITION PAGE S
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CERTIFICATE OF SERVICE

| hereby certify that a copy of the foregoiNgtice of Opposition and Exhibits A- C were
served on Applicant’'s counsel of recordjlli&m B. Nash, Haynes and Boone, via email and
First Class Mail, postage prepaadd correctly addressed, on this"i#ay of August, 2015, at
the correspondence address of record:

William B. Nash, Esq.

HAYNES & BOONE

2323 Victory Ave., Suite 700

Dallas, TX 75219

Email: ipdocketing@haynesboone.com
bill.nash@haynesboone.com
vensia.dark@haynesboone.com

Robert J. Ward/

6934261v.3
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Form 205
(Revised 07/10)

Submit in duplicate to:
Secretary of State

P.O. Box 13697
Austin, TX 78711-3697
512 463-5555

FAX: 512 463-5709

Filing Fee: $300

Certificate of Formation
Limited Liability Company

This space reserved for office use,

FILED
In the Office of the
Secretary of State of Texas

OCT 25 2010
Corporations Section

Article 1 — Entity Name and Type

The filing entity being formed is a limited liability company. The name of the entity is:

Nerium International, LLC

The name must contain the words “limited liability company,” “limited company,” or an abbreviation of one of these phrases.

Article 2 ~ Registered Agent and Registered Office

{See instructions. Select and complete either A or B and complete C.)

] A. The initial registered agent is an organization (cannot be entity named above) by the name of:

OR ‘

B. The initial registered agent is an individual resident of the state whose name is set forth below:
Jeff Branch

First Name M1 Last Name Suffix

C. The business address of the registered agent and the registered office address is:

4004 Beltine Dr, Suite 112 Addison TX 75001

Street Address City State Zip Code

Article 3—Governing Authority

(Select and complete gither A or B and provide the name and address of each goveming person.)

[ ] A. The limited liability company will have managers. The name and address of each initial

manager are set forth below.

B. The limited liability company will not have managers. The company will be governed by its
members, and the name and address of each initial member are set forth below.

GOVERNING PERSON 1

NAME (Enter the name of either an individual or an organization, but not both.)
IF INDIVIDUAL

Jeff Branch

First Name ML Last Name

OR
IF ORGANIZATION

Suffix

Organization Name
ADDRESS

4004 Beltline Dr, Suite 112 Addison

TX USA 75001

City

State  Country  Zip Code

Street or Maiﬁg.lddrﬁ&?“ 1T
EWVEIY LS

Form 205 4

OCT 25 2010
Sacretarv of State

Exhibit B




GOVERNING PERSON 2 i

NAME (Enter the name of either an individual or an organization, but not both.)
IF INDIVIDUAL

First Name Ml Last Name Suffix
OR
1IF ORGANIZATION

Organizarion Name
ADDRESS

Street or Mailing Address City State  Country  Zip Code

GOVERNING PERSON 3 , :

NAME (Enter the name of either an individual or an organization, but not both.)
IF INDIVIDUAL

First Name ML Last Name Suffix
OR _
IF ORGANIZATION

Organization Name
ADDRESS

Street or Mailing Address City State  Country Zip Code

Article 4 - Purpose

The purpose for which the company is formed is for the transaction of any and all lawful purposes for
which a limited liability company may be organized under the Texas Business Organizations Code.

Supplemental Provisions/Information

Text Area: [The attached addendum, if any, is incorporated herein by reference.]

Form 205 5
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Organizer

The name and address of the organizer:

Jeff Branch

Name

4004 Beltline Dr, Suite 112 Addison TX 75001
Street or Mailing Address City State  Zip Code

Effectiveness of Filing (Select cither A, B, or C.)

A. Y] This document becomes effective when the document is filed by the secretary of state.

B. [] This document becomes effective at a later date, which is not more than ninety (90) days from
the date of signing. The delayed effective date is:

C. ] This document takes effect upon the occurrence of the future event or fact, other than the
passage of time. The 90" day after the date of signing is:

The following event or fact will cause the document to take effect in the manner described below:

"~ Execution

The undersigned affirms that the person designated as registered agent has consented to the
appointment. The undersigned signs this document subject to the penalties imposed by law for the
submission of a materially false or fraudulent instrument and certifies under penalty of perjury that the
undersigned is authorized to execute the filing instrument.

Date: October 21, 2010

o’
”

S‘Iigumﬁre of organizer
Jeff Branch

Printed or typed name of organizer

Form 205 6
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'REAL SCIENCE ¢ REAL RESULTS

Ideal for all skin types:




