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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
In the Matter of Application Serial No. 79/150,583

Mark: USC
Published for Opposition: March 24, 2015

)
University of Southern California, )
)
Opposer, ) Opposition No. 91222961
)
V. )
)
Heckler & Koch GmbH, )
)
Applicant. )
)

Trademark Trial and Appeal Board

United States Patent and Trademark Office
P.O. Box 1451

Alexandria, VA 22313-1451

RESPONSE TO BOARD ORDER AND CONSENT AMENDMENT TO
IDENTIFICATION OF GOODS

Heckler & Koch GmbH (“Applicant™) submits this response to the Board’s order
dated May 9, 2016. Applicant first notes that the amendment of goods in Class 8 has been
accepted and entered. Secondly, Applicant takes note of the Board’s objection to the
amendment in Class 13 as not being identical with that in Opposition No. 91222960, and
the Board’s objection to the proposed amendment to the identification of goods in Class
28. Applicant responds to these two objections as follows:

I. AMENDMENT TO THE IDENTIFICATION OF GOODS IN CLASS 13

Applicant wishes to amend the identification of goods in Class 13 as follows changes




in bold:

“Firearms; ammunition and projectiles; explosives; fireworks; air pistol weapons; air

gun weapons; stun guns; soft-air-weapons, namely, air rifles, air pistols, sold either

through distributors and retailers authorized by the trademark owner or sold by
the trademark owner directly to military and law enforcement agencies.”

Consent to the foregoing amendment has been obtained from both the opposer in
this proceeding and the opposer in Opposition No. 9122260, respectively.

IIl. AMENDMENT TO THE IDENTIFICATION OF GOODS IN CLASS 28

In Applicant’s previous submission, Applicant sought to amend the Class 28
specification of goods to read: “Toy weapons, namely replicas of Heckler & Koch
weapons.” The Board’s objection to the substance of Applicant’s proposed amendment in
Class 28 seems to be grounded in TMEP § 1402.09, i.e. that, as the Board puts it, “lajn
applicant should not use its own registered or unregistered mark in an identification of
goods or services in its own application.”

However, Applicant notes that the aforementioned section of the TMEP states that an
applicant “should not” use its house mark in an identification of goods or services, not
that it cannot. Indeed, the TMEP notes that when a house mark is used in an
identification of goods or services, the mark should be used “as an adjective modifying
the generic name of the goods and services.” TMEP § 1402.09 (2015). This is exactly
what Applicant’s previously proposed amendment does.

Nevertheless, in order to avoid any further objection, Applicant proposes the
following amendment to the Class 28 identification of goods (whole amendment in bold,
changes from previous amendment underlined):

“Toy weapons, namely replicas of the trademark owner’s weapons.”




Consent to the foregoing amendment has been obtained from both the opposer in this
proceeding and the opposer in Opposition No. 9122260, respectively.
HI.CONCLUSION
Applicant looks forward to receiving notice of the Board’s approval of the foregoing

amendments in due course.

Respectfully Submitted,

HECKLER & KOCH GMBH

DATED: May 31, 2016 W

" Daniel R. Cooper
Cooper & Kurz
170 Eden Road
Stamford, CT 06907
Tel. 203-322-4852
Fax. 203-329-7881
kurzcooper(@att.net

Attorney for Applicant
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