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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name 3M Company

Granted to Date
of previous ex-
tension

07/19/2015

Address 2501 Hudson Road 3M Center
St. Paul, MN 55144
UNITED STATES

Attorney informa-
tion

Ashley Callahan
Norton Rose Fulbright US LLP
98 San Jacinto Blvd., Suite 1100
Austin, TX 78701
UNITED STATES
aoipdocket@nortonrosefulbright.com, FJ3Mtrademark@nortonrosefulbright.com

Applicant Information

Application No 86232479 Publication date 01/20/2015

Opposition Filing
Date

07/17/2015 Opposition Peri-
od Ends

07/19/2015

Applicant Brother Industries, Ltd.
15-1 Naeshiro-cho, Mizuho-ku
Nagoya-shi 467-8561,
JAPAN

Goods/Services Affected by Opposition

Class 009. First Use: 1995/07/00 First Use In Commerce: 1995/07/00
All goods and services in the class are opposed, namely: Printers; computer software for operating
printers

Class 016. First Use: 1995/07/00 First Use In Commerce: 1995/07/00
All goods and services in the class are opposed, namely: Hand-operated label printing machines;
tape cartridges for label printers; tapefor label printers; ink ribbon for label printers; ink ribbon cart-
ridges for label printers; adhesive tapes for stationery or household purposes; stationery; labels,
namely, address labels, adhesive labels, bar code labels, blank or partially printed paper labels, mail-
ing labels, paper labels, and shipping labels; blank labels in the form of tapes and rolls, namely, blank
paper labels; adhesive coated labelling material, namely, labels; printing paper, tape cartridges and
label paper rolls for use with label printing machines; heat sensitive paper

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

http://estta.uspto.gov


Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

1718128 Application Date 12/23/1991

Registration Date 09/22/1992 Foreign Priority
Date

NONE

Word Mark 3M

Design Mark

Description of
Mark

NONE

Goods/Services Class 017. First use: First Use: 1943/05/00 First Use In Commerce: 1943/05/00
adhesive-backed tape used to prevent slips and falls

U.S. Registration
No.

612848 Application Date 11/08/1954

Registration Date 09/27/1955 Foreign Priority
Date

NONE

Word Mark 3M COMPANY

Design Mark

Description of
Mark

NONE

Goods/Services Class 017. First use: First Use: 1953/02/26 First Use In Commerce: 1953/02/26
MASKING TAPE, CELLOPHANE TAPE, ACETATE FIBER TAPE, AND OTHER
PRESSURE-SENSITIVEADHESIVE TAPES



U.S. Registration
No.

990791 Application Date 01/15/1973

Registration Date 08/13/1974 Foreign Priority
Date

NONE

Word Mark 3M

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1973/01/03 First Use In Commerce: 1973/01/03
DISPENSER FOR ADHESIVE TAPE

U.S. Registration
No.

1229695 Application Date 02/12/1982

Registration Date 03/08/1983 Foreign Priority
Date

NONE

Word Mark 3M

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1975/06/01 First Use In Commerce: 1975/06/01
Paper Sterilization Record Labels

U.S. Registration
No.

1228181 Application Date 02/12/1982

Registration Date 02/22/1983 Foreign Priority
Date

NONE

Word Mark 3M



Design Mark

Description of
Mark

NONE

Goods/Services Class 007. First use: First Use: 1975/06/01 First Use In Commerce: 1975/06/01
a Label Applicator

U.S. Registration
No.

1204524 Application Date 09/21/1981

Registration Date 08/10/1982 Foreign Priority
Date

NONE

Word Mark 3M

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1981/08/20 First Use In Commerce: 1981/08/20
Paper Having an Adhesive on One Side Thereof for Attachment to Other Sur-
faces to Hold Messages in Place

U.S. Registration
No.

1315763 Application Date 01/16/1984

Registration Date 01/22/1985 Foreign Priority
Date

NONE

Word Mark 3M



Design Mark

Description of
Mark

NONE

Goods/Services Class 017. First use: First Use: 1982/12/31 First Use In Commerce: 1982/12/31
Adhesive Tape

U.S. Registration
No.

1284296 Application Date 06/30/1983

Registration Date 07/03/1984 Foreign Priority
Date

NONE

Word Mark 3M

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1983/01/01 First Use In Commerce: 1983/01/01
Adhesive Tape for House and Office Use

U.S. Registration
No.

1398525 Application Date 10/31/1985

Registration Date 06/24/1986 Foreign Priority
Date

NONE

Word Mark 3M



Design Mark

Description of
Mark

NONE

Goods/Services Class 017. First use: First Use: 1985/03/27 First Use In Commerce: 1985/05/29
PLASTIC FILM USED FOR MAKING LABELS

U.S. Registration
No.

1384279 Application Date 07/24/1985

Registration Date 02/25/1986 Foreign Priority
Date

NONE

Word Mark 3M

Design Mark

Description of
Mark

NONE

Goods/Services Class 017. First use: First Use: 1985/06/06 First Use In Commerce: 1985/06/06
ELECTRICAL ADHESIVE TAPE

U.S. Registration
No.

1490787 Application Date 10/19/1987

Registration Date 06/07/1988 Foreign Priority
Date

NONE

Word Mark 3M



Design Mark

Description of
Mark

NONE

Goods/Services Class 005. First use: First Use: 1987/09/29 First Use In Commerce: 1987/09/29
BANDAGING TAPE FOR SKIN WOUNDS

U.S. Registration
No.

1725649 Application Date 02/27/1992

Registration Date 10/20/1992 Foreign Priority
Date

NONE

Word Mark 3M

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1989/10/05 First Use In Commerce: 1989/10/05
stickers

U.S. Registration
No.

1643617 Application Date 06/28/1990

Registration Date 05/07/1991 Foreign Priority
Date

NONE

Word Mark 3M

Design Mark

Description of
Mark

NONE



Goods/Services Class 017. First use: First Use: 1990/05/29 First Use In Commerce: 1990/05/29
adhesive tapes for industrial/commercial packaging use

U.S. Registration
No.

1717559 Application Date 01/16/1992

Registration Date 09/22/1992 Foreign Priority
Date

NONE

Word Mark 3M

Design Mark

Description of
Mark

NONE

Goods/Services Class 008. First use: First Use: 1990/08/31 First Use In Commerce: 1990/08/31
hand held tool; namely, a dispenser foradhesive tape used in the construction
industry
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /C. Ashley Callahan/

Name Ashley Callahan

Date 07/17/2015
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE  
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
In the matter of Application Serial No.:  86/232,479 
By Brother Industries, Ltd. for the Mark:  M TAPE and Design 
Filed:  March 26, 2014  
Published in the Official Gazette on January 20, 2015 
 
3M COMPANY, 
 
 Opposer, 
 
v. 
 
BROTHER INDUSTRIES, LTD., 
 
 Applicant, 

 
 
 
 
 
 Opposition No. __________ 
 
 
 
 

 
 

NOTICE OF OPPOSITION  
 
 3M Company (“3M Company” or “3M”), a Delaware corporation having a principal place 

of business at 3M Center, 2501 Hudson Road, St. Paul, Minnesota, 55144-1000, believes that it will 

be damaged by registration of the mark in Application Serial No. 86/232,479, and hereby opposes 

same under the provisions of 15 U.S.C. § 1063. 

As grounds for opposition, 3M Company asserts that: 

1. 3M Company is the owner of the mark and trade name 3M (collectively the “3M 

mark”).  3M Company adopted and commenced use of the 3M mark at least as early as 1906, in 

connection with abrasives, and has continuously used the 3M mark since that time.  Over the past 

century, 3M Company has expanded its usage of the 3M mark and presently offers over 60,000 

different products and services under the 3M mark in a wide range of areas. 

2. Since as early as 1928, 3M has been a manufacturer of adhesive tape and related 

products, which 3M has since expanded to include, among other products, household and stationery 
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tapes, painter’s tapes, electrical tapes, sealing tapes, surgical tapes, and athletic tapes.  3M’s tapes 

are among the most successful products in the history of the company. 

3. In addition to a wide range of adhesive tapes, 3M uses the 3M mark in connection 

with a wide range of other office products, including labels, repositionable notes, tape flags, easel 

pads, shipping and packaging supplies, pens and highlighters,  and laminating products. 

4. 3M also uses the 3M mark in connection with a variety of other consumer products, 

including home cleaning products (e.g., sponges and mops), personal care products (e.g., bandages 

and insect repellent), car care products (e.g., waxes and cleaning cloths) and home improvement 

products (e.g., air filters, electrical supplies and tools, and sandpaper).  

5. Over the years, 3M has used variations of the 3M mark, such as 3M-MATIC and 

THREE-M-ITE.  

6. Over the years, 3M has used variations of its 3M mark, and has presented the 3M 

mark in a number of different design formats, as depicted in Exhibit A.  

7. The 3M mark is inherently distinctive as applied to 3M’s products.  

8. 3M has developed an enormous amount of goodwill in its 3M mark. This mark is 

extremely well-known and respected by consumers. The 3M mark represents 3M’s commitment to 

providing high quality products and services to consumers.  

9. As a result of 3M’s long use and extensive promotion of the 3M mark, the 3M mark 

has become distinctive to designate 3M, to distinguish 3M and its products from the products of 

others, and to distinguish the source or origin of 3M’s products. As a result of 3M’s efforts, the 

consuming public throughout the United States widely recognizes and associates the 3M mark with 

3M and its products. 

10. As a result of 3M’s long use and extensive promotion of the 3M mark, 3M has 

acquired valuable common law rights in the 3M mark throughout the United States.  



41785166.1  
3 

 

11. As a result of 3M’s long use and extensive promotion of the 3M mark and the 

success of 3M’s products sold under the 3M mark, the 3M mark has become famous.  

12. In accordance with federal law, 3M has registered its 3M mark on the Principal 

Register of the United States Patent and Trademark Office, and has obtained over 200 trademark 

registrations for its 3M mark, covering a wide variety of goods and services. 3M’s registrations for 

the 3M mark include the following registrations: 

REG. 
NO. 

GOODS 

1718128 Adhesive-backed tape used to prevent slips 
and falls 

0612848 Masking tape, cellophane tape, acetate 
fiber tape, and other pressure-sensitive 
adhesive tapes 

0990791 Dispenser for adhesive tape 
1229695 Paper sterilization record labels 
1228181 A label applicator 
1204524 Paper having an adhesive on one side thereof 

for attachment to other surfaces to hold 
messages in place 

1315763 Adhesive tape 
1284296 Adhesive tape for house and office use 
1398525 Plastic film used for making labels 
1384279 Electrical adhesive tape 
1490787 Bandaging tape for skin wounds 
1725649 Stickers 
1643617 Adhesive tapes for industrial/commercial 

packaging use 

1717559 Hand held tool; namely, a dispenser for 
adhesive tape used in the construction 
industry 

 
True and correct printouts from the TSDR database for each of these registrations are 

attached as Exhibit B. These registrations are valid, subsisting, and enforceable, and all are 

incontestable pursuant to 15 U.S.C. § 1065.  

13. Applicant Brother Industries, Ltd. (“Applicant”) seeks to register the mark M TAPE 

and Design (“Applicant’s mark”) for “Printers; computer software for operating printers” in 
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International Class 9 and “Hand-operated label printing machines; tape cartridges for label printers; 

tape for label printers; ink ribbon for label printers; ink ribbon cartridges for label printers; adhesive 

tapes for stationery or household purposes; stationery; labels, namely, address labels, adhesive 

labels, bar code labels, blank or partially printed paper labels, mailing labels, paper labels, and 

shipping labels; blank labels in the form of tapes and rolls, namely, blank paper labels; adhesive 

coated labelling material, namely, labels; printing paper, tape cartridges and label paper rolls for use 

with label printing machines; heat sensitive paper” in International Class 16 (collectively, 

“Applicant’s goods”). 

14. The “TAPE” portion of Applicant’s mark is descriptive of at least some of 

Applicant’s products.  

15. 3M Company’s 3M mark became famous prior to the priority date for Applicant’s 

application to register Applicant’s mark and Applicant’s use of Applicant’s mark.  

16. The mark that Applicant seeks to register so resembles 3M Company’s 3M mark 

and name as to be likely, when used on or in connection with Applicant’s goods, to cause confusion, 

or to cause mistake, or to deceive. Purchasers and prospective purchasers are likely to mistakenly 

believe that the goods of Applicant offered under the mark M TAPE and Design are sponsored, 

endorsed, or approved by 3M Company, or are in some way affiliated, connected, or associated with 

3M Company.  

17. The mark that Applicant seeks to register so resembles 3M Company’s 3M mark 

and name as to be likely, when used on or in connection with Applicant’s goods, to dilute the 

distinctive quality of the 3M mark, in violation of 15 U.S.C. § 1125(c).  

18. Registration of the mark M TAPE and Design would be a source of damage to 3M 

Company because purchasers are likely to attribute the source or sponsorship of Applicant’s goods 

to 3M Company.  
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19. Registration of the mark M TAPE and Design would be a source of damage to 3M 

Company because it is likely to dilute the distinctive quality of the 3M mark.  

20. Registration of the mark M TAPE and Design would be a source of damage to 3M 

Company, as it would confer upon Applicant various statutory presumptions to which it is not 

entitled in view of 3M Company’s long prior use of its 3M mark.  

WHEREFORE, 3M Company prays that Application Serial No. 86/232479 be rejected, and 

that registration of the mark and name therein be refused under 15 U.S.C. §§ 1052(d), 1063 and 

1125(c).  

The filing fee in the amount of $600 as required by 37 C.F.R. § 2.6(a)(17) is being paid 

electronically via credit card with this Notice of Opposition. The Commissioner of Trademarks is 

authorized to draw on the deposit account of Fulbright & Jaworski, L.L.P., Account No. 50-

1212/11408690/THRT.T2242US.OP/MSM, in the event that anything prevents the successful 

completion of electronic payment of the filing fee. 

Date:  July 17, 2015    Respectfully submitted, 

/s/ Ashley Callahan   
Ashley Callahan 
NORTON ROSE FULBRIGHT US LLP 
98 San Jacinto Blvd., Suite 1100 
Austin, Texas 78701 
Tel:  512.536-5218 
Fax:  512.536.4598 
 
ATTORNEYS FOR OPPOSER 
3M COMPANY 
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CERTIFICATE OF SERVICE  
 
 I hereby certify that a true and correct copy of the Notice of Opposition has been served 
via First Class Mail to Applicant’s Correspondent of Record at the address below on this the 17th 
day of July, 2015: 
 

 
VALERIE BRENNAN 
HOGAN LOVELLS US LLP 
7930 JONES BRANCH DR FL 9 
MC LEAN, VIRGINIA 22102-3390 
UNITED STATES 

 
      /s/ Erin Molson  
      Erin Molson 
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